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PATENT  LAW  REVISION 


WEDNESDAY,   MAY   17,    1967 

U.S.  Senaits, 
Subcommittee  on  Patents,  Trademarks,  and 
Copyrights  of  the  Committee  on  the  Judiciary, 

Washington,  D.O. 

The  subcommittee  met,  pursuant  to  recess,  at  10:05  a.m.,  in  room 
3302,  New  Senate  Office  Building,  Senator  Jolm  L.  McClellan  (chair- 
man) presiding. 

Present :  Senators  McClelhin  and  Burdick. 

Also  present :  Thomas  C.  Brennan,  chief  counsel,  Edd  N.  Williams, 
Jr.,  assistant  counsel;  Stephen  G.  Haaser,  chief  clerk,  subcommittee 
on  Patents,  Trademarks,  and  Copyrights. 

Senator  McClellan.  Come  to  order. 

The  staff  has  presented  me  with  a  gavel  made  of  wood  from  a  tree 
on  Thomas  Jefferson's  estate  at  Monticello.  The  significance  is  that 
Jefferson  was  the  first  Secretary  of  State,  and  one  of  the  duties  of  the 
Secretary  of  State,  then,  was  to  examine  patents. 

In  other  words,  he  performed  the  services  the  Commissioner  of 
Patents  now  performs.  Therefore,  when  this  gavel  is  used  in  hearings 
of  this  subcommittee,  it  speaks  with  authority. 

The  subcommittee  is  today  beginning  public  hearings  on  general 
revision  of  patent  laws.  In  recent  years,  the  subcommittee  has  been 
engaged  in  a  review  of  the  American  patent  system.  Thirty  studies 
were  commissioned  and  published.  We  obtained  by  questionnaire  the 
views  of  industry,  economists,  inventors,  and  the  patent  bar  concern- 
ing possible  changes  in  patent  laws.  On  the  basis  of  this  study,  the 
subcommittee  concluded  that,  while  the  objectives  of  the  patent  sys- 
tem are  as  valid  today  as  at  the  time  of  its  inception,  there  lias  not 
been  an  adequate  adjustment  of  our  laws  and  procedures  to  meet  con- 
temporary conditions.  We  therefore  welcome  President  Johnson's 
decision  to  establish  the  President's  Commission  on  the  Patent  Sys- 
tem. We  are  aware  that  certain  of  the  recommendations  of  the  Com- 
mission are  highly  controversial.  As  chairman,  I  have  not  yet  taken 
any  position  with  respect  to  the  legislation  drafted  by  the  administra- 
tion to  implement  the  Commission's  report,  altlioiigh  I  introduced 
the  administration's  bill  at  its  request.  It  may  be  tliat  better  alterna- 
tives exist,  but  as  the  subcommittee  has  indicated  in  its  reports,  the 
revision  of  the  patent  laws  is  long  overdue.  Therefore,  I  tliink  there 
is  a  responsibility  on  the  part  of  those  who  oppose  the  Commission's 
recommendations  to  present  to  the  committee  constructive  proposals 
to  meet  the  problems  in  the  patent  system. 

Four  bills  are  currently  included  in  this  series  of  hearings.  We 
anticipate  that  additional  bills  may  be  introduced  later.  If  so,  they, 

(1) 


too,  may  well  receive  committee  consideration  during  the  course  of 
these  hearings. 

Two  of  the  bills  before  us  today,  S.  1042,  the  administration's  Patent 
Eeform  Act  of  1967  which,  as  I  have  stated,  I  introduced  by  request, 
and  S.  1691,  sponsored  by  Senators  Dodd  and  Ribicotl,  are  measures 
for  the  general  revision  of  the  patent  law,  S.  2,  introduced  by  Sen- 
ator Smith,  provides  for  a  single  change  in  the  patent  law  to  permit 
the  issuance  of  patents  despite  crtain  disclosures.  S.  1377,  introduced 
by  Senator  Nelson,  would  clarify  the  authority  of  the  Commissioner 
of  Patents  to  establish  in  various  parts  of  the  country  public  facili- 
ties for  the  searching  of  patent  materials.  Senator  Long  of  Missouri 
has  introduced  five  amendments  to  S.  1012,  Senate  amendments  182- 
through  186.  These,  likewise,  will  be  considered  during  these  hearini 

We  will  hold  hearings  today  and  tomorrow.  Thereafter,  we  will 
have  to  recess  until  some  future  date.  I  anticipate  a  number  of  days 
will  be  consumed  or  occupied  in  hearings  on  these  bills  and,  insofar 
as  the  workload  of  other  senatorial  duties  will  permit,  we  will  expe- 
dite hearings.  How  soon  we  can  conclude  and  how  soon  a  bill  or  bills 
can  be  reported  as  a  result  of  these  hearings,  I  cannot  predict :  but 
we  shall  try  to  move  along  expeditiously  to  the  end  and  with  the  hope 
that,  at  least  during  this  Congress,  some  legislation  may  be  enacted. 

We  are  going  to  have  a  nvmiber  of  witnesses;  a  large  number.  We 
appreciate  the  cooperation  already  received  from  interested  sources  in 
connection  with  this  legislation,  and  we  invite,  as  I  indicated  a  while 
ago,  constructive  counsel  and  suggestions  in  the  hope  that  we  can,  in 
this  effort  to  make  appropriate  and  needed  revisions  in  the  patent 
laws,  be  at  least  reasonal^h'  successful. 

Senator  Inirdick,  any  comments? 

Senator  Bi'kdick.  No  comment  at  this  time. 

Senator  ]\IcClellan.  Very  well. 

Mr.  Brenxan.  Mr.  Chairman,  I  request  that  we  have  printed  at 
thig  point  in  the  record  the  notice  of  this  hearing  which  appeared 
in  the  Congressional  Record  of  March  2. 

Senator  McClellan.  The  notice  may  l)e  printed  in  the  record. 

(The  notice  referred  to  follows :) 

[From  the  Congressional  Record,  Mar.  2,  1967,  p.  S2954] 
Notice  of  Public  Hearing  on  Patent  Law  Revision 

Mr.  McClellan.  Mr.  Pre.'^ident,  as  chairman  of  the  standing  Subcommittee 
on  Patents.  Trademarks,  and  Copyrights  of  the  Committee  on  the  Judiciary. 
I  wish  to  announce  that  the  subcommittee  has  scheduled  public  hearings  on 
Patent  Law  Revision. 

These  hearings  will  begin  on  Wednesday,  May  17  and  Thursday,  May  IS, 
commencing  at  10:00  A.M.  in  Room  3802,  New  Senate  Office  Building.  The 
hearings  will  consider  S.  1042,  the  Administration  bill  for  general  revision 
of  the  patent  laws,  and  S.  2,  to  permit  the  issuance  of  patents  upon  inventions 
after  certain  disclosures.  I  understand  that  other  bills  for  the  general  revision 
of  the  patent  laws  may  be  introduced,  and  if  this  occurs,  they  will  also  be 
considered. 

I  was  re(juested  to  schedule  hearings  on  this  subject  at  an  early  date. 
Because  of  the  complexity  of  patent  revision  and  the  iieed  to  afford  all  in- 
tere<<ted  parties  a  reasonable  opportunity  to  study  the  proposed  legis1ati(m  at 
various  meetings  which  have  been  arrjingcd  for  late  April  and  May.  T  Ix'lieve 
that  the  dates  ani-ounced  are  the  earliest  possible  dates  for  an  informed  con- 
sideration of  this  issue. 


Anyone  who  wishes  to  testify  or  file  a  statement  for  the  record  should 
communicate  with  the  office  of  the  suhcomniittee.  room  349A,  Senate  Office 
Building.  Washington,  D.C.  20mo.  telephone  225-2268. 

The  subcommittee  consists  of  the  Senator  from  Michigan  (Mr.  Hart),  the 
Senator  from  North  Dakota  (Mr.  Burdick),  the  Senator  from  Pennsylvania 
(Mr.  Scott),  the  Senator  from  Hawaii  (Mr.  Fong),  and  myself. 

Mr.  Brennax.  That  is  to  be  followed  by  the  text  of  the  four  bills 
enumerated  in  your  statement,  as  well  as  Senator  Loner's  amendments. 

Senator  McClellan.  They  may  be  incorporated  in  the  record  at  this 
point. 

(The  bills  referred  to  follow :) 

[S.  2,  90th  Cong.,  first  sess.] 

A  BILL  To  amend  title  35,  United  States  Code,  to  permit  the  issuance  of  patents  upon 
Inventions  after  certain  disclosures 

Be  it  enacted  hy  the  Senate  and  House  of  Reprefsentatives  of  the  United 
States  of  America,  in  Congress  assembled,  That  section  102,  title  35,  United 
States  Code,  is  amended  by  adding  at  the  end  thereof  the  following  new 
paragraph  : 

"Nothing  contained  in  this  title  shall  prevent  the  i.ssuance  to  any  person  of 
a  patent  for  an  invention  on  account  of  the  previous  publication  by  such 
person  of  a  printed  description  of  that  invention  if  (1)  such  description  was 
published  incident  to  a  claim  for  a  copyright  under  chapter  3,  title  17,  United 
States  Code,  upon  matter  directly  related  to  such  invention  or  the  u.se  thereof, 
and  (2)  such  printed  description  included  a  printed  notice  to  the  effect  that 
such  person  has  made,  or  contemplates  the  making  of,  an  application  for  a 
patent  for  that  invention." 

[S.  1042,  90th  Cong.,  first  sess.] 

A  BILL  For  the  general  revision  of  the  Patent  Laws,  title  35  of  the  United  States  Code, 

and  for  other  purposes 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United 
States  of  America  in  Congress  assembled,  That  title  35  of  the  United  States 
Code,  entitled  "Patents'',  is  hereb.v  amended  in  its  entirety  to  read  as  follows : 

"TITLE  35— PATENTS 
"Part  Sec. 

"I.   PATENT  OFFICE 1 

"II.   PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF  PATENTS 100 

"III.  PATENTS  AND  PROTECTION  OF  PATENT  RIGHTS 251 

"PART  I— PATENT  OFFICE 

"Chapter  Sec. 

"1.  Establishment,   Officers,  Functions 1 

"2.  Proceedings  in  the  Patent  Office 21 

"3.  Practice  Before  the  Patent  Office 31 

"4.  Patent  Fees 41 

"Chapter  1.— ESTABLISHMENT,  OFFICERS,  FUNCTIONS 

"Sec. 

"1.  Establishment. 

"2.   Seal. 

"3.  Officers  and  employees. 

"4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents. 

"5.  Bond  of  Commissioner  and  other  officers. 

"6.  Duties  of  Commissioner. 

"7.   Board  of  Appeals. 

"8.  Librar.v. 

"9.  Classification  of  patents. 
"10.  Certified  copies  of  records. 
"11.  Publications. 
"12.   Research  and  studies. 
"15.  Advisory  Council  on  the  patent  system. 

"§  1.  Establishment 

"The  Patent  Office  shall  be  an  Office  in  the  Department  of  Commerce,  where 
records,  books,  drawings,  specification.?,  and  other  paix-rs  and  things  pertaining 
to  patents  and  to  trademark  registrations  .shall  be  kept  and  preserved,  except  as 
otherwise  provided  by  law. 


"§  2.  Seal 

"The  Patent  Office  shall  have  a  seal  with  which  letters  patent,  certificates  of 
trademark  registrations,  and  papers  issued  from  the  Office  shall  be  authenticated. 

"§3.  Officers  and  employees 

"(a)  There  shall  be  in  the  Patent  Office  a  Commissioner  of  Patents,  one 
first  assistant  commissioner,  two  other  assistant  commissioners,  and  not  more 
than  twenty-four  examiners-in-chief.  The  assistant  commissioners  shall  perform 
the  duties  pertaining  to  the  office  of  Commissioner  assigned  to  them  by  the 
Commissioner.  The  first  assistant  commissioner,  or,  in  the  event  of  a  vacancy 
in  that  office,  the  a.ssistant  commissioner  senior  in  date  of  appointment,  shall 
fill  the  office  of  Commissioner  during  a  vacancy  in  that  office  until  a  Commissioner 
is  appointed  and  takes  office.  The  Commissioner  of  Patents  shall  be  appointed 
by  the  President,  by  and  with  the  advice  and  consent  of  the  Senate.  The 
Secretary  of  Commerce,  upon  the  nomination  of  the  Commissioner  in  accordance 
with  law,  shall  appoint  all  other  officers  and  employees. 

"(b)  The  Secretary  of  Commerce  may  vest  in  himself  the  functions  of  the 
Patent  Office  and  its  officers  and  employees  specified  in  this  title  and  may  from 
time  to  time  authorize  their  performance  by  any  other  officer  or  employee. 

"(c)  The  Secretary  of  Commerce  is  authorized  to  fix  the  per  annum  rate  of 
basic  compensation  of  each  examiner-in-chief  in  the  Patent  Office  at  not  in 
excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade  17  of  the 
General  Schedule  of  positions  referred  to  in  section  5104  of  title  5.  United  States 
Code,  and  of  the  assistant  commissioner  at  not  in  excess  of  the  rate  provided 
for  positions  in  grade  18. 

"§  4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents 

"Officers  and  employees  of  the  Patent  Office  shall  be  incapable,  during  the  period 
of  their  appointments  and  for  one  year  thereafter,  of  applying  for  a  patent  and 
of  acquiring,  directly  or  indirectly,  except  by  inheritance  or  beque.^t,  any  patent 
or  any  right  or  interest  in  any  patent.  is.sued  or  to  be  issued  by  the  Office.  In 
patents  applied  for  thereafter  they  shall  not  be  entitled  to  any  priority  date 
earlier  than  one  year  after  the  termination  of  their  appointment. 

"§  5.  Bond  of  Commissioner  and  other  officers 

"The  Commissioner  and  such  other  officers  as  he  designates,  before  entering 
upon  their  duties,  shall  severally  give  bond,  with  securities,  the  former  in 
the  sum  of  ,*^10,000.  and  the  latter  in  .sums  prescribed  by  the  Commissioner,  con- 
ditioned for  the  faithful  discharge  of  their  respective  duties  and  that  they  .«hall 
render  to  the  proper  officers  of  the  Treasury  a  true  account  of  all  money  received 
by  virtue  of  their  offices. 

"§6.  Duties  of  Commissioner 

"The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce,  shall 
superintend  or  perform  all  duties  required  by  law  re.specting  the  granting  and 
issuing  of  patents  and  the  registration  of  trademarks ;  and  he  shall  have  charge 
of  property  belonging  to  the  Patent  Office.  He  may  establish  regulations,  not 
inconsistent  with  law,  for  the  conduct  of  proceedings  in  the  Patent  Office.  Such 
regulations  and  all  other  regulations  issued  pursuant  to  this  title  shall  be  subject 
to  the  approval  of  the  Secretary  of  Commerce. 

"§  7.  Board  of  Appeals 

"(a)    The  Commissioner,  the  assistant  commissioners,  and  the  examiner-in- 
chief  shall  constitute  a  Board  of  Appeals  in  the  Patent  Office.  The  examiners-in- 
chief  shall  be  per.sons  of  competent  legal  knowledge  and  scientific  ability,  who 
shall  be  appointed  under  the  classified  Civil  Service. 
"(b)  The  Board  of  Appeals  shall : 

"(1)  Review  adver.se  decisions  of  the  examiners  upon  applications  for 
patents  as  provided  in  section    134  of  this  title. 

"(2)  Review  or  consider  actions  arising  under  sections  136  and  257  of  this 
title  in  accordance  with  regulations  established  for  such  purpose. 

"(3)  Perform  the  functions  specified  as  being  performed  by  a  Board  of 
Patent  Interferences  in  Public  Law  593,  Eighty-second  Congress  (eh.  9.10, 
66  Stat.  792,  section  1),  and  in  other  Acts  of  Congress  and  when  performing 
said  function  shall  constitute  a  Board  of  Patent  Interference!?. 


"(e)  Each  appeal  or  other  action  shall  be  heard  or  considered  by  at  least  three 
members  of  the  Board  of  Appeals.  The  Board  of  Appeals  has  sole  power  to 
grant  rehearings. 

"(d)  Whenever  the  Commissioner  considers  it  necessary  to  maintain  the  work 
of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner  of  the 
primary  examiner  grade  or  higher  having  the  requisite  ability,  to  serve  as  ex- 
aminer-in-chief for  periods  not  exceeding  six  months  each.  An  examiner  so  desig- 
nated shall  be  qualified  to  act  as  a  member  of  the  Board  of  Appeals.  Not  more  than 
one  acting  examiner-in-chief  shall  be  a  member  of  the  Board  of  Appeals  hearing 
an  appeal  or  considering  a  case.  The  Secretary  of  Commerce  is  authorized  to 
fix  the  per  annum  rate  of  basic  compensation  of  each  designated  examiner-in-chief 
in  the  Patent  Office  at  not  in  excess  of  the  maximum  scheduled  rate  provided  for 
positions  in  grade  16  of  the  General  Schedule  of  positions  referred  to  in  section 
5104  of  title  5,  United  States  Code.  The  per  annum  rate  of  basic  compensation  of 
each  designated  examiner-in-chief  shall  be  ad,iusted.  at  the  close  of  the  period  for 
which  he  was  designated  to  act  as  examiner-in-chief,  to  the  per  annum  rate  of 
basic  compensation  which  he  would  have  been  receiving  at  the  close  of  such  period 
if  such  designation  had  not  been  made. 

"§8.  Library 

"The  Commissioner  shall  maintain  a  library  of  scientific  and  other  works  and 
periodicals,  both  foreign  and  domestic,  in  the  Patent  Office  to  aid  the  officers  in 
the  discharge  of  their  duties. 

"§9.  Classification  of  patents 

"Tlie  Commissioner  may  revise  and  maintain  the  classification  by  sub.iect  mat- 
ter of  published  specifications  of  United  States  patents  and  applications  and  of 
such  other  patents  and  applications  and  other  scientific  and  technical  information 
as  may  be  necesary  or  practicable,  for  the  purpose  of  determining  with  readiness 
and  accuracy  the  novelty  of  inventions  for  which  applications  for  patent  are  filed. 

"§  10.  Certified  copies  of  records 

"The  Commissioner  may,  upon  payment  of  the  prescribed  fee,  furnish  certified 
copies  of  records  of  the  Patent  Office  to  persons  entitled  thereto. 

"§  11.  Publications 

"(a)  The  Commissioner  may  print,  or  cause  to  be  printed,  the  following: 

"(1)  Patent  applications  and  parts  thereof,  subject  to  the  provisions  of 
this  ttile,  patent  abstracts  and  patents,  including  specifications  and  draw- 
ings, together  with  copies  of  the  same. 

"(2)  Certificates  of  trademarli  registrations,  including  statements  and 
drawings,  together  with  copies  of  the  same. 

"  ( 3 )    The  Official  Gazette  of  the  United  States  Patent  Office. 

"(4)  Annual  indices  of  patents  and  patentees,  published  applications  and 
applicants,  and  of  trademarks  and  registrants. 

"  (5)  Annual  volumes  of  decisions  in  patent  and  trademark  cases. 

"(6)   Classification  manuals  and  indices  of  the  classifications  of  patents. 

"(7)  Pamplet  copies  of  the  patent  laws  and  rules  of  practice,  laws  and  rules 
relating  to  trademarks  and  cirulars  or  other  publications  relating  to  the  busi- 
ness of  the  Office. 
"(b)  The  Patent  Office  may  print  the  headings  of  the  drawings  for  patents  for 
the  purpose  of  photolithography. 

"§  12.  Research  and  studies 

"(a)  The  Commissioner  shall  conduct  a  program  of  research  and  development 
to  improve  and  expedite  the  handling,  classification,  storage  and  retrieval  of 
patents  and  other  scientific  and  technical  information. 

"(b)  The  Commissioner,  in  consultation  with  the  Advisory  Council  established 
pursuant  to  section  15  of  this  title,  shall  conduct  and  sponsor  studies  to  aid  in 
analyzing  the  contemporary  needs  of  the  patent  system  and  in  evaluating  the 
effectiveness  of  the  patent  system  in  serving  the  public  interest. 

"§  15.  Advisory  Council  on  the  patent  system 

"(a)  There  is  hereby  established  an  Advisory  Council  on  the  Patent  System 
(referred  to  in  this  section  as  the  'Council')  of  not  less  than  twelve  nor  more 
than  twenty-four  members  to  be  appointed  by  the  Secretary  of  Commerce  from 
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the  general  public  without  regard  to  the  civil  service  laws,  and  to  consist  of 
persons  representing  sectors  affected  by  the  patent  system.  The  Secretary  of 
Commerce  shall  designate  the  Chairman  of  the  Council  and  set  the  term  of  the 
members. 

"(b)  It  shall  be  the  duty  of  the  Council,  on  a  continuing  basis,  to  evaluate  the 
effectiveness  of  the  patent  system  in  serving  the  public  interest;  to  analyze 
the  contemporary  conditions  and  needs  of  the  patent  system ;  to  study  and  ap- 
praise the  methods  and  operations  of  the  United  States  Patent  OfSce  including 
the  quality  of  United  States  patents,  the  procedures  and  timing  of  publication 
of  pending  applications  and  the  need  for  and  scope  of  any  deferred  examination 
system ;  and  to  report  to  the  Secretary  of  Commerce  its  conclusions  and 
recommendations. 

"(c)  The  Secretary  of  Commerce  shall  furnish  to  the  Council  an  executive 
secretary  and  such  professional,  secretarial,  clerical,  and  other  services  and 
facilities  as  are  deemed  necessary  to  the  conduct  of  its  business. 

"Chapter  2.— PROCEEDINGS  IN  THE  PATENT  OFFICE 

"Sec. 

"21.   D.T.v  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday. 

"22.  Printing  of  papers  filed. 

"23.  Testimony  in  Patent  Office  cases. 

"24.   Subpenas,  witnesses. 

"2.5.   Oath  and  declaration  in  lieu  of  oath. 

"26.  Effect  of  defective  execution. 

"§21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday 

"When  the  day,  or  the  last  day,  for  taking  any  action  or  paying  any  fee  in 
the  United  States  Patent  Office  falls  on  Saturday,  Sunday,  or  a  holiday  within 
the  District  of  Columbia,  the  action  may  be  taken,  or  the  fee  paid,  on  the  next 
succeeding  secular  or  business  day. 

"§22.  Printing  of  papers  filed 

"The  Commissioner  may  require  papers  filed  in  the  Patent  Office  to  be  printed 
or  typewritten. 

"§23.  Testimony  in  Patent  Office  cases 

"The  Commissioner  may  establish  rules  for  taking  affidavits  and  depositions 
required  in  cases  in  the  Patent  Office.  Any  officer  authorized  by  law  to  take 
depositions  to  be  used  in  the  courts  of  the  United  States,  or  of  the  State  where 
he  resides,  may  take  such  affidavits  and  depositions. 

"§24.  Subpenas,  witnesses 

"The  clerk  of  any  United  States  court  for  the  district  wherein  testimony  is  to 
be  taken  for  use  in  any  contested  case  in  the  Patent  Office,  shall,  upon  the  ap- 
plication of  any  party  thereto,  issue  a  subpena  for  any  witness  residing  or  being 
within  such  district,  commanding  him  to  appear  and  testify  before  an  officer  in 
such  district  authorized  to  take  depositions  and  affidavits,  at  the  time  and  place 
stated  in  the  subpena.  The  provisions  of  the  Federal  Rules  of  Civil  Procedure 
relating  to  the  attendance  of  witnesses  and  to  the  production  of  documents  and 
things  shall  apply  to  contested  cases  in  the  Patent  Office. 

"Every  witness  subpenaed  and  in  attendance  shall  be  allowed  the  fees  and 
traveling  expenses  allowed  to  witnesses  attending  the  United  States  district 
courts. 

"A  judge  of  a  court  whose  clerk  issued  a  subpena  may  enforce  obedience  to 
the  process  or  punish  disobedience  as  in  other  like  cases,  on  proof  that  a  witness, 
served  with  such  subpena.  neglected  or  refused  to  appear  or  to  testify.  No  witness 
shall  be  deemed  guilty  of  contempt  for  disobeying  such  subpena  unless  his  fees 
and  traveling  expenses  in  going  to,  and  returning  from,  and  one  day's  attendance 
at  the  place  of  examination,  are  paid  or  tendered  him  at  the  time  of  the  service 
of  the  subpena ;  nor  for  refusing  to  disclose  any  secret  matter  except  upon  ap- 
propriate order  of  the  court  which  issued  the  subpena. 

"§25.  Oath  and  declaration  in  lieu  of  oath 

"(a)  An  oath  to  be  field  in  the  Patent  Office  may  be  made  before  any  person 
within  the  United  States  authorized  by  law  to  administer  oaths,  or,  when  made  in 
a  foreign  country,  before  any  diplomatic  or  consular  officer  of  the  United  States 
authorized  to  administer  oaths,  or  before  any  officer  authorized  to  administer 


oaths  in  the  foreign  country  in  which  the  applicant  may  be,  whose  authority 
shall  be  proved  by  certificate  of  a  diplomatic  or  consular  officer  of  the  United 
States,  and  such  oath  shall  be  valid  if  it  complies  with  the  laws  of  the  state  or 
country  where  made. 

"(b)  The  Commissioner  may  by  rule  prescribe  that  any  document  to  be  filed  in 
the  Patent  Office  and  which  is  required  by  any  law,  rule,  or  other  regulation  to 
be  under  oath  may  be  subscribed  to  by  a  written  declaration  in  such  form  as  the 
Commissioner  may  prescribe,  such  declaration  to  be  in  lieu  of  the  oath  otherwise 
required. 

•'(c)  Whenever  such  written  declaration  is  used,  the  document  must  warn  the 
declarant  that  willful  false  statements  and  the  like  are  subject  to  punishment 
including  fine  or  imprisonment,  or  both. 

"§  26.  Effect  of  defective  execution 

'•Any  document  to  be  filed  in  the  Patent  Office  and  which  is  required  by  any  law, 
rule,  or  other  regulation  to  be  executed  in  a  specified  manner  may  be  provisionally 
accepted  by  the  Commissioner  despite  a  defective  execution,  provided  a  properly 
executed  document  is  submitted  within  such  time  as  may  be  prescribed. 

'Chapter  3.— PRACTICE  BEFORE  PATENT  OFFICE 

"See. 

"31.  Regulations  for  agents  and  attorneys. 

"32.   Suspension  or  exclusion  from  practice. 

"33.   Unauthorized  representation  as  practitioner. 

"§  31.  Regulations  for  agents  and  attorneys 

"The  Commissioner,  subject  to  the  approval  of  the  Secretary  of  Commerce, 
may  prescribe  regulations  governing  the  recognition  and  conduct  of  agents, 
attorneys,  or  other  persons  representing  applicants  or  other  parties  before  the 
Patent  Office,  and  m^ay  require  them,  before  being  recognized  as  representatives 
of  applicants  or  other  persons,  to  show  that  they  are  of  good  moral  character 
and  reputation  and  are  possessed  of  the  necessary  qualifications  to  render  to 
applicants  or  other  persons  valuable  service,  advise,  and  assistance  in  the  presen- 
tation or  prosecution  of  their  applications  or  other  business  before  the  Office. 

"§  32.  Suspension  or  exclusion  from  practice 

"The  Commissioner  may,  after  notice  and  opportunity  for  a  hearing,  suspend 
or  exclude,  either  generally  or  in  particular  case,  from  further  practice  before 
the  Patent  Office,  any  person,  agent,  or  attorney  shown  to  be  incompetent  or 
disreputable,  or  guilty  of  gross  misconduct,  or  who  does  not  comply  with  the 
regulations  established  under  section  ?,1  of  this  title,  or  who  shall,  by  word, 
circular,  letter,  or  advertising,  with  intent  to  defraud  in  any  manner,  deceive, 
mislead,  or  threaten  any  applicant  or  prospective  applicant,  or  other  person 
having  immediate  or  prospective  business  before  the  Office.  The  reasons  for  any 
such  suspension  or  exclusion  shall  be  duly  recorded.  The  United  States  District 
Court  for  the  District  of  Columbia,  under  such  conditions  and  upon  such  pro- 
ceedings as  it  by  its  rules  determines,  may  review  the  action  of  the  Commissioner 
upon  the  petition  of  the  person  so  refused  recognition  or  so  suspended  or  excluded. 

"§  33.  Unauthorized  representation  as  practitioner 

"Whoever,  not  being  recognized  to  practice  before  the  Patent  Office,  holds 
himself  out  or  permits  himself  to  be  held  out  as  so  recognized,  or  as  being  qualified 
to  prepare  or  prosecute  applications  for  patent,  shall  be  fined  not  more  than 
$1,000  for  each  offense. 

"Chapter  4.— PATENT  FEES 
"See. 

"41.   Patent  fees. 
"42.   Payment  of  patent  fees  ;  return  of  excess  amounts. 

"§41.  Patent  fees 

"(a)  The  Commissioner  shall  prescribe  by  regulations  the  fees  to  be  paid  in 
connection  with  the  filing  and  examination  of  patent  applications,  the  issuance 
of  patents,  and  other  matters  set  forth  in  this  title  as  requiring  a  fee  and  for 
copies  of  records,  publications  or  other  services  furnished  by  the  Patent  Office, 
designed  to  effect  an  overall  recovery  in  the  range  of  G5  to  75  per  centum  of  the 
costs  of  operation  of  the  Patent  Office. 

"(b)  The  Commissioner  shall  prescribe  by  regulations,  consistent  with  the  pro- 
visions of  this  title,  the  time  for  payment  of  the  fees  to  be  paid  under  this  title. 
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If  payment  of  the  fees  in  connection  witli  the  examination,  publication  or  issuance 
of  a  patent  application  are  not  timely  made,  the  application  shall  be  regarded  as 
abandoned.  An  applicant  shall  be  given  at  least  thirty  days  following  notice  of  a 
fee  due  pursuant  to  section  123  or  151  of  this  title  in  which  to  pay  the  fee. 

"(e)  The  fees  established  under  the  authority  of  this  section  shall  apply  to 
any  other  Government  department  or  agency,  or  officer  thereof,  except  that  the 
Commissioner  may  waive  the  payment  of  any  fee  for  services  or  materials  in 
cases  of  occasional  or  incidental  requests  by  a  Government  department  or  agency, 
or  officer  thereof. 

"(d)  The  Commissioner  may  prescribe  by  regulations  when  copies  of  Patent 
Office  records  and  publications  may  be  provided  without  charge  or  in  exchange 
for  records  or  publications  of  foreign  countries. 

"§  42,  Payment  of  fees ;  return  of  excess  amounts 

"All  fees  shall  be  paid  to  the  Commissioner,  who  shall  deposit  the  same  in  the 
Treasury  of  the  United  States  in  such  manner  as  the  Secretary  of  the  Treasury 
directs,  and  the  Commissioner  may  refund  any  sum  paid  by  mistake  or  in  excess 
of  the  fee  required. 

"PART  II—  PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF 

PATENTS 

"Chapter  Sec. 

"10.  Patentability  of  Inventions 100 

"11.  AppLirATiON  FOR  Patent 111 

"12.  Examination  of  Applications 1.31 

"1.3.  Review  of  Patent  Office  Decisions 141 

"14.  Issue  of  Patent 1.51 

"15.  Plant  Patents 161 

"16.  Designs ~ 171 

"17.  Secrecy  of  Certain  Inventions  and  Filing  Applications  AbroadI ~_ 181 

"Chapter  10.~PATENTABILITY  OF  INVENTIONS 

"Sec. 

"100.   Definitions. 

"101.  Ri]sht  to  patent:  inventions  patentable. 

"102.  Conditions  for  patentability. 

"103.  Conditions  for  patentability;  nonobvious  subject  matter. 

"10.").  Nonprejudicial  disclosure. 

"106.  Computer  programs  not  patentable. 

"§  100.  Definitions 

"When  used  in  this  title  unless  the  context  otherwise  indicates — 

"(a)   The  term  'invention'  means  invention  or  discovery. 

"(b)  The  term  'process'  means  process,  art  or  method  and  includes  a  new  use 
of  a  known  process,  machine,  manufacture,  composition  of  matter,  or  material. 

"(c)  The  term  'United  States'  means  the  United  States  of  America,  its  ter- 
ritories and  possessions. 

"(d)  The  term  'applicant'  means  any  per.son  who  has  filed  an  application  for 
patent  as  provided  in  this  title. 

"(e)  The  term  'patentee"  includes  not  only  the  person  to  whom  the  patent  was 
issued  but  also  the  successors  in  title  to  such  person. 

"(f)  The  term  'effective  filing  date,'  when  used  in  reference  to  a  complete 
application  for  patent,  includes  the  filing  date  to  which  such  application,  or  the 
sub.iect  matter  of  any  claim  thereof,  may  be  entitled  under  the  provisions  of 
sections  119  or  120.  A  complete  application  or  the  resulting  patent  may  contain 
separate  claims  for  subject  matter  having  different  effective  filing  dates. 
"§  101.  Right  to  patent :  inventions  patentable 

"Whoever  invents  or  discovers  any  new  and  useful  process,  machine,  manufac- 
ture, or  composition  of  matter,  or  any  new  and  useful  improvement  thereof,  or  his 
successor  in  title,  may  obtain  a  patent  therefor,  subject  to  the  conditions  and 
requirements  of  this  title, 

"§102.  Conditions  for  patentability 

"A  person  shall  not  be  entitled  to  a  patent  if — 

"(a)  prior  to  the  effective  filing  date  of  the  application,  the  subject  matter 
sought  to  be  patented  was  known  to  the  public,  or  made  available  to  the 
public  by  means  of  a  disclosure  in  tangible  form,  or  in  pulilic  use  or  on  sale,  or 

"(b)  the  subject  matter  sought  to  be  patented  was  disclosed  in  a  published 
United  States  application,  or  United  States  patent,  having  an  effective  filing 
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date  on  or  before  that  of  the  application  for  patent  for  the  subject  matter 
sought  to  he  patented  unless  such  application  for  patent  is  filed  by  the  same 
applicant  and  is  filed  prior  to  the  publication  date  of  such  prior  published 
United  States  application,  or 

"(c)  the  inventor  named  in  the  application  did  not  himself  invent  the  sub- 
ject matter  sought  to  be  patented,  or 

"(d)   he  has  abandoned  the  invention. 

"§103.  Conditions  for  patentability;  nonobvious  subject  matter 

"A  patent  may  not  be  obtained  though  the  invention  is  not  identically  dis- 
closed or  described  as  set  forth  in  section  102  of  this  title,  if  the  differences  be- 
tween the  subject  matter  sought  to  be  iwitented  and  the  prior  art  are  such  that 
the  subject  matter  as  a  whole  would  have  been  obvious  on  or  before  the  effective 
filing  date  of  the  application  to  a  person  having  ordinary  skill  in  the  art  to  which 
said  subject  matter  pertains.  Patentability  shall  not  be  negatived  by  the  manner 
in  which  the  invention  was  made. 

"§  105.  Nonprejudicial  disclosure 

"(a)  A  public  disclosure  of  subject  matter  concerning  an  invention  less  than 
six  months  prior  to  the  date  of  filing  of  a  complete  application  for  patent,  s^hall 
not  bar  the  issuance  of  the  patent  if — 

"(1)  the  subject  matter  was  derived  from  the  inventor  named  in  such 
application,  and 

"(2)   the  disclosure  was  made  in  violation  of  an  obligation  not  to  disclose 
the  subject  matter. 
"(b)   The  Commissioner  may  establish  procedures  for  making  determinations 
under  subsection  (a)  of  this  section.  No  such  determination  in  favor  of  the  ap- 
plicant shall  be  subject  to  direct  judicial  review. 

"§  106.  Computer  programs  not  patentable 

"A  plan  of  action  or  set  of  operating  instructions,  in  whatever  form  presented, 
to  cause  a  controllable  data  processor  or  computer  to  perform  selected  operations 
shall  not  be  patentable. 

"Chapter  11.— APPLICATION  FOR  PATENT 

"Sec. 

"111.  Application  for  patent. 

"112.   Specification  of  a  complete  application. 

"113.   Drawings. 

"114.  Models,  specimens. 

"115.  Oath  of  applicant. 

"116.  Joint  Inventors. 

"117.  Death  or  Incapacity  of  inventor. 

"lis.  Action  when  no  oath  or  assit,'^nment  can  be  obtained. 

"119.  Benefit  of  earlier  filing  date  In  foreign  country  ;  right  of  priority. 

"120.  Benefit  of  earlier  filing  date  in  the  United  States. 

"121.  Divisional  applications. 

"122.  Confidential  status  of  applications. 

"123.   Publication. 

"§111.  Application  for  patent 

"(a)  An  application  for  patent  may  be  filed  by  either  the  inventor  or  the  owner 
of  the  invention  sought  to  be  patented.  The  application  shall  be  made  in  writing 
to  the  Commissioner,  shall  be  signed  by  the  applicant  and  include  the  name  of 
each  person  believed  to  have  made  an  inventive  contribution,  and  shall  be  accom- 
panied by  the  prescribed  fee.  An  application  filed  by  a  person  not  the  inventor 
shall  include,  at  the  time  of  filing,  a  statement  of  the  facts  supporting  the  allega- 
tion of  ownership  of  the  invention. 

"(b)   A  complete  application  for  patent  shall  include  : 

"  (1)   a  specification  as  prescribed  by  section  112  of  this  title ; 
"  (2)   a  drawing  as  prescribed  by  section  113  of  this  title ;  and 
"(3)   if  tiled  by  the  inventor,  an  oath  prescribed  by  section  ll.j(a)  of  this 
title. 
"(c)  A  preliminary  application  containing  the  written  description  of  an  inven- 
tion and  otherwise  complying  with  paragraph  (a)  of  this  section  may  be  filed. 

"(d)  In  a  preliminary  or  complete  application,  omission  of  an  inventor's  name 
or  inclusion  of  the  name  of  one  not  an  inventor,  without  deceptive  intent,  may  be 
corrected  at  any  time,  in  accordance  with  regulations  established  by  the  Com- 
mission. 
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"(e)  When  the  Commissioner  requires  or  publishes  an  abstract  of  the  technical 
disclosure  of  a  complete  application,  such  abstract  shall  not  be  used  either  in  the 
Patent  Office  or  after  the  issuance  of  a  patent  to  determine  or  interpret  the  scope 
of  the  invention  claimed. 

"§  112.  SpecilScaticn  of  a  complete  application 

'•(a)  The  siJecification  shall  contain  a  written  description  of  the  invention,  and 
of  the  manner  and  process  of  making  and  using  it,  in  such  full,  clear,  concise,  and 
exact  terms  as  to  enable  any  person  skilled  in  the  art  to  which  it  pertains,  or  with 
which  it  is  most  nearly  connected,  to  make  and  use  the  same,  and  shall  set  forth 
the  best  mode  contemplated  by  the  inventor  of  carrying  out  his  invention. 

"(b)  The  specification  shall  conclude  with  one  or  more  claims  particularly 
pointing  out  and  distinctly  claiming  the  subject  matter  which  the  inventor  re- 
gards as  his  invention.  A  claim  may  be  written  in  independent  or  dependent  form, 
and  if  in  dependent  form,  it  shall  be  construed  to  include  all  the  limitations  of 
the  claim  incorporated  by  reference  into  the  dependent  claim. 

"(c)  An  element  in  a  claim  for  a  combination  may  be  expres.sed  as  a  means  or 
step  for  performing  a  specified  function  without  the  recital  of  structure,  material, 
or  acts  in  support  thereof,  and  such  claim  shall  be  construed  to  cover  the  corre- 
sponding structure,  material,  or  acts  described  in  the  specification  and  equivalents 
thereof. 

"§  113.  Drawings 

"When  the  nature  of  the  case  admits,  the  applicant  shall  furnish  a  drawing. 
"§  114,  Models,  specimens 

"The  Commissioner  may  requii'e  the  applicant  to  furnish  a  model  of  convenient 
size  to  exhibit  advantageously  the  several  parts  of  his  invention. 

"§  115.  Oath  of  applicant 

"(a)  The  applicant  of  a  complete  application,  if  he  is  the  inventor,  shall  make 
oath  that  he  believes  himself  to  be  the  original  inventor  of  the  subject  matter 
sought  to  be  patented  and  shall  state  of  what  country  he  is  a  citizen. 

"(b)  The  applicant  of  a  complete  application,  if  he  is  not  the  inventor,  shall 
prior  to  the  publication  of  the  application : 

"(1)   file  an  oath  by  the  inventor  containing  the  averment  prescribed  in 
subsection  (a)  of  this  section  and 

"(2)   record  in  the  Patent  Office  an  assignment,  if  ownership  resulted 
from  an  assignment,  or  proof  of  ownership,  in  other  cases. 
"(c)   The  applicant  of  a  complete  application  filed  pursuant  to  section  117 
of  this  title  may  make  the  oath  required  by  subsection  (b)   of  this  section,  so 
varied  in  form  that  it  can  be  made  by  him. 

"§  116.  Joint  inventors 

"(a)  When  two  or  more  persons  have  made  inventive  contributions  to  subject 
matter  claimed  in  an  application,  they  shall  apply  for  a  patent  jointly  and  each 
sign  the  application  and  make  the  required  oath,  or.  if  the  application  is  filed  by 
some  other  person  having  the  right  to  do  so,  they  shall  be  named  as  the  inventors. 

"(b)  In  an  application  for  patent  for  a  joint  invention,  it  shall  not  be  necessary 
for  each  person  named  as  joint  inventor  to  be  a  joint  inventor  of  the  invention 
asserted  in  each  claim. 

"(c)  If  a  joint  inventor  refuses  to  join  in  an  application  for  patent  or  cannot 
be  found  or  reached  after  diligent  effort,  the  application  may  he  made  by  the 
other  inventor  on  behalf  of  himself  and  the  omitted  inventor.  The  Commissioner, 
on  proof  of  the  pertinent  facts  and  after  such  notice  to  the  omitted  inventor  as 
he  prescribes,  may  publish  the  application  and  grant  a  patent  to  the  inventor 
making  the  application,  subject  to  the  same  rights  which  the  omitted  inventor 
would  have  had  if  he  had  been  joined.  The  omitted  inventor  may  subsequently 
join  in  the  application. 

"§  117.  Death  or  incapacity  of  inventor 

"Legal  representatives  of  deceased  inventors  and  of  those  under  legal  inca- 
pacity may  make  application  for  patent  upon  compliance  with  the  requirements 
and  on  the  same  terms  and  conditions  applicable  to  the  inventor. 

"§  118.  Action  when  no  oath  or  assignment  can  be  obtained 

"Whenever  an  application  is  filed  by  someone  not  the  inventor  and  the  in- 
ventor refuses  to  execute  the  oath  required  by  section  ll.j  (b)(1)  of  this  title 
or  an  assignment,  or  cannot  be  found  or  reached  after  diligent  effort,  the  Com- 
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missioner  may,  on  proof  of  the  pertinent  facts  and  a  showing  by  the  applicant 
that  such  action  is  necessary  to  preserve  the  rights  of  the  parties,  and  on  com- 
pliance with  such  regulations  as  he  prescribes : 

•' (a)  publish  the  application  in  the  absence  of  such  oath  or  assignment,  and 
"(b)  grant  a  patent  in  the  name  of  the  inventor. 
"§119.  Benefit  of  earlier  filing  date  in  foreign  country;  right  of  priority 

"(a)  A  complete  application  for  patent  for  au  invention  filed  in  this  country 
by  any  person  who  has.  or  whose  predecessor  or  successor  in  title  has,  previously 
regularly  hied  an  application  for  a  patent  for  the  same  invention  by  the  same 
inventor  in  a  foreign  country  which  affords  similar  privileges  in  the  case  of 
applications  liled  in  the  United  States  or  to  citizens  of  the  United  States,  shall 
have  the  same  effect  as  the  same  application  would  have  if  filed  in  the  United 
States  on  the  date  on  which  the  application  for  patent  for  the  same  invention 
was  first  filed  in  any  such  foreign  country,  if  the  complete  application  in  this 
country  is  filed  within  twelve  mouths  from  the  earliest  date  on  which  such  for- 
eign application  was  filed. 

"(b)  No  application  shall  be  entitled  to  a  right  of  priority  under  this  section, 
unless  the  applicant  makes  a  claim  therefor  at  the  time  the  complete  application 
is  filed  and  complies  with  such  requirements  as  the  Commissioner  may  prescribe 
by  regulations. 

"(c)  In  like  manner  and  subject  to  the  same  conditions  and  requirements,  the 
right  provided  in  this  section  may  be  based  upon  a  subsequent  regulai'ly  filed 
application  in  the  same  foreign  country  instead  of  the  first  filed  foreign  applica- 
tion, provided  that  any  foreign  application  filed  prior  to  such  subsequent  appli- 
cation has  been  withdrawn,  abandoned,  or  otherwise  disposed  of,  without  leaving 
any  rights  outstanding,  and  has  not  sen-ed,  nor  thereafter  shall  serve,  as  a  basis 
for  claiming  a  right  of  priority. 
"§  120.  Benefit  of  earlier  filing  date  in  the  United  States 

"(a)  A  compiete  application  for  patent  for  an  invention  shall  have  the  same 
effect  as  to  such  invention  as  though  filed  on  the  date  a  preliminary  application 
was  filed  if : 

"(1)   the  two  applications  have  the  same  inventor  as  to  such  invention; 

"(2)   the  invention  sought  to  be  patented,  including  every  feature  recited 

in  the  claims  therefor,  is  disclosed  in  the  preliminary  application  so  as  to 

enable  any  person  skilled  in  the  art  to  which  it  pertains  or  with  which  it  is 

most  nearly  connected  to  make  and  use  the  same ; 

"(3)  the  complete  application  is  filed  within  one  year  of  the  date  of  filing 
of  the  preliminary  application,  and 

"(4)   the  applicant  specifically  claims  the  benefit  of  the  date  of  filing  the 
preliminary  application  for  subject  matter  claimed  in  the  complete  applica- 
tion, at  the  time  of  filing  the  complete  application. 
"(b)   A  complete  application  for  patent  for  an  invention  shall  have  the  same 
effect  as  to  such  invention  as  though  filed  on  the  date  a  prior  complete  applica- 
tion was  filed  if : 

"(1)   the  two  applications  have  the  same  inventor  as  to  such  invention : 
"(2)   the  invention  is  disclosed  in  the  prior  application  in  the  manner 
provided  by  the  first  paragraph  of  section  112  of  this  title  ; 

"(3)  the  second  application  is  filed  before  the  abandonment  of.  or  the 
termination  of  proceedings  in,  or  the  filing  of  an  appeal  under  section  134 
in  (unless  the  second  application  is  a  divisional  application  resulting  from 
a  requirement  under  section  120(a)),  or  the  publication  of  the  application 
under  section  151  of  this  title  of,  the  prior  application,  whichever  is  earlier, 
and 

"(4)   the  applicant  specifically  claims  the  benefit  of  the  date  of  filing  the 
prior  application  for  subject  matter  claimed  in  the  second  application,  at  the 
time  of  filing  the  second  application. 
"(c)   If  the  prior  complete  application  referred  to  in  subsection   (b)   of  this 
section  is  directly  entitled  to  the  benefit  of  the  date  of  a  prior  preliminary  appli- 
cation under  subsection  (a)  or  to  the  date  of  an  application  in  a  foreign  country 
under  section  119,  with  respect  to  the  invention,  then  the  second  application  re- 
ferred to  in  subsection  (b)  shall  also  be  entitled  to  benefit  of  such  date. 

"§121.  Divisional  applications 

"(a)  If  two  or  more  independent  and  distinct  inventions  are  claimed  in  one 
complete  application,  the  Commissioner  may  require  the  application  to  be  re- 
stricted to  one  of  them.  The  Commissioner  may  by  rule  dispense  with  signing  and 
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execution  in  the  case  of  an  application  directed  solely  to  subject  matter  described 
and  claimed  in  the  original  application. 

"(b)  The  validity  of  a  patent  may  not  be  questioned  for  failure  of  the  Com- 
missioner to  require  the  application  to  be  restricted  under  subsection  (a)  of  this 
section,  nor  may  the  validity  of  either  of  two  or  more  patents  resulting  from  and 
in  accordance  with  a  requirement  under  said  subsection  (a)  be  questioned  solely 
because  of  the  existence  of  several  patents,  if  the  subsequent  application  is  filed 
in  accordance  with  the  provisions  of  section  120  of  this  chapter. 

"§122.  Confidential  status  of  applications 

"Applications  for  patents  shall  be  ke^pt  in  confidence  by  the  Patent  Oflice  and 
no  information  concerning  the  same  given  without  authority  of  the  applicant  or 
owner  unless  necessary  to  carry  out  the  provisions  of  any  Act  of  Congress  or  in 
such  special  circumstances  as  may  be  determined  by  the  Commissioner. 

"§  123.  Publication 

"(a)  lender  regulations  prescribed  by  .the  Commissioner,  a  pending  complete 
application  which  has  not  already  been  published  under  the  provisions  of  section 
151  of  this  title,  shall  be  published  as  soon  as  practicable  after  such  time,  not  less 
than  eighteen  months  and  not  more  than  twenty-four  months,  from  the  earliest 
effective  filing  date  claimed,  as  the  Commissioner  appoints,  except  that  publica- 
tion of  applications  under  this  sub'^ection  may  be  deferred  in  circums'tances  esitab- 
lished  by  the  Commissioner  when  such  action  will  expedite  disposition  of  such 
applications. 

"(b)  An  applicant  may,  upon  the  payment  of  the  prescribed  fee,  request  earlier 
publication  of  his  pending  complete  application  and  publication  of  the  pending 
complete  application  shall  occur  as  soon  as  practicable  after  the  request. 

"(c)  Before  publication  of  an  application  under  this  section,  the  applicant  may 
be  required,  subject  to  sections  132  and  133  of  this  title,  to  place  the  application 
in  proper  form  for  publication. 

"Chapter  12.— EXAMINATION  OF  APPLICATION 

"Sec. 

"131.  Examination  of  application. 

"132.   Notice  of  rejection  ;  reexamination. 

"133.  Time  for  prosecuting  application. 

"134.  Appeal  to  the  Board  of  Appeals. 

"136.  Reexamination  after  publication. 

"137.  Burden  of  persuasion. 

"§  131.  Examination  of  application 

"The  Commis.sioner  shall  cause  an  examination  to  be  made  of  the  complete  ap- 
plication and  the  alleged  new  invention ;  and  if  on  such  examination  it  is  deter- 
mined that  the  applicant  is  entitled  to  a  patent  under  the  law,  the  Commissioner 
shall  issue  a  patent  therefor  as  hereinafter  provided. 

"§132.  Notice  of  rejection;  reexamination 

"Whenever,  on  examination,  any  claim  of  a  complete  application  is  rejected,  or 
any  objection  or  requirement  made,  the  Commissioner  shall  notify  the  applicant 
thereof,  stating  the  reasons  therefor,  together  with  such  information  and  refer- 
ences as  may  be  useful  in  judging  the  propriety  of  continuing  the  prosecution  of 
the  application :  and  if  after  receiving  such  notice,  the  applicant  requests  re- 
examination, with  or  without  amendment,  the  application  shall  be  reexamined. 
No  amendment  shall  introduce  new  matter  into  the  disclosure  of  the  invention. 

"§  133.  Time  for  prosecuting  application 

"Upon  failure  of  the  applicant  to  prosecute  the  application  within  six  months 
after  any  action  therein,  of  which  notice  has  been  given  or  mailed  to  the  applicant, 
or  within  such  shorter  time,  not  less  than  thirty  days,  as  fixed  by  the  Commis- 
sioner in  such  action,  the  application  shall  be  regarded  as  abandoned  by  the 
parties  thereto,  unless  it  be  shown  to  the  satisfaction  of  the  Commissioner  that 
such  delay  was  unavoidable. 

"§  134.  Appeal  to  the  Board  of  Appeals 

"An  applicant  for  a  patent,  any  of  whose  claims  has  been  twice  rejected,  may 
appeal  from  the  decision  of  the  primary  examiner  to  the  Board  of  Appeals,  having 
once  paid  the  fee  for  such  appeal. 
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"§  136.  Reexamination  after  publication 

"(a)  Any  person  may  at  any  time  notify  the  Commissioner  of  patents  or  i)ul)- 
lications  which  may  have  a  bearing  on  the  patentability  of  a  published  applica- 
tion, and  the  Commissioner  may  cause  the  application  to  be  examined  or  reex- 
amined in  the  light  thereof. 

"(b)  If  such  notification  explains  in  writing  the  pertinency  of  the  patents  or 
publications  cited  and  is  i-eceived  within  three  months,  or  within  such  longer  time 
as  the  Commissioner  appoints  but  not  more  than  six  months,  after  publication  of 
the  application  under  section  1.51  of  this  title,  the  citations  shall  be  considered 
by  the  Patent  Office. 

"(c)  The  identity  of  the  person  making  the  citations  under  subsections  (a) 
or  (b)  of  this  section  shall  be  kept  in  contidence  by  the  Patent  Office,  and  no 
information  concerning  the  same  shall  be  given  without  the  authority  of  such 
person,  imless  necessary  to  carry  out  the  provisions  of  an  Act  of  Congress  or  in 
such  special  circumstances  as  may  be  determined  by  the  Commissioner. 

"(d)  Any  person  may  notify  the  Commissioner  within  three  months,  or  within 
such  longer  time  as  the  Commissioner  appoints  but  not  more  than  six  months, 
after  publication  of  an  application  under  section  1.51  of  this  title  that : 

"(1)  the  invention  claimed  in  such  application  was  in  public  use  or  on  sale 
prior  to  the  effective  filing  date  of  the  application,  or 

"(2)   the  inventor  named  in  .such  application  did  not  himself  invent  the 
subject  matter  sought  to  be  patented. 
If  such  person  within  the  time  specified  above  makes  a  prima  facie  showing  and 
offers  to  present  evidence  in  support  of  siich  showing,  the  matter  shall  be  deter- 
mined in  such  i)roceedings  as  the  Commissioner  may  establish   by  regulation. 

"(e)  A  refusal  of  the  Commissioner  to  reject  any  claim  of  an  application  on 
the  basis  of  a  notification  under  this  section  shall  not  be  subject  to  direct  judicial 
review. 

"§  137.  Burden  of  persuasion 

"In  all  proceedings  in  the  Patent  Office  in  which  the  patentability  of  a  claim 
is  in  issue,  the  applicant  shall  have  the  burden  of  persuading  the  Office  that  the 
claim  is  allowable. 

"Chapter  13.— REVIEW  OF  PATENT  OFFICE  DECISIONS 

"Sec. 

"141.  Appeal  to  Court  of  Customs  and  Patent  Appeals. 

"142.  Notice  of  appeal. 

"14.3.  Proceedings  on  appeal. 

"144.  Decision  on  appeal. 

"145.  Civil  action. 

"147.  Appeal  to  the  United  States  Court  of  Appeals  for  the  District  of  Columbia. 

"148.  Presumption. 

"§  141.  Appeal  to  Court  of  Customs  and  Patent  Appeals 

"An  applicant,  or  his  successor  in  title,  or  a  patentee  dissatisfied  with  the 
decision  of  the  Board  of  Appeals  refusing  a  patent  or  any  claim  or  cancelling  a 
claim  of  a  patent  may  appeal  to  the  United  States  Court  of  Customs  and  Patent 
Appeals,  thereby  waiving  his  right  to  proceed  under  section  14.j  of  this  title. 

"§  142.  Notice  of  appeal 

"When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and  Patent 
Appeals,  the  appellant  shall  file  in  the  Patent  Office  a  written  notice  of  appeal 
directed  to  the  Commissioner,  within  .such  time  after  the  date  of  the  decision 
appealed  from,  not  less  than  sixty  days,  as  the  Commis.sioner  appoints. 

"§  143.  Proceedings  on  appeal 

"The  Patent  Office  shall  transmit  to  the  United  .States  Court  of  Customs  and 
Patent  Appeals  certified  copies  of  all  the  necessary  papers  and  evidence  desig- 
nated by  the  appellant  and  any  additional  papers  and  evidence  designated  by  the 
Commissioner.  The  Commis.sioner  may  appear  in  court  by  his  representative  and 
present  the  position  of  the  Patent  OflSce.  The  court  shall,  before  hearing  an  appeal, 
give  notice  of  the  time  and  place  of  the  hearing  to  the  Commissioner  and  the 
appellant. 

"§  144.  Decision  on  appeal 

"The  United  States  Court  of  Customs  and  Patent  Appeals  shall  review  the 
decision  appealed  from  on  the  evidence  produced  before  the  Patent  Office  and 
86-218—68 — pt.  1 2 
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transmitted  to  the  court  under  the  provisions  of  section  143  of  this  title.  The 
court  may,  in  the  case  of  review  of  a  decision  refusing  a  patent  or  any  claim, 
adjudge  that  such  applicant  is  entitled  to  receive  a  patent  for  his  invention,  as 
specified  in  any  of  his  claims  involved  in  the  decision  of  the  Board  of  Appeals. 
Upon  its  determination  the  court  shall  return  to  the  Commissioner  a  certificate 
of  its  proceedings  and  decision,  which  shall  he  entered  of  record  in  the  Patent 
Office  and  govern  tlie  further  proceedings  in  the  case.  In  the  case  of  review  of  a 
decision  rendered  imder  section  257  of  this  title,  the  adjudication  of  the  court 
that  a  claim  of  the  patent  involved  should  not  have  been  allowed,  shall,  upon 
its  becoming  final,  operate  to  cancel  the  claim  from  the  patent 

"§  145.  Civil  action 

"An  applicant,  or  his  successor  in  title,  or  a  patentee  dissatisfied  with  the 
decision  of  the  Board  of  Appeals  refusing  a  patent  or  any  claim  or  cancelling  a 
claim  of  a  patent  luay,  unless  appeal  has  been  taken  to  the  United  States  Court 
of  Customs  and  Patent  Appeals,  have  remedy  by  civil  action  against  the  Com- 
missioner in  the  United  States  District  Court  for  the  District  of  Columbia.  Such 
action  shall  be  commenced  within  such  time  after  such  decision,  not  less  than 
sixty  days,  as  the  Commissioner  appoints.  The  court  may,  in  the  case  of  review 
of  a  decision  refusing  a  patent  or  any  claim,  adjudge  that  such  applicant  is 
entitled  to  receive  a  patent  for  his  invention,  as  specified  in  any  of  his  claims 
involved  in  the  decision  of  the  Board  of  Appeals,  as  the  facts  in  the  case  may 
appear,  and  such  adjudication  shall  be  entered  of  record  in  the  Patent  Office 
and  govern  further  proceedings  in  the  case.  In  the  case  of  review  of  a  decision 
rendered  under  section  257  of  this  title,  the  adjudication  of  the  court  that  a 
claim  of  the  patent  involved  should  not  have  been  allowed,  shall,  upon  its  be- 
coming final,  operate  to  cancel  the  claim  from  the  patent. 

"§  147.  Appeal  to  the  United  States  Court  of  Appeals  for  the  District  of  Columbia 

"■Any  party,  or  the  Commissioner  of  Patents,  dissatisfied  with  the  decision  of 
the  Court  of  Customs  and  Patent  Appeals  in  a  proceeding  under  section  141  of 
this  title  may  seek  a  review  thereof  by  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  Circuit  by  petition  for  the  allowance  of  an  appeal.  The 
petition  shall  be  in  writing  and  shall  be  filed  with  the  clerk  of  said  United  States 
Court  of  Appeals  within  the  prescribed  time,  the  contents  of  the  petition  to 
conform  to  the  requirements  which  said  United  States  Court  of  Appeals  may 
by  rule  prescribe.  Said  Court  of  Appeals  may  prescribe  rules  governing  time  for 
making  such  petition,  the  practice  and  procedure  on  such  petition,  the  prepara- 
tion of  and  the  time  for  filing  the  transcrit  of  the  record  in  such  cases,  and 
generally  to  regulate  all  matters  relating  to  appeals  in  such  cases.  If  said  Court 
of  Appeals  shall  allow  an  appeal,  the  court  shall  review  the  record  on  appeal  and 
shall  affirm,  reverse,  or  modify  the  decision  in  accordance  with  law. 

"§  148.  Presumption 

"In  all  actons  under  sections  141  and  145  of  this  title,  the  Patent  Office  de- 
cisions shall  be  given  a  pi'esumption  of  correctness,  and  such  decision  shall  be 
upheld  unless  it  is  without  substantial  basis  or  not  in  accordance  with  law. 

"Chapter  14.— ISSUE  OF  PATENT 

"Sec. 

"151.  Publication  and  issue  of  patents. 

"153.   How  issued. 

"154.  Contents  and  term  of  patent. 

"§  151.  Publication  and  issue  of  patent 

"(a)  If  it  is  determined  that  an  applicant  is  entitled  to  a  patent  under  the 
law,  a  written  notice  of  allowance  of  the  application  shall  be  given  or  mailed  to 
the  applicant.  The  notice  shall  specify  a  fee,  upon  payment  of  wliich  v.-ithin 
the  time  established,  the  application  shall  be  published. 

"(b)  Applications  which  have  been  published  under  section  123  of  this  title 
need  not  be  published  in  full  under  this  section,  but  in  lieu  thereof  a  notice  that 
the  application  has  been  allowed  together  with  any  changes  may  be  pul^lished. 

"(c)  If  no  action  under  section  136  of  this  title  has  been  taken,  and  provided  the 
fee  prescribed  for  issuance  of  a  patent  has  been  paid  within  the  time  established, 
the  Commissioner  shall  issue  the  patent.  If  an  action  under  section  136  of  this 
title  has  been  commenced,  the  patent  shall  be  issued  after  the  conclusion  of  the 
proceedings  if  then  warranted. 
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"(d)  If  auy  payment  required  by  this  section  is  not  timely  made,  but  is  sub- 
mitted with  the  fee  for  delayed  payment  within  three  months  after  the  due  date 
and  sufficient  cause  is  shown  for  the  late  payment,  it  may  be  accepted  by  the 
Commissioner  as  though  no  abandonment  or  lapse  had  ever  occurred. 

"§  153.  How  issued 

"Patents  shall  be  issued  in  the  name  of  the  United  States  of  America,  under  the 
seal  of  the  Patent  Office,  and  shall  be  signed  by  the  Commissioner  or  have  his 
signature  placed  thereon,  and  shall  be  recorded  in  the  Patent  Office. 

"8  154.  Contents  and  term  of  patent 

"(a)  Every  patent  shall  contain  a  grant  to  the  applicant,  his  heirs  or  assigns, 
of  the  right,  during  the  term  of  the  patent  to  exclude  others  from  making,  using, 
or  selling  the  invention  throughout  the  United  States,  referring  to  the  specifica- 
tion for  the  particulars  thereof.  A  copy  of  the  specification  and  drawings  shall  be 
annexed  to  the  patent  and  be  a  part  thereof. 

"(b)  The  term  of  a  patent  shall  expire  twenty  years  from  the  date  of  filing  the 
application  in  the  United  States  or,  if  the  benefit  of  the  filing  date  in  the  United 
States  of  a  prior  application  is  claimed,  from  the  earliest  such  prior  date  claimed. 
In  determining  the  term  of  the  patent,  the  date  of  filing  any  application  in  a 
foreign  country  which  may  be  claimed  by  the  applicant  shall  not  be  taken  into 
consideration. 

"(c)  The  term  of  a  patent  whose  issuance  has  been  delayed  by  reason  of  the 
application  having  been  ordered  kept  secret  under  section  181  of  this  title  shall 
be  extended  for  a  period  equal  to  the  delay  in  issuance  of  the  patent  after  the 
notice  of  allowability  referred  to  in  Section  183  of  this  title. 

"Chapter  15.— PLANT  PATENTS 

"Sec. 

"Ifjl.  Patents  for  plants. 

"162.   Description,  claim. 

"163.  Grant. 

"164.  Assistance  of  Department  of  Agriculture. 

"§  161.  Patents  for  plants 

"(a)  Whoever  invents  or  discovers  and  asexually  reproduces  any  distinct  and 
new  variety  of  plant  including  cultivated  sports,  mutants,  hybrids,  and  newly 
found  seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found  in  an  un- 
cultivated state,  may  obtain  a  patent  therefor,  subject  to  the  conditions  and  re- 
quirements of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  plants,  except  as  otherwise  provided. 

(c)  The  provisions  of  this  title  relating  to  any  publication  of  applications  under 
sections  123  and  151  shall  not  apply  to  applications  for  patents  for  plants. 

"§  162.  Description,  claim 

"No  plant  patent  shall  be  declared  invalid  for  noncompliance  with  section  112 
of  this  title  if  the  description  is  as  complete  as  is  reasonably  possible. 

"The  claim  in  the  specification  shall  be  in  formal  terms  to  the  plant  shown  and 
described. 

"§163.  Grant 

"In  the  case  of  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude  others 
from  asexually  reproducing  the  plant  or  selling  or  using  the  plant  so  reproduced. 

"§  164.  Assistance  of  Department  of  Agriculture 

"The  President  may  by  Executive  order  direct  the  Secretary  of  Agriculture,  in 
accordance  with  the  requests  of  the  Commissioner,  for  the  purpose  of  carrying 
into  effect  the  provisions  of  this  title  with  respect  to  plants  (1)  to  furnish  avail- 
able information  of  the  Department  of  Agriculture,  (2)  to  conduct  through  the 
appropriate  bureau  or  division  of  the  Department  research  upon  special  problems, 
or  (3)  to  detail  to  the  Commissioner  officers  and  employees  of  the  Department. 

"Chapter  16.— DESIGNS 

"Sec. 

"171.  Patents  for  designs. 
"172.   Right  of  priority. 
"173.  Term  of  design  patent. 
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"§  171.  Patents  for  designs 

"(a)  Whoever  invents  any  new,  original  and  ornamental  design  for  an  article 
of  manufacture  may  obtain  a  patent  therefor,  subject  to  the  conditions  and  re- 
quirements of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  designs,  except  as  otherwise  provided. 

"(c)  The  provisions  of  this  title  relating  to  any  publication  of  applications 
under  sections  123  and  151  shall  not  apply  to  applications  for  patents  for  designs. 

"§  172.  Right  of  priority 

"The  right  of  priority  provided  for  by  section  119  of  this  title  shall  be  six 
months  in  the  case  of  designs. 

"§  173.  Term  of  design  patent 

"Patents  for  designs  may  be  granted  for  the  term  of  three  years  and  six  months, 
or  for  seven  years,  or  for  fourteen  years,  as  the  applicant,  in  his  application, 
elects. 

"Chapter  17.— SECRECY  OF  CERTAIN  INVENTIONS  AND  FILING 

APPLICATIONS  IN  FOREIGN  COUNTRIES 

"Sec. 

"181.   Secrecy  of  certain  inventions  and  withliolcling  of  patent. 

"182.  Abandonment  of  invention  for  unauttiorized  disclosure. 

"183.  Rigtit  of  compensation. 

"184.  Filing  of  application  in  foreign  country. 

"185.  Patent  barred  for  filing  without  license. 

"186.  Penalty. 

"187.  Nonapplicabllity  to  certain  person. 

"188.  Rules  and  regulations,  delegation  of  power. 

"§  181.  Secrecy  of  certain  inventions  and  withholding  of  patent 

"(a)  Whenever  publication  or  disclosure  of  an  invention  in  which  the  Govern- 
ment has  a  property  interest  might,  in  the  opinion  of  the  head  of  an  interested 
Government  agency,  be  detrimental  to  the  national  security,  the  Commissioner 
upon  being  so  notified  shall  order  that  the  invention  be  kept  secret  and  shall  with- 
hold publication  thereof  and  the  grant  of  a  patent  under  the  conditions  set  forth 
hereinafter. 

"(b)  Whenever  the  publication  or  disclosure  of  an  invention  in  which  the 
Government  does  not  have  a  property  interest,  might,  in  the  opinion  of  the  Com- 
missioner, be  detrimental  to  the  national  security,  he  shall  make  the  application 
for  patent  in  which  such  invention  is  disclosed  available  for  inspection  to  the 
Atomic  Energy  Commission,  the  Secretary  of  Defense,  and  the  chief  officer  of  any 
other  department  or  agency  of  the  Government  designated  by  the  President  as  a 
defense  agency  of  the  United  States. 

"(c)  Each  individual  to  whom  the  application  is  disclosed  shall  sign  a  dated 
acknowledgment  thereof,  which  acknowledgment  shall  be  entered  in  the  file  of 
the  application.  If,  in  the  opinion  of  the  Atomic  Energy  Commission,  the  Secre- 
tary of  a  Defense  Department,  or  the  chief  oflicer  of  another  department  or 
agency  so  designated,  the  publication  or  disclosure  of  the  invention  would  be  detri- 
mental to  the  national  security,  the  Atomic  Energy  Commission,  the  Secretary  of 
a  Defense  Department,  or  such  other  chief  officer  shall  notify  the  Commissioner 
and  the  Commissioner  shall  order  that  the  invention  be  kept  secret  and  shall  with- 
hold publication  and  the  grant  of  a  patent  for  such  period  as  the  national  interest 
requires,  and  notify  the  applicant  thereof.  Upon  proper  showing  by  the  head  of  the 
department  or  agency  who  caused  the  secrecy  order  to  be  issued  that  the  exami- 
nation of  the  application  might  peopardize  the  national  interest,  the  Commi.s- 
sioner  shall  thereupon  maintain  the  application  in  a  sealed  condition  and  notify 
the  applicant  thereof.  The  applicant  whose  applications  has  been  placed  under 
a  secrecy  order  shall  have  a  right  to  appeal  from  the  order  to  the  Secretary  of 
Commerce  under  rules  prescribed  by  him. 

"(d)  An  invention  shall  not  be  ordered  kept  secret  and  publication  withheld 
for  a  period  of  more  than  one  year.  The  Commissioner  shall  renew  the  order  at 
the  end  thereof,  or  at  the  end  of  any  renewal  period,  for  additional  periods  of 
one  year  upon  notification  by  the  head  of  the  department  or  the  chief  officer  of 
the  agency  who  caused  the  order  to  be  issued  that  an  affirmative  determination 
has  been  made  that  the  national  interest  continues  so  to  require.  An  order  in 
effect,  or  issued,  during  a  time  when  the  United  States  is  at  war,  shall  remain  in 
effect  for  the  duration  of  hostilities  and  one  year  following  cessation  of  liostili- 
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ties.  An  order  in  effect,  or  issued,  during  a  national  emergency  declared  by  the 
President  shall  remain  in  effect  for  the  duration  of  the  national  emergency  and 
six  months  thereafter.  The  Commissioner  may  rescind  any  order  upon  notifica- 
tion by  the  heads  of  the  departments  and  the  chief  officers  of  the  agencies  who 
caused  the  order  to  be  issued  that  the  publication  or  disclosure  of  the  invention 
is  no  longer  deemed  detrimental  to  the  national  security. 
"§  182.  Abandonment  of  invention  for  unauthorized  disclosure 

'•The  invention  disclosed  in  an  application  for  patent  subject  to  an  order  made 
pursuant  to  section  ISl  of  this  title  may  be  held  abandoned  upon  its  being  estab- 
lished by  the  Commissioner  that  in  violation  of  said  order  the  invention  has  been 
published  or  disclosed  or  that  an  application  for  a  patent  therefor  has  been  filed 
in  a  foreign  country  by  the  inventor,  his  successors,  assigns,  or  legal  representa- 
tives, or  anyone  in  privity  with  him  or  them,  without  the  consent  of  the  Com- 
missioner. The  abandonment  shall  be  held  to  have  occurred  as  of  the  time  of  vio- 
lation. The  consent  of  the  Commissioner  shall  not  be  given  without  the  concur- 
rence of  the  heads  of  the  departments  and  the  chief  officers  of  the  agencies  who 
caused  the  order  to  be  issued.  A  holding  of  abandonment  shall  constitute  forfei- 
ture by  the  applicant,  his  successors,  assigns,  or  legal  representatives,  or  anyone 
in  privity  with  him  or  them,  of  all  claims  against  the  United  States  based  upon 
such  invention. 

"§  183.  Right  to  compensation 

"An  applicant,  his  successors,  assigns,  or  legal  representatives,  whose  patent 
is  withheld  as  herein  provided,  shall  have  the  right,  beginning  at  the  date  the 
applicant  is  notified  that,  except  for  such  order,  his  application  is  otherwise  in 
condition  for  allowance,  or  February  1,  1952,  whichever  is  later,  and  ending  six 
years  after  a  patent  is  issued  thereon,  to  apply  to  the  head  of  any  department 
or  agency  who  caused  the  order  to  be  issued  for  compensation  for  the  damage 
caused  by  the  order  of  secrecy  and/or  for  the  use  of  the  invention  by  the  Gov- 
ernment, resulting  from  his  disclosure.  The  right  to  compensation  for  use  shall 
begin  on  the  date  of  the  first  use  of  the  invention  by  the  Government.  The 
head  of  the  department  or  agency  is  authorized,  upon  the  presentation  of  a  claim, 
to  enter  into  an  agreement  with  the  applicant,  his  successors,  assigns,  or  legal 
representatives,  in  full  settlement  for  the  damage  and/or  use.  This  settlement 
agreement  shall  be  conclusive  for  all  purposes  notwithstanding  any  other  pro- 
vision of  law  to  the  contrary.  If  full  settlement  of  the  claim  cannot  be  effected, 
the  head  of  the  department  or  agency  may  award  and  pay  to  such  applicant, 
his  successors,  assigns,  or  legal  representatives,  a. sum  not  exceeding  75  per 
centum  of  the  sum  which  the  head  of  the  department  or  agency  considers  just 
compensation  for  the  damage  and/or  use.  A  claimant  may  bring  suit  against  the 
United  States  in  the  Court  of  Claims  or  in  the  District  Court  of  the  United  States 
for  the  district  in  which  such  claimant  is  a  resident  for  an  amount  which  when 
added  to  the  award  shall  constitute  just  compensation  for  the  damage  and/or 
use  of  the  invention  by  the  Government.  The  owner  of  any  patent  issued  upon 
an  application  that  was  subject  to  a  secrecy  order  issued  pursuant  to  section  181 
of  this  title,  who  did  not  apply  for  compensation  as  above  provided,  shall  have 
the  right,  after  the  date  of  issuance  of  such  patent,  to  bring  suit  in  the  Court 
of  Claims  for  just  compensation  for  the  damage  caused  by  reason  of  the  order 
of  secrecy  and/or  use  by  the  Government  of  the  invention  resulting  from  his 
disclosure.  The  right  to  compensation  for  use  shall  begin  on  the  date  of  the  first 
use  of  the  invention  by  the  Government.  In  a  suit  under  the  provisions  of  this 
section  the  United  States  may  avail  itself  of  all  defenses  it  may  plead  in  an  action 
under  section  1498  of  title  28.  This  section  shall  not  confer  a  right  of  action 
on  anyone  or  his  successors,  assigns,  or  legal  representatives  who,  while  in  the 
full-time  employment  or  service  of  the  United  States,  discovered,  invented,  or 
developed  the  invention  on  which  the  claim  is  based. 

"§  184.  Filing  of  application  in  foreign  country 

'■(a)  Except  when  authorized  by  a  license  obtained  from  the  Commissioner, 
a  person  shall  not  file  or  cause  or  authorize  to  be  filed  in  any  foreign  country 
prior  to  six  months  after  filing  a  complete  application  in  the  United  States  an 
application  for  patent  or  for  the  registration  of  a  utility  model,  industrial  design 
or  model  in  respect  of  an  invention  made  in  this  country.  A  license  shall  not  be 
granted  with  respect  to  an  invention  subject  to  an  order  issued  by  the  Com- 
missioner pursuant  to  section  181  of  this  title  without  the  concurrence  of  the 
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head  of  the  departments  and  the  chief  officers  of  the  agencies  who  caused  the 
order  to  be  issued.  The  license  may  be  granted  retroactively  where  an  application 
has  been  inadvertently  filed  abroad  and  the  application  does  not  disclose  an 
invention  within  the  scope  of  section  181  of  this  title. 

"(b)  The  term  'application'  when  used  in  this  chapter  in  relation  to  a  United 
States  application  means  a  complete  application.  The  term  'application'  when 
used  in  this  chapter  in  relation  to  an  application  filed  in  a  foreign  country 
includes  any  modifications,  amendments,  supplements  thereto,  or  divisions 
thereof. 

"§  185.  Patent  barred  for  filing  without  license 

"Notwithstanding  any  other  provisions  of  law  any  person,  and  his  successors, 
assigns,  or  legal  representatives,  shall  not  receive  a  United  States  patent  for 
an  invention  if  that  person,  or  his  successors,  assigns,  or  legal  representatives 
shall,  without  procuring  the  license  prescribed  in  section  184  of  this  title,  have 
made,  or  consented  to  or  assisted  another's  making,  application  in  a  foreign 
country  for  a  patent  or  for  the  registration  of  a  utility  model,  industrial  design, 
or  model  in  respect  of  the  invention.  A  United  States  patent  issued  to  such  per- 
son, his  successors,  assigns,  or  legal  representatives  shall  be  invalid. 

"§  186.  Penalty 

"AVhoever,  during  the  period  or  periods  of  time  an  invention  has  been  ordered 
to  be  kept  secret  and  the  grant  of  a  patent  thereon  withheld  pursuant  to  section 
181  of  this  title,  shall,  with  knowledge  of  .such  order  and  without  due  authoriza- 
tion, willfully  publish  or  disclose  or  authorize  or  cause  to  be  piiblished  or  dis- 
closed the  invention,  or  material  information  with  respect  thereto,  or  whoever, 
in  violation  of  the  provisions  of  section  184  of  ths  title,  shall  file  or  cause  or 
authorize  to  be  filed  in  any  foreign  country  an  application  for  patent  or  for  the 
registration  of  a  utility  model,  industrial  design,  or  model  in  respect  of  any  in- 
vention made  in  the  United  States,  shall,  upon  conviction,  be  fined  not  more 
than  ,^10,000  or  imprisoned  for  not  more  than  two  years,  or  both. 

"§  187.  Nonapplicability  to  certain  persons 

"The  prohibitions  and  penalties  of  this  chapter  shall  not  apply  to  any  oftioer 
or  agent  of  the  United  States  acting  within  the  scope  of  his  authority,  nor  to 
any  person  acting  upon  his  written  instructions  or  permission. 

"§  188.  Rules  and  regulations,  delegation  of  power 

"The  Atomic  Energy  Conimis.sion,  the  Secretary  of  a  defense  department,  the 
chief  officer  of  any  other  department  or  agency  of  the  Government  designated 
by  the  President  as  a  defense  agency  of  the  Ignited  States,  and  the  Secretary 
of  Commerce,  may  separately  issue  rules  and  regulations  to  enable  the  respective 
department  or  agency  to  carry  out  the  provisions  of  this  chapter,  and  may  dele- 
gate any  power  conferred  by  this  chapter. 

"Chapter  18.— DEFERRED  EXAMINATION 

"Sec. 

"191.  Initiation  of  deferred  examination  system. 

"192.  Deferment  of  examination. 

"193.  Examination. 

"194.  Examination  of  related  applications. 

"§  191.  Initiation  of  deferred  examination  system 

"Upon  the  issuance  of  implementing  regulations  by  the  Secretary  of  Commerce, 
if  he  determines  such  action  to  be  iu  the  public  interest,  the  examination  of 
comjjlete  applications  may  be  deferred  in  accordance  with  the  provisions  of  this 
chapter  and  such  regulations.  The  regulations  may  apply  to  all  such  apj)lications 
or  to  such  applications  in  specific  classes  as  may  be  designated  by  the  Secretary 
of  Commerce,  filed  after  the  date  specified  in  tbe  regulatioais  and"  prior  to  a  ter- 
mination date  specified  therein  or  in  a  subse(pient  order,  and  to  further  pro- 
ceedings on  such  applications. 

"§  192.  Deferment  of  examination 

"(a)  Notwithstanding  the  provisions  of  chapter  12  of  this  title,  the  examina- 
tion of  a  complete  application  to  which  the  i)r()visions  of  tliis  chapter  ai)i)ly  shall 
be  deferred  unless  at  the  time  of  filing  the  aiiplicant  requests  immediate  exami- 
nation and  pays  the  prescribed  fee. 

"(b)  An  application,  the  examination  of  which  is  deferred  undiT  tlie  provi- 
sions of  this  chapter,  shall  be  examined  as  to  formal  matters  and  other  such 
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matters  as  the  Commissioner  may  prescribe,  and  action  may  be  talxen  under 
sections  132  and  183  of  this  title  to  place  the  application  in  condition  for  publica- 
tion. Notwithstanding  the  provisions  of  section  123  of  this  title,  such  applica- 
ticm  shall  be  published  as  soon  as  practicable,  except  under  stich  special  circum- 
stances as  the  Commissioner  shall  prescribe. 

"§193.  Examination 

"(a)  If  a  request  for  examinaticm  of  an  application,  the  examination  of  which 
has  been  deferred  under  the  provisions  of  this  chapter,  accomjjunied  by  payment 
of  the  required  fee  is  made  at  any  time  before  the  expiration  of  live  years  from 
the  earliest  effective  filing  date  claimed,  such  application  shall  be  examined  as 
provided  in  chapter  12. 

"(b)  The  applicant  or  any  other  person  may  make  the  request  under  subsec- 
tion (a)  of  this  section.  Where  the  rcHpiest  is  made  by  the  applicant,  he  shall 
pay  the  full  examination  fee.  V^here  the  request  is  made  by  any  other  person, 
that  person  shall  pay  the  basic  examination  fee  on  the  requested  application 
and  the  applicant  shall  pay  all  other  fees  including  any  fee  for  extra  claims. 
The  identity  of  such  other  person  requesting  the  examination  shall  be  kept 
in  confidence  by  the  Patent  Office  and  no  information  concerning  the  same 
given  without  authority  of  sucli  person  unless  necessary  to  carry  out  the  pro- 
visions of  any  Act  of  Congress  or  in  such  .special  circumstances  as  may  be 
determined  by  the  Commissioner. 

"(c)  If  no  request  for  examination  is  received  within  the  time  specified  in 
subsection  (a)  of  this  section,  the  application  .shall  be  regarded  as  abandoned. 

"§  194.  Examination  of  related  applications 

"When  examination  of  a  deferred  application  is  I'equested  under  section  193 
of  the  title,  the  Commissioner  may  call  upon  the  applicant  to  request  examina- 
tion of  any  other  of  his  applications  which  may  have  been  deferred  and  which 
claim  the  date  of  the  first  mentioned  application  or  any  application  the  date 
of  which  is  claimed  by  the  first  mentioned  application  and  to  pay  the  fee. 
Notice  shall  be  given  the  applicant  of  the  fee  due  and  a  time  of  not  less  than 
thirty  days  -shall  be  set  for  payment.  If  the  fee  is  paid  within  the  specified 
time,  examination  shall  proceed  on  all  such  applications  concurrently.  If  the 
fee  is  not  paid  within  such  time,  the  applications  on  which  the  required  fee 
has  not  been  paid  shall  he  regarded  as  abandoned. 

"PART  III— PATENTS  AND   PROTECTION   OF  PATENT  RIGHTS 

"Chapter  Sec. 

"25.  Amendment,  Correction  and  Revocation  of  Patents 251 

"26.  OwneRkShip   and   Assignment 261 

"27.   Government  Intere.sts  in   Patents 266 

"28.   Infringement    of    Patent.s 271 

"29.  Remedies  for  Infringement  of  Patent  and  Other  Actions 2S1 

"Chapter  25.— AMENDMENT,  CORRECTION  AND  REVOCATION  OF 

PATENTS 

"Sec. 

"251.  Reissue  of  defective  patents. 

"252.  Eftect  of  reissue. 

"253.  Disclaimer. 

"254.  Certificate  of  correction  of  Patent  Office  mistake. 

"255.  Certificate  of  correction  of  applicant's  mistalie. 

"256.  Correction  of  named  inventor. 

"257.  Revocation. 

"§  251.  Reissue  of  defective  patents 

"(a)  Whenever  any  patent  is,  through  error  without  any  deceptive  inten- 
tion, deemed  wholly  or  partly  inoperative  or  invalid,  by  reason  of  a  defective 
specification  or  drawing,  or  by  reason  of  the  patentee  claiming  more  than  he 
had  a  right  to  claim  in  the  patent,  the  Commissioner  shall,  on  the  surrender 
of  such  patent  and  the  payment  of  the  fee  required  by  law,  reissue  the  patent 
for  the  invention  disclosed  in  the  original  patent,  and  in  accordance  with  a 
new  and  amended  application,  for  the  unexpired  part  of  the  term  of  the  original 
patent.  No  new  matter  shall  be  introduced  into  the  application  for  rei.ssue. 

"(b)  The  provisions  of  chapters  12,  13  and  14  of  this  title  relating  to  ap- 
plications for  patent  shall  be  applicable  to  applications  for  reissue  of  a  patent. 

"(c)  No  reissued  patent  shall  be  granted  enlarging  the  scope  of  the  claims 
of  the  original  patent. 
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"§252.  Effect  of  reissue 

"(a)  The  surrender  of  the  original  patent  shall  take  effect  upon  the  issue 
of  the  reissued  patent,  and  every  reissued  patent  shall  have  the  same  effect  and 
operation  in  law,  on  the  trial  of  actions  for  causes  thereafter  arising,  as  if  the 
same  had  been  originally  granted  in  such  amended  form,  but  in  so  far  as  the 
claims  of  the  original  and  reissued  patents  are  identical,  such  surrender  shall 
not  affect  any  action  then  i)ending  nor  abate  any  cause  of  action  then  existing, 
and  the  reissued  patent,  to  the  extent  that  its  claims  are  identical  with  the 
original  patent,  shall  constitute  a  continuation  thereof  and  have  effect  con- 
tinuously from  the  date  of  the  original  patent. 

"(b)  No  reissued  patent  shall  a^bridge  or  affect  the  right  of  any  person  or  his 
succe.ssors  in  business  who  made,  purchased  or  used  prior  to  the  grant  of  a 
reissue  anything  patented  by  the  reissued  patent,  to  continue  the  use  of,  or 
to  sell  to  others  to  be  used  or  sold,  the  specific  thing  so  made,  purchased  or 
used,  unless  the  making,  using  or  selling  of  such  thing  infringes  a  valid  claim 
of  the  reissued  patent  which  was  in  the  original  patent.  The  court  before 
which  such  matter  is  in  question  may  provide  for  the  continued  manufacture, 
use  or  sale  of  the  thing  made,  purchased  or  used  as  specified,  or  for  the  manu- 
facture, use  or  sale  of  which  substantial  preparation  was  made  before  the  grant 
of  the  reissvie,  and  it  may  also  provide  for  the  continued  practice  of  any  process 
patented  by  the  reissue,  practiced,  or  for  the  practice  of  which  substantial 
preparation  was  made,  prior  to  the  grant  of  the  reissue,  to  the  extent  and  under 
such  terms  as  the  court  deems  equitable  for  the  protection  of  investments  made 
or  business  commenced  before  the  grant  of  the  reissue. 

"§  253.  Disclaimer 

"(a)  Whenever,  without  any  deceptive  intention,  a  claim  of  a  patent  is  invalid 
the  remaining  claims  shall  not  thereby  be  rendered  invalid.  A  patentee,  whether 
of  the  whole  or  any  sectional  interest  therein,  may.  on  payment  of  the  fee  re- 
quired by  law,  make  disclaimer  of  any  complete  claim,  stating  therein  the  extent 
of  his  interest  in  such  patent.  Such  disclaimer  shall  be  in  writing  and  recorded 
in  the  Patent  Office;  and  it  .shall  thereafter  be  considered  as  part  of  the  original 
patent  to  the  extent  of  the  intere.st  possessed  by  the  disclaimant  and  by  those 
claiming  under  him. 

"(b)  In  like  manner  any  patentee  or  applicant  may  disclaim  or  dedicate 
to  the  public  the  entire  term,  or  any  terminal  part  of  the  term,  of  the  patent 
granted  or  to  be  granted. 

"(c)  The  fact  that  two  patents  which  have  been  or  may  be  issued  expire 
at  the  same  time  by  means  of  a  terminal  di.sclaimer  or  dedication  under  this 
section  or  otherwi.se.  shall  have  no  effect  in  the  determination  of  the  patentability 
or  validity  of  a  claim  in  either. 

"§  254,  Certificate  of  correction  of  Patent  Office  mistake 

"WheiK'ver  a  mistake  in  a  patent,  incurred  through  the  fault  of  the  Patent 
Office,  is  clearly  disclosed  by  the  records  of  the  Office,  the  Commissioner  may 
issue  a  certificate  of  correction  stating  the  fact  and  nature  of  such  mistake. 
under  seal,  without  charge  to  be  recorded  in  the  records  of  patents.  A  printed 
copy  thereof  shall  be  attached  to  each  printed  copy  of  the  paten.t.  and  such 
certificate  shall  be  considered  as  part  of  the  original  patent.  Every  such  patent, 
together  with  such  certificate,  .slrall  have  the  same  effect  and  operation  in  law 
on  the  trial  of  actions  for  causes  thereafter  arising  as  if  the  same  had  been 
originally  issued  in  such  corrected  form.  The  Commissioner  may  issue  a  cor- 
rected patent  without  charge  in  lieu  of  and  with  like  effect  as  a  certificate  of 
correction. 

"§255.  Certificate  of  correction  of  applicant's  mistake 

"Whenever  a  mistake  of  a  clerical  or  typographical  nature,  or  of  minor 
character,  which  was  not  the  fault  of  the  Patent  Office,  apin-ars  in  a  patent 
and  a  showing  has  been  made  that  such  mistake  occurred  in  good  faith,  the 
Commissioner  may,  upon  payment  of  the  recpiired  fee.  issue  a  certificate  of 
correction,  if  the  correction  does  not  involve  such  changes  in  the  patent  as 
would  constitute  new  matter  or  would  require  reexamination.  Such  i)atent, 
together  with  the  certificate,  .shall  have  the  .same  effect  and  operation  in  law 
on  the  trial  of  actions  for  causes  thereafter  arising  as  if  the  same  had  been 
originally  issued  in  such  corrected  form. 
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"§256.  Correction  of  named  inventor 

"Omission  of  an  inventor's  name  or  inclusion  of  tlic  name  of  a  person  not 
an  inventor,  without  deceptive  intent  shall  not  affect  validity  of  a  patent,  and 
may  be  corrected  at  any  time  by  the  Commissioner  in  accordance  with  regula- 
tions established  by  him  or  upon  order  of  a  P>deral  court  before  which  the 
matter  is  called  in  question.  Upon  such  correction  the  Commissioner  shall 
issue  a  certificate  accordingly. 

"§257.  Revocation 

"(a)  Any  person,  or  the  head  of  an  agency  or  department  of  the  Government, 
may,  within  three  years  from  the  issuance  of  a  patent,  petition  the  Patent  Office 
for'a  determination  that  a  claim  of  such  patent  is  invalid  in  view  of  designated 
patents  or  publications.  Such  petition  shall  explain  the  pertinency  of  the 
references  cited  and  be  accompanied  by  a  fee  of  .$500.  The  Patent  Office  .shall 
determine  on  the  basis  of  -such  petition  whether  or  not  a  claim  should  have  been 
allowed.  If  the  Patent  Office  determines  that  a  claim  should  not  have  been 
allowed,  the  owner  of  the  patent  as  shown  by  the  records  of  the  Patent  Office 
shall  be  notified  and  given  an  opportunity  to  amend  the  claim  as  provided  in 
sub.section  (b)  of  this  section  or  to  request  reconsideration  of  such  determination 
as  provided  in  subsection  (c)  of  this  section,  within  such  time,  not  less  than 
thirty  days,  as  the  Commissioner  appoints.  If  the  owner  of  the  patent  takes 
neither  such  action  during  the  prescribed  time,  the  claim  in  question  shall  be 
cancelled  from  the  patent. 

"(b)  Upon  receipt  of  the  notice  specified  in  subsection  (a)  of  this  section, 
if  the  patentee  elects  to  amend  the  claim  specified  in  the  notice,  he  shall  file 
an  application  for  a  reissue  patent  under  the  provisions  of  section  251  of  this 
title. 

"(c)  Upon  receipt  of  the  notice  specified  in  sub.section  (a)  of  this  section, 
the  patentee  may  request  reconsideration  before  the  Board  of  Appeals  whose 
decision  shall  be  reviewable  as  provided  in  chapter  13  of  this  title.  A  final  decision 
from  which  no  appeal  has  been  or  can  be  taken,  that  the  claim  should  not  have 
been  allowed  shall  operate  to  cancel  the  claim  from  the  patent.  Neither  the 
denial  of  a  petition  under  sub.section  (a)  of  this  section,  nor  a  determination 
that  the  claim  was  properly  allowed,  shall  be  subject  to  direct  judicial  review. 

"(d)  Upon  a  decision  by  the  Patent  Office  that  the  claim  should  have  been 
allowed,  a  petitioner  under  .subsection  (a)  of  this  section  may  in  appropriate 
cases  be  required  to  pay  to  the  patent  owner  the  rea.sonable  cost  of  defending 
.such  claim  in  the  Patent  Office,  including  attorney's  fees,  not  to  exceed  a  total 
of  $1,000,  as  determined  by  the  Commissioner.  The.  Commissioner  may  require 
an  appropriate  deposit  or  bond  with  surety  for  such  cost  prior  to  considering 
the  petition. 

"(e)  If  a  claim  of  a  patent  is  cancelled  or  amended  as  provided  in  this  section 
on  the  basis  of  patents  or  publications  which  the  petitioner  previously  presented 
under  section  1.36  of  this  title,  the  fee  required  in  .subsection  (a)  of  this  section 
shall  be  refunded. 

"(f)  If  the  petition  is  filed  by  the  head  of  an  agency  or  department  of  the 
Government,  the  fees  and  cost  prescribed  by  subsections  (a)  and  (d)  of  this 
section  shall  not  be  required. 

"(g)  Nothing  contained  in  this  section  shall  be  construed  to  supersede  the 
jurisdiction  of  any  Federal  court  or  agency,  nor  to  make  any  proceeding  before 
such  court  or  agency  subject  to  the  primary  jurisdiction  of  the  Patent  Office. 

"Chapter  26.— OWNERSHIP  AND  ASSIGNMENT 

"Sec. 

"261.  Ownership  ;  assignment. 

"262.  .Toint  owners. 

"§261.  Ownership;  assignment 

"(a)  Subject  to  the  provi-sions  of  this  title,  patents  shall  have  the  attributes 
of  personal  property. 

"(b)  Applications  for  patent,  patents,  or  any  interest  therein,  .shall  be  assign- 
able in  law  by  an  instrument  in  writing.  The  applicant,  patentee,  or  his  assigns 
or  legal  repre.sentatives  may  in  like  manner  grant  and  convey  an  exclusive  right 
under  his  application  for  patent,  or  patents,  to  the  whole  or  any  specified  part 
of  the  United  States. 
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"(c)  A  certificate  of  acknowledgment  under  the  hand  and  official  seal  of  a 
person  authorized  to  administer  oaths  within  the  United  States,  or,  in  a  for- 
eign country,  of  a  diplomatic  or  consular  officer  of  the  United  States  or  an 
officer  authorized  to  administer  oaths  whose  authority  is  proved  by  a  certificate 
of  a  diplomatic  or  consular  officer  of  the  United  States,  shall  be  prima  facie 
evidence  of  the  execution  of  an  assignment,  grant  or  conveyance  of  a  patent 
or  application  for  patent. 

"(d)  An  assignment,  grant  or  conveyance  shall  be  void  as  against  any  sub- 
sequent purchaser  or  mortgagee  for  a  valuable  consideration,  without  notice, 
unless  it  is  recorded  in  the  Patent  Office  within  three  months  from  its  date  or 
prior  to  the  date  of  such  subsequent  purchase  or  mortgage. 

"§262.  Joint  owners 

"In  the  absence  of  any  agreement  to  the  contrary,  each  of  the  joint  owners 
of  a  patent  may  make,  use  or  sell  the  patented  invention  without  the  consent 
of  and  Vv  ithout  accounting  to  the  other  owners. 

"Chapter  27.— GOVERNMENT  INTERESTS  IN  PATENTS 

"Sec. 

"267.  Time  for  taking  action  In  Government  applications. 

"§  267.  Time  for  taking  action  in  Government  applications 

"Notwithstanding  the  provisions  of  sections  133  and  l.jl  of  this  title,  the 
Commissioner  may  extend  the  time  for  taking  any  action  to  three  years,  when 
an  application  has  become  the  property  of  the  United  States  and  the  head  of 
the  appropriate  department  or  agency  of  the  Government  has  certified  to  the 
Commissioner  that  the  invention  disclosed  therein  is  important  to  the  ai'uiament 
or  defense  of  the  United  States. 

"Chapter  28.— INFRINGEMENT  OF  PATENTS 

"Sec. 

"271.  Infringement  of  patent. 

"272.  Temporar.v  presence  in  the  United  States. 

"273.  Unauthorized  practice  of  subject  matter  prior  to  issuance  of  patent. 

"§  271.  Infringement  of  patent 

"(a)  Except  as  othervv'ise  provided  in  this  title,  whoever  without  authority 
makes,  uses  or  sells  any  patented  invention,  within  the  United  States  during 
the  term  of  the  patent  therefor,  infringes  the  patent. 

"(b)  Whoever,  without  authority  of  the  patentee,  imports  into  the  United 
States,  for  purposes  of  trade  or  use  in  trade  or  industry,  a  product  made  in 
another  country  by  a  process  patented  in  the  United  States  shall  be  liable  as 
an  infringer  provided  patent  protection  for  the  process  is  not  available  in  such 
country. 

"(c)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

"(d»  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  com- 
bination or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a 
jtatented  process,  constituting  a  material  part  of  the  invention,  knowing  the 
same  to  be  especially  made  or  especially  adapted  for  use  in  an  infringement 
of  such  patent,  and  not  a  staple  article  or  commodity  of  commerce  suitable  for 
substantial  noninfringing  use.  shall  be  liable  as  a  contributor.v  infringer. 

"(e)  No  patent  owner  otherwise  entitled  to  relief  for  infringement  or  con- 
tributory infringement  of  a  patent  shall  be  denied  relief  or  deemed  guilty  of 
misuse  or  illegal  extension  of  the  patent  right  by  reason  of  his  having  done  one 
or  more  of  the  following:  (1)  derived  revenue  from  acts  which  it  iierforined 
by  anotlier  without  his  consent  would  constitute  contriliutory  infringement  of 
the  pntent :  (2)  licensed  or  authorized  another  to  perfdrm  afts  which  if  per- 
formed without  his  consent  would  constitute  contributory  infringement  of  the 
patent;  (3)  sought  to  enforce  his  patent  rights  against  infringement  or  con- 
tributory  infringement. 

"§  272.  Temporary  presence  in  the  United  States 

"The  use  of  any  invention  in  any  vessel,  aircraft  or  vehicle  of  any  countr.v 
which  affords  similar  privileges  to  vessels,  aircraft  or  vehicles  of  the  United 
States,  entering  the  T'nited  States  temporarily  or  accidentally,  shall  not  con- 
stitute infringejiient  of  any  patent,  if  the  invention  is  used  exclusivel.v  for  the 
needs  of  the  vessel,  aircraft  or  vehicle  and  is  not  sold  in  or  u.sed  for  the  manu- 
facture of  anything  to  be  sold  in  or  exported  from  the  United  States. 
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"§273.  Unauthorized  practice  of  subject  matter  prior  to  issuance  of  patent 

"(a)  After  the  issuance  of  a  patent,  a  patentee  may  obtain  damages  for  the 
unauthorized  making,  using  or  selling  of  the  subject  matter  of  a  claim  in  the 
patent  during  an  interim  period  prior  to  issuance  of  such  patent,  under  the  pro- 
visions of  subsections  (b)  and  (c)  of  this  section  and  chapter  29  of  this  title. 

"(b)  Such  interim  period  shall  begin  after  the  occurrence  of  ail  of  the  follow- 
ing events : 

"(1)   publication  of  the  application  containing  such  claim. 
"(2)   such  claim  is  indicated  as  allowable  by  the  Patent  Office,  and 
'•(3)   actual  notice  to  the  alleged  unauthorized  practitioner  that  such  claim 
has  been  indicated  as  allowable  and  how  his  acts  are  considered  to  consti- 
tute unauthorized  practice  of  the  subject  matter  of  such  claims 
and  shall  end  upon  issuance  of  the  patent. 

"(c)  Damages  for  unauthorized  practice  during  the  interim  ijeriod  shall  be 
limited  to  royalties  reasonable  in  the  circumstances.  No  injunction  or  other  relief 
may  be  had  with  respect  to  the  subsequent  use  or  sale  of  machines,  manufac- 
tures or  composition  of  matter  nmde  prior  to  the  grant  of  the  patent  as  to  which 
a  notice  under  this  section  applies,  but  reasonable  royalties  may  be  obtained. 

"Chapter  29.— REMEDIES  FOR  INFRINGEMENT  OF  PATENT,  AND  OTHER 

ACTIONS 

"Sec. 

"2S1.  Remedy  for  infringement  of  patent. 

"2S2.  Presumption  of  validity  ;  defenses. 

"2S8.  Injunction. 

"284.  Damag;es. 

"28.^.  Attorney  fees. 

"280.  Time  limitation  on  damages. 

"287.  Limitation  on  damages  ;  marking  and  notice. 

"288.  Action  for  infringement  of  a  patent  containing  an  Invalid  claim. 

"289.  Additional  remedy  for  infringement  of  design  patent. 

"290.  Notice  of  patent  suits. 

"292.  False  marking. 

"293.  Nonresident  patentee   service  and  notice. 

"294.  Estoppel  and  cancellation. 

"§  281.  Remedy  for  infringement  of  patent 

"A  patentee  shall  have  remedy  by  civil  action  for  infringement  of  his  patent 
"§282.  Presumption  of  validity;  defenses 

"(a)  A  patent  shall  be  presumed  valid.  Each  claim  of  a  patent  (whether  in 
independent  or  dependent  form)  shall  be  presumed 'valid  independently  of  the 
validity  of  other  claims ;  dependent  claims  shall  be  presumed  valid  even  though 
dependent  upon  an  invalid  claim.  The  burden  of  establishing  invalidity  of  a 
patent  or  any  claim  thereof  shall  rest  on  the  party  asserting  it. 

"(b)  The  following  shall  be  defenses  in  any  action  involving  the  validity  or 
infringement  of  a  patent  and  shall  be  pleaded : 

"(1)   Noninfringement,  absence  of  liability  for  infringement,  or  unenforce- 
ability, 

"(2)    Invalidity  of  the  patent  or  any  claim  in  suit  on  any  ground  specified 
in  part  II  of  this  title  as  a  condition  for  patentability. 

"(3)    Invalidity  of  the  patent  or  any  claim  in  suit  for  failure  to  comply 
with  any  re(]Uirement  of  sections  112  or  251  of  this  title, 
"  ( 4 )    Any  other  fact  or  act  made  a  defense  by  this  title. 
"(c)   In  actions  involving  the  validity  or  infringement  of  a  patent  the  party 
asserting  invalidity  or  noninfringement  shall  give  notice  in  the  pleadings  or  other- 
wise in  writing  to  the  adverse  party  at  least  thirty  days  before  the  trial,  of  the 
country,  number,  date,  and  name  of  the  patentee  of  any  patent,  the  title,  date, 
and  page  numbers  of  any  publication  to  be  relied  upon  as  anticipation  of  the 
patent  in  suit  or,  except  in  actions  in  the  United  States  Court  of  Claims,  as  show- 
ing the  state  of  the  art,  and  the  name  and  address  of  any  person  who  may  be 
relied  iipon  as  the  prior  inventor  or  as  having  prior  knowledge  of  or  as  having 
previously  used  or  offered  for  sale  the  invention  of  the  patent  in  suit.  In  the 
ab'^ence  of  such  notice  proof  of  the  said  matters  may  not  be  made  at  the  trial 
except  on  such  terms  as  the  court  requires. 

"§283.  Injunction 

"The  several  courts  having  jurisdiction  of  cases  under  this  title  may  grant  in- 
junctions in  accordance  with  the  principles  of  equity  to  prevent  the  violation  of 
any  right  secured  by  patent,  on  such  terms  as  the  court  deems  reasonable. 
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"§284.  Damages 

"(a)  Upon  finding  for  the  claimant  the  court  shall  award  the  claimant 
damages  adequate  to  compensate  for  the  infringement  but  in  no  event  less  than 
a  reasonable  royalty  for  the  use  made  of  the  invention  by  the  infringer,  together 
with  interest  and  costs  as  fixed  by  the  court. 

"(b)  When  the  damages  are  not  found  by  a  jury,  the  court  shall  access  them. 
In  either  event  the  court  may  increase  the  damages  up  to  three  times  the  amount 
found  or  assessed. 

"(c)  The  court  may  receive  expert  testimony  as  an  aid  to  the  determination 
of  damages  or  of  what  royalty  would  be  reasonable  under  the  circumstances. 

"§  285.  Attorney  fees 

"The  court  in  exceptional  cases  may  award  reasonable  attorney  fees  to  the 
prevailing  party. 

"§286.  Time  limitations  on  damages 

"(a)  Except  as  otherwi.^e  provided  by  law,  no  recovery  shall  be  had  for  an.v 
infringement  conmiitted  more  than  six  years  prior  to  the  filing  of  the  com- 
plaint or  counterclaim  for  infringement  in  the  action. 

"(b)  In  the  case  of  claims  against  the  United  States  Government  for  u^-e  of 
a  patented  invention,  the  period  before  bringing  suit,  up  to  six  years,  between 
the  date  of  receipt  of  a  written  claim  for  compensation  by  the  department  or 
agenc.v  of  the  Government  having  authority  to  settle  such  claim,  and  the  date 
of  mailing  b.v  the  Government  of  a  notice  to  the  claimant  that  his  claim  has 
been  denied  shall  not  be  counted  as  part  of  the  period  referred  to  in  the  preceding 
paragraph. 

"§287.  Limitation  on  damages;  marking  and  notice 

"Patentees,  and  persons  making  or  selling  any  patented  article  for  or  under 
them,  may  give  notice  to  the  public  that  the  same  is  patented,  either  by  fixing 
thereon  the  word  'patent'  or  the  abbreviation  'pat.',  together  with  the  number 
of  the  patent,  or  when,  from  the  character  of  the  article,  this  can  not  be  done, 
by  fixing  to  it.  or  to  the  package  wherein  one  or  more  of  them  is  contained, 
a  label  containing  a  like  notice.  In  the  event  of  failures  so  to  mark,  no  damages 
shall  be  recovered  by  the  patentee  in  any  action  for  infringement,  except  on 
proof  that  the  infringer  was  notified  of  the  infringment  and  continued  to  infringe 
thereafter,  in  which  event  damages  may  be  recovered  only  for  infringement 
occurring  after  such  notice.  Filing  of  an  action  for  infringement  shall  constitute 
such  notice. 

"§  288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim 

"Whenever,  without  deceptive  intention,  a  claim  of  patent  is  invalid,  an 
action  may  be  maintained  for  the  infringement  of  a  claim  of  the  patent  which 
may  be  valid.  The  patentee  shall  recover  no  costs  unless  a  disclaimer  of  the 
invalid  claim  has  been  entered  at  the  Patent  Office  before  the  commencement 
of  the  suit. 

"§  289.  Additional  remedy  for  infringement  of  a  design  patent 

"(a)  Whoever  during  the  term  of  a  patent  for  a  design,  without  license  of  the 
owner,  (1)  applies  the  patented  design,  or  any  colorable  imitation  thereof,  to 
any  article  of  manufacture  for  the  purpose  of  sale,  or  (2)  sells  or  exposes  for 
sale  any  article  of  manufacture  to  which  such  design  or  colorable  imitation  has 
been  applied  shall  be  liable  to  the  owner  to  the  extent  of  his  total  profit,  but 
not  less  than  $250,  recoverable  in  any  United  States  district  court  having  .iuris- 
dietion  of  the  parties. 

"(b)  Nothing  in  this  section  shall  prevent,  lessen,  or  impeach  any  other 
remedy  which  an  owner  of  an  infringed  patent  has  under  the  provision.s  of  this 
title,  but  he  shall  not  twice  recover  the  profit  made  from  the  infringement. 

"§290.  Notice  of  patent  suits 

"The  clerks  of  the  courts  of  the  United  States,  within  one  month  after  the 
filing  of  an  action  under  this  title  shall  give  jiotice  thereof  in  writing  to  the 
Commissioner,  setting  forth  so  far  as  known  the  names  and  addresses  of  the 
parties,  name  of  the  inventor,  and  the  designating  launber  of  the  juatent  upon 
which  the  action  has  been  brought.  If  any  other  patent  is  sul)sequently  included 
in  the  action  he   shall  give  like  notice  thereof.   Within  one  month  after  the 
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decision  is  rendered  or  a  judgment  issued  tlie  clerk  of  the  court  shall  give 
notice  thereof  to  the  Commissioner.  The  t:ommissioner  shall,  on  receipt  of  such 
notices,  enter  the  same  in  the  tile  of  such  patent. 

"§292.  False  marking 

"(a)  Whoever,  without  the  consent  of  the  patentee,  marks  upon,  or  affixes 
to,  or  uses  in  advertising  in  connection  with  anything  made,  u^ed.  or  sold  b.v 
him,  the  name  or  any  imitation  of  the  name  of  the  patentee,  the  patent  number, 
or  the  words  'patent,'  'patentee,'  or  the  like,  with  the  intent  of  counterfeiting 
or  imitating  the  mark  of  the  patentee,  or  of  deceiving  the  public  and  inducing 
them  to  believe  that  the  thing  was  made  or  sold  by  or  with  the  consent  of 
the  patentee ;  or  .  .  ^_ 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  unpatented  article,  the  word  'patent'  or  any  word  or  number  importing 
that  the  same  is  patented,  for  the  purpose  of  deceiving  the  public;  or 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  article,  the  words  'patent  applied  for,'  'patent  pending,'  or  any  word  im- 
l>orting  that  an  application  for  patent  has  been  made,  when  no  application 
for  patent  has  been  made,  or  if  made,  is  not  pending,  for  the  purpose  of 
deceiving  the  public — 

"Shall  be  fined  not  more  than  $500  for  every  such  offense. 

"(b)  Any  person  may  sue  for  the  penalty,  in  which  event  one-half  shall  go 
to  the  person  suing  and  the  other  to  the  use  of  the  United  States. 

"§293.  Nonresident  patentee;  service  and  notice 

"Every  patentee  not  residing  in  the  United  States  may  file  in  the  Patent 
Office  a  written  designation  stating  the  name  and  address  of  a  person  residing 
within  the  United  States  on  whom  may  be  served  process  or  notice  of  proceed- 
ings affecting  the  patent  or  rights  thereunder.  If  the  person  designated  cannot 
be  found  at  the  address  given  in  the  last  designation,  or  if  no  person  has  been 
designated,  the  United  States  District  Court  for  the  Disrict  of  Columbia  shall 
have  jurisdiction  and  summons  shall  be  served  by  publication  or  otherwise  as 
the  court  directs.  The  court  shall  have  the  same  jurisdiction  to  take  any  action 
respecting  the  patent  or  rights  thereunder  that  it  would  have  if  the  patentee 
were  personally  within  the  jurisdiction  of  the  court. 

"§294.  Estoppel  and  cancellation 

"(a)  In  any  action  in  a  Federal  court  in  which  the  issue  of  the  validity 
or  scope  of  a  claim  of  a  patent  is  proi>erIy  before  the  court,  and  the  owner  of 
the  patent  as  shown  by  the  records  of  the  Patent  Office  is  a  party  or  has  been 
given  notice  as  provided  in  subsection  (c)  of  this  section,  a  final  adjudication, 
from  which  no  appeal  has  been  or  can  be  taken,  limiting  the  scope  of  the  claim 
or  holding  it  to  be  invalid,  shall  constitute  an  estoppel  against  the  patentee, 
and  those  in  privity  with  him,  in  any  subsequent  Federal  action,  and  may 
constitute  an  estoppel  in  such  other  Federal  actions  as  the  latter  court  may 
determine,  involving  such  patent.  Within  thirty  days  of  such  adjudication  the 
clerk  of  the  court  shall  transmit  notice  thereof  to  the  Commissioner,  w^ho  shall 
place  the  same  in  the  public  records  of  the  Patent  Office  i>ertaining  to  such  patent, 
and  endorse  notice  on  all  copies  of  the  patent  thereafter  distributed  by  the  Patent 
Office  that  the  patent  is  subject  to  such  adjudication. 

"(b)  In  any  action  as  set  forth  in  subsection  (a)  of  this  section,  upon  a 
final  adjudication  from  which  no  appeal  has  been  or  can  be  taken  that  a  claim 
of  the  patent  is  invalid,  the  court  may  order  cancellation  of  such  claim  from  the 
patent.  Such  order  shall  be  included  in  the  notice  to  the  Commissioner  specified 
in  subsection  (a)  of  this  section,  and  the  notice  of  cancellation  of  a  claim 
shall  be  published  by  the  Commissioner  and  endorsed  on  all  copies  of  the  patent 
thereafter  distributed  by  the  Patent  Office. 

"(c)  In  any  action  in  a  Federal  court  in  which  the  validity  or  scope  of  a  claim 
of  a  patent  is  drawn  into  question,  tlie  owner  of  the  patent,  as  shown  by  the 
records  of  the  Patent  Office,  shall  have  the  unconditional  right  to  intervene  to 
defend  the  validity  or  scope  of  such  claim.  The  party  challenging  the  validity 
or  scope  of  the  claim  shall  serve  upon  the  patent  owner  a  copy  of  the  earliest 
pleadings  asserting  such  invalidity.  If  such  owner  cannot  be  served  with  such 
pleadings,  after  reasonable  diligence  is  exercised,  service  may  be  made  as  pro- 
vided for  in  the  Federal  Rules  of  Civil  Procedure  and,  in  addition,  notice  shall 
be  transmitted  to  the  Patent  Office  and  shall  be  published  in  the  Official 
Gazette." 
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TRANSITIONAL  AND  SUPPLEMENTARY  PROVISIONS 

Sec.  2.  (a)  Section  1256  of  title  28,  United  States  Code,  Judicial  Code  and 
Judiciary,  is  amended  to  read  as  follows  : 

"§1256.  Court  of  Customs  and  Patent  Appeals:  certiorari 

"Cases  in  the  Court  of  Customs  and  Patent  Api>eals,  except  those  capable  of 
review  under  section  1295  of  this  title,  may  be  reviewed  by  the  Supreme  Court  by 
writ  of  certiorari." 

(b)  Title  28,  United  States  Code,  Judicial  Code  and  Judiciary,  is  amended  by 
adding  new  section  1295  reading  as  follows : 

"§  1295.  Patent  Office  cases 

"The  United  States  Court  of  Appeals  for  the  District  of  Columbia  Circuit  shall 
have  jurisdiction  of  appeals  from  decisions  of  the  Court  of  Customs  and  Patent 
Appeals  as  providetl  for  in  section  147  of  title  35,  United  States  Code." 

(c)  The  section  analysis  of  Chapter  83 — Court  of  Appeals,  of  title  28,  United 
States  Code,  Judicial  Code  and  Judiciary,  preceding  section  1291,  is  amended 
by  adding  the  following  line  : 

"1295.  Patent  Office  cases." 

(d)  Section  1542  of  title  28,  United  States  Code,  Judicial  Code  and  Judiciary, 
is  amended  to  read  as  follows  : 

"§  1542.  Patent  Office  decisions 

"The  Court  of  Customs  and  Patent  Appeals  shall  have  jurisdiction  of  appeals 
from  decisions  of : 

"(1)  The  Board  of  Appeals  of  the  Patent  Office  as  to  patent  applications 
and  patents  as  provided  in  chapter  13  of  title  35,  Patents,  United  States 
Code. 

"(2)  The  Commissioner  of  Patents  as  to  trademark  applications  and  pro- 
ceeding as  provided  in  section  1071  of  title  15." 
Sec.  3.  (a)  Title  28,  United  States  Code,  Judicial  Code  and  the  Judiciary,  is 
amended  by  adding  new  section  757  reading  as  follows  : 

"§  757.  Civil  commissioners  for  patent  cases 

"(a)  When  the  volume  of  litigation  arising  under  the  patent  laws  so  justifies, 
the  court  may  appoint  one  or  more  Civil  Commissioners  who  shall  be  subject  to 
removal  by  the  court  and  shall  devote  all  of  their  time  to  the  duties  of  the  office. 
A  Commissioner  may  be  appointed  to  serve  in  more  than  one  district. 

"(b)  Unless  otherwise  ordered  by  the  court  for  good  cause,  such  Civil  Com- 
missioners shall  regulate  and  control  the  conduct  of  all  discovery  proceeding.s, 
preside  over  any  oral  examination  for  discovery  of  parties,  officers,  directors 
and  managing  agents  of  associations,  preside  over  any  pretrial  hearings,  and 
make  any  necessary  orders  with  respect  thereto  and  as  a  result  thereof. 

"(c)  Each  such  Civil  Commissioner  shall  receive  basic  compensation  at  the 
rate  of  ?26,000  per  year." 

(b)  The  section  analysis  of  Chapter  49 — District  Courts,  of  title  28,  United 
States  Code,  Judicial  Code  and  the  Judiciary,  preceding  section  751,  is  amended 
by  adding  the  following  line  : 

"757.  Civil  commissioners  for  patent  cases." 

Sec.  4.  If  any  provision  of  title  35  Patents,  United  States  Code,  as  amended  by 
this  Act,  or  any  other  provision  of  this  Act,  is  declared  unconstitutional  or  is 
held  invalid,  the  validity  of  the  remaining  provisions  shall  not  be  affected  . 

Sec.  5.  (a)  This  Act  shall  take  effect  on  the  day  six  months  after  enactment. 

(b)  Applications  for  patent  actually  filed  in  the  United  States  prior  to  the 
effective  date  of  this  Act  shall  continue  to  be  governed  by  the  provisions  of  title 
35  in  effect  immediately  prior  to  the  effective  date,  except  that  any  such  appli- 
cation still  pending  eighteen  months  after  its  filing  date  or  effective  filing  date 
may  be  published  by  the  Commissioner  in  accordance  with  the  provisions  of 
.section  123  of  title  35  as  enacted  by  this  Act  and  except  sections  137  and  148  and 
as  provided  in  subsection  (c)  of  this  section. 

(c)  Section  147  of  title  35  as  enacted  by  this  Act  and  sections  1256  and  1295 
of  title  28  United  States  Code  as  amended  by  this  Act  shall  apply  in  the  case  of 
appeals  to  the  United  States  Court  of  Customs  and  Patent  Appeals  in  which 
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the  notice  of  appeal  from  the  decision  of  the  Patent  OflSce  to  such  court  was 
filed  on  or  after  the  effective  date  of  this  Act. 

(d)  Complete  applications  for  patent  actually  filed  in  the  United  States  within 
one  year  after  the  effective  date  of  this  Act  and  not  relying  on  a  prior  pre- 
liminary application  shall  continue  to  be  governed  by  the  provisions  of  chapter 
10  and  by  the  provisions  relating  to  interferences  in  chapters  12  and  13,  of  title 
35  in  effect  immediately  prior  to  the  effective  date. 

(e)  Assistant  commissioners  of  patents  and  examiners-in-chief  in  ofiice  on 
the  effective  date  of  this  Act  shall  continue  in  office  under  and  in  accordance 
with  their  then  existing  appointments. 

(f)  The  amendment  of  title  35,  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  effect  immediately  prior 
to  the  effective  date  of  this  Act. 

Sec.  6.  This  Act  may  be  cited  as  "The  Patent  Reform  Act  of  1967." 


[S.  1042,  90th  Cong.,  first  sess.] 

[Amdt.  No.  182] 

Amendments  Intended  to  be  proposed  by  Mr.  Long  of  Missouri  to  S.  1042,  a  bill  for  the 
general  revision  of  the  patent  laws,  title  35  of  the  United  States  Code,  and  for  other 
purposes,  viz  : 

Beginning  with  line  28,  page  11,  strike  out  all  to  and  including  line  35,  page 
11,  and  insert  in  lieu  thereof  the  following : 

"  '§  105.  Nonprejudicial  disclosure,  use  or  sale 

" '  ( a )  A  public  disclosure  of  the  subject  matter  concerning  an  invention  less 
than  six  months  prior  to  the  filing  date  of  a  complete  application  for  patent 
(sihall  not  bar  the  issuance  of  the  patent  if  the  disclosure  was  by,  or  derived 
from,  the  applicant  of  or  inventor  named  in  the  application,  or  based  upon  such 
a  disclosure. 

"'(b)  Public  use  or  sale  of  an  invention  less  than  six  months  prior  to  the  filing 
date  of  a  complete  application  for  patent  shall  not  bar  the  issuance  of  the  patent 
if  the  use  or  sale  was  by  or  on  behalf  of  the  applicant  of  or  inventor  named 
in  the  application.'  " 

On  page  11,  line  36,  strike  out  the  subsection  designation  "(b)",  and  insert 
in  lieu  thereof  the  subsection  designation  "(c)". 

[Amdt.  No.  183] 

Amendments  intended  to  be  proposed  by  Mr.  Long  of  Missouri  to  S.  1042,  a  bill  for  the 
general  revision  of  the  patent  laws,  title  35  of  the  United  States  Code,  and  for  other 
purposes,  viz  : 

On  page  34,  between  lines  6  and  7,  insert  the  following  new  section  : 
"'§263.  Licensable  nature  of  patent  rights 

"  '  ( a )   Applications  for  patents,  patents,  or  any  interests  therein  may  be  licensed 
in  any  specified  territory,  in  the  whole,  or  in  any  specified  part,  of  the  field  of 
use  to  which  the  subject  matter  of  the  claims  of  the  patent  are  directly  applicable. 
"'(b)  A  patent  owner  shall  not  be  deemed  guilty  of  patent  misuse  because 
he  agreed  to  a  contractual  provision,  or  impo.sed  a  condition  on  a  licensee : 
"  '  ( 1 )  which  has  a  direct  relation  to  the  invention  patented,  and 
"'(2)  the  performance  of  which  is  reasonable  under  the  circumstances 
to  secure  to  the  patent  owner  the  full  benefit  of  his  invention  and  patent 
grant.' " 
On  page  33,  between  lines  19  and  20,  insert  at  the  end  of  the  section  analysis  of 
chapter  26  of  the  bill  the  following  new  item : 

"  '263.  Licensable  nature  of  patent  rights.'  " 

[Amdt.  No.  184] 

Amendment  intended  to  be  proposed  by  Mr.  Long  of  Missouri  to  S.  1042,  a  bill  for  the 
general  revision  of  the  patent  laws,  title  35  of  the  United  States  Code,  and  for  other 
purposes,  viz  :  Beginning  with  line  21,  page  34  strike  out  all  to  and  including  line  25, 
page  34,  and  insert  in  lieu  thereof  the  following  : 


28 

"'(b)  Whoever,  without  authority  of  the  patentee,  imports  into  the  United 
States,  for  purposes  of  trade  or  use,  a  product  made  in  another  country  by  a 
process  patented  in  the  United  States  shall  be  liable  as  an  infringer.'  " 

[Amdt.  No.  185] 

Amenrtments  intended  to  be  proposed  by  Mr.  Long  of  Missouri  to  S.  1042,  a  bill  for  tlie 
general  revision  of  tlie  patent  laws,  title  35  of  the  United  States  Code,  and  for  other 
purposes,  viz  : 

On  page  35,  after  line  40,  insert  the  following  new  section  : 

"'§274.  Third  party  rights 

"  'No  patent  shall  abridge  or  affect  the  right  of  any  person  or  his  successors 
in  business  who  made,  purchased,  or  used,  prior  to  the  effective  filing  date  of 
the  patent  (under  circumstances  which  would  not  render  the  patent  invalid) 
anything  which  would  infringe  the  patent,  or  the  essential  use  of  which  would 
infringe  the  patent,  to  continue  the  use  of,  or  to  sell  to  others  to  be  used  or  sold, 
the  specific  thing  so  made,  purchased,  or  used.  The  court  before  which  such 
matter  is  in  question  may  provide  for  the  continued  manufacture,  use,  or  sale  of 
the  thing  made,  purchased,  or  used  as  above  specified,  or  for  the  manufacture, 
use,  or  sale  for  which  substantial  preparation  was  made  before  the  effective  filing 
date  of  the  patent;  and  it  may  also  provide  for  the  continued  practice  of  any 
process  which  would  infringe  the  patent,  which  was  practiced,  or  for  which 
substantial  preparation  was  made,  prior  to  the  effective  filing  date  of  the  patent, 
but  only  to  the  extent  and  under  such  terms  as  the  court  deems  equitable  for 
the  protection  of  investments  made  or  business  commenced  before  the  effective 
filing  date  of  the  patent.'  " 

On  page  34,  between  lines  1~}  and  16,  insert  at  the  end  of  the  section  analysis 
of  chapter  28  of  the  bill  the  following  new  item  : 

"  '274.  Third  party  rights.'  " 

[Amdt.  No.  186] 

Amendments  intended  to  be  proposed  by  Mr.  Long  of  Missouri  to  S.  1042,  a  bill  for  the 
peneral  revision  of  the  patent  laws,  title  35  of  the  United  States  Code,  and  for  other 
purposes,  viz  : 

On  page  11,  line  14,  strike  out  the  word  "publication",  and  insert  in  lieu  thereof 
the  word  "issue". 

Beginning  with  line  6,  page  16,  strike  out  all  to  and  including  line  12,  page 
16,  and  insert  in  lieu  thereof  the  following : 

"'(3)   the  second  application  is  filed  before  the  abandonment  of  or  the 
issuance  of  a  patent  on  the  prior  application,  whichever  is  earlier,  and  '  ". 


[S.  1377,  90th  Cong.,  first  sese.] 

A  BILL  To  clarify  the  authority  of  the  Commissioner  of  Patents  to  compile,  publish,  and 
disseminate  certain  information  relating  to  patents 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United  States 
of  America  in  Congress  assembled,  That  (a)  section  11  of  title  35  of  the  United 
States  Code  is  amended  by  (1)  redesignating  subsection  (b)  as  subsection  (c) 
thereof,  and  (2)  inserting  therein,  immediately  after  subsection  (a),  the  following 
new  subsection : 

"(b)  The  Commissioner  may  (1)  establish  public  facilities  for  the  searching  of 
patent  materials,  (2)  establish  a  public  information  service  for  the  dissemination 
to  the  public  of  information  concerning  patents,  and  (3)  from  time  to  time 
disseminate  or  provide  for  the  dissemination  to  the  public  of  those  portions  of 
the  technological  and  other  information  available  to  or  within  the  Patent  Office 
the  publication  of  which  in  his  judgment  would  encourage  innovation  and  promote 
the  progress  of  useful  arts.  Such  dissemination  may  be  made  through  the  issuance 
of  periodical  or  other  publications,  the  preparation  and  display  of  exhibits,  or 
such  other  means  as  he  may  consider  appropriate." 

(b)  Subsection  (c)  of  that  section  is  amended  by  inserting  therein,  immediately 
after  the  words  "subsection  (a)",  the  words  "or  authorized  by  subsection  (b)". 

Sec.  2.  (a)  Sections  12  and  13  of  such  title  are  amended  by  inserting  therein, 
immediately  after  the  word  "i)atents"  where  it  appears  in  each  such  section, 
the  words  "and  copies  of  publications  of  the  Patent  Oflice  concorning  patents". 

(b)  Section  13  of  such  title  is  amended  by  inserting  therein,  immediately  after 
the  words  ".section  41(a)9",  the  words  "or  under  section  41(b)". 
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[S.  1691    90th  Cong.,  first  sess.] 

A  EILL  For  the  general  revision  of  the  Patent  Laws,  title  35  of  the  United  States  Code, 

and  for  other  purposes 

Be  it  enacted  'by  the  Senate  and  House  of  Representatives  of  the  United  States 
of  America  in  Congress  assembled,  That  title  35  of  the  United  States  Code, 
entitled  "Patents",  is  hereby  amended  in  its  entirety  to  read  as  follows : 

"TITLE  35— PATENTS 

"Pakt  ^^^V 

"i    patent  office 1 

•ir"   PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF  PATENTS 100 

"III!  PATENTS  AND  PROTECTION  OF  PATENT  RIGHTS 251 

"PART  I— PATENT  OFFICE 

"Chapter  S^*!^- 

"1.  Establishment,  Officers,  Functions l 

"2.    IMiOCEEDINGS    IN    THE    PATENT    OFFICE 21 

";!.   Practice  Before  the  Patent  Office ^II 

"4.  Patent  Fees 41 

"Chapter  1.— ESTABLISHMENT,  OFFICERS,  FUNCTIONS 

"Sec. 

"1.  Establishment. 

"2.   Seal. 

".'}.  Officers  and  employees. 

"4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents. 

"5.   Bond  of  Commissioner  and  other  officers. 

"6.  Duties  of  Commissioner. 

"7.   Board  of  Appeals. 

"S.  Library. 

"9.   Classification  of  patents. 
"10.  Certified  copies  of  records. 
"11.   Publications. 
"12.   Research  and  studies. 

"§1.  Establishment 

"The  Patent  Office  shall  be  an  Office  in  the  Department  of  Commerce,  where 
records,  books,  drawings,  specifications,  and  other  papers  and  things  pertaining 
to  patents  and  to  trademark  registrations  shall  be  kept  and  preserved,  except  as 
otherwise  provided  by  law. 

"§2.  Seal 

"The  Patent  Office  shall  have  a  seal  with  which  letters  patent,  certificates  of 
trademark  registrations,  and  papers  issued  from  the  Office  shall  be  authenticated. 

"§3.  Officers  and  employees 

"(a)  There  shall  be  in  the  Patent  Office  a  Cominis.sioner  of  Patents,  one  first 
assistant  commissioner,  two  other  a.ssistant  commissioners,  and  not  more  than 
twenty-four  examiners  in  chief.  The  assistant  commissioners  shall  perform  the 
duties  pertaining  to  the  office  of  Commissioner  assigned  to  thorn  by  the  Commis- 
sioner. The  first  assistant  commis.sioner,  or,  in  the  event  of  a  vacancy  in  that 
office,  the  assistant  commissioner  senior  in  date  of  appointment,  shall  fill  the 
office  of  Commissioner  during  a  vacancy  in  that  office  until  a  Commissioner  is 
appointed  and  takes  office.  The  Commissioner  of  Patents  shall  be  appointed  by  the 
President,  by  and  with  the  advice  and  consent  of  the  Senate.  The  Secretary  of 
Commerce,  upon  the  nomination  of  the  Commissioner  in  accordance  with  law, 
shall  appoint  all  other  officers  and  employees. 

"(b)  The  Secretary  of  Commerce  may  vest  in  himself  the  functions  of  the 
Patent  Office  and  its  officers  and  employees  specified  in  this  title  and  may  from 
time  to  time  authorize  their  performance  by  any  other  officer  or  employee. 

"(c)  The  Secretary  of  Commerce  is  authorized  to  fix  the  per  annum  rate  of 
basic  compensation  of  each  examiner-in-chief  in  the  Patent  Office  at  not  in 
excess  of  the  maximum  scheduled  rate  provided  for  positions  in  grade  17  of  the 
General  Schedule  of  positions  referred  to  in  section  5104  of  title  5,  United  States 
Code,  and  of  the  assistant  commissioners  at  not  in  excess  of  the  rate  provided 
for  positions  in  grade  18. 
"§4.  Restrictions  on  officers  and  em.ployees  as  to  interest  in  patents 

"Officers  and  employees  of  the  Patent  Office  shall  be  incapable,  during  the 
period  of  their  appointments  and  for  one  year  thereafter,  of  applying  for  a  patent 
and  of  acquiring,  directly  or  indirectly,  except  by  inheritance  or  bequest,  any 
patent  or  any  right  or  interest  in  any  patent,  issued  or  to  be  issued  by  the  Office. 
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In  patents  applied  for  thereafter  they  shall  not  be  entitled  to  any  priority  date 
earlier  than  one  year  after  the  termination  of  their  appointment. 

"§  5.  Bond  of  Commissioner  and  other  officers 

"The  Commissioner  and  such  other  officers  as  he  designates,  befoi-e  entering 
upon  their  duties,  shall  severally  give  bond,  with  sureties,  the  former  in  the  sum 
of  $10,000,  and  the  latter  in  sums  prescribed  by  the  Commissioner,  conditioned  for 
the  faithful  discharge  of  their  respective  duties  and  that  they  shall  render  to  the 
proper  officers  of  the  Treasury  a  true  account  of  all  money  received  by  virtue  of 
their  offices. 

"§  6.  Duties  of  Commissioner 

"The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce,  shall 
superintend  or  perform  all  duties  required  by  la\Y  respecting  the  granting  and 
issuing  of  patents  and  the  registration  of  trademarks :  and  he  shall  have  charge 
of  property  belonging  to  the  Patent  Office.  He  may  establish  regulations,  not 
inconsistent  with  law,  for  the  conduct  of  proceedings  in  the  Patent  Office.  Such 
regulations  and  all  other  regulations  issued  pursuant  to  this  title  shall  be  subject 
to  the  approval  of  the  Secretary  of  Commerce. 

"§  7.  Board  of  Appeals 

"(a)  The  Commissioner,  the  assistant  commissioners,  and  the  examiner.s-in- 
chief  shall  constitute  a  Board  of  Appeals  in  the  Patent  Office.  The  examiners- 
in-chief  shall  be  persons  of  competent  legal  knowledge  and  scientific  ability, 
who  shall  be  appointed  under  the  classified  Civil  Service. 

"(b)  The  Board  of  Appeals,  on  written  apiJeal  of  the  applicant,  shall  review 
adverse  decisions  of  examiners  upon  applications  for  patents, 

"(c)  Each  appeal  shall  be  heard  or  considered  by  at  least  three  members  of 
the  Board  of  Appeals.  The  Board  of  Appeals  has  sole  power  to  grant  rehearings. 

"(d)  Whenever  the  Commissioner  considers  it  necessary  to  maintain  the  work 
of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner  of  the 
primary  examiner  grade  or  higher  having  the  requisite  ability,  to  serve  as 
examiner-in-chief  for  periods  not  exceeding  six  months  each.  An  examiner  so 
designated  shall  be  qualified  to  act  as  a  member  of  the  Board  of  Apix'als.  Not 
more  than  one  acting  examiner-in-chief  shall  be  a  member  of  the  Board  of 
Appeals  hearing  an  appeal.  The  Secretary  of  Commerce  is  authorized  to  fix  the 
per  annum  rate  of  basic  compensation  of  each  designated  examiner-in-chief  in 
the  Patent  Office  at  not  in  excess  of  the  maximum  scheduled  rate  provided  for 
positions  in  grade  16  of  the  General  Schedule  of  positions  referred  to  in  .section 
5104  of  title  5,  United  States  Code.  The  per  annum  rate  of  basic  compensation 
of  each  designated  examiner-in-chief  shall  be  adjusted,  at  the  close  of  the  period 
for  which  he  was  designated  to  act  as  examiner-in-chief,  to  the  per  annum  rate 
of  basic  compensation  which  he  would  have  been  receiving  at  the  close  of  such 
period  if  such  designation  had  not  been  made. 

"§8.  Library 

"The  Commissioner  shall  maintain  a  library  of  scientific  and  other  works 
and  periodicals,  both  foreign  and  domestic,  in  the  Patent  Office  to  aid  the  officers 
in  the  discharge  of  their  duties. 

"%  9.  Classification  of  patents 

"The  Commissioner  may  revise  and  maintain  the  classification  by  subject 
matter  of  published  specifications  of  United  States  patents  and  applications  and 
of  such  other  patents  and  applications  and  other  .scientific  and  technical  infor- 
mation as  may  be  neces.sary  or  practicable,  for  the  purpose  of  determining  with 
readiness  and  accuracy  the  novelty  of  inventions  for  which  applications  for 
patent  are  filed. 

"§  10.  Certified  copies  of  records 

"The  Commis.sioner  may,  upon  payment  of  the  prescribed  fee,  furnish  certified 
copies  of  records  of  the  Patent  Office  to  persons  entitled  thereto. 

"§11.  Publications 

"(a)   The  Commissioner  may  print,  or  cause  to  be  printed,  the  following: 

"(1)   Patent  abstracts  and  patents,  including  specifications  and  drawings, 

together  with  copies  of  the  same. 

"(2)   Certificates   of   trademark   registrations,  including   statements   and 

drawings,  together  with  copies  of  the  same. 
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"(3)   The  Ollk-ial  Gazette  of  the  United  States  Patent  Office. 

"(4)   Animal  indices  of  patents  and  patentees,  published  applications  and 
applicants,  and  of  trademarks  and  registrants. 

"(5)   Annual  volumes  of  decisions  in  patent  and  trademark  cases. 

"(0)   Classification  manuals  and  indices  of  the  classifications  of  patents. 

"(7)   I'amphlet  copies  of  the  patent  laws  and  rules  of  practice,  laws  and 
rules  relating  to  trademarks  and  circulars  or  other  publications  relating  to 
the  business  of  the  Office. 
"(b)   The  Patent  Office  may  print  the  headings  of  the  drawings  for  patents 
for  the  purpose  of  photolithography. 

"§  12.  Research  and  studies 

"The  Commissioner  shall  conduct  a  program  of  research  and  development  to 
improve  and  expedite  the  handling,  classilication,  storage  and  retrieval  of  patents 
and  other  scientific  and  technical  information. 

"Chapter  2.— PROCEEDINGS  IN  THE  PATENT  OFFICE 

"Sec. 

"21.  Day  for  taking  action  falling  on  Saturdaj^  Sunday,  or  holiday. 

"22.  Printing  of  papers  filed. 

"2'S.  Testimony  in  Patent  Office  cases. 

"24.   Subpenas,  witnesses. 

"2.5.  Oath  and  declaration  in  lieu  of  oath. 

"26.  Effect  of  defective  execution. 

"§  21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday 

"\\'hon  the  day,  or  the  last  day,  for  taking  any  action  or  paying  any  fee  in 
the  United  States  I'atent  Office  falls  on  Saturday,  Sunday,  or  a  holiday  within 
the  District  of  Columbia,  the  action  may  be  taken,  or  the  fee  paid,  on  the  next 
succeeding  secular  or  business  day. 

"§  22.  Printing  of  papers  filed 

"The  Commissioner  may  require  papers  filed  in  tlie  Patent  Office  to  be  printed 
or  typewritten. 

"§23.  Testimony  in  Patent  Office  cases 

"The  Commissioner  may  establish  rules  for  taking  affidavits  and  depositions 
required  in  cases  in  the  Patent  Office.  Aiiy  officer  authorized  by  law  to  take  depo- 
sitions to  be  used  in  the  courts  of  the  United  States,  or  of  the  State  where  he 
resides,  may  take  such  affidavits  and  depo.sitions. 

"§24.  Subpenas,  witnesses 

"The  clerk  of  any  United  States  court  for  the  district  wherein  testimony  is 
to  be  taken  for  use  in  any  contested  ease  in  the  Patent  Office,  shall,  upon  the 
application  of  any  party  thereto,  issue  a  subpena  for  any  witness  residing  or 
being  within  such  district,  commanding  him  to  appear  and  testify  before  an 
officer  in  such  district  authorized  to  take  depositions  and  affidavits,  at  the  time 
and  place  stated  in  the  subpena.  The  provisions  of  the  Federal  Rules  of  Civil 
Procedure  relating  to  the  attendance  of  witnesses  and  to  the  production  of  docu- 
ments and  things  shall  apply  to  contested  cases  in  the  Patent  Office. 

"Every  witness  subpenaed  and  in  attendance  shall  be  allowed  the  fees  and 
traveling  expenses  allowed  to  witnesses  attending  the  United  States  district 
courts. 

"A  judge  of  a  court  whose  clerk  issued  a  subpena  may  enforce  obedience  to 
the  process  or  punish  disobedience  as  in  other  like  cases,  on  proof  that  a  witness, 
served  with  such  subpena,  neglected  or  refused  to  appear  or  to  testify.  No  wit- 
ness shall  be  deemed  guilty  of  contempt  for  disobeying  such  sul)pena  unless  his 
fees  and  traveling  expenses  in  going  to,  and  returning  from,  and  one  day's  at- 
tendance at  the  place  of  examination,  are  paid  or  tendered  him  at  the  time  of 
the  service  of  the  subpena ;  nor  for  refusing  to  disclose  any  secret  matter  except 
uix)n  appropriate  order  of  the  court  which  issued  the  subpena. 

"§  25.  Oath  and  declaration  in  lieu  of  oath 

"(a)  An  oath  to  be  filed  in  the  Patent  Office  may  be  made  before  any  person 
within  the  United  States  authorized  by  law  to  administer  oaths,  or,  when  made 
in  a  foreign  country,  before  any  diplomatic  or  consular  officer  of  the  United 
States  authorized  to  administer  oaths,  or  before  any  officer  authorized  to  admin- 
ister oaths  in  the  foreign  country  in  which  the  applicant  may  be,  whose  authority 
shall  be  proved  by  cei-tificate  of  a  diplomatic  or  consular  officer  of  the  United 
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states,  and  such  oath  shall  be  valid  if  it  complies  with  the  laws  of  the  state  or 
country  where  made. 

"(b)  The  Commissioner  may  by  rule  prescribe  that  any  document  to  be  filed 
in  the  Patent  Office  and  which  is  required  by  any  law,  rule,  or  other  regulation 
to  be  under  oath  may  be  subscribed  to  by  a  written  declaration  in  such  form  as 
the  Commissioner  may  prescribe,  such  declaration  to  be  in  lieu  of  the  oath  other- 
wise required. 

"(e)  Whenever  such  written  declaration  is  used,  the  document  must  warn  the 
declarant  that  willful  false  statement  and  the  like  are  subject  to  punishment  in- 
cluding fine  or  imprisonment,  or  both. 

"§  26.  Effect  of  defective  execution 

"Any  document  to  be  filed  in  the  Patent  Office  and  which  is  required  by  any 
law,  rule,  or  other  regulation  to  be  executed  in  a  specified  manner  may  be  pro- 
visionally accepted  by  the  Commissioner  despite  a  defective  execution,  ijrovided 
a  properly  executed  document  is  submitted  within  such  time  as  may  be  prescribed. 

"Sec. 

".31.  Regulations  for  agents  and  attorneys. 

"32.  Suspension  or  exclusion  from  practice. 

"33.  Unauthorized  representation  as  practitioner. 

"§31.  Regulations  for  agents  and  attorneys 

"The  Commissioner,  subject  to  the  approval  of  the  Secretary  of  Commerce, 
may  prescribe  regulations  governing  the  recognition  and  conduct  of  agents,  at- 
torneys, or  other  persons  representing  applicants  or  other  parties  before  the 
Patent  Office,  and  may  require  them,  before  being  recognized  as  representatives 
of  applicants  or  other  persons,  to  show  that  they  are  of  good  moral  character  and 
reputation  and  are  posse.ssed  of  the  nece.ssary  qualifications  to  render  to  ap- 
plicants or  other  persons  valuable  service,  advice,  and  assistance  in  the  presen- 
tation or  prosecution  of  their  applications  or  other  business  before  the  Office. 

"Chapter  3.— PRACTICE  BEFORE  PATENT  OFFICE 

"§  32.  Suspension  or  exclusion  from  practice 

"The  Commissioner  may,  after  notice  and  opportunity  for  a  hearing,  suspend 
or  exclude,  either  generally  or  in  any  particular  case,  from  further  practice  before 
the  Patent  Office,  any  person,  agent,  or  attorney  shown  to  be  incompetent  or 
disreputable,  or  guilty  of  gross  misconduct,  or  who  does  not  comply  with  the 
regulations  established  under  section  31  of  this  title,  or  who  shall,  by  word, 
circular,  letter,  or  advertising,  with  intent  to  defraud  in  any  manner,  deceive, 
mislead,  or  threaten  any  applicant  or  prospective  applicant,  or  other  person 
having  immediate  or  prospective  business  before  the  OfBce.  The  reasons  for  any 
such  suspension  or  exclusion  shall  be  duly  recorded.  The  United  States  District 
Court  for  the  District  of  Columbia,  under  such  conditions  and  upon  such  pro- 
ceedings as  it  by  its  rules  determines,  may  review  the  action  of  the  Commissioner 
upon  the  petition  of  the  person  so  refused  recognition  or  so  suspended  or  excluded. 

"§33.  Unauthorized  representation  as  practitioner 

"Whoever,  not  being  recognized  to  practice  before  the  Patent  Office,  holds 
himself  out  or  permits  himself  to  he  held  out  as  so  recognized,  or  as  being 
qualified  to  prepare  or  prosecute  application  for  patent,  shall  be  fined  not  more 
than  $1,000  for  each  offense. 

"Chapter  4.— PATENT  FEES 

"Sec. 

"41.  Patent  fees. 

"42.  Payment  of  patent  fees  ;  return  of  excess  amounts. 

"§41.  Patent  fees 

"  (a)  The  Commissioner  shall  charge  the  following  fees  : 

"(1)  On  filing  each  application  for  an  original  patent,  except  in  design 
ca.ses,  $65 ;  in  addition,  on  filing  or  on  presentation  at  any  other  time,  $10 
for  each  claim  in  independent  form  which  is  in  excess  of  one,  and  $2  for 
each  claim  (whether  independent  or  dependent)  which  is  in  excess  of  ten. 
l^rrors  in  payment  of  the  additional  fees  may  be  rectified  in  accordance  with 
regulations  of  the  Commissioner. 

"(2)  For  issuing  each  original  or  reissue  patent,  except  in  design  cases, 
$100;  in  addition,  $10  for  each  page  (or  portion  thereof)  of  specification  as 
prinled.  and  $2  for  each  sheet  of  drawing. 
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"(3)  In  design  cases  : 

(a)  On  tiling  each  design  application,  .$20. 

(b)  On  issuing  each  design  patent:  For  three  years  and  six  months,. 
$10 ;  for  seven  years,  $20 ;  and  for  fourteen  years,  $30. 

"(4)  On  tiling  each  application  for  the  reissue  of  a  patent.  $65;  in  addition, 
on  tiling  or  on  presentatii^n  at  any  other  time,  $10  for  each  claim  in  independ- 
ent form  which  is  in  excess  of  the  number  of  independent  claims  of  the 
original  patent,  and  $2  for  each  claim  (whether  independent  or  dependent) 
which  is  in  excess  of  ten  and  also  in  excess  of  the  number  of  claims  of  the 
original  patent.  Errors  in  payment  of  the  additional  fees  may  be  rectified 
in  accordance  with  regulations  of  the  Commissioner, 
"(o)   On  filing  each  disclaimer.  $15. 

"(6)  On  appeal  for  the  first  time  from  the  examiner  to  the  Board  of  Ap- 
peal.-', $50:  in  addition,  on  filing  a  brief  in  support  of  the  appeal.  $50. 

••(")  On  filing  each  petition  for  the  revival  of  an  altandnned  application 
for  a  patent  or  for  the  delayed  payment  of  the  fee  for  issuing  each  patent, 
$15. 

'•  ( S)  For  certificate  under  section  255  or  under  section  2.jG  of  this  title,  $!.>. 
"(9)  Am  available  and  if  in  print:  For  uncertified  printed  copies  of  speci- 
fications and  drawings  of  patents  (except  design  patents) .  50  cents  per  copy  ; 
for  design  patents,  20  cents  per  copy:  the  Commissioner  may  estaldish  a 
charge  not  to  exceed  $1  per  copy  for  patents  in  excess  of  twenty-five  pages 
of  drawings  and  specifications  and  for  plant  i>atents  printed  in  color:  special 
rates  for  libraries  specified  in  section  18  of  this  title,  $50  for  patents  issued 
in  one  year.  The  Commissioner  may,  without  charge,  provide  applicants  with 
copies  "of  sijecifications  and  drawings  of  patents  when  referred  to  in  a  notice 
under  section  132. 

■■(10)    For  i-ecording  every  assignment,  agreement,  or  other  paper  relating 
to  the  proi>erty  in  a  patent  or  application,  $20 ;  where  the  document  relates 
to  more  than  one  patent  or  application,  $3  for  each  additional  item. 
"(11)    For  each  certificate,  $1. 
"(b)   The  Commissioner  may  establish  charges  for  copies  of  records,  publica- 
tions, or  services  furnished  by  the  Patent  Office,  not  specified  above. 

"(c)  The  fees  established  under  the  authority  of  this  section  shall  apply  to 
any  other  Government  department  or  agency,  or  officer  thereof,  except  that  the 
Commissioner  may  waive  the  payment  of  any  fee  for  services  or  materials  in 
cases  of  occasional  or  incidental  requests  by  a  Government  department  or  agency, 
or  officer  thereof. 

"(d)  The  Commissioner  may  prescribe  by  regulations  when  copies  of  Patent 
Office  records  and  publications  may  be  provided  without  charge  or  in  exchange 
f(ir  records  or  publicatitms  of  foreign  countries. 

"§42.  Payment  of  fees;  return  of  excess  amounts 

"AH  fees  shall  be  paid  to  the  Commissioner,  who  shall  deposit  the  same  in  the 
Treasury  of  the  United  States  in  such  manner  as  the  Secretary  of  the  Treasury 
directs,  and  the  Commissioner  may  refund  any  sum  paid  by  mistake  or  in  excess 
of  the  fee  required. 

"PART  II— PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF  PATENTS 

•■Chai'Tku  Sec. 

'•10.  Patentabilit.v   of   Inventions 100 

"11.  Application  for  Patent 111 

■'12.  Examination  of   Ajiplicatlons 1-31 

"i:j.  Review  of  Patent  Office  Decisions 141 

"14.  Issue  of  Patent 151 

"1.5.  Plant  Patents 161 

"16.  Designs 171 

"17.  Secrecy  of  Certain  Inventions  and  Filing  Applications  Abroad ISl 

"(f)  he  did  not  himself  invent  the  .subject  matter  sought  to  be  patented,  or 
"(g)  before  the  applicant's  invention  theref>f  the  invention  was  made  in 
this  country  by  another  who  had  not  abandoned,  suppressed,  or  concealed  it. 
In  determining  priority  of  invention  there  shall  be  considered  not  only  the 
respective  dates  of  conception  and  reduction  to  practice  of  the  invention, 
but  also  the  reasonable  diligence  of  one  who  was  first  to  conceive  and  last 
to  reduce  to  practice,  from  a  time  prior  to  conception  by  the  other. 
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"§  103.  Conditions  for  patentability;  nonobvious  subject  matter 

■'A  patent  may  not  be  obtained  though  the  invention  is  not  identically  disclosed 
or  described  as  set  forth  ir.  section  102  of  this  title,  if  the  differences  l)et\veen 
the  snbject  matter  sought  tL  be  patented  and  the  prior  art  are  such  that  the 
subject  matter  as  a  whole  would  have  been  obvious  at  the  time  the  invention 
was  made  to  a  person  having  ordinary  skill  in  the  art  to  which  said  subject  mat- 
ter pertains.  Patentability  shall  not  be  negatived  by  the  manner  in  which  the 
Invention  wa.s  made. 

*'§  104.  Invention  made  abroad 

''In  proceedings  in  the  Patent  Office  and  in  the  courts,  an  applicant  for  a  patent, 
or  a  patentee,  may  not  establish  a  date  of  invention  b.v  reference  to  knowledge 
or  use  thereof,  or  other  activity  with  resiject  thereto,  in  a  foreign  country,  except 
as  provided  in  section  119  of  this  title.  Where  an  invention  was  made  by  a  person, 
civil  or  military,  while  domiciled  in  the  United  States  and  serving  in  a  foreign 
eonntr.v  in  connection  with  oiierations  b.v  or  on  behalf  of  the  United  States,  he 
shall  be  entitled  to  the  same  rights  of  priorit.v  with  respect  to  such  invention  as 
if  the  same  had  been  made  in  the  T'nited  States. 

"Chapter  11.— APPLICATION  FOR  PATENT 

"Sec. 

"111.  Application  for  patent. 

"112.   Specification. 

"113.   Drawings. 

"114.  Models,  specimens. 

"115.  Oatli  of  applicant. 

'"llfi.  Joint  inventors. 

•'117.  Death  or  incapacity  of  inventor. 

"lis.  Action  wtien  no  oathi  or  assignment  can  be  obtained. 

''119.  Benefit  of  earlier  filing  date  in  foreign  country  ;  right  of  priority. 

"120.   Benefit  of  earlier  filing  date  in  the  United  States. 

"121.  Divisional  applications. 

"122.  Confidential  status  of  applications. 

"§111.  Application  for  patent 

"(a)  An  application  for  patent  may  be  filed  by  the  inventor,  the  owner  of 
the  invention  sought  to  be  patented,  or  a  person  who  otherwise  shows  sufficient 
proprietary  interest  in  the  invention  sought  to  be  patented.  The  application  shall 
be  made  in  writing  to  the  Commissioner,  shall  be  signed  by  the  applicant  and 
include  the  name  of  each  person  believed  to  have  made  an  inventive  contribu- 
tion, and  shall  be  accompanied  by  the  prescribed  fee.  An  application  filed  by 
a  person  not  the  inventor  shall  include,  at  the  time  of  filing,  a  statement  of  the 
facts  supporting  the  allegation  of  ownership  of  the  invention. 
"(b)   A  complete  application  for  patent  shall  include  : 

"(1)   a  specification  as  prescribed  by  section  112  of  this  title: 
"(2)   a  drawing  as  pre.scribed  by  section  113  of  this  title:  and 
"(.S)   if  filed  by  the  inventor,  an  oath  prescribed  by  section  11.5(a)  of  this 
title. 

"§112.  Specification 

"(a)  The  specification  shall  contain  a  written  description  of  the  invention, 
and  of  the  manner  and  process  of  making  and  using  it.  in  such  full,  clear,  con- 
cise, and  exact  terms  as  to  enable  any  person  skilled  in  the  art  to  which  it 
pertains,  or  with  which  it  is  most  nearly  connected,  to  make  and  use  the  same, 
and  shall  set  forth  the  best  mode  contemplated  by  the  inventor  of  carrying 
out  his  invention. 

"(b)  The  specification  shall  conclude  with  one  or  more  claims  particularl.y 
pointing  out  and  distinctl.v  claiming  the  subject  matter  which  the  inventor  re- 
gards as  his  invention.  A  claim  may  be  written  in  independent  or  dependent  form, 
and  if  in  dependent  form,  it  shall  be  construed  to  include  all  the  limitations  of 
the  claim  incorporated  by  reference  into  the  dependent  claim. 

(c)  An  element  in  a  claim  for  a  combination  may  be  expressed  as  a  means  or 
step  lor  performing  a  specified  function  without  the  recital  of  structure,  ma- 
terial, or  acts  in  support  thereof,  and  such  claim  shall  be  construed  to  cover  the 
corresponding  structure,  material,  or  acts  described  in  the  specification  and 
equivalents  thereof, 

"§113.  Drawings 

"When  the  nature  of  the  case  admits,  the  applicant  shall  furnish  a  drawing. 
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"§114.  Models,  specimens 

"The  Commissioner  may  require  the  applicant  to  furnish  a  model  of  conven- 
ient size  to  exhibit  advantageously  the  several  parts  of  his  invention. 

"§115.  Oath  of  applicant 

"(a)  The  applicant  for  a  patent,  if  he  is  the  inventor,  shall  make  oath  that  he 
believes  himself  to  be  the  original  and  tirst  inventor  of  the  subject  matter  sought 
to  be  patented  and  shall  state  of  what  country  he  is  a  citizen. 

"(b)  The  applicant  for  a  patent,  if  he  is  not  the  inventor,  shall  prior  to  the 
grant  of  a  patent : 

"(1)   file  an  oath  by  the  inventor  containing  the  averment  prescribed  in 
subsection  (a)  of  this  section  and 

"(2)   record  in  the  Patent  Office  an   assignment,   if  ownership  resulted 
from  an  assignment,  or  proof  of  ownership,  in  other  cases. 
"(c)  The  applicant  who  has  filed  an  application  for  patent  pursuant  to  sec- 
'tion  117  of  this  title  may  make  the  oath  required  by  subsection    (b)    of  this 
section,  so  varied  in  form  that  it  can  be  made  by  him. 

"§116.  Joint  inventors 

"  ( a  )  When  two  or  more  persons  have  made  inventive  contributions  to  subject 
matter  claimed  in  an  application,  they  shall  apply  for  a  patent  jointly  and  each 
sign  the  application  and  make  the  required  oath,  or,  if  the  application  is  filed  by 
some  other  person  having  the  right  to  do  so,  they  shall  be  named  as  the  inventors. 

"(b)  In  an  application  for  patent  for  a  joint  invention,  it  shall  not  be  necessary 
for  each  person  named  as  joint  iTiventor  to  be  a  joint  inventor  of  the  invention 
asserted  in  each  claim. 

"(c)  If  a  joint  inventor  refuses  to  join  in  an  application  for  patent  or  cannot  be 
found  or  reached  after  diligent  efiiort,  the  application  may  be  made  by  the  other 
inventor  or  behalf  of  himself  and  the  omitted  inventor.  The  Commissioner,  on 
proof  of  the  pertinent  facts  and  after  such  notice  to  the  omitted  inventor  as  he 
prescribes,  may  publish  the  application  and  grant  a  patent  to  the  inventor  making 
the  application,  subject  to  the  same  rights  which  the  omitted  inventor  would  have 
had  if  he  had  been  joined.  The  omitted  inventor  may  subsequently  join  in  the 
application. 

"g  117.  Death  or  incapacity  of  inventor 

"Legal  representatives  of  deceased  inventors  and  of  those  under  legal  incapacity 
may  make  application  for  patent  upon  compliance  with  the  requirements  and  on 
the  same  terms  and  conditions  applicable  to  the  inventor. 

"§118.  Action  when  no  oath  or  assignment  can  be  obtained 

"Whenever  an  application  is  filed  by  some  one  not  the  inventor  and  the  inventor 
refuses  to  execute  the  oath  required  by  section  115(b)(1)  of  this  title  or  an 
assignment,  or  cannot  be  found  or  reached  after  diligent  effort,  the  Commissioner 
may,  on  proof  of  the  pertinent  facts  and  a  showing  by  the  applicant  that  such 
action  is  necessary  to  preserve  the  rights  of  the  parties,  and  on  compliance  with 
such  regulations  as  he  prescribes,  grant  a  patent  in  the  name  of  the  inventor. 

"§119.  Benefit  of  earlier  filing  date  in  foreign  country;  right  of  priority 

"(a)  An  application  for  patent  for  an  invention  filed  in  this  country  by  any 
person  who  has,  or  who.se  legal  representatives  or  assigns  have,  previously 
regularly  filed  an  application  for  a  patent  for  the  same  invention  in  a  foreign 
country  which  affords  similar  privileges  in  the  case  of  applications  filed  in  the 
I'nited  States  or  to  citizens  of  the  United  States,  shall  have  the  same  effect  as 
the  same  application  would  have  if  filed  in  this  country  on  the  date  on  which 
the  application  for  patent  for  the  same  invention  was  first  filed  in  such  foreign 
country,  if  the  application  in  this  country  is  filed  within  twelve  months  from  the 
earliest  date  on  which  such  foreign  application  was  filed:  but  no  patent  shall  be 
granted  on  any  application  for  patent  for  an  invention  which  had  been  patented 
or  de.scribed  in  a  publication  in  any  country  more  than  one  year  before  the  date 
of  the  actual  filing  of  the  application  in  this  country,  or  which  had  been  in  public 
use  or  on  sale  in  this  country  more  than  one  year  prior  to  such  filing. 

"(b)  No  application  for  patent  shall  be  entitled  to  this  right  of  priority  unless 
the  claim  thereof  and  a  certified  copy  of  the  original  foreign  application, 
specification  and  drawings  upon  which  it  is  based  are  filed  in  the  Patent  Office 
within  six  months  of  the  application  filing  date.  Such  certification  shall  be  made 
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by  the  Patent  Office  of  tbe  foreign  country  in  which  filed  and  show  the  date  of 
the  aijplication  and  the  filing  of  the  specification  and  other  papers.  The 
Commissioner  may  require  a  translation  of  the  papers  filed  if  not  in  the  English 
language  and  such  other  infonnation  as  he  deems  necessary. 

"(c)  In  like  manner  and  subject  to  the  same  conditions  and  requirements,  the 
right  provided  in  this  section  may  be  based  upon  a  subsequently  regularly  filed 
application  in  the  same  foreign  country  in.-^tead  of  the  first  filed  foreign 
application,  provided  that  any  foreign  application  filed  prior  to  such  subsequent 
application  has  been  withdrawn,  abandoned,  or  otherwise  disposed  of,  without 
having  been  laid  open  to  public  inspection  and  without  leaving  any  rights 
outstanding,  and  has  not  served,  nor  thereafter  shall  serve,  as  a  basis  for  claiming 
a  right  of  priority. 

"§  120.  Benefit  of  earlier  filing  date  in  the  United  States 

"An  application  for  patent  for  an  invention  disclosed  in  the  manner  provided 
by  the  first  paragraph  of  section  112  of  this  title  in  an  application  previously 
filed  in  the  United  States  by  the  same  inventor  shall  have  tbe  same  effect,  as  to 
such  invention,  as  though  filed  on  the  date  of  the  prior  application,  if  filed  before 
the  patenting  or  abandonment  of  or  termination  of  proceedings  on  the  first 
application  or  on  an  application  similarly  entitled  to  the  benefit  of  the  filing 
date  of  the  first  application  and  if  it  contains  or  is  amended  to  contain  a  specific 
I'eference  to  the  earlier  filed  application. 

"§  121.  Divisional  applications 

"(a)  If  two  or  more  independent  and  distinct  inventions  are  claimed  in  one 
complete  application,  the  Commissioner  may  require  the  application  to  be  re- 
stricted to  one  of  them.  The  Commissioner  may  b.v  rule  dispense  with  signing 
and  execution  in  the  case  of  an  application  directed  solely  to  subject  matter 
described  and  claimed  in  the  original  application. 

"(b)  If  the  other  invention  is  made  the  subject  of  a  divisional  application 
which  complies  with  the  requirements  of  section  120  of  this  title  it  shall  be 
entitled  to  the  benefit  of  the  filing  date  of  the  original  application.  A  patent 
issuing  on  an  application  with  respect  to  which  a  requirement  for  restriction 
under  this  section  has  been  made,  or  on  an  application  filed  as  a  result  of 
such  a  requirement,  shall  not  be  used  as  a  reference  either  in  the  Patent  Office 
or  in  the  courts  against  a  divisional  application  or  against  the  original  applica- 
tion or  any  patent  issued  on  either  of  them,  if  the  divisional  application  is  filed 
before  the  issuance  of  the  patent  on  the  other  application." 

"(c)  The  validity  of  a  patent  may  not  be  questioned  for  failure  of  the  Com- 
missioner to  require  the  application  to  be  restricted  under  subsection  (a)  of  this 
section,  nor  may  the  validity  of  either  of  two  or  more  patents  resulting  from 
and  in  accordance  with  a  requirement  under  said  subsection  (a)  be  questioned 
solely  because  of  the  existence  of  several  patents,  if  the  subsequent  application 
is  filed  in  accordance  with  the  provisions  of  section  120  of  this  chapter. 

"§  122.  Confidential  status  of  applications 

"Applications  for  patents  shall  be  kept  in  confidence  by  the  Patent  Office 
and  no  information  concerning  the  same  given  without  authority  of  the  ap- 
plicant or  owner  unless  necessary  to  carry  out  the  provisions  ol'  any  Act  of 
Congress  or  in  such  special  circumstances  as  may  be  determined  by  the 
Commissioner. 

"Chapter  12.— EXAMINATION  OF  APPLICATION 

"Sec. 

"181.  Examination  of  application. 

"I.'i2.  Notice  of  rejection  ;  reexamination. 

"1."..'!.  Time  for  i)rosecuting  application. 

"184.  Appeal  to  the  Board  of  Appeals. 

"135.  Interferences. 

"§131.  Examination  of  application 

"The  Commissioner  shall  cause  an  examination  to  be  made  of  the  application 
and  tlie  alleged  new  invention  :  and  if  on  such  examination  it  appears  that  the 
applicant  is  entitled  to  a  patent  under  the  law,  the  Commissioner  shall  issue  a 
patent  therefor. 

"§132.  Notice  of  rejection;  reexamination 

"Whenever,  on  examination,  any  claim  for  a  patent  is  rejected,  or  any 
objection  or  requirement  made,  the  Commissioner  shall  notify   the  applicant 
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tlun-eof,  stilting  the  reasons  for  such  rejection,  or  objection,  or  re<iuiremcnt. 
together  with  such  information  and  references  as  may  be  usefiil  in  judging 
of  the  propriety  of  continuing  the  prosecution  of  his  application  ;  and  if  after 
receiving  such  notice,  the  applicant  persists  in  his  claim  for  a  patent,  with  or 
without  ameiulment,  the  application  shall  be  reexamined.  No  amendment  shall 
introduce  new  matter  into  the  disclosure  of  the  invention. 

"§  133.  Time  for  prosecuting  application 

"Upon  failure  of  the  applicant  to  prosecute  the  application  within  six  months 
after  any  action  therein,  of  which  notice  has  been  given  or  mailed  to  the  applicant, 
or  within  such  shorter  time,  not  less  than  thirty  days,  as  fixed  by  the  Commis- 
sicmer  in  such  action,  the  application  shall  be  regarded  as  abandoned  by  the 
parties  thereto,  unless  it  be  shown  to  the  satisfaction  of  the  Commissioner  that 
such  delay  was  unavoidable. 

"§  134.  Appeal  to  the  Board  of  Appeals 

'•An  applicant  for  a  patent,  any  of  whose  claims  has  been  twice  rejected,  may 
appeal  from  the  decision  of  the  primary  examiner  to  the  Board  of  Appeals,  hav- 
ing once  paid  the  fee  for  such  appeal. 

"§  135.  Interferences 

"(a)  Whenever  an  application  is  made  for  a  patent  which,  in  the  opinion  of  the 
Commissioner,  would  interfere  with  any  pending  application,  or  with  any  im- 
expired  patent,  he  shall  give  notice  thereof  to  the  applicants,  or  applicant  and 
patentee,  as  the  case  may  be.  The  question  of  priority  of  invention  shall  be  de- 
termined by  a  board  of  patent  interferences  (consisting  of  three  examiners  of 
interferences)  whose  decision,  if  adverse  to  the  claim  of  an  applicant,  shall  con- 
stitute the  final  refusal  by  the  Patent  OflSce  of  the  claims  involved,  and  the  Com- 
missioner may  issue  a  patent  to  the  applicant  who  is  adjudged  the  prior  inventor. 
A  final  judgment  adverse  to  a  patentee  from  which  no  appeal  or  other  review  has 
been  or  can  be  taken  or  had  shall  constitute  cancellation  of  the  claims  involved 
from  the  patent,  and  notice  thereof  shall  be  endorsed  on  copies  of  the  patent 
thereafter  distributed  by  the  Patent  OflBce. 

"(b)  A  claim  which  is  the  same  as.  or  for  the  same  or  substantially  the  same 
subject  matter  as,  a  claim  of  an  issued  patent  may  not  be  made  in  any  application 
unless  such  a  claim  is  made  prior  to  one  year  from  the  date  on  which  the  patent 
was  granted. 

"(e)  Any  agreement  or  understanding  between  parties  to  an  interference, 
including  any  collateral  agreements  referred  to  therein,  made  in  connection  with 
or  in  contemplation  of  the  termination  of  the  interference,  shall  be  in  writing 
and  a  true  copy  thereof  filed  in  the  Patent  OflSce  before  the  termination  of  the 
interference  as  between  the  said  parties  to  the  agreement  or  understanding.  If 
any  party  filing  the  same  so  requests,  the  copy  shall  be  kept  separate  from  the  file 
of  the  interference,  and  made  available  only  to  Government  agencies  on  written 
request  or  to  any  person  on  a  showing  of  good  cause.  Failure  to  file  the  copy  of 
such  agreement  or  understanding  shall  render  permanently  unenforceable  such 
agreement  or  understanding  and  any  patent  of  such  parties  involved  in  the  inter- 
ference or  any  patent  subsequently  issued  on  any  application  of  such  parties  so 
involved.  The  Commissioner  may,  however,  on  a  showing  of  good  cause  for  failure 
to  file  within  the  time  pi-escribed.  permit  the  filing  of  the  agreement  or  under- 
standing during  the  six-month  period  subsequent  to  the  termination  of  the 
interference  as  between  the  parties  to  the  agreement  or  understanding. 

"(d)  The  Commissioner  shall  give  notice  to  the  parties  or  their  attorneys  of 
record,  a  reasonable  time  prior  to  said  termination,  of  the  filing  requirement  of 
this  section.  If  the  Commissioner  gives  such  notice  at  a  later  tim»?.  irrespective 
of  the  right  to  file  such  agreement  or  understanding  within  the  six-month  period 
on  a  showing  of  good  cause,  the  parties  may  file  such  agreement  or  understanding 
within  sixty  days  of  the  receipt  of  such  notice. 

"(e)  In  making  determinations  of  priority  under  this  section  and  other  sections 
of  the  Statute,  a  party  shall  be  able  to  show  any  and  all  acts  of  conception  and 
reduction  to  practice,  but  shall  only  be  entitled  to  rely  upon  dates  of  such  acts 
no  earlier  than  two  years  prior  to  the  date  of  filing  the  first  filed  parent  applica- 
tion for  patent  in  the  United  States  Patent  Office. 

"(f)  Any  discretionary  action  of  the  Commissioner  under  this  subsection  shall 
be  reviewable  under  section  10  of  the  Administrative  Procedure  Act.  (Amended 
October  15, 1962,  Public  Law  87-831,  76  Stat.  958) . 
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"Chapter  13.— REVIEW  OF  PATENT  OFFICE  DECISIONS  AND  CERTAIN 
DECISIONS  IN  CIVIL  ACTIONS 

"Sec. 

"141.  Appeal  to  Court  of  Customs  and  Patent  Appeals. 

"142.  Notice  of  Appeal. 

"143.  Proceedings  on  Appeal. 

"144.  Decision  on  appeal. 

"§141.  Appeal  to  Court  of  Customs  and  Patent  Appeals 

"An  applicant  dissatisfied  with  the  decision  of  the  Board  of  Appeals  may  appeal 
to  the  United  States  Court  of  Customs  and  Patent  Appeals.  A  party  to  an  inter- 
ference dissatisfied  with  the  decision  of  the  Board  of  Patent  interferences  on  the 
question  of  priority  may  appeal  to  the  United  States  Court  of  Customs  and  Patent 
Appeals. 

"§  142.  Notice  of  appeal 

"When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and  Patent 
Appeals,  the  appellant  shall  give  notice  thereof  to  the  Commissioner,  and  shall 
file  in  the  Patent  Office  his  reasons  of  api>eal,  specifically  set  forth  in  writing, 
within  such  time  after  the  date  of  the  decision  appealed  from,  not  less  than  sixty 
day.s,  as  the  Commissioner  appoints. 

"§  143.  Proceedings  on  appeal 

"The  United  States  Court  of  Customs  and  Patent  Appeals  shall,  before  hearing 
such  appeal,  give  notice  of  the  time  and  place  of  the  hearing  to  the  Commissioner 
and  the  parties  thereto.  The  Commissioner  shall  transmit  to  the  court  certified 
copies  of  all  the  necessary  original  papers  and  evidence  in  the  case  specified  by 
the  appellant  and  any  additional  papers  and  evidence  specified  by  the  appellee  and 
In  an  ex  parte  case  the  Commissioner  shall  furnish  the  court  with  the  grounds  of 
the  decision  of  the  Patent  Office,  in  writing,  touching  all  the  points  involved  by 
the  reasons  of  appeal. 

"§  144.  Decision  on  appeal 

"The  United  States  Court  of  Customs  and  Patent  Appeals,  on  petition  shall 
determine  such  appeal  and  the  decision  shall  be  confined  to  the  points  set  forth 
in  the  reasons  of  appeal.  Upon  its  determination  the  Court  shall  return  to  the 
Commissioner  a  certificate  of  its  proceedings  and  decision,  which  shall  be  entered 
of  record  in  the  Patent  Office  and  govern  the  further  proceeding  in  the  case. 

Either  the  applicant  or  the  Commissioner  of  Patents  may  petition  the  Supreme 
Court  with  regard  to  a  decision  of  the  Court  of  Customs  and  Patent  Appeals. 

"Chapter  14.— ISSUE  OF  PATENT 
"Sec. 

"151.  Issue  of  patent. 
"152.  Issue  of  patent  to  assignee. 
"15,3.   How  issued. 
"154.  Contents  and  term  of  patent. 

"§  151.  Issue  of  patent 

"(a)  If  it  appears  that  applicant  is  entitled  to  a  patent  under  the  law,  a  written 
notice  of  allowance  of  the  application  shall  be  given  or  mailed  to  the  applicant. 
The  notice  shall  .specify  a  sum,  constituting  the  issue  fee  or  a  portion  thereof, 
which  shall  be  paid  within  three  months  thereafter. 

"(b)  Upon  i)ayment  of  this  sum  the  patent  shall  issue,  but  if  payment  is  not 
timely  made,  the  application  shall  be  regarded  as  ahitndoned. 

"(c)  Any  remaining  balance  of  the  issue  fee  shall  be  paid  within  three  months 
from  the  sending  of  a  notice  thereof  and,  if  not  paid,  the  patent  shall  lap-e  at 
the  termination  of  this  three-month  period.  In  calculating  the  amount  of  a 
remaining  balance,  charges  for  a  page  or  less  may  be  disregarded. 

"((])  If  any  payment  re(iuired  by  tliis  section  is  not  timely  made,  but  is 
submitted  with  the  fee  for  delayed  i)ayment  within  three  months  after  the  due 
date  and  sufficient  cause  is  shown  for  the  late  payment,  it  may  be  accepted  by 
the  ('oiiuiiis^ioiK'r  as  tliough  no  abandonment  or  l.-ipse  had  ever  occurred. 
(Amended  July  2t,  P.Xm.  Public  Law  S!)-S8.  sees.  A  and  (!,  T!>  Stat.  2t)0). 

"§  152.  Issue  of  patent  to  assignee 

"Patents  may  be  granted  to  the  assignee  of  the  inventor  of  record  in  the  Patent 
Office,  upon  the  application  made  by  the  inventor  or  assignee  as  otherwise 
provided  by  this  title. 
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"§  153.  How  issued 

'■I'i' tents  shall  be  issued  in  the  name  of  the  T'nited  States  of  America,  under 
the  seal  of  the  Patent  Offiee,  and  shall  be  sij;ned  by  the  Commissioner  or  have 
his  siiinature  placed  thereon  and  attested  by  an  officer  of  the  I'atent  Olfice 
desif,qiated  by  the  Couinilssioner,  and  shall  l)e  recorded  in  the  Patent  Office. 

"§  154.  Contents  and  term  of  patent 

"(a)  I'h-ery  patent  shall  contain  a  grant  to  the  apitlicant,  his  heirs  or  assigns, 
of  the  right,  during  the  term  of  the  patent  to  exclude  others  from  making,  using, 
or  selling  the  invention  throughout  the  United  States,  referring  to  the  specifica- 
tion for  the  particulars  thereof.  A  copy  of  the  specification  and  drawings  shall 
be  annexed  to  the  patent  and  be  a  part  thereof. 

"(b)  The  term  of  a  patent  shall  expire  twenty  years  from  the  date  of  tiling 
the  application  in  the  I'nited  States  or,  if  the  benefit  of  the  filing  date  in  the 
rnited  States  of  a  jtrior  application  is  claimed,  from  the  earliest  such  prior  date 
claimed.  In  determining  the  term  of  the  luitent,  the  date  of  filing  any  application 
in  a  foreign  country  which  may  be  claimed  by  the  applicant  shall  not  be  taken 
into  consideration. 

"(c)  The  term  of  a  patent  whose  issuance  has  been  delayed  by  reascm  of  the 
application  having  been  ordered  kept  secret  under  section  ISl  of  this  title  shall 
be  extended  for  a  period  e(iual  to  the  delay  in  issuance  of  the  patent  after  the 
notice  of  allowability  referred  to  in  Section  18.3  of  this  title. 

"Chapter  15.— PLANT  PATENTS 

"Sec. 

"Ifil.  Patents  for  plants. 

"162.  Description,  claim. 

"163.  Grant. 

"104.  Assistance  of  Department  of  Agriculture. 

"§  161.  Patents  for  plants 

"(a)  Whoever  invents  or  discovers  and  asexually  reproduces  any  distinct  and 
new  variety  of  plant  including  cultivated  sports,  mutants,  hybrids,  and  newly 
found  seedlings,  other  than  a  tuber  /propagated  plant  or  a  plant  found  in  an 
uncultivated  state,  may  obtain  a  patent  therefor,  subject  to  the  conditions  and 
re(iuii*ements  of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  plants,  except  as  otherwise  provided. 

"§  162.  Description,  claim 

"No  plant  patent  shall  be  declared  invalid  for  nonfompliance  with  section  112 
of  this  title  if  the  de.scription  is  as  complete  as  is  reasonably  possible. 

"The  claim  in  the  specification  shall  be  in  fonnal  terms  to  the  plant  shown  and 
described. 

"§  163.  Grant 

"In  the  case  of  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude  other 
from  asexually  reproducing  the  phint  or  selling  or  using  the  plant  so  reproduced. 

"§  164.  Assistance  of  Department  of  Agriculture 

"The  I'resident  may  by  P]xecutive  order  direct  the  Secretary  of  Agriculture,  in 
accordance  with  the  recpiests  of  the  Ctnnmissioner,  for  the  purpose  of  carrying 
into  effect  the  jirovir^ions  of  this  title  with  respect  to  plants  (1)  to  furnish 
available  information  of  the  Department  of  Agriculture,  (2)  to  conduct  through 
the  appropriate  bure'iiu  or  division  (jf  the  Department  research  uiton  spe<-ial 
problems,  or  (3)  to  detail  to  the  Commissioner  officers  and  employees  of  the 
Department. 

"Chapter  16.— DESIGNS 
"Sec. 

"171.  Patents  for  designs. 
"172.   Right  of  priority. 
"173.  Term  of  design  patent. 

"§  171.  Patents  for  designs 

"(a)  Whoever  invents  any  new,  original  and  ornamental  design  for  an  article 
of  manufacture  may  obtain  a  i^atent  therefor,  subject  to  the  conditions  and 
requirements  of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  designs,  except  as  otherwise  provided. 
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"§  172.  Right  of  priority 

'•The  right  of  priority  provided  for  by  section  119  of  this  title  and  the  time 
specified  in  section  102  (  d )  shall  be  six  months  in  the  case  of  designs. 

""§  173.  Term  of  design  patent 

"Patents  for  designs  may  be  granted  for  the  term  of  three  years  and  six  month«, 
-or  for  seven  years,  or  for  fourteen  years,  as  the  applicant,  in  his  application, 
<>lect>i. 

"Chapter  17.— SECRECY  OF  CERTAIN  INVENTIONS  AND  FILING 

APPLICATIONS  IN  FOREIGN  COUNTRIES 

"Sec. 

"181.   Secrecy  of  certain  inventions  and  withholding  of  patent. 

"1R2.   Abandonment  of  invention  for  unauthorized  disclosure. 

"183.  Right  of  compensation. 

"184.  Filing  of  application  in  foreign  country. 

"185.  Patent  barred  for  filing  without  license. 

"186.  Penalty. 

"187.  Nonapplicability  to  certain  persons. 

"188.  Rules  and  regulations,  delegation  of  power. 

"§  181.  Secrecy  of  certain  inventions  and  withholding  of  patent 

"(a)  Whenever  publication  or  disclosure  l)y  the  grant  of  a  patent  on  an 
invention  in  which  the  Government  has  a  property  interest  might,  in  the  opinion 
of  the  head  of  the  interested  (Government  agency,  be  detrimental  to  the  national 
security,  the  Conunissioner  upon  being  so  notified  shall  order  that  the  invention 
l)e  kept  secret  and  shall  withhold  the  grant  of  a  patent  therefor  under  the  condi- 
tions set  forth  hereinafter. 

"(b)  Whenever  the  publication  or  disclosure  of  an  invention  by  the  granting 
of  a  patent,  in  which  the  Government  does  not  have  a  property  interest,  might, 
in  the  opinion  of  the  Gonunissioner.  be  detrimental  to  the  national  security,  he 
shall  make  the  application  for  patent  in  which  such  invention  is  disclosed 
available  for  inspection  to  the  Atomic  P]nergy  Gommission,  the  Secretary  of 
Defense,  and  the  chief  officer  of  any  department  or  agency  of  the  Government 
designated  by  the  President  as  a  defense  agency  of  the  United  States. 

"(e)  Each  individual  to  whom  the  application  is  disclosed  shall  sign  a  dated 
acknowledgment  thereof,  which  acknowledgment  shall  be  entered  in  the  file 
of  the  application.  If.  in  the  oj)inion  of  the  Atomic  Energy  Gouimission,  the 
Secretary  of  a  Defense  Department,  or  the  chief  officer  of  another  department 
or  agency  so  designated,  the  publication  or  disclosure  of  the  invention  by  the 
granting  of  a  patent  therefor  would  be  detrimental  to  the  national  security, 
the  Atomi*^  Energy  Gommission.  the  Secretary  of  a  Defense  Depai-tment.  or  such 
other  chief  officer  shall  no*:ify  the  Gommissioner  and  the  Gommissiouer  shall 
order  that  the  invention  be  kept  secret  and  shall  withhold  the  grant  of  a  patent 
for  such  period  as  the  national  interest  requires,  and  notify  the  applicant 
thereof.  I'pon  proper  showing  by  the  head  of  the  department  or  agenc.v  who 
caused  the  secrecy  order  to  be  issued  that  the  examination  of  the  application 
might  .jeopardize  the  national  interest,  the  Gommissioner  shall  thereupon  main- 
tain the  application  in  a  sealed  condition  and  notify  the  applicant  thereof.  The 
owner  of  an  application  which  has  been  placed  under  a  secrecy  order  shall  have 
a  right  to  appeal  from  the  order  to  the  Secretary  of  Gommerce  under  rules 
l)rescribed  by  him. 

"(d)  An  invention  shall  not  be  ordered  kept  secret  and  the  grant  of  a  patent 
withheld  for  a  period  of  more  than  one  year.  The  Gommissioner  shall  i-enew 
th(>  order  at  the  end  thereof,  or  at  the  end  of  any  renewal  period,  for  additional 
periods  of  one  .year  upon  notification  by  the  head  of  the  department  or  the  chief 
officer  of  'the  agency  who  caused  the  order  to  be  issued  that  an  affirmative 
determination  has  been  made  that  the  national  interest  continues  so  to  require. 
An  firder  in  effect,  or  issued,  during  a  time  when  the  rnited  States  is  at  war, 
shall  remain  in  effect  for  the  duration  of  hostilities  and  one  year  following 
cessation  of  hostilities.  ,\n  order  in  effect,  or  issued,  during  a  national  emergency 
declared  by  the  President  shall  remain  in  effect  for  the  duration  of  the  national 
emergency  and  six  months  thereafter.  The  Gommissioner  may  resciiul  any 
order  upon  notification  by  the  heads  of  the  d(iiartments  an.d  the  chief  officers  of  the 
agencies  who  caused  the  order  to  be  issued  that  the  i)ublication  or  disclosure 
of  the  invention  is  no  longer  deemed  detrimental  to  the  national  security. 
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"§  182.  Abandonment  of  invention  for  unauthorized  disclosure 

•'The  invention  disclosed  in  an  application  for  patent  subject  to  an  order 
made  pursuant  to  section  181  of  tliis  title  may  be  held  abandoned  upon  its 
being  established  by  the  Commissioner  that  in  violation  of  said  order  the  inven- 
tion has  been  published  or  disclosed  or  that  an  application  for  a  patent  therefor 
has  been  tiled  in  a  foreign  country  by  the  inventor,  his  successors,  assigns,  en- 
legal  representatives,  or  any  one  in  privity  with  him  or  them,  without  the 
consent  of  the  Commissioner.  The  abandonment  shall  be  held  to  have  occurred 
as  of  the  time  of  violation.  The  consent  of  the  Conunissioner  shall  not  be  given 
without  the  concurrence  of  the  heads  of  the  departments  and  the  chief  officers 
of  the  agencies  who  caused  the  order  to  be  issued.  A  holding  of  abandonment 
shall  constitute  forfeiture  by  the  applicant,  his  .successors,  assigns,  or  legal 
representatives,  or  anyone  in  privity  with  him  or  them,  of  all  claims  against 
the  United  States  based  upon  such  invention. 

"§  183.  Right  to  compensation 

"An  apiilicant,  his  successors,  assigns,  or  legal  repre.sentatives,  whose  patent 
is  withheld  as  herein  i)rovided,  shall  have  the  right,  beginning  at  the  date  the 
applicant  is  notified  that,  except  for  such  order,  his  application  is  otherwise  in 
condition  for  allowance,  or  February  1,  V.)o'2,  whichever  is  later,  and  ending 
six  years  after  a  i>atent  is  issued  thereon,  to  apply  to  the  head  of  any  department 
or  agency  who  caused  the  order  to  be  issued  for  compensation  for  the  damage 
caused  l)y  the  order  of  secrecy  and/or  for  the  use  of  the  invention  by  the  Govern- 
ment, resulting  from  liis  disclosure.  The  right  to  compensation  for  use  shall 
beg\n  on  the  date  of  the  first  u.se  of  the  invention  by  the  Government.  The  head 
of  the  department  or  agency  is  authorized,  upon  the  presentation  of  a  claim, 
to  enter  into  an  agreement  with  the  applicant,  his  successors,  assigns,  or  legal 
represenatives,  in  full  settlement  for  the  damage  and/or  use.  This  settlement 
agreement  shall  be  conclusive  for  all  purposes  notwithstanding  any  other  pro- 
vision of  law  to  the  contrary.  If  full  settlement  of  the  claim  cannot  be  efCected, 
the  head  of  the  department  or  agency  may  award  and  pay  to  such  applicant,  his 
succes.sors,  as.signs,  or  legal  rein-esentatives,  a  sum  not  exceeding  75  per  centum 
of  the  sum  which  the  head  of  the  department  or  agency  considers  just  compen- 
sation for  the  damage  and/or  use.  A  claimant  may  bring  suit  again.st  the  United 
States  in  the  Court  of  Claims  or  in  the  District  Court  of  the  United  States  for 
the  district  in  which  such  claimant  is  a  resident  for  an  amount  which  when 
added  to  the  award  shall  constitute  just  compensation  for  the  damage  and/or 
u.se  of  the  invention  by  the  Goveimment.  The  owner  of  any  patent  issued  upon 
an  application  that  was  subject  to  a  secrecy  order  issued  pursuant  to  section 
181  of  this  title,  who  did  not  apply  for  compensation  as  above  provided,  .shall 
have  the  right,  after  the  date  of  issuance  of  such  patent,  to  bring  suit  in  the 
Court  of  Claims  for  just  compensation  for  the  damage  caused  by  reason  of  the 
order  of  secrecy  and/or  use  by  the  Government  of  the  invention  resulting  from 
his  disclosure.  The  right  to  compensation  for  use  shall  begin  on  the  date  of  the 
first  use  of  the  invention  by  the  Government.  In  a  suit  under  the  provisions  of 
this  .section  the  United  States  may  avail  itself  of  all  defenses  it  may  plead 
in  an  action  under  section  1498  of  title  28.  This  section  shall  not  confer  a  right 
of  action  on  anyone  or  his  successors,  assigns,  or  legal  representatives  who, 
while  in  the  full-time  employment  or  service  of  the  United  States,  discovered, 
invented,  or  developed  the  invention  on  which  the  claim  is  based. 

"§  184.  Filing  of  application  in  foreign  country 

"(a)  Except  when  authorized  by  a  license  obtained  from  the  Commissioner 
a  person  .shall  not  tile  or  cau.se  or  authorize  to  be  filed  in  any  foreign  country 
prior  to  six  months  after  filing  in  the  United  States  an  application  for  patent 
or  for  the  registration  of  a  utility  model,  industrial  design,  or  model  in  respect 
of  an  invention  made  in  this  country.  A  license  shall  not  be  granted  with  respect 
to  an  invention  subject  to  an  order  issued  by  the  Commissioner  pursuant  to 
section  181  of  this  title  without  the  concurrence  of  the  head  of  the  departments 
and  the  chief  officers  of  the  agencies  who  caused  the  order  to  be  issued.  The 
licen.se  may  be  granted  retroactively  where  an  application  has  been  inadvertently 
filed  abroad  and  the  application  does  not  disclose  an  invention  within  the  scope 
of  section  181  of  this  title.  States,  and  the  Secretary  of  Commerce,  may  separately 
issue  rules  and  regulations  to  enable  the  respective  department  or  agency  to 
carry  out  the  provisions  of  this  chapter,  and  may  delegate  any  power  conferred 
by  this  chapter. 
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"PART  III— PATENTS  AND  PROTECTION  OF  PATENT  RIGHTS 

"Chapter  °®*^" 

"25.  Amendment  and  Correction  of  Patents 251 

"26.  Ownership  and   Assignment ^^^ 

"27.  Government  Interest  in  Patents ^»^ 

"28.  Infringement    of    Patents ^'^ 

"29.  Remedies  fob  Infringement  of  Patent  and  Other  Actions ^si- 

"Chapter  25.-AMENDMENT  AND  CORRECTION  OF  PATENTS 

"Sec. 

"251.  Reissue  of  defective  patents. 

"252.  Bflfect  of  reissue. 

"2.53.  Disclaimer. 

"254.  Certificate  of  correction  of  Patent  Office  mistake. 

"255.  Certificate  of  correction  of  applicant  s  mistake. 

"256.  Misjoinder  of  inventor. 

"§251.  Reissue  of  defective  patents 

"(a)  Whenever  any  patent  is,  through  error  without  any  deceptive  intention, 
deemed  wholly  or  partly  inoi^erative  or  invalid  by  reason  of  a  defective  specifica- 
tion or  drawing,  or  by  reason  of  the  patentee  claiming  more  or  less  than  he  had 
a  right  to  claim  in  the  patent,  the  Commissioner  shall,  on  the  surrender  of  such 
patent  and  the  payment  of  the  fee  required  by  law,  reissue  the  patent  for  the 
invention  disclosed  in  the  original  patent,  and  in  accordance  with  a  new  and 
amended  application,  for  the  unexpired  part  of  the  term  of  the  original  patent. 
No  new  matter  shall  be  introduced  into  the  application  for  reissue. 

"(b)  The  Commissioner  may  issue  .several  reissued  imtents  for  distinct  and 
separate  parts  of  the  thing  patented,  upon  demand  of  the  applicant,  and  upon 
payment  of  the  required  fee  for  a  reissue  for  each  of  such  reissued  patents. 

"(c)  The  provisions  of  this  title  relating  to  applications  for  patent  shall  be 
applicable  to  applications  for  reissue  of  a  patent. 

"(d)   No  reissued  patent  .shall  be  granted  enlarging  the  .scope  of  the  claims 
of  the  original  patent  unless  applied  for  within  two  years  from  the  grant  of  the 
original  patent. 
"§252.  Effect  of  reissue 

"(a)  The  .surrender  of  the  original  patent  shall  take  effect  upon  the  issue  of 
the  rei.ssued  patent,  and  every  reissued  patent  shall  have  the  same  effect  and 
operation  in  law,  on  the  trial  of  actions  for  causes  thereafter  arising,  as  if  the 
same  had  been  originally  granted  in  such  amended  form,  but  in  .so  far  as  the 
claims  of  the  original  and  reissued  patents  are  identical,  such  surrender  shall 
not  affect  any  action  then  pending  nor  abate  any  cause  of  action  then 
existing,  and  the  reissued  patent,  to  the  extent  that  its  claims  are  identical  with 
the  original  patent,  shall  constitute  a  continuation  thereof  and  have  effect  con- 
tinuously from  the  date  of  the  original  patent. 

"(b)  No  reissued  patent  shall  abridge  or  affect  the  right  of  any  person  or 
bis  successors  in  business  who  made,  purchased  or  used  prior  to  the  grant  of  a 
reissue  anything  patented  by  the  reissued  i)atent,  to  continue  the  use  of,  or  to 
sell  to  others  to  be  used  or  sold,  the  specific  thing  so  made,  purchased  or  used, 
unless  the  making,  using  or  selling  of  such  thing  infringes  a  valid  claim  of  the 
reissued  patent  which  was  in  the  original  patent.  The  court  before  which  such 
matter  is  in  question  may  provide  for  the  continued  manufacture,  u.se  or  sale  of 
the  thing  niiule,  purchased  or  used  as  specified,  or  for  the  manufacture,  use  or 
sale  of  which  substantial  preparation  was  made  before  the  grant  of  the  reissue, 
and  it  may  also  i)rovide  for  the  continued  practice  of  any  process  patented  by 
the  reis.sue,  practiced,  or  for  the  practice  of  which  .substantial  preparation  was 
made,  prior  to  the  grant  of  the  reissue,  to  the  extent  and  under  such  terms  as 
the  court  deems  equitable  for  the  i)rotection  of  investments  made  or  business 
commenced  before  the  grant  of  the  reissue. 

"§253.  Disclaimer 

"(a)  Whenever,  without  any  deceptive  intention,  a  claim  of  a  patent  is 
invalid  the  remaining  claims  shall  not  thereby  be  rendered  invalid.  A  patentee, 
whether  of  the  whole  or  any  .sectional  interest  therein,  may,  on  payment  of 
the  fee  re(iuired  by  law,  make  disclaimer  of  any  complete  claim,  stating  therein 
the  extent  of  his  inlen>st  in  such  patent.  Such  disclaimer  shall  be  in  writing 
and  recorded  in  the  Patent  Office;  and  it  shall  thereafter  be  considered  as  part 
of  the  original  patent  (o  the  extent  of  the  interest  possessed  by  the  disclaimant 
and  l)y  those  claiming  under  him. 
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"(li)    In  like  manner  any  patentee  or  applicant  may  disclaim  or  dedicate  to 
the   public   the   entire   term,   or  any   terminal  part  of  the   term,   of   the  patent 
granted  or  to  be  granted. 
"§  254.  Certificate  of  correction  of  Patent  Office  mistake 

•■Whenever  a  mistake  in  a  patent,  incurred  through  the  fault  of  the  Patent 
( (fiice,  is  clearly  disclosed  by  the  records  of  the  Othce,  the  Commissioner  may  issue 
a  certitieate  of  correction  stating  the  fact  and  nature  of  such  mistake,  under 
seiil,  without  charge,  to  be  recorded  in  the  records  of  patents.  A  printed  copy 
thereof  shall  be  attached  to  each  printed  copy  of  the  patent,  and  such  certificate 
shall  be  considered  as  part  of  the  original  patent.  Every  such  patent,  together 
with  such  certificate,  shall  have  the  same  effect  and  operation  in  law  on  the 
trial  of  actions  for  causes  thereafter  arising  as  if  the  same  had  been  originally 
issued  in  such  corrected  form.  The  Commissioner  my  issue  a  corrected  patent 
without  charge  in  lieu  of  and  with  like  effect  as  a  certificate  of  correction. 

"§255.  Certificate  of  correction  of  applicant's  mistake 

"Whenever  a  mistake  of  a  clerical  or  typographical  nature,  or  of  minor 
character,  which  was  not  the  fault  of  the  Patent  Office,  appears  in  a  patent 
and  a  showing  has  been  made  that  such  mistake  occurred  in  good  faith,  the 
Commissioner  may,  upon  payment  of  the  required  fee,  issue  a  certificate  of 
correction,  if  the  correction  does  not  involve  such  changes  in  the  patent  as 
would  constitute  new  matter  or  would  require  reexamination.  Such  patent, 
together  with  the  certificate,  shall  have  the  same  effect  and  operation  in  law 
on  the  trial  of  actions  for  causes  thereafter  arising  as  if  the  same  had  been 
originally  issued  in  such  corrected  form. 

"§  256.  Correction  of  named  inventor 

"Omission  of  an  inventor's  name  or  inclusion  of  the  name  of  a  person  not  an 
inventor,  without  deceptive  intent  shall  not  affect  validity  of  a  patent,  and  tfie 
patent  and  the  patent  application  may  be  corrected  at  any  time  by  the  Commis- 
sioner in  accordance  wih  regulations  established  by  him  or  upon  order  of  a 
Federal  court  before  which  the  matter  is  called  in  question.  Upon  such  correction 
the  Commissioner  shall  i.ssue  a  certificate  accordingly. 

"Chapter  26.— OWNERSHIP  AND  ASSIGNMENT 

"Sec. 

"2(51.  Ownership  ;  assignment. 

"262.  Joint  owners. 

"§261.  Ownership;  assignment 

"(a)  Subject  to  the  provisions  of  this  title,  patents  shall  have  the  attributes 
of  per.^oual  property. 

"(b)  Applications  for  patent,  patents,  or  any  interest  therein,  shall  be  as- 
signable in  law  by  an  instrument  in  writing.  The  applicant,  patentee,  or  his 
assigns  or  legal  representatives  may  in  like  manner  grant  and  convey  an  exclusive 
right  under  his  application  for  patent,  or  patents,  to  the  whole  or  any  specified 
part  of  the  United  States. 

"(c)  A  certificate  of  acknowledgement  under  the  hand  and  oflBcial  seal  of  a 
per.son  authorized  to  administer  oaths  within  the  United  States,  or,  in  a  foreign 
country,  of  a  diplomatic  or  consular  officer  of  the  United  States  or  an  officer 
authorized  to  administer  oaths  whose  authority  is  proved  by  a  certificate  of  a 
diplomatic  or  consular  officer  of  the  United  States,  shall  be  prima  facie  evidence 
(if  the  execution  of  an  assignment,  grant  or  conveyance  of  a  patent  or  application 
for  patent. 

"(d)  An  assignment,  grant  or  conveyance  shall  be  void  as  against  any  subse- 
(luent  purchaser  or  mortgagee  for  a  valuable  consideration,  without  notice,  unless 
it  is  recorded  in  the  Patent  Office  within  three  months  from  its  date  or  prior  to 
the  date  of  such  subsequent  purchase  or  mortgage. 

"§  262.  Joint  owners 

"In  the  absence  of  any  agreement  to  the  contrary,  each  of  the  joint  owners 
of  a  patent  may  make,  use  or  sell  the  patented  invention  without  the  consent 
of  and  without  accounting  to  the  other  owners. 

"Chapter  27.— GOVERNIVIENT  INTERESTS  IN  PATENTS 

"Sec. 

"267.  Time  for  taking  action  in  Government  applications. 
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"§267.  Time  for  taking  action  in  Government  applications 

"Notwithstauding  the  provisions  of  sections  133  and  151  of  this  title,  the  Com- 
missioner may  extend  the  time  for  taking  any  action  to  three  years,  when  an 
application  has  become  the  property  of  the  United  States  and  the  head  of  the 
appropriate  department  or  agency  of  the  Government  has  certified  to  the  Com- 
missioner that  the  invention  disclosed  therein  is  important  to  the  armament  or 
defense  of  the  United  States. 

"Sec. 

"271.  Infringement  of  patent. 

"272.  Temiiorary  presence  in  the  United  States. 

"§271.  Infringement  of  patent 

"(a)  Except  as  other\Yise  provided  in  this  title,  whoever  without  authority 
makes,  uses  or  sells  any  patented  invention,  within  the  United  States  during 
the  term  of  the  patent  therefor,  infringes  the  patent. 

"(b)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as 
an  infringer. 

"(c)  \\  lioever  sells  a  component  of  a  patented  machine,  manufacture,  com- 
bination or  composition,  or  a  material  or  apparatus  for  use  in  prac-ticing  a 
patented  process,  constituting  a  material  part  of  the  invention,  knowing  the 
same  to  be  especially  made  or  especially  adapted  for  use  in  an  infringement  of 
such  patent,  and  not  a  staple  article  or  commodity  of  commerce  suitable  for 
sub-<tantial  noninfringing  use,   shall  he  liable  as  a  contributory  infringer. 

"(d)  No  patent  owner  otherwise  entitled  to  relief  for  infringement  or  contribu- 
tory infringement  of  a  patent  shall  be  denied  relief  or  deemed  guilty  of  misuse 
or  illegal  extension  of  the  patent  right  by  reason  of  his  having  done  once  or 
more  of  the  of  the  following:  (1)  derived  revenue  from  acts  which  if  performed 
by  another  without  his  consent  woidd  constitute  contributory  infringement  of 
the  patent:  (2)  licensed  or  authorized  another  to  perform  acts  which  if  per- 
formed without  his  consent  would  constitute  contributory  infringement  of  the 
patent;  (3)  sought  to  enforce  his  patent  rights  against  infringement  or  con- 
tributory infringement. 

"(e)  Whoever,  withoiit  authority  of  the  patentee,  impoi'ts  into  the  United 
States,  for  purposes  of  trade  or  use  in  trade  or  industi\v,  a  product  made  in 
another  country  by  a  process  patented  in  the  United  States  shall  be  liable  as 
an  infringer. 

"§  272.  Temporary  presence  in  the  United  States 

"The  use  of  any  invention  in  any  vessel,  aircraft  or  vehicle  of  any  country 
which  affords  similar  privileges  to  vessels,  aircraft  or  vehicles  of  the  United 
States,  entering  the  United  States  temporarily  or  accidentally,  shall  not  constitute 
infringement  of  any  patent,  if  the  invention  is  used  exclusively  for  the  needs 
of  the  vessel,  aircraft  or  vehicle  and  is  not  sold  in  or  used  for  the  manufacture 
of  anything  to  be  sold  in  or  exported  from  the  United  States. 

"Chapter  29.— REMEDIES  FOR  INFRINGEMENT  OF  PATENT,  AND  OTHER 

ACTIONS 

"Sec. 

"281.  Remedy  for  infringement  of  patent. 

"282.  Presumption  of  validity  ;  defenses. 

"283.   Injunction. 

"284.  Damages. 

"285.   Attorne.y  fees. 

"286.  Time  limitation  on  damages. 

"287.   Limitation  on  damages  ;  marking  and  notice. 

"288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim. 

"289.  Additional  remedy  for  infringement  of  design  patent. 

"290.   Notice  of  patent  suits. 

"291.  Interfering  patents. 

"292.  False  marking. 

"293.  Nonresident  patentee,  service  and  notice. 

"§281.  Remedy  for  infringement  of  patent 

"A  patentee  shall  have  remedy  by  civil  action  for  infringement  of  his  patent. 
"§282.  Presumption  of  validity;  defenses 

"(a)  A  patent  shall  be  presumed  valid.  Each  claim  of  a  patent  (whether  in 
inde))endent  or  dependent  form)  shall  be  presumed  valid  independentlv  of  the 
validity  of  other  claims ;  dependent  claims  shall  be  presumed  valid  even  thou<>h 
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dependent  upon  an  invalid  claim.   The  burden  of  establishing  invalidity  of  a 
patent  or  any  claim  thereof  shall  rest  on  the  party  asserting  it. 

'•(b)  The' following  shall  be  defenses  in  any  action  involving  the  validity  or 
infringement  of  a  patent  and  shall  be  pleaded  : 

"(1)   Noninfringement,    absence   of   liability   for   infringement,    or   unen- 
forceability, 

•'(2)    Invalidity  of  the  patent  or  any  claim  in  suit  on  any  ground  specified 
in  part  II  of  this  "title  as  a  condition  for  patentability, 

"(3)    Invalidity  of  the  patent  or  any  claim  in  suit  for  failure  to  comply 
with  any  reiiuirement  of  sections  112  or  251  of  this  title, 
"  (4)   Any  other  fact  or  act  made  a  defense  by  this  title. 
"(c)   In  actions  involving  the  validity  or  infringement  of  a  patent  the  party 
asserting   invalidity   or  noninfringement   shall   give  notice  in   the  pleadings  or 
otherwise  in  writing  to  the  adverse  party  at  least  thirty  days  before  the  trial, 
of  the  country,  number,  date,  and  name  of  the  patentee  of  any  patent,  the  title, 
date,  and  page  numbers  of  any  publication  to  be  relied  upon  as  anticipation  of 
the  patent  in  suit  or,  except  in  actions  in  the  United  States  Court  of  Claims, 
as  showing  the  state  of  the  art,  and  the  name  and  address  of  any  person  who 
may  be  relied  upon  as  the  prior  inventor  or  as  having  prior  knowledge  of  or  as 
having  previously  used  or  offered  for  sale  the  invention  of  the  patent  in  suit. 
In  the  absence  of  such  notice  proof  of  the  said  matters  may  not  be  made  at  the 
trial  except  on  such  terms  as  the  court  requires. 

"§283.  Injunction 

"The  several  courts  having  jurisdiction  of  cases  under  this  title  may  grant 
injunctions  in  act'ordance  with  the  principles  of  equity  to  prevent  the  violation 
of  any  right  .secured  by  patent,  on  such  terms  as  the  court  deems  reasonable. 

"§284.  Damages 

"(n)  Upon  tinding  for  the  claimant  the  court  shall  award  the  claimant  damages 
adequate  to  compensate  for  the  infringement  but  in  no  event  less  than  a  reason- 
able royalty  for  the  use  made  of  the  invention  by  the  infringer,  together  with 
interest  and  costs  as  fixed  by  the  court. 

"(b)  When  the  damages  are  not  found  by  a  jury,  the  court  shall  assess  them. 
In  either  event  the  court  may  increase  the  damages  up  to  three  times  the  amount 
found  or  assessed. 

"(e)  The  court  may  receive  expert  te.stimony  as  an  aid  to  the  determination  of 
damages  or  of  what  royalty  would  be  reasonable  under  the  circumstances. 

"§285.  Attorney  fees 

"The  court  in  exceptional  cases  may  award  reasonable  attorney  fees  to  the 
prevailing  party. 

"§  286.  Time  limitation  on  damages 

'•(a)  Except  as  otherwise  provided  by  law,  no  recovery  shall  be  had  for  any 
infringement  committed  more  than  six  years  prior  to  the  filing  of  the  complaint 
or  c-ounterclaim  for  infringement  in  the  action. 

"(b)  In  the  case  of  claims  against  the  United  States  Government  for  use  of  a 
patented  invention,  the  period  before  bringing  suit,  up  to  six  years,  between  the 
date  of  receipt  of  a  written  claim  for  comi>ensation  by  the  department  or  agency 
of  the  Government  having  authority  to  settle  such  claim,  and  the  date  of  mailing 
by  the  Government  of  a  notice  to  the  claimant  that  his  claim  has  been  denied 
shall  not  be  counted  as  part  of  the  i>eriod  referred  to  in  the  preceding  paragraph. 

"§287.  Limitation  on  damages;  marking  and  notice 

"Patentees,  and  persons  making  or  selling  any  patented  articles  for  or  under 
them,  may  give  notice  to  the  public  that  the  same  is  patented,  either  by  fixing 
thereon  the  w^ord  'patent'  or  the  abbreviation  'pat.',  together  with  the  number  of 
the  patent,  or  when,  from  the  character  of  the  article,  this  can  not  be  done,  by 
fixing  to  it,  or  to  the  package  wherein  one  or  more  of  them  is  contained,  a  label 
containing  a  like  notice.  In  the  event  of  failure  so  to  mark,  no  damages  shall  be 
recovered  by  the  patentee  in  any  action  for  infringement,  except  on  proof  that 
the  infringer  was  notified  of  the  infringement  and  continued  to  infi-inge  there- 
after, in  which  event  damages  may  be  recovered  only  for  infringement  occurring 
after  such  notice.  Filing  of  an  action  for  infringement  shall  constitute  such 
notice. 
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"§288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim 

"Whenever,  without  deceptive  intention,  a  claim  of  a  patent  is  invalid,  an 
action  may  be  maintained  for  the  infringement  of  a  claim  of  the  patent  which 
may  be  valid.  The  patentee  shall  recover  no  costs  unless  a  disclaimer  of  the 
invalid  claim  has  been  entered  at  the  Patent  Office  before  the  commencement  of 
the  suit. 
"§  289.  Additional  remedy  for  infringement  of  a  design  patent 

"(a)  Whoever  during  the  term  of  a  patent  for  a  design,  without  license  of 
the  owner,  (1)  applies  the  patented  design,  or  any  colorable  imitation  thereof, 
to  any  article  of  manufacture  for  the  purpose  of  sale,  or  (2)  sells  or  exposes 
for  sale  any  article  of  manufacture  to  which  such  design  or  colorable  imitation 
has  been  applied  .shall  be  liable  to  the  owner  to  the  extent  of  his  total  protit, 
but  not  less  than  $250,  recoverable  in  any  United  States  district  court  having 
jurisdiction  of  the  parties. 

"(b)  Nothing  in  this  section  shall  prevent,  lessen,  or  impeach  any  other 
remedy  which  an  owner  of  an  infringed  patent  has  under  the  provisions  of  this 
title,  but  he  shall  not  twice  recover  the  profit  made  from  the  infringement. 

"§290.  Notice  of  patent  suits 

"The  clerks  of  the  courts  of  the  United  States,  within  one  month  after  the 
filing  of  an  action  under  this  title  .shall  give  notice  thereof  in  writing  to  the 
Commissioner,  setting  forth  so  far  as  known  the  names  and  addresses  of  the 
parties,  name  of  the  inventor,  and  the  designating  number  of  the  i>atent  upon 
which  the  action  has  been  brought.  If  any  other  patent  is  subsequently  included 
in  the  action  he  shall  give  like  notice  thereof.  Within  one  month  after  the 
decision  is  rendered  or  a  judgment  issued  the  clerk  of  the  court  shall  give  notice 
thereof  to  the  Commissioner.  The  Commissioner  shall,  on  receipt  of  such  notices, 
enter  the  same  in  the  file  of  such  patent. 

"§291.  Interfering  patents 

"The  owner  of  an  interfering  patent  may  have  relief  against  the  owner  of 
another  by  civil  action,  and  the  court  may  adjudge  the  question  of  the  validity 
of  any  of  the  interfering  patents,  in  whole  or  in  part.  The  provisions  of  the 
second  paragraph  of  section  146  of  this  title  shall  apply  to  actions  brought  under 
this  section. 

"§292.  False  marking 

"(a)  Whoever,  without  the  consent  of  the  patentee,  marks  upon,  or  affixes 
to,  or  uses  in  advertising  in  connection  with  anything  made,  used,  or  sold  b.v 
him,  the  name  or  any  imitation  of  the  name  of  the  patentee,  the  patent  number, 
or  the  words  'patent',  'patentee",  or  the  like,  with  the  intent  of  counterfeiting 
or  imitating  the  marks  of  the  patentee,  or  of  deceiving  the  public  and  inducing 
them  to  believe  that  the  thing  was  made  or  sold  by  or  with  the  consent  of  the 
patentee ;  or 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  unpatented  article,  the  word  'patent'  or  any  word  or  number  importing  that 
the  same  is  patented,  for  the  purpose  of  deceiving  the  public  ;  or 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  article,  the  words  'patent  applied  for,'  'patent  pending,'  or  any  word  importing 
that  an  application  for  patent  has  been  made,  when  no  application  for  patent 
has  been  made,  or  if  made,  is  not  pending,  for  the  purpose  of  deceiving  the 
public — 

"Shall  be  fined  not  more  than  $500  for  every  such  offense. 

"(b)  Any  person  may  sue  for  the  penalty,  in  which  event  one-half  shall  go  to 
the  person  suing  and  the  other  to  the  use  of  the  United  State.s. 

"§293.  Nonresident  patentee;  service  and  notice 

"Every  patentee  not  residing  in  the  United  States  may  file  in  the  Patent  Office 
a  written  designation  stating  the  name  and  address  of  a  person  residing  within 
the  United  States  on  wh(nu  may  be  served  process  or  notice  of  proceedings  affect- 
ing the  patent  or  riglits  thereunder.  If  the  person  designated  cannot  be  found 
at  the  address  given  in  the  last  designation,  or  if  no  person  has  been  designated, 
the  United  States  District  Court  for  the  District  of  C()luml)ia  shall  have  jurisdic- 
ti(ui  and  sunuiuins  .sliall  be  served  by  i»ublication  or  otherwise  as  the  court  directs. 
The  court  siiall   have  the  same  jurisdiction  to  take  any  action  respecting  tlie 
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patent  or  rights  thereunder  that  it  woukl  have  if  the  patentee  were  personall.v 
within  tlie  jurisdiction  of  the  court. 

Sec.  2.  If  any  prtjvision  of  title  35  Patents,  United  States  Code,  as  amended  by 
tliis  Act,  or  any  other  provision  of  this  Act,  is  declared  unconstitutional  or  is 
Iield  invalid,  the  validity  of  the  remaining  provisions  shall  not  be  affected. 

Sec.  3.  (a)  This  Act  shall  take  effect  on  the  day  six  months  after  enactment. 

(b)  Applications  for  patent  actually  filed  in  the  United  States  prior  to  the 
effective  date  of  this  Act  shall  continue  to  be  governed  by  the  provisions  of  title 
3r»  in  effect  immediately  prior  to  the  elfective  date  hereof. 

(c)  Assistant  commis.sioners  of  patents  and  examiners-in-chief  in  office  on 
the  effective  date  of  this  Act  shall  continue  in  office  under  and  in  accordance 
with  their  then  existing  appointments. 

(d)  The  amendment  of  title  35,  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  effect  immediately  prior 
to  the  effective  date  of  this  Act. 

Sec.  4.  This  Act  may  be  cited  as  "The  Patent  Act  of  1967." 

(By  order  of  the  chairman  S.  2164  introduced  by  Senator  Yar- 
borough  on  July  25, 1907  apj^ears  as  follows :) 

[S.  2164,  90th  Cong.,  first  sess.] 

A  BILL  For  the  amendment  of  the  patent  laws,  title  35  of  the  United  States  Code,  to 
eliminate  delay  in  the  issue  of  pat<mt  applications  caused  :  (a)  by  protracted  prosecution 
due  to  the  tiling  of  successive  applications  on  the  same  subject  matter,  namely,  divisions, 
continuations  and  continuations-in-part,  and  due  to  interferences,  and  due  to  appeals  ; 
(b)  by  congestion  of  the  Patent  Office  due  to  Government-sponsored  and  other  defensive 
patent  applications,  and  due  to  multiple  applications  on  several  similar  or  related  inven- 
tions more  easily  examined  together  ;  and  (c)  by  delayed  filing  of  applications,  thereby 
to  promote  the  progress  of  the  useful  arts 

Be  it  enacted  by  the  Senate  and  House  of  Representatives  of  the  United  States 
of  America  in  Congress  assembled,  That  title  35  of  the  United  States  Code,  en- 
titled "Patents"  is  hereby  amended  by  adding  new  sections  as  follows : 

"§  123.  Joinder  of  inventions  and  applicants 

"A  plurality  of  inventions  that  are  related  or  similar  or  both,  and  which  have 
been  made  by  the  same  or  different  inventive  entities  at  the  .same  or  different 
times,  may  be  combined  in  a  single  application,  subject  to  such  limitations  as 
the  Commissioner  may  prescribe  :  Prodded,  That  no  limitation  shall  be  based 
on  the  fact  that  plural  inventive  entities  have  joined  in  one  application.  No  patent 
claim  ;~hall  be  invalidated  because  less  than  all  of  the  inventors  named  in  the 
application  contributed  to  the  invention  defined  by  such  claim  so  long  as  at  least 
one  of  the  named  inventors  .so  contributed.  Unless  otherwise  agreed,  applicants 
joining  in  one  application  shall  thereby  be  joint  owners  of  the  entire  claimed 
subject  matter  of  the  application  and  any  divisions  or  continuations  thereof  and 
any  patent  or  patents  issued  based  on  any  of  such  applications. 

"§124.  Filing  by  assignee 

"One  claiming  to  be  the  assignee  of  the  inventor  may  file  a  patent  application 
instead  of  the  inventor :  Provided,  That  such  assignee  names  the  inventor  in  the 
application  and  the  inventor  makes  the  oath  required  as  in  the  case  of  an  appli- 
cation by  the  inventor  or  the  assignee  makes  an  oath  on  information  and  belief 
as  to  the  fact  of  invention  by  such  inventor:  And  provided  further.  That  the 
assignee  shall  present  prior  to  the  issue  of  any  patent  thereon  sufficient  evidence 
to  make  a  prima  facie  showing  of  legal  or  equitable  ownership  of  the  subject 
matter  claimed  in  the  application,  and  in  the  case  of  an  invention  made  outside 
of  the  United  States  such  evidence  of  such  ownership  of  a  corresponding  foreign 
patent  application  may  be  accepted  in  place  of  such  evidence  relative  to  the 
United  States  application. 

"§  136.  Order  of  examination  of  applications 

"As  near  as  may  be  possible  consistent  with  the  orderly  operation  of  the  Patent 
Office,  each  patent  application  shall  be  taken  up  for  initial  examination  and  for 
reexamination  in  the  order  of  the  earliest  alleged  effective  United  States  filing 
date  of  any  claim  contained  therein.  Applicants  shall  identify  such  date  for 
each  claim  presented;  but  the  entire  application  shall  be  examined  according 
to  the  earliest  date  for  any  claim. 
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"§  155.  Issue  pending  appeal 

"Whenever  an  applicant  shall  have  appealed  to  the  Board  of  Appeals  he  shall 
iie  retiuired  promptly  to  correct  all  informalities  in  his  application,  whereupon 
a  notice  of  allowance  shall  be  given  or  mailed  to  the  applicant.  Proceedings 
thereafter  shall  be  the  same  as  in  the  case  of  an  ordinary  notice  of  allowance 
except  that  the  rejected  claims  that  have  been  appealed  will  be  included,  along 
with  any  claims  considered  allowable,  and  so  identified,  in  the  issued  patent,  but 
such  rejected  claims  will  be  ineffective  unless  and  until  held  allowable  by  the 
Board  of  Appeals  or  in  subsequent  proceedings. 

"§  156.  Issue  pending  interference 

"Regardless  of  whether  interference  proceedings  are  in  progress,  ex  parte 
prosecution  of  ail  the  interfering  applications  shall  continue  through  and  includ- 
ing final  action,  allowance  and  issue,  and  other  proceedings  as  the  case  may 
reciuire,  the  same  as  absent  such  interference,  except  that  claims  which  are 
the  subject  of  pending  interference  proceedings  or  whose  allowability  is  held 
to  depend  upon  winning  such  pending  interference,  shall  be  conditional  claims 
and  treated  in  the  manner  hereinafter  provided.  Interfering  applications  and 
patents  shall  not  be  references  against  each  other  with  respect  to  conditional 
claims  during  ex  parte  prosecution  until  such  interference  is  resolved.  Ex  parte 
proceedings  in  connection  with  such  conditional  claims  shall  be  the  same  as  for 
other  claims,  except  that  the  conditional  claims  shall  be  so  identified  and  will 
lie  ineffective  unless  and  until  the  patentee's  priority  has  been  established  in  an 
interference. 

"§  157.  Term  of  activated  claims 

"The  term  of  any  rejected  or  conditional  claim  activated  into  effectiveness  as 
provided  in  section  155  or  section  150  hereof  shall  begin  at  the  date  of  such 
activation  and  expii-e  ten  years  from  the  date  of  activation  or  on  the  same  date 
as  would  an  ordinary  claim  if  one  is  or  were  contained  in  the  patent,  whichever 
is  the  later. 

"§  158.  Issue  of  dedicated  applications 

"Whenever  during  the  pendency  of  an  application  the  owner  of  the  entire  right, 
title,  and  interest  shall  file  a  dedication  to  the  ])ublic  of  all  the  subject  matter 
claimed  therein,  the  owner  shall  be  required  promptly  to  correct  all  informalities 
in  the  application  whereupon  a  notice  of  allowance  shall  be  given  or  mailed  to 
the  applicant.  Proceedings  thereafter  shall  be  the  same  as  in  the  case  of  an 
ordinary  notice  of  allowance  except  that  conspicuovis  notations  shall  appear 
on  the  patent  that  the  claims  have  been  so  dedicated.  If  the  dedication  is  filed 
prior  to  the  first  examination  of  the  application,  the  issue  fee  shall  be  reduced 
l)y  the  amount  of  the  filing  fee  already  paid.  Owners  of  applications  which  have 
been  dedicated  and  of  the  patents  issued  on  .such  applications  shall  have  the 
same  rights  of  interference  as  other  persons  as  to  claims  found  allowable  in 
other  applications  but  claims  won  in  interference  by  such  dedicating  owners 
shall  likev%ise  become  dedicated  to  the  public.  The  dedication  by  an  owner  of 
his  own  claimed  subject  matter  shall  not  alfect  the  rights  of  other  claimants 
to  such  subject  matter." 

"§  159.  Issue  to  first  applicant 

"Notwithstanding  the  provision  of  section  156,  conditional  claims  in  a  patent 
based  on  the  first  application  disclosing  the  subject  matter  of  such  conditional 
claims  shall  be  conditional  only  to  the  extent  of  being  subject  to  cancellation 
pursuant  to  .section  135  and  shall  have  the  same  tei'm  and  immediate  effectiveness 
as  ordinary  patent  claims." 

Sec.  2.  This  amendment  shall  take  effect  ninety  days  after  enactment  but  shall 
not  affect  appeals  already  pending. 

(By  order  of  the  chairman,  S.  2597,  mtroduced  by  Senator  Dirksen 
on  October  30, 1967,  appears  as  follows :) 

[S.  2597,  90th  Cong.,  first  sess.] 

A  BILL  For  the  promotion  of  the  progress  of  the  useful  arts  by  the  general  revision  of 
the  Patent  Laws,  title  35  of  the  United  States  Code,  and  for  other  purposes 

Be  it  enacted  by  the  Senate  and  Houfie  of  Representatives  of  the  United  States 
of  America  in  Congress  assenililcd.  That  title  35  of  the  United  States  Code,  en- 
titled "Patents",  is  hereby  amended  in  its  entirety  to  read  as  follows  : 
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"TITLE  35— PATENTS 


"Part 


S5ec. 


"I    PATENT  OFFICE 1 

'•if    PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF  PATENTS 100 

III!  PATENTS  AND  PROTECTION  OF  PATENT  RIGHTS 251 

"PART  I— PATENT  OFFICE 

"Chaptee  ^^*^- 

"1.  establishmext,  officers,  functions 1 

"2.  Proceedings  in  the  Patent  Office ^1 

"o.  Practice  Before  the  Patent  Office 2, 

"4.  Patent  Fees ■*! 

"Chapter  1.— ESTABLISHMENT,  OFFICERS,  FUNCTIONS 

"Sec. 

"l.  Establishment. 

"2.  Seal. 

'"o.  Officers  and  employees. 

"4.  Restrictions  on  officers  and  employees  as  to  interest  in  patents. 

'•;j.  Bond  of  Commissioner  and  other  officers. 

"6.   Duties  of  Commissioner. 

"7.  Board  of  Appeals. 

"8.  Library. 

"0.  Classification  of  patents. 
'10.  Certified  copies  of  records. 
"11.  Publications. 
"12.  Research  and  studies. 

"§  1,  Establishment 

"The  I'atent  Office  shall  he  an  Office  in  the  Department  of  Commerce,  where 
records,  books,  drawings,  specitications,  and  (jther  papers  and  things  pertaining 
to  patents  and  to  trademark  registrations  shall  be  kept  and  preserved,  except 
as  otherwise  provided  by  law. 

"§2.  Seal 

"The  Patent  Office  shall  have  a  seal  with  which  letters  patent,  eertifieates  of 
trademark  registrations,  and  papers  issued  from  the  Office  shall  be  authenticated. 

"§  3.  Officers  and  employees 

"(a)  A  Commissioner  of  Patents,  one  first  assistant  commissioner,  two  other 
assistant  commissioners,  and  not  mure  than  twenty-four  examiners-in-chief  shall 
lie  appointed  by  the  Pi'esident,  by  and  with  the  advice  and  consent  of  the  Senate. 
The  assistant  commissioners  shall  perforin  the  duties  pertaining  to  the  office  of 
Commissioner  assigned  to  them  by  the  Commissioner.  The  first  assistant  com- 
missioner, or,  in  the  event  of  a  vacancy  in  that  office,  the  assistant  commissioner 
senior  in  date  of  appointment,  shall  fill  the  office  of  Commissioner  during  a 
vacancy  in  that  office  until  a  Commissioner  is  appointed  and  takes  office.  The 
Secretary  of  Commerce,  upon  the  nomination  of  the  Commissioner  in  accordance 
with  law,  shall  appoint  all  other  officers  and  employees. 

"(b)  The  Secretary  of  Commerce  is  authorized  to  fix  the  per  annum  rate  of 
basic  compensation  of  each  examiner-in-chief  in  the  Patent  Office  at  not  in 
excess  of  "the  maximum  scheduled  rate  provided  for  positions  in  grade  17  of 
the  General  Schedule  of  positions  referred  to  in  section  .'3104  of  title  5,  United 
States  Code,  and  of  the  assistant  commissioners  at  not  in  excess  of  the  rate 
provided  for  positions  in  grade  18. 

"§  4.  Restriction  on  officers  and  employees  as  to  interest  in  patents 

"Officers  and  employees  of  the  Patent  Office  shall  be  incapable,  during  the 
period  of  their  appointments  and  for  one  year  thereafter,  of  applying  for  a 
patent  and  of  acquiring,  directly  or  indirectly,  except  by  inheritance  or  bequest, 
any  i»atent  or  any  right  or  interest  in  any  patent,  issued  or  to  be  issued  by  the 
oiHce.  In  patents  applied  for  thereafter,  they  shall  not  be  entitled  to  any  priority 
date  earlier  than  one  year  after  the  termination  of  their  appointment. 

"§  5.  Bond  of  Commissioner  and  other  officers 

"The  Commissioner  and  such  other  officers  as  he  designate.s,  before  entering 
upon  their  duties,  shall  severally  give  lioiid,  with  sureties,  the  former  in  the 
sum  of  .$10,000,  and  the  latter  in  sums  prescribed  by  the  Commissioner,  condi- 
tioned for  the  faithful  discharge  of  their  re.spective  duties  and  that  they  shall 
render  to  the  pr(-per  officers  of  the  Treasury  a  true  account  of  all  money  received 
by  virtue  of  their  offices. 
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"§6.  Duties  of  Commissioner 

"The  Commissioner,  under  the  direction  of  the  Secretary  of  Commerce,  shall 
superintend  or  perform  all  duties  required  by  law  respecting  the  granting  and 
issuing  of  patents  and  the  registration  of  trademarks ;  and  he  shall  have  charge 
of  property  belonging  to  the  Patent  Office.  He  may  establish  regulations,  not 
inconsistent  with  law,  for  the  conduct  of  proceedings  in  the  Patent  Office. 

"§  7.  Board  of  Appeals 

"(a)   The  Commissioner,  the  assistant  commissioners,  and  the  examiners-in- 
chief  shall  constitute  a  Board  of  Appeals  in  the  Patent  Office.  The  examiners- 
in-chief  shall  be  persons  of  competent  legal  knowledge  and  scientific  ability. 
"  ( b )   The  Boa  rd  of  Appeals  shall : 

"(1)  Review  adverse  decisions  of  the  examiners  upon  applications  for 
patents  as  provided  in  section  134  of  this  title. 

"(2)  Review  or  consider  actions  arising  under  sections  136  and  137  of 
this  title  in  accordance  \\ith  regulations  established  for  such  purpo.se. 

"(3)   Perform  the  functions  .specified  as  being  performed  by  a  Board  of 

Patent  Interferences  in  Public  Law  593,  Eighty-second  Congress   (ch.  d'tO, 

66  Stat.  7112,  section  1),  and  in  other  Acts  of  Congress  and  when  performing 

said  function  shall  constitute  a  Board  of  Patent  Interferences. 

"(c)   Each  appeal  or  other  action  shall  be  heard  or  considered  by  at  lea.st 

three  members  of  the  Board  of  Appeals.  The  Board  of  Api>eals  has  sole  power 

to  grant  rehearing-;. 

"(d)  Whenever  the  Commissioner  considers  it  necessary  to  maintain  the  work 
of  the  Board  of  Appeals  current,  he  may  designate  any  patent  examiner  of 
the  pi-imary  examiner  grade  or  higher  having  the  requisite  ability,  to  serve  as 
acting  examiner-in-chief  for  periods  not  exceeding  six  months  each.  An  examiner 
so  designated  shall  be  qualified  to  act  as  a  member  of  the  Board  of  Appeals.  Not 
more  than  one  acting  examiner-in-chief  shall  be  a  member  of  the  Board  of 
Appeals  hearing  an  appeal  or  considering  a  case.  The  Secretary  of  Commerce 
is  authorized  to  fix  the  per  annum  rate  of  basic  compensation  of  each  acting 
examiner-in-chief  in  the  Patent  Office  at  not  in  excess  of  the  maximum  scheduled 
rate  provided  for  positions  in  grade  16  of  the  (General  Schedule  of  positions 
referred  to  in  section  5104  of  title  5,  United  States  Code.  The  per  annum  rnte 
of  basic  compensation  of  each  acting  examiner-in-chief  shall  be  adjusted,  at  the 
close  of  the  period  for  which  he  was  designated  to  act  as  examiner-in-chief,  to 
the  per  annum  rate  of  basic  compen.sation  which  he  would  have  been  rec-eiving 
at  the  close  of  such  period  if  such  designation  had  not  been  made. 

"§8.  Library 

"The  Commissioner  shall  maintain  a  library  of  scientific  and  other  works  and 
periodicals,  both  foreign  and  domestic,  in  the  Patent  Office  to  aid  the  officers  in 
the  discharge  of  their  duties. 

"§  9.  Classification  of  patents 

"The  Commissioner  shall  maintain  a  classification  by  subject  matter  of  pub- 
lished specifications  of  United  States  patents  and  applications  and  of  such  other 
patents  and  applications  and  other  scientific  and  technical  information  as  may 
be  necessary  or  practicable,  for  the  purpose  of  determining  with  readiness  and 
accuracy  the  novelty  of  inventions  for  which  api)lications  for  patent  are  filed. 

"§  10.  Certified  copies  of  record 

"The  Commissioner  may.  upon  payment  of  the  prescribed  fee,  furnish  certified 
(■()i»ies  of  records  of  the  Patent  Office  to  persons  entitled  thereto. 

"§11.  Publications 

"(a)  The  Commissioner  may  publish,  or  cause  to  be  publi-shed,  in  such  format 
as  he  shall  determine  to  be  suitable  luider  applicable  laws  and  regulations,  the 
following : 

■■(1)  Patent  applications  and  parts  thereof,  subject  to  the  provisions  of 
this  title,  patent  abstracts  and  patents,  including  specifications  and  drawings, 
together  with  copies  of  the  same. 

"(2)  Certificates  of  trademark  registrations,  including  statements  and 
drawings,  together  with  copies  of  the  same. 

"  (3)   The  Official  Gazette  of  the  United  States  Patent  Office. 
"(4)   Annual  indices  of  patents  and  patentees,  published  api)lications  and 
applicants,  and  of  trademarks  and  registrants. 
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"  (5)   Annual  volnme>^  of  decisions  in  patent  and  trademark  cases. 
"(6)   Classification  manuals  and  indices  of  the  classifications  of  patents. 
"(7)    Pamphlet  copies  of  the  patent  laws  and  rules  of  practice,  laws  and 
rules  relating  to  trademarks  and  circulars  or  other  publications  relating  to 
the  business  of  the  Office. 
"(b)   The  Patent  Office  may  print  the  headings  of  the  drawings  for  patents 
for  the  purj)ose  of  photolithography. 
"§  12.  Research  and  studies 

"(a)  The  Commissioner  shall  conduct  a  program  of  research  and  development 
to  improve  and  exiiedite  the  handling,  classification,  storage  and  retrieval  of 
patents  and  other  scientific  and  technical  information. 

"(b)  The  Conmiissioner  shall  conduct  and  sponsor  studies  to  aid  in  analyzing 
the  contemporary  needs  of  the  patent  system  and  in  evaluating  the  effectiveness 
of  the  patent  sy.stem  in  serving  the  public  interest. 

"Chapter  2.— PROCEEDINGS  IN  THE  PATENT  OFFICE 

"Sec. 

"21.  Day  for  taking  action  f.alling  on  Saturday,  Sunday,  or  hohday. 

"22.   Printing  of  papers  filed. 

"23.  Testimony  in  Patent  Office  cases. 

"24.   Subpenas,  witnesses. 

"25.  Oaths  ;  declaration  In  lieu  of  oath. 

"26.  Effect  of  defective  execution. 

"§21.  Day  for  taking  action  falling  on  Saturday,  Sunday,  or  holiday 

"When  the  day,  or  the  last  day,  for  taking  any  action  or  paying  any  fee  in 
the  T'nited  State-;  Patent  Office  falls  on  Saturday,  Sunday,  or  a  holiday  within 
the  District  of  Columbia,  the  action  may  be  taken,  or  the  fee  paid,  on  the  next 
succeeding  se<'ular  or  business  day. 

"§22,  Printing  of  papers  filed 

"The  Commissioner  may  by  regulation  prescribe  the  form,  and  manner  of 
reproduction,  of  papers  tiled  in  the  Patent  Office. 

"§23.  Testimony  in  Patent  Office  cases 

"The  Commissioner  may  establish  rules  for  taking  affidavits  and  depositions 
re(iuired  in  cases  in  the  Patent  Office.  Any  officer  authorized  by  law  to  take 
depositions  to  be  used  in  the  courts  of  the  I'nited  States,  or  of  the  State  where 
he  resides,  may  tjike  such  affidavits  and  depositions. 

"§  24.  Subpenas,  witnesses 

"The  clerk  of  any  United  States  court  for  the  district  wherein  testimony  is 
to  be  taken  for  use  in  any  contested  case  in  the  Patent  Office,  shall,  upon  the 
application  of  any  party  thereto,  issue  a  subpena  for  any  witness  residing  or 
being  within  such  district,  commanding  him  to  appear  and  testify  before  an 
officer  in  such  district  authorized  to  take  depositions  and  affidavit-^,  at  the  time 
and  place  stated  in  the  subpena.  The  provisions  of  the  Federal  Rules  of  Civil 
Procedure  relating  to  the  attendance  of  witnesses  and  to  the  production  of 
documents  and  things  shall  apply  to  contested  cases  in  the  Patent  Office. 

"Every  witness  sulji>enaed  and  in  attendance  shall  be  allowed  the  fees  and 
traveling  expenses  allowed  to  witnesses  attending  the  United  States  district 
court-!. 

"A  judge  of  a  court  whose  clerk  issued  a  subpena  may  enforce  obedience  to 
the  process  or  punish  di>obedience  as  in  other  like  ca.'^es,  on  proof  that  a  witness, 
served  with  such  subpena.  neglected  or  refused  to  appear  or  to  testify.  No 
witness  shall  be  deemed  guilty  of  contempt  for  disobeying  such  subi>ena  unless 
his  fees  and  traveling  expenses  in  going  to,  and  returning  from,  and  one  day's 
attendance  at  the  place  of  examination,  are  paid  or  tendered  to  him  at  the  time 
of  the  .-ervice  of  the  subpena  :  nor  for  refusing  to  disclose  any  secret  matter  except 
upon  appropriate  order  of  the  court  which  issued  the  subpena. 

"§  25.  Oath ;  declaration  in  lieu  of  oath 

"(a)  An  oath  to  be  filed  in  the  Patent  Office  may  be  made  before  any  person 
within  the  United  States  authorized  by  law  to  administer  oaths,  or.  when  nuide 
in  a  foreign  country,  before  any  diplomatic  or  consular  officer  of  the  United 
States  authorized  to  administer  oaths,  or  before  any  officer  authorized  to  admin- 
ister oaths  in  the  foreign  country  in  which  the  applicant  maj  be,  whose  authority 
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shall  be  proved  by  certificate  of  a  diplomatic  or  consular  ofiicer  of  the  United 
States,  and  such  oath  shall  be  valid  if  it  complies  with  the  laws  of  the  state  or 
country  where  made. 

"(b)  The  Commissioner  may  by  rule  prescribe  that  any  document  to  be  filed 
in  the  Patent  Office  and  which  is  required  by  any  law,  rule,  or  other  regulation 
to  be  under  oath  may  be  subscribed  to  by  a  written  declaration  in  such  form 
as  the  Commissioner  may  prescribe,  such  declaration  to  be  in  lieu  of  the  oath 
otherwise  required. 

"(c)  Whenever  such  written  declaration  is  used,  the  document  must  warn 
the  declarant  that  willful  false  statements  and  the  like  are  subject  to  punishment 
including  fine  or  imi)risionment,  or  both. 

"§  26.  Effect  of  defective  execution 

"Any  document  to  be  filed  in  the  Patent  Ofl^ce  and  which  is  required  by  any 
law,  rule,  or  other  regulation  to  be  executed  in  a  specified  manner  may  be  pro- 
visionally accepted  by  the  Commissioner  despite  a  defective  execution,  provided 
a  properly  executed  document  is  submitted  within  such  time  as  may  be  prescribed, 

"Chapter  3.— PRACTICE  BEFORE  PATENT  OFFICE 

"Sec, 

"31,  Regulations  for  agents  and  attorneys, 
"32.  Suspension  or  exclusion  from  practice. 
"33.  Unauthorized  representation  as  practitioner. 

"§  31.  Regulations  for  agents  and  attorneys 

"The  Commi.ssioner  may  prescribe  regulations  governing  the  recognition  and 
conduct  of  agents,  attorneys,  or  other  persons  representing  applicants  or  other 
parties  before  the  Patent  Office,  and  may  require  them,  before  being  recognized 
as  representatives  of  applicants  or  other  persons,  to  show  that  they  are  of  good 
moral  character  and  reputation  and  are  possessed  of  the  necessary  qualifications 
to  render  to  applicants  or  other  persons  valuable  service,  advice,  and  assistance 
in  the  presentation  or  prosecution  of  their  applications  or  other  business  before 
the  Office,  Only  members  of  the  bar  c/f  a  State,  territory.  District.  Commonwealth 
of  Possession  of  the  United  States  may  be  recognized  as  representatives  of  appli- 
cants, or  practice  before  the  Patent  Office,  except  those  representatives  recognized 
prior  to  the  effective  date  of  this  Act. 

"§  32.  Suspension  or  exclusion  from  practice 

"The  Commissioner  may,  after  notice  and  opportunity  for  a  hearing,  susi>end 
or  exclude,  either  generally  or  in  any  particular  case,  from  further  practice  before 
the  Patent  Office,  any  person,  agent,  or  attorney  shown  to  be  incompetent  or 
disreptutable,  or  guilty  of  gross  misconduct,  or  who  does  not  cozni)ly  with  the 
regulations  established  under  section  31  of  this  title,  or  who  shall,  by  word, 
circular,  letter,  or  advertising,  with  intent  to  defraud  in  any  manner,  deceive, 
mislead,  or  threaten  any  applicant  m-  prospective  applicant,  or  other  person 
having  immediate  or  prospective  business  before  the  Office.  The  reasons  for  any 
such  suspension  or  exclusion  shall  be  duly  recorded.  The  United  States  District 
Court  for  the  District  of  Columbia,  under  such  conditions  and  upon  such  pro- 
ceedings as  it  by  its  rules  determines,  may  review  the  action  of  the  Commissioner 
upon  petition  of  the  person  so  suspended  or  excluded. 

"§  33.  Unauthorized  representation  as  practitioner 

"Whoever,  not  being  recognized  to  practice  before  the  Patent  Office  holds 
himself  out  or  permits  himself  to  be  held  out  as  so  recognized,  or  as  being 
(lualified  to  prepare  or  prosecute  applications  for  patent,  shall  be  fined  not  more 
tlian  .^^l.not)  for  each  offense. 

"Chapter  4.— PATENT  FEES 

"Sec. 

"41.   Patent  fees. 

"42.  Payment  of  patent  fees  ;  return  of  excess  amounts. 

"§41.  Patent  fees 

"  (a )   The  Commissioner  shall  charge  the  following  fees  : 

"(1)  On  filing  each  application  for  an  original  patent,  except  in  design  cases, 
$6.">;  in  addition,  on  filing  or  on  presentation  at  any  other  time,  .*>;10  for  each 
claim  in  indep<'ndei)t  form  which  is  in  exce.ss  of  one,  and  ^2  for  each  claim 
(whether  indeijcndent  or  dependent)  which  is  in  excess  of  ten.  Errors  in  pay- 
ment of  the  additional  fees  may  be  rectified  in  accordance  with  regulations  of 
tlic  Commissioner. 
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"(2)  For  publishing  under  section  123  of  this  title  each  application  for  an 
original  or  reissue  patent,  ^HO  :  in  addition,  $10  for  each  page  (or  portion  thereof) 
of  specification  as  j>rinted.  and  $2  for  each  sheet  of  drawing. 

"(3)  For  publishing  under  section  151  of  this  title  each  application  for  an 
original  or  reissue  patent  which  was  not  previously  publish  under  section  123 
of  this  title,  $."iO ;  in  addition,  .^lO  for  each  page  (or  portion  thereof)  of  specifi- 
cation as  printed,  and  $2  for  each  sheet  of  drawing. 

•'(4)  For  publishing  under  section  l.Jl  of  this  title  any  changes  in  an  applica- 
tion previously  published  under  se<-tion  123  of  this  title,  $10  for  each  page  (or 
portion  thereof)  of  changed  specification  as  printed,  and  $2  for  each  sheet  of 
changed  drawing. 

••(5)    For    issuing   each    origiuiil    or    reissue    iiatent,    except    in    design   cases, 

"(6)   In  design  cases  : 

"  ( a)   On  filing  each  design  application,  $20. 

"(b)  On  issuing  each  design  patent:  For  three  years  and  six  months,  $10: 
for  .seven  years.  $20 :  and  for  fourteen  years,  $30. 

••(7)  On  filing  each  application  for  the  reissue  of  a  patent,  $0.5;  in  addition, 
on  filing  or  on  presentation  at  any  other  time.  $10  for  each  claim  in  independent 
form  which  is  in  excess  of  the  number  of  independent  claims  of  the  original 
patent,  and  $2  for  each  claim  (whether  independent  or  dependent)  which  is 
in  exce.ss  of  ten  and  also  in  excess  of  the  nundter  of  claims  of  the  original  patent. 
Errors  in  payment  of  the  additional  fees  may  be  rectified  in  accordance  with 
regulations  of  the  Commissioner. 

"  (8)   On  filing  each  disclaimer.  $1.5. 

"(9)  On  appeal  for  the  first  time  from  the  examiner  to  the  Board  of  Appeals, 
$50  ;  in  addition,  on  filing  a  brief  in  support  of  the  appeal,  $.50. 

"(10)  On  filing  each  petition  f(»r  the  revival  of  an  abandoned  application  for 
a  patent  or  for  the  delayed  payment  of  the  fee  for  issuing  each  patent,  $15. 

■•(11)    For  certificate  under  se'-tion  255  or  under  section  25(5  of  rhis  title,  $15. 

"(12)  As  availa,ble  and  if  in  print :  P"or  uncertified  printed  copies  of  specifica- 
tions and  drawings  of  published  applications  and  patents  (except  design  patents), 
50  cents  per  .copy ;  for  design  patents,  20  cents  per  copy :  the  (Commissioner  may 
establish  a  charge  not  to  exceed  $1  per  copy  for  published  application  and  patents 
in  excess  of  twenty-five  pages  of  drawings  and  specifications  and  for  plant  patents 
printed  in  color  :  special  rates  for  public  libraries  in  the  United  States  which  main- 
tain copies  of  patents  for  use  of  the  public.  $50  for  patents  issued  in  one  year. 
The  Commissioner  may,  without  charge,  provide  applicants  with  copies  of  specifi- 
cations and  drawings  of  published  applications  and  patents  when  referred  to  in 
a  notice  under  section  132. 

"(13)  For  recording  every  assignment,  agreement,  or  other  paper  relating  to 
the  property  in  a  patent  or  application.  $20 ;  where  the  document  relates  to  more 
than  one  patent  or  application,  $3  for  each  additional  item. 

"  ( 14)   For  each  certificate,  $1. 

"  ( 15)   For  delayed  payment  pursuant  to  section  151  ( d )  of  this  title.  $25. 

"(,b)  The  Commissioner  may  establish  charges  for  copies  of  records,  publica- 
tions, or  services  furnished  by  the  Patent  Office,  not  specified  above. 

"(c)  The  fees  prescribed  by  or  under  this  section  .shall  apply  to  any  other 
Government  deparment  or  agency,  or  officer  thereof,  except  that  the  Commissioner 
may  waive  the  payment  of  any  fee  for  services  or  materials  in  cases  of  occasional 
or  incidental  requests  by  a  Government  department  or  agency,  or  offi'^-er  thereof. 

"(d)  The  Commissioner  shall  prescribe  by  regulations,  consistent  with  the 
provisions  of  this  title,  the  time  for  payment  of  the  fees  to  ,be  paid  under  this 
title.  If  payment  of  the  fees  in  connection  with  the  examination,  publication  or 
issuance  of  a  patent  application  are  not  timely  made,  the  application  shall  be 
regarded  as  abandoned.  An  applicant  shall  be  given  at  least  thirty  days  following 
notice  of  a  fee  due  pursuant  to  section  123  f)r  151  of  this  title  in  which  to  pay 
the  fee. 

"(e)  The  Commissioner  may  prescribe  by  regulations  when  copies  of  Patent 
Office  records  and  publications  may  ,be  provided  without  charge  or  in  exchange 
for  records  or  publications  of  foreign  countries. 

"§42.  Payment  of  fees;  return  of  excess  amounts 

"All  fees  shall  be  paid  to  the  Commissioner,  who  shall  deposit  the  same  in  the 
Treasury  of  the  United  States  in  such  manner  as  the  Secretary  of  the  Treasury 
directs,  and  the  Commissioner  may  refund  any  sum  paid  by  mistake  or  in  exce.ss 
of  the  fee  required. 
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"PART  II— PATENTABILITY  OF  INVENTIONS  AND  GRANT  OF  PATENTS 

"Chapter  Sec. 

"10.  Patentability    of    Inventions 100 

"11.  Application  for  Patent HI 

"12.  Examination  of  Applications 131 

"13.  Review  op  Patent  Office  Decisions 1-41 

"14.   Issue  of  Patent 151 

"15.  Plant   P.^tents 161 

"16.  Designs 171 

"17.  Secrecy  of  Certain  Inventions  and  Filing  Applications  Abroad 181 

"Chapter  10.— PATENTABILITY  OF  INDENTIONS 

"Sec. 

"100.  Definitions. 

"101.  Right  to  patent ;  inventions  patentable. 

"102.  Conditions  for  patentability  ;  novelty  and  loss  of  right  to  patent. 

"103.  Conditions  for  patentability  ;  nonobvious  subject  matter. 

"104.  Invention  made  abroad. 

"107.  Abandonment  of  invention. 

"§  100.  Definitions 

"When  used  in  this  title,  unless  the  context  otherwise  indicates — 
"  (a)    The  term  'invention'  means  invention  or  discovery. 

"(b)   The  term  'process'  means  process,  art  or  method  and  includes  a  new  use 

of  a  known  process,  machine,  manufacture,  composition  of  matter,  or  material. 

"(c)   I'he  terms  'United  States"  and  'this  country'  means  the  United  States  of 

America,  its  territories  and  pos.sessions.  and  the  Commonwealth  of  Puerto  Rico. 

"(d)   The  term  'applicant'  means  any  person  who  has  filed  or  who  owns  an 

application  for  patent  as  provided  in  this  title. 

"(e)  The  term  'patentee'  includes  not  only  the  person  to  whom  the  patent  was 
issued  but  also  the  successors  in  title  to  such  person. 

"(f)  The  term  'effective  filing  date,'  when  u.sed  in  reference  to  an  application 
for  patent,  includes  the  filing  date  to  which  such  application,  or  the  subject  matter 
of  any  claim  thereof,  may  ,be  entitled  under  the  provisions  of  section  119  or  120 
of  this  title.  An  application  or  the  resulting  patent  may  contain  separate  claims 
ft)r  subject  matter  having  different  effective  filing  dates. 

"(g)   The  term  'useful'  shall  include,  but  shall  not  be  limited  to,  utility  in  agri- 
culture, commerce,  industry,  health,  or  research. 
"(h)   The  term  'prior  art'  means  : 

"(1)  A  published  United  States  patent  application  or  United  States 
patent  of  another  which  has  an  actual  filing  date  in  the  United  States  before 
the  invention  thereof  by  the  inventor  named  in  the  applicant's  application  :  or 
"(2)  Subject  matter  Iviiown  or  used  .by  others  in  this  country  before  the 
invention  thereof  by  the  inventor  named  in  the  applicant's  application ;  or 
"(3)  A  jiateiit  or  publication  in  this  or  a  foreign  country  reasonably  avail- 
able before  the  invention  by  the  inventor  named  in  the  applicant's  application, 
or  more  than  one  year  prior  to  the  effective  filing  date  of  the  application  for 
patent  in  the  United  States ;  or 

"(4)  Subject  matter  .sold  or  in  public  use  in  this  country  more  than  one 
year  prior  to  the  effective  filing  date  of  the  application  for  patent  in  the 
United  States. 

"§101.  Riofht  to  patent:  inventions  patentable 

"Whoever  invents  or  discovers  any  new  and  useful  process,  machine,  manu- 
facture, or  composition  of  matter,  or  any  new  and  useful  improvement  thereof, 
or  his  successor  in  title,  may  obtain  a  patent  therefor,  subject  to  the  conditions 
and  requirements  of  this  title. 

"§102.  Conditions  for  patentability;  novelty  and  loss  of  right  to  patent 

"An  applicant  shall  be  entitled  to  a  patent  unless  : 

"(a)  The  invention  sought  to  be  patented  is  identically  disclosed  or  described 
by  the  prior  art :  or 

"(b)   The  applicant  has  abandoned  the  invention  :  or 

"(c)  The  invention  was  first  patented  or  caused  to  be  patented  by  the  appli- 
cant or  his  legal  representatives  or  assigns  in  a  foreign  country  prior  to  the  date 
of  the  application  for  patent  in  this  country  on  an  application  filed  more  than 
twelve  months  before  the  filing  of  the  aii])lication  in  the  United  Stat(\s:  or 

"(d)  The  inventor  muned  in  the  apitlicanfs  application  did  not  himself  invent 
the  subject  matter  sought  to  be  patented  :  or 
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"(e)  Before  the  invention  thereof  by  the  inventor  named  in  the  applicant's 
application,  the  invention  was  made  in  this  country  by  another  who  had  not 
al)andoned.  suppressed,  or  concealed  it.  In  determining  priority  of  invention,  there 
shall  be  considered  not  only  the  respective  dates  of  conception  and  reduction  to 
practice  of  the  invention,  but  also  the  reasonable  diligence  of  one  who  was  first  to 
conceive  and  last  to  reduce  to  practice,  from  time  prior  to  conception  by  the 
other. 
"§103.  Conditions  for  patentability;  nonobvious  subject  matter 

"A  patent  may  not  be  obtained  though  the  invention  is  not  identically  disclosed 
or  described  in  the  prior  art  if  the  differences  between  the  subject  matter  sought 
t<»  be  patented  and  the  prior  art  are  such  that  said  subject  matter  as  a  whole 
would  have  been  obvious  at  the  time  the  invention  was  made,  or  more  than  one 
year  prior  to  the  effective  filing  date  of  the  application,  to  a  person  having  ordi- 
nary skill  in  the  art  to  which  said  subject  matter  pertains.  Patentability  shall  not 
be  negatived  by  the  manner  in  which  the  invention  was  made. 

"§  104.  Invention  made  abroad 

"In  proceedings  in  the  Patent  Office  and  in  the  courts,  an  applicant  for  a  patent, 
or  a  patentee,  may  not  establish  a  date  of  invention  by  reference  to  knowledge 
or  use  thereof,  or  other  activity  with  respect  thereto,  in  a  foreign  country,  except 
as  provided  in  section  119  of  this  title.  Where  an  invention  was  made  by  a  person, 
civil  or  military,  while  domiciled  in  the  United  States  and  serving  in  a  foreign 
country  in  connection  with  operations  by  or  on  behalf  of  the  United  States,  he 
shall  be  entitled  to  the  same  rights  of  priority  with  respect  to  such  invention  as 
if  the  same  had  been  made  in  the  United  States. 
"§  107.  Abandonment  of  invention 

"(a)  Abandonment  of  an  application  for  patent  does  not  of  it.self  establish 
abandonment  of  an  invention  disclosed  therein. 

"(b)  Publication  of  an  application  under  the  provisions  of  .section  123  or  151 
of  this  title  refutes  any  inference  that  an  invention  disclosed  therein  was 
abandoned  after  the  effective  filing  date  thereof. 

"Chapter  11.— APPLICATION  FOR  PATENT 

"Sec. 

"111.  Application  for  patent. 

"112.  Specification. 

"113.  Drawings. 

"114.  Models,  specimens. 

"11.5.  Oath  of  applicant. 

"116.  .Tolnt  inventors. 

"117.  Death  or  Incapacity  of  inventor. 

"119.  Benefit  of  earlier  filing  date  in  foreign  country  ;  right  of  priority. 

"120.  Benefit  of  earlier  filing  date  in  the  United  States. 

"121.  Divisional  applications. 

"122.  Confidential  status  of  application. 

"123.  Publication. 

"§  111.  Application  for  patent 

"(a)  An  application  for  patent  may  be  filed  by  either  the  inventor  or  the 
owner  of  the  invention  sought  to  be  patented.  The  application  shall  be  made 
in  writing  to  the  Commissioner,  shall  be  signed  by  the  applicant  and  shall  include 
or  be  amended  to  include  the  name  of  each  person  believed  to  have  made  an 
inventive  contribution,  and  shall  be  accompanied  by  the  prescribed  fee.  An 
application  filed  by  a  person  not  the  inventor  shall  include,  at  the  time  of  filing, 
a  .statement  of  the  facts  supporting  the  allegation  of  ownership  of  the  invention, 
which  statement  may  be  amended. 

"(b)  For  purposes  of  filing  a  patent  application  and  .securing  a  filing  date, 
an  application  may  be  signed  by  an  agent  of  the  inventor  or  owner  provided  the 
application  is  ratified  by  the  signature  of  the  inventor  or  owner  within  six 
months  thereafter. 

"(c)  When  the  application  is  signed  by  the  owner  or  his  agent,  the  owner, 
within  ten  days  after  filing  an  application  for  patent,  shall  serve  a  copy  of 
the  application  on  the  inventor:  service  may  be  effected  by  mailing  a  copy  of 
the  application,  first  class  mail,  to  the  last  known  address  of  the  inventor. 

"(d)   An  application  for  patent  shall  include  : 

"(1)   A  specification  as  prescribed  by  section  112  of  this  title; 
"(2)   A  drawing  as  prescribed  by  section  113  of  this  title;  and 
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"(3)  An  oath  prescribed  by  section  115  of  this  title. 

"(e)  In  an  application,  omission  of  an  inventor's  name  or  inclusion  of  tlie 
name  of  one  not  an  inventor,  without  deceptive  intent,  may  be  corrected  at  any 
time,  in  accordance  with  regulations  established  by  the  Commissioner. 

"(f)  When  the  Commissioner  requires  or  publishes  an  abstract  of  the  technical 
disclosure  of  an  application,  such  abstract  shall  not  be  used  either  in  the 
Patent  Office  or  after  the  issuance  of  a  patent  to  determine  or  intei'pi*et  the 
scope  of  the  invention  claimed. 

"§112.  Specification 

"(a)  The  specification  shall  contain  a  written  description  of  the  invention,  and 
of  the  manner  and  process  of  making  it,  in  such  full,  clear,  concise,  and  exact 
terms  as  to  enable  any  person  skilled  in  the  art  to  v.'hich  it  pertains,  or  with 
which  it  is  most  nearly  connected,  to  make  the  same,  and  shall  set  forth  the 
best  mode  contemplated  by  the  applicant  of  carrying  out  the  invention.  The 
specifications  shall  also  indicate  the  use  of  said  invention. 

"(b)  The  specification  shall  conclude  with  one  or  more  claims  particularly 
pointing  out  and  distinctly  claiming  the  subject  matter  which  the  applicant 
desires  to  secure  by  letters  patent.  A  claim  may  be  written  in  independent  or 
dependent  form,  and  if  in  dependent  form,  it  shall  be  construed  to  include  all 
the  limitations  of  the  claim  incorporated  by  ref?renee  into  the  dependent  claim. 

"(c)  An  element  in  a  claim  for  a  combination  may  be  expressed  as  a  means 
or  step  for  performing  a  specified  function  without  the  recital  of  structure, 
material,  or  acts  in  support  thereof,  and  such  claim  shall  be  construed  to  coA'er 
the  corresponding  structure,  materials,  or  acts  described  in  the  si>ecification 
and  equivalents  thereof. 

"§  113.  Drawings 

"When  the  nature  of  the  case  admits,  the  applicant  shall  furnish  a  drawing. 
"§  114.  Models,  specimens 

"The  Commissioner  may  require  the  applicant  to  furnish  a  model  or  si>ecimen 
of  convenient  size  to  exhibit  advantageously  the  several  parts  of  his  invention. 

"When  the  invention  is  related  to  a  composition  of  n^iatt'er.  the  Commissioner 
may  require  the  applicant  to  furnish  specimens  or  ingredients  for  the  purpose 
of  inspection  or  experiment. 

"§  115.  Oath  of  applicant 

"(a)  The  applicant,  if  he  is  the  inventor,  shall  make  oath  that  he  believes 
himself  to  be  the  original  and  first  inventor  of  the  subject  matter  sought  to  be 
patented  and  shall  state  of  what  country  he  is  a  citizen. 

"(b)  The  applicant,  if  he  is  not  the  inventor,  shall  make  an  oath  that  he 
believes  the  named  inventor  to  be  the  original  and  first  inventor  of  the  subject 
matter  sought  to  be  patented  and  shall  state  of  what  country  the  ramed  inventor 
is  a  citizen  ;  such  oath  shall  verify  the  statement  of  facts  supporting  the  allegation 
of  ownership  of  the  invention. 

"(c)  The  applicant  of  an  application  filed  i)ursuant  to  section  117  of  this 
title  may  make  the  oath  required  by  subsection  (b)  of  this  section,  so  varied 
in  form  that  it  can  be  made  by  him. 

"§  116.  Joint  inventors 

"(a)  When  two  or  more  persons  have  made  inventive  contributions  to  subject 
matter  claimed  in  an  application,  they  shall  apply  for  a  patent  jointly  and  each 
sign  the  application  and  make  the  required  oath,  or.  if  the  application  is  filed 
by  some  other  person  having  the  right  to  do  so,  they  shall  be  named  as  the 
inventors. 

"  (b  )  In  an  application  for  patent  for  a  joint  invention,  it  shall  not  be  necessary 
for  each  person  named  as  joint  inventor  to  be  a  joint  inventor  of  the  invention 
asserted  in  each  claim. 

"((•)  If  a  joint  inventor  refuses  to  join  in  an  application  for  patent  or  cannot 
ho  fduiid  or  reached  after  diligent  effort,  the  application  may  be  made  by  the  other 
inventor  on  behalf  of  himself  and  the  omitted  inventor.  The  Commissioner,  on 
proof  of  the  pertinent  facts  and  after  such  notice  to  the  omitted  inventor  as  he 
prescrilies.  may  publish  the  a]>pli('ati()n  and  grant  a  patent  to  the  inventor  making 
the  ai)plicati()n,  subject  to  tiie  same  rights  which  the  omitted  inventor  wuuhl 
have  had  if  he  had  been  joined.  The  omitted  inventor  may  subsciineiitly  join  in  tlie 
application. 
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"§117.  Death  or  incapacity  of  inventor 

"Lesal  representatives  of  deceased  inventors  and  of  those  under  legal  Incapacity 
may  make  application  for  patent  upon  compliance  with  the  requirements  and 
on  the  same  terms  and  conditions  applicable  to  the  inventor. 
"§  119.  Benefit  of  earlier  filing  date  in  foreign  country;  right  of  priority 

"(a)  An  application  for  patent  for  an  invention  filed  in  this  country  by  any 
person  v\-ho  has,  or  whose  predecessor  or  successor  in  title  has,  previously  regu- 
larly hied  an  apipication  for  a  patent  for  the  same  invention  by  the  same  inventor 
in  a"  foreign  country  which  affords  similar  privileges  in  the  case  of  applications 
filed  in  the  United  States  or  to  citizens  of  the  United  States,  shall  have  the  same 
effect  as  the  same  application  would  have  if  filed  in  the  United  States  on  the 
date  on  which  the  application  for  patent  for  the  same  invention  was  first  filed 
in  any  such  foreign  country,  if  the  application  in  this  country  is  filed  within 
twelve  months  from  the  earliest  date  on  which  such  foreign  application  was  filed. 

"(b)  No  application  shall  ,be  entitled  to  a  right  of  priority  under  this  section, 
unless  the  applicant  makes  a  claim  therefor  at  the  time  the  application  is  filed 
and  complies^  win  such  requirements  as  the  Commissioner  may  prescribe  by  regu- 
lations :  amendment  of  such  claim  may  he  made  during  examination  or  reexam- 
ination of  the  application  as  provided  in  chapter  12  of  this  title. 

"(c)  In  like  manner  and  sub.iect  to  the  same  conditions  and  requirements,  the 
right  provided  in  this  section  may  be  based  upon  a  suteequent  regularly  filed 
application  in  the  same  foreign  country  instead  of  the  first  filed  foreign  applica- 
tion, provided  that  any  foreign  application  filed  prior  to  such  subsequent 
application  has  been  withdrawn,  abandoned,  or  otherwise  disposed  of,  without 
having  been  laid  open  to  public  inspection  and  without  leaving  any  rights  out- 
standing, and  has  not  served,  nor  thereafter  shall  serve,  as  a  basis  for  claiming 
a  right  of  priority. 
"§  120.  Benefit  of  earlier  filing  date  in  the  United  States 

"(a)  An  application  for  patent  for  an  invention  shall  have  tlie  same  effect 
as  to  such  invention  as  though  filed  on  the  date  a  prior  application  was  filed,  or 
the  date  to  which  a  prior  application  is  directly  or  indirectly  entitled  under  this 
subsection  (a )  or  under  section  119  of  this  title,  if  : 

••  (1 )   The  two  applications  have  the  same  applicant ; 

"  (2)  The  invention  is  disclosed  in  the  prior  application  in  the  manner  pro- 
vided by  the  first  paragraph  of  section  112  of  this  title  : 

"(.3)  The  later  application  is  filed  before  the  abandonment  of,  or  the  is.su- 
ance  of  a  patent  on,  the  prior  application,  and 

"(4)  The  applicant  specifically  claims  the  benefit  of  such  date  for  subject 
matter  claimed  in  the  later  application  at  the  time  of  filing  the  later  applica- 
tion, or  by  amendment  thereof. 

"(b)  The  Commissioner  may  by  regulation  dispense  with  signing  and  execution 
in  the  case  of  an  application  directed  solely  to  subject  matter  described  in  a  prior 
application  of  the  same  applicant. 

"§  121.  Divisional  applications 

"(a)  If  two  or  more  independent  and  distinct  inventions  are  claimed  in  one 
application,  the  Commissioner  may  require  the  application  to  be  restricted  to 
one  of  them.  A  requirement  for  an  election  of  species  is  a  requirement  for  restric- 
tion and,  in  the  event  of  such  requirement,  each  separate  species  shall  be  consid- 
ered a  separate  and  distinct  invention. 

•'(b)  The  validity  of  a  patent  may  not  be  questioned  for  failure  of  the  Com- 
missioner to  require  the  application  to  be  restricted  under  subsection  (a)  of 
this  section,  nor  may  the  validity  of  either  of  two  or  more  patents  resulting  from 
and  in  accordance  with  a  requirement  under  said  subsection  (a)  be  questioned 
solely  because  of  the  existence  of  several  patents,  if  the  subsequent  application 
is  filed  in  accordance  with  the  provisions  of  section  120  of  this  chapter. 

"§  122.  Confidential  status  of  applications 

"Applications  for  patents  shall  ,be  kept  in  confidence  by  the  Patent  OflSce  and 
no  information  concerning  the  same  given  without  authority  of  the  applicant 
or  owner  unless  necessary  to  carry  out  the  provisions  of  any  Act  of  Congress  or 
in  such  special  circumstances  as  may  be  determined  by  the  Commissioner. 
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"§  123.  Publication 

"(a)  Au  applicant  may,  upon  the  payment  of  tlie  prescribed  fee.  request  publi- 
cation of  his  pending  application  and  publication  of  the  pending  application  shall 
occur  as  soon  as  practicable  after  the  request. 

"(b)  Before  publication  of  an  application  under  this  section,  the  applicant 
may  be  required,  subject  to  sections  132  and  133  of  this  title,  to  place  the  appli- 
cation in  proper  form  for  publication. 

"Chapter  12.— EXAMINATION  OF  APPLICATION 

"Sec. 

'•131.  Examination  of  application. 

"1.32.  Xotice  of  rejection  ;  reexamination. 

"138.  Time  for  prosecuting  application. 

"134.  Appeal  to  the  Board  of  Appeals. 

"136.  Reexamination  after  publication. 

"137.  Priority  of  invention. 

"§  131.  Examination  of  application 

"The  Commissioner  shall  cause  an  examination  to  be  made  of  the  application 
and  the  alleged  new  invention ;  and  if  on  such  examination  it  is  determined  that 
the  applicant  is  entitled  to  a  patent  under  the  law,  the  Commissioner  shall  issue 
a  patent  therefor  as  hereinafter  provided.  The  granting  of  a  patent  shall  not  be 
refused  solely  on  the  ground  that  if  it  occurred  there  would  then  exist  more  than 
one  patent  for  the  same  invention  where  the  patents  will  expire  on  the  same  date 
as  a  result  of  filing  on  the  same  date  or  as  a  result  of  a  terminal  disclaimer  pur- 
suant to  section  253  of  this  title,  so  long  as  the  right  to  sue  for  infringement  of 
said  patents  is  in  the  same  legal  entity.  Insofar  as  reasonably  feasible,  the  exami- 
nation shall  be  in  the  order  of  the  application's  earliest  effective  filing  date. 

"§132.  Notice  of  rejection;  reexamination 

"Whenever,  on  examination,  any  claim  of  an  application  is  rejected,  or  any 
objection  or  requirement  made,  the  Commissioner  shall  notify  the  applicant 
thereof,  stating  the  reasons  therefor,  together  with  such  information  and  refer- 
ences as  may  l>e  useful  in  judging  the  propriety  of  continuing  the  prosecution 
of  the  application ;  and  if  after  receiving  such  notice,  the  applicant  requests 
reexamination,  with  or  without  amendment,  the  application  shall  be  reexamined. 
No  amendment  shall  introduce  new  matter  into  the  disclosure  of  the  invention. 

"§  133.  Time  for  prosecuting  application 

"Upon  failure  of  the  applicant  to  prosecute  the  application  within  six  months 
after  any  action  therein,  of  which  notice  has  been  given  or  mailed  to  the  appli- 
cant, or  within  such  shorter  time,  not  less  than  thirty  days,  as  fixed  by  the 
Commissioner  in  such  action,  the  application  shall  be  regarded  as  abandoned  by 
the  parties  thereto,  unless  it  be  shown  to  the  satisfaction  of  the  Commissioner 
that  such  delay  was  unavoidable. 

"§  134.  Appeal  to  the  Board  of  Appeals 

"An  applicant  for  a  patent,  any  of  whose  claims  has  been  finally  or  twice 
rejected,  may  appeal  from  the  decision  of  the  primary  examiner  to  the  Board  of 
Appeals,  having  once  paid  the  fee  for  such  appeal. 

"§  136.  Reexamination  after  publication 

"(a)  Any  person  may  notify  the  Commissioner  of  patents  or  publications 
which  may  have  a  bearing  on  the  patentability  of  a  published  application,  and 
the  Commissioner  may  cause  the  application  to  be  examined  or  reexamined  in 
the  light  thereof. 

"(b)  If  such  notification  explains  in  writing  the  pertinency  of  the  patents  or 
publications  cited  and  is  received  within  three  months,  or  within  such  longer  time 
as  the  Commissioner  appoints  but  not  more  than  six  months,  after  publication 
of  the  application  under  section  151  of  this  title,  the  citations  shall  be  considered 
by  tlie  Patent  Office ;  such  consideration  shall  be  an  examination  in  accordance 
with  sections  131  and  132  hereof. 

"(c)  The  identity  of  the  person  making  the  citations  under  subsection  (a)  or 
(b)  of  this  section  shall  be  Ivopt  in  confidence  by  the  Patent  Ofiice,  and  no  infor- 
mation concerning  the  same  shall  be  given  without  the  autlnn-ity  of  such  person, 
unless  necessary  to  carry  out  the  provisions  of  an  Act  of  Congress  or  in  such 
special  circumstances  as  may  be  determined  by  the  Commissioner. 
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"Cd)  Any  person  may  notify  the  Comniis^ionor  within  such  tinio  as  the  Com- 
missioner appoints,  not  less  than  three  months  nor  more  than  six  months  after 
publication  of  an  application  under  section  151  of  this  title,  that : 

"'(1)  Subject  matter  had  been  sold  or  was  in  public  use  in  the  T'nited 
States  which  disclosed  the  invention  claimed  in  such  application  more  than 
one  year  prior  to  the  effective  filing  date  of  the  application  ;  or 

"(2)  Tlie  inventor  named  in  such  application  did  not  himself  invent  th(> 
subject  matter  sought  to  be  patented  ;  or 

"(3)  Before  the  invention  thereof  by  the  inventor  named  in  the  applica- 
tion, the  invention  was  made  in  this  country  by  another  who  had  not  aban- 
doned, suppressed  or  concealed  it. 
If  such  person  within  the  time  specified  above  makes  a  prima  facie  showing  and 
offers  to  present  evidence  in  support  of  such  showing,  the  matter  shall  he  deter- 
mined in  such  proceedings  as  the  Commissioner  shall  establish  by  regulations. 
Such  regulations  shall  require  consideration  or  review  by  the  Board  of  Apjieals 
and  shall  prescribe  for  matters  under  subsections  (d)(2)  and  (d)(3)  of  this 
section  the  same  kind  of  proceeding. 

"(e)  A  refusal  of  the  Commissioner  to  reject  any  claim  of  an  application  on 
the  basis  of  a  notification  under  this  section  shall  not  be  subject  to  direct  judicial 
review,  except  that  an  applicant  claiming  the  same  subject  matter  as  that 
involved  in  a  proceeding  under  subsection  (d)  (2)  or  (d)  (3)  of  this  section  may 
include  such  refusal  on  appeal  under  section  134  of  this  title  and  when  seeking 
review  under  chapter  13  of  this  title. 

"(f)  Whether  or  not  any  nersou  chooses  to  proceed  in  accoi'dance  with  the 
provisions  of  this  section,  he  shall  not  be  foreclosed  or  in  any  way  prejudiced 
with  respect  to  asserting  comparable  grounds  in  defense  of  an  infringement  suit 
or  as  a  basis  of  affirmative  relief  under  declaratory  judgment  proceedings. 

"§  137.  Priority  of  invention 

"(a)  Whenever  a  claim  of  an  otherwise  allowable  application  is  for  the  same 
invention  as  a  claim  of  an  issued  patent,  or  for  the  substance  thereof,  and  the 
applicant  makes  a  prima  facie  showing  that  before  the  effective  filing  date  of 
the  application  for  said  patent,  the  inventor  named  in  the  said  application  made 
the  invention  in  the  United  States  and  has  not  abandoned,  suppressed  or  con- 
cealed it,  and  the  applicant  offers  to  present  evidence  in  support  of  such  showing, 
the  matter  of  priority  of  invention  under  section  102(e)  of  this  title  shall  be 
determined  in  such  proceedings  as  the  Commissioner,  shall  establish  by  regula- 
tion pursuant  to  section  136(d)  of  this  chapter. 

"(b)  A  claim  for  the  same  subject  matter  as  a  claim  of  an  issued  patent,  or 
for  the  substance  thereof,  may  not  be  made  in  any  application  unless  such  claim 
is  made  prior  to  six  months  after  the  date  on  which  the  patent  was  granted. 

"Chapter  13.— REVIEW  OF  PATENT  OFFICE  DECISIONS 

"Sec. 

"141.  Appeal  to  Court  of  Customs  and  Patent  Appeals. 

"142.   Notice  of  appeal. 

"143.  Proceedings  on  appeal. 

"144.  Decision  on  appeal. 

"145.  Civil  action. 

"§  141.  Appeal  to  Court  of  Customs  and  Patent  Appeals 

"(a)  An  applicant,  or  his  successor  in  title,  dissatisfied  with  the  decision  of 
the  Board  of  Appeals  refusing  a  patent  or  any  claim,  may  appeal  to  the  United 
States  Court  of  Customs  and  Patent  Appeals,  thereby  waiving  Ms  right  to  proceed 
under  section  145  of  this  title. 

"(b)  An  applicant,  or  his  successor  in  title,  dissatisfied  with  the  decision  of 
the  Board  of  Appeals  in  a  proceeding  involving  another  applicant  under  section 
136(d)  (2),  136(d)  (3),  or  137  of  this  title,  may  appeal  to  the  United  States  Court 
of  Customs  and  Patent  Appeals. 

"§  142.  Notice  of  appeal 

"When  an  appeal  is  taken  to  the  United  States  Court  of  Customs  and  Patent 
Appeals,  the  appellant  shall  file  in  the  Patent  Office  a  written  notice  of  appeal 
directed  to  the  Commissioner,  within  such  time  after  the  date  of  the  decision 
appealed  from,  not  less  than  sixty  days,  as  the  Commissioner  appoints. 

"§  143.  Proceedings  on  appeal 

"The  Patent  Office  shall  transmit  to  the  United  States  Court  of  Customs  and 
Patent  Appeals  certified  copies  of  all  the  necessary  papers  and  evidence  desig- 
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nated  by  the  appellant  and  any  additional  papers  and  evidence  designated  by  the 
Commissioner  or  the  appellee.  The  court  shall,  before  hearing  an  appeal,  give 
notice  of  the  time  and  place  of  the  hearing  to  the  Commissioner  and  the  parties 
thereto. 

"§  144.  Decision  on  appeal 

"The  United  States  Court  of  Customs  and  Patent  Appeals  shall  hear  and  deter- 
mine such  appeal  on  the  evidence  produced  before  the  Patent  Oftice  and  trans- 
mitted to  the  court  under  the  provisions  of  section  143  of  this  title.  Upon  its 
determination,  the  coi;rt  shall  return  to  the  Commissioner  a  certificate  of  its 
proceedings  and  decision,  which  shall  be  entered  of  record  in  the  Patent  Office 
and  govern  the  further  proceedings  in  the  case. 

"§  145.  Civil  action 

"An  applicant,  or  his  successor  in  title,  dissatisfied  with  the  decision  of  the 
Board  of  Appeals  refusing  a  patent  or  any  claim,  may.  unless  appeal  has  been 
taken  to  the  United  States  Court  of  Customs  and  Patent  Appeals  under  section  141 
of  this  title,  have  remedy  by  civil  action  against  the  Commissioner  in  the  United 
States  Court  of  Customs  and  Patent  Appeals  if  commenced  within  such  time 
after  such  decision,  not  less  than  sixty  days,  as  the  Commissioner  appoints. 
The  court  may  adjudge  that  such  applicant  is  entitled  to  receive  a  patent  for 
his  invention,  as  specified  in  any  of  his  claims  involved  in  the  decision  of  the 
Board  of  Appeals,  as  the  facts  in  the  case  may  appear,  and  such  adjudication 
shall  be  entered  of  record  in  the  Patent  OflJce  and  govern  further  proceedings 
in  the  case. 

"Chapter  14.— ISSUE  OF  PATENT 
"Sec. 

"151.  Publication  and  issue  of  patents. 
"1.53.   How  issued. 
"154.  Contents  and  terms  of  patent. 

"§151.  Publication  and  issue  of  patent 

"(a)  If  it  is  determined  that  an  applicant  is  entitled  to  a  patent  under  the 
law,  a  written  notice  of  allowance  of  the  application  shall  be  given  or  mailed 
to  the  applicant.  The  notice  shall  specify  a  publication  fee  and  an  issue  fee; 
upon  payment  of  the  publication  fee  within  the  time  established,  the  applica- 
tion shall  be  published. 

"(b)  Applications  which  have  been  published  under  section  123,  of  this  title 
need  not  be  published  in  full  under  this  section,  but  in  lieu  thereof  a  notice 
that  the  application  has  been  allowed  together  with  any  changes  may  be 
published. 

"(c)  If  no  action  under  section  136  of  this  title  had  been  taken,  and  pro- 
vided the  fee  prescribed  for  issuance  of  a  patent  has  been  paid  within  the  time 
established,  the  Commisioner  shall  issue  the  patent.  If  an  action  under  sec- 
tion 136  of  this  title  has  been  commenced,  the  patent  shall  be  issued  after  the 
conclusion  of  the  proceedings  if  then  warranted. 

"(d)  If  any  payment  required  by  this  section  is  not  timely  made,  but  is 
submitted  with  the  fee  for  delayed  payment  within  three  months  after  the  due 
date  and  sufficient  cause  is  shown  for  the  late  payment,  it  may  be  accepted 
by  the  Commissioner  as  though  no  abandonment  or  lapse  had  ever  occurred. 

"§  153.  How  issued 

"Patents  shall  be  issued  in  the  name  of  the  United  States  of  America,  under 
the  seal  of  the  Patent  Office,  and  .shall  be  signed  by  the  Commissioner  or  have 
his    signature    placed    thereon,    and    shall    be    recorded    in    the    Patent    Office. 

"§154.  Contents  and  term  of  patent 

"(a)  Every  patent  shall  contain  a  grant  to  the  applicant,  his  heirs  or  assigns, 
of  the  right,  during  the  term  of  the  patent  to  exclude  others  from  making,  using, 
or  selling  the  invention  throughout  the  United  States,  referring  to  the  specifica- 
ion  for  the  particulars  thereof.  A  copy  of  the  specification  and  drawings  shall 
be  annexed  to  the  patent  and  be  a  part  thereof. 

"(b)  The  terms  of  a  patent  shall  expire  twenty  years  from  the  date  of  filing 
the  ai)plication  in  the  United  States  or,  if  the  benefit  of  the  filing  date  in  the 
United  States  of  a  i)rior  application  is  claimed,  from  the  earliest  such  prior 
date  claimed.  In  determining  the  term  of  the  patent,  the  date  of  filing  any  ap- 
plication in  a  foreign  country  which  may  be  claimed  by  the  applicant  shall  not 
be  taken  into  consideration. 
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"Chapter  15.— PLANT  PATENTS 

"Sec. 

"161.  Patents  for  plants. 

"162.  Description,  claim. 

"163.   Grant.  ^   ,      ,     ,^ 

"164.  Assistance  of  Department  of  Agriculture. 

"§  161.  Patents  for  plants 

"(a)  Whoever  invents  or  discovers  and  a.sexually  reproduces  any  distinct 
and  news  variety  of  plant  including  cultivated  sports,  mutants,  hybirds,  and 
newly  found  seedlings,  other  than  a  tuber  propagated  plant  or  a  plant  found 
in  an  uncultivated  state,  may  obtain  a  patent  therefor,  subject  to  the  condi- 
tions and  requirements  of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  plants,  except  as  otherwise  provided. 

"(c)  The  provisions  of  this  title  relating  to  any  publication  of  applications 
under  sections  12.3  and  151  shall  not  apply  to  applications  for  patents  for  plants. 

"§  162.  Description,  claim 

"No  iilant  patent  shall  be  declared  invalid  for  noncompliance  with  section 
112  of  this  title  if  the  description  is  as  complete  as  is  reasonably  possible. 

"The  claim  in  the  specification  .shall  be  in  formal  terms  to  the  plant  showm  and 
described. 

"§  163.  Grant 

"In  the  case  of  a  plant  patent  the  grant  shall  be  of  the  right  to  exclude  others 
from  asexually  reproducing  the  plant  or  selling  or  using  the  plant  so  reproduced. 

"§  164.  Assistance  of  Department  of  Agriculture 

"The  President  may  be  Executive  Order  direct  the  Secretary  of  Agriculture,  in 
accordance  with  the  requests  of  the  Commissioner,  for  the  purpose  of  carrying 
into  effect  the  provisions  of  this  title  with  respect  to  plants  (1)  to  furnish 
available  information  of  the  Department  of  Agriculture,  (2)  to  conduct  the  ap- 
propriate bureau  or  division  of  the  Department  research  upon  special  prob- 
lems, or  (3)  to  detail  to  the  Commissioner  officers  and  employees  of  the 
Department. 

"Chapter  16.— DESIGNS 

"Sec. 

"171.  Patents  for  designs. 
"172.  Right  of  priority. 
"17.3.  Term  of  design  patent. 

"§  171.  Patents  for  designs 

"(a)  Whoever  invents  any  new,  original  and  ornamental  design  for  an  article 
of  manufacture  may  obtain  a  patent  therefor,  subject  to  the  conditions  and 
requirements  of  this  title. 

"(b)  The  provisions  of  this  title  relating  to  patents  for  inventions  shall  apply 
to  patents  for  designs,  except  as  otherwise  pi'ovided. 

"(c)  The  provisions  of  this  title  relating  to  any  publication  of  applications 
under  sections  123  and  151  shall  not  apply  to  applications  for  patents  for  designs. 

"§  172.  Right  of  priority 

'The  right  of  priority  provided  for  by  section  119  of  this  title,  and  the  time 
specified  in  section  102(c)  of  this  title  shall  be  six  months  in  the  case  of  design-s. 

"§  173.  Term  of  design  patent 

"Patents  for  designs  may  be  granted  for  a  term  measured  from  the  date  of 
i.ssue  of  three  years  and  six  months,  or  of  seven  years,  or  of  fourteen  years,  as  the 
applicant,  in  his  application,  elects. 

"Chapter  17.— SECRECY  OF  CERTAIN  INVENTIONS  AND  FILING 

APPLICATIONS  IN  FOREIGN  COUNTRIES 

"Sec. 

"181.   Secrecy  of  certain  inventions  and  withholding  of  patent. 

"182.  Abandonment  of  invention  for  unauthorized  disclosure. 

"183.   Right  of  compensation. 

"184.  Filing  of  application  in  foreign  country. 

"18.5.  Patent  barred  for  filing  without  license. 

"186.  Penalty. 

"187.  Nonapplicability  to  certain  persons. 

"188.  Rules  and  regulations,  delegation  of  power. 
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"§  181.  Secrecy  of  certain  inventions  and  withholding  of  patent 

"(a)  Whenever  publication  or  disclosure  of  an  invention  in  which  the  Govern- 
ment has  a  property  interest  might,  in  the  opinion  of  the  head  of  an  interested 
Government  agency,  be  detrimental  to  the  national  security,  the  Commissioner 
upon  being  so  notified  shall  order  that  the  invention  be  kept  secret  and  shall 
withhold  publication  thereof  and  the  grant  of  a  patent  under  the  conditions 
forth  hereinafter. 

"(b)  Whenever  the  publication  or  disclosure  of  an  invention  in  which  the  Gov- 
ernment does  not  have  a  property  interest,  might,  in  the  opinion  of  the  Commis- 
sioner, be  detrimental  to  the  national  security,  he  shall  make  the  application  for 
patent  in  which  such  invention  is  disclosed  available  for  inspection  to  the  Atomic 
Energy  Commission,  the  Secretary  of  Defense,  and  the  chief  officer  of  any  other 
department  or  agency  of  the  Government  designated  by  the  President  as  a  defense 
agency  of  the  United  States. 

"(c)  Each  individual  to  whom  the  application  is  disclosed  shall  sign  a  dated 
acknowledgment  thereof,  which  acknowledgment  shall  be  entered  in  the  file  of 
the  application.  If,  in  the  opinion  of  the  Atomic  Energy  Commission,  the  Secre- 
tary of  a  Defense  Department,  or  the  chief  officer  of  another  departnifnt  or 
agency  so  designated,  the  publication  or  disclosure  of  the  invention  w'O'ild  be 
detrimental  to  the  national  security,  the  Atomic  Energy  Commission,  the  Secre- 
tary of  a  Defense  Department,  or  such  other  chief  officer  shall  notify  the  Com- 
missioner and  the  Commissioner  shall  order  that  the  invention  be  kept  secret 
and  shall  withhold  publication  and  the  grant  of  a  patent  for  such  period  as  the 
national  interest  requires,  and  notify  the  applicant  thereof.  Upon  proper  show- 
ing by  the  head  of  the  department  or  agency  who  caused  the  secrecy  order  to  be 
issued  that  the  examination  of  the  application  might  jeopardize  the  national 
interest,  the  Commissioner  shall  thereupon  maintain  the  application  in  a  sealed 
condition  and  notify  the  applicant  thereof.  The  applicant  whose  application  has 
been  placed  under  a  secrecy  order  shall  have  a  right  to  appeal  from  the  order  to 
the  Secretary  of  Commerce  under  rules  prescribed  by  him. 

"(d)  An  invention  shall  not  be  ordered  kept  secret  and  publication  withheld 
for  a  period  of  more  than  one  year.  The  Commissioner  shall  renew  the  order  at 
the  end  thereof,  or  at  the  end  of  any  renewal  period,  for  additional  periods  of 
one  year  upon  notification  by  the  head  of  the  department  or  the  chief  officer  of  the 
agency  who  caused  the  order  to  be  issued  that  an  affirmative  determination  has 
been  made  that  the  national  interest  continues  so  to  require.  An  order  in  effect,  or 
issued  during  a  time  when  the  United  States  is  at  war  shall  remain  in  effect  for 
the  duration  of  hostilities  and  one  year  following  cessation  of  hostilities.  An  order 
in  effect,  or  issued,  during  a  national  emergency  declared  by  the  President  shall 
remain  in  effect  for  the  duration  of  the  national  emergency  and  six  months  there- 
after. The  Commissioner  may  rescind  any  order  upon  notification  by  the  heads  of 
the  departments  and  the  chief  officers  of  the  agencies  who  caused  the  order  to  be 
issued  that  the  publication  or  disclosure  of  the  invention  is  no  longer  deemed 
detrimental  to  the  national  security. 

"§  182.  Abandonment  of  invention  for  unauthorized  disclosure 

"The  invention  disclosed  in  an  application  for  patent  subject  to  an  order  made 
pursuant  to  section  181  of  this  title  may  be  held  abandoned  upon  its  being  estab- 
lished by  the  Commissioner  that  in  violation  of  said  order  the  invention  has  been 
published  or  disclosed  or  that  an  application  for  a  patent  therefor  has  been  filed 
in  a  foreign  country  by  the  inventor,  his  successors,  assigns,  or  legal  representa- 
tives, or  anyone  in  privity  with  him  or  them,  without  the  consent  of  the  Com- 
missioner. The  abandonment  shall  be  held  to  have  occurred  as  of  the  time  of  vio- 
lation. The  consent  of  the  Commissioner  shall  not  be  given  without  the  concur- 
rence of  the  heads  of  the  departments  and  the  chief  officers  of  the  agencies  who 
caused  the  order  to  be  issued.  A  holding  of  abandonment  shall  constitute  for- 
feiture by  the  applicant,  his  successors,  assigns,  or  legal  representatives,  or  any- 
one in  privity  with  him  or  them,  of  all  claims  against  the  United  States  based 
upon  such  invention. 

"§  183.  Right  to  compensation 

"An  applicant,  his  successors,  assigns,  or  legal  representatives,  whose  patent 
is  withheld  as  herein  provided,  shall  have  the  right,  beginning  at  the  date  the 
applicant  is  notified  that,  except  for  such  order,  his  application  is  otherwise 
in  condition  for  allowance,  or  February  1,  1952,  whichever  is  later,  and  ending 
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six  years  after  a  patent  is  issued  thereon,  to  apply  to  the  had  of  any  department 
or  agency  who  caused  the  order  to  be  issued  for  compensation  for  the  damage 
CiUised  l<y  the  order  of  secrecy  and/or  for  tlie  use  of  the  invention  by  the 
Government,  resulting  from  his  disclosure.  The  right  to  compensation  for  use 
shall  begin  on  tlie  date  of  the  first  use  of  the  invention  by  the  (iovernment.  The 
head  of  the  department  or  agL'Ucy  is  authorized,  upon  the  presentation  of  a 
claim,  to  enter  into  an  agreement  with  the  applicant,  his  successors,  assigns,  or 
legal  representatives,  in  full  settlement  for  the  damage  and/or  use.  This  settle- 
ment agreement  shall  be  conclusive  for  all  purposes  notwithstanding  any  other 
provision  of  law  to  the  contrary.  If  full  settlement  of  the  claim  cannot  be 
effected,  the  head  of  the  department  or  agency  may  award  and  pay  to  such 
applicant,  his  successors,  assigns,  or  legal  representatives,  a  sum  not  exceeding 
T5  per  centum  of  the  sum  which  the  head  of  the  department  or  agency  considers 
just  compensation  for  the  damage  and/or  use.  A  claimant  may  bring  suit  against 
the  United  States  in  the  Court  of  Claims  or  in  the  District  Court  of  the  United 
States  for  the  district  in  which  such  claimant  is  a  resident  for  an  amount  which 
when  .''dded  to  the  award  shall  constitute  just  compensation  for  the  damage 
and/or  use  of  the  invention  by  the  Government.  The  owner  of  any  patent  issued 
upon  an  application  that  was  subject  to  a  secrecy  order  issued  pursuant  to 
section  181  of  this  title,  who  did  not  apply  for  compensation  as  above  provided, 
shall  have  the  right,  after  the  date  of  issuance  of  such  patent  to  bring  suit  in 
the  Court  of  Claims  for  just  compensation  for  the  damage  caused  by  reason  of 
the  order  of  secrecy  and/or  use  by  the  Government  of  the  invention  resulting  from 
his  disclosure.  The  right  to  compensation  for  use  shall  begin  on  the  date  of  the 
first  use  of  the  invention  by  the  Government.  In  a  suit  under  the  provisions  of 
this  section  the  United  States  may  avail  itself  of  all  defenses  it  may  plead  in  an 
action  under  section  1498  of  title  28.  This  section  shall  not  confer  a  right  of 
action  on  anyone  or  his  successors,  assigns,  or  legal  representatives  who,  while 
in  the  full-time  emi)loyment  or  service  of  the  United  States,  discovered,  invented, 
or  developed  the  invention  on  which  the  claim  is  based. 

"§  184.  Filing  of  application  in  foreign  country 

"(a)  Except  when  authorized  by  a  license  obtained  from,  or  a  general  license 
established  by,  the  Commissioner,  a  person  shall  not  file  or  cause  or  authorize 
to  be  tiled  in  any  foreign  country  an  application  for  patent  or  for  the  registration 
of  a  utility  model,  industrial  design  or  model  in  respect  of  an  invention  made  in 
this  country  prior  to  six  months  after  filing  an  application  for  patent  on  the 
same  invention  under  section  111  of  this  title,  or  prior  to  four  months  after  filing 
an  application  for  patent  on  the  same  ornamental  design  under  section  171  of 
this  title.  The  Patent  Office  is  hereby  established  as  the  sole  governmental  agency 
to  grant  a  license  or  establish  a  general  license.  A  license  shall  not  be  granted 
with  respect  to  an  invention  subject  to  an  order  issued  by  the  Commissioner 
pursuant  to  section  181  of  this  title  without  the  concurrence  of  the  heads  of  the 
departments  and  the  chief  officers  of  the  agencies  who  caused  the  order  to  be 
issued.  Upon  compliance  with  regulations  established  by  the  Commissioner,  a 
license  shall  be  granted  retroactively  where  an  application  has  been  filed  abroad 
and  the  application  does  not  disclose  an  invention  within  the  scope  of  section 
181  of  this  title. 

"(b)  The  term  'application'  when  used  in  this  chapter  includes  applications 
and  any  modifications,  amendments,  or  supplements  thereto,  or  divisions  thereof. 

"(c)  No  license  shall  be  required  subsequent  to  the  filing  of  a  foreign  appli- 
cation for  any  modifications,  amendments  or  supplements  to  that  foreign  appli- 
cation, or  divisions  thereof,  which  do  not  alter  the  nature  of  the  invention 
originally  disclosed,  which  are  within  the  scope  of  the  invention  originally 
disclosed,  and  where  the  filing  of  the  foreign  application  originally  complied  with 
the  provisions  of  this  section. 

"(d)  A  retroactive  license  may  be  granted  at  any  time  notwithstanding 
the  fact  that  a  corresponding  United  States  application  has  matured  into  a  patent. 
Such  license  shall  have  the  same  force  and  effect  as  if  granted  during  the 
pendency  of  the  application. 

*'§  185.  Patent  barred  for  filing  without  license 

"Notwithstanding  any  other  provisions  of  law  any  person,  and  his  suc- 
cessors, assigns,  or  legal  representative,  shall  not  receive  a  United  States  patent 
for  an  invention  if  that  person,  or  his  successors,  assigns,  or  legal  representatives 
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shall,  without  procuring  the  license  prescribed  in  section  184  of  this  title,  have 
made,  or  consented  to  or  assisted  another's  making,  application  in  a  foreign 
country  for  a  patent  or  for  the  registration  of  a  utility  model,  industrial  design, 
or  model  in  respect  of  the  invention.  A  United  States  patent  issued  to  such  person, 
his  successors,  assigns,  or  legal  representatives  may  be  held  invalid  by  a  court 
of  competent  jurisdiction,  or  such  court  may  order  the  issuance  of  a  retroactive 
license  under  section  184  of  this  title. 

"§  186.  Penalty 

"Whoever,  during  the  period  or  periods  of  time  an  invention  has  been 
ordered  to  be  kept  secret  and  the  grant  of  a  patent  thereon  withheld  pursuant 
to  section  181  of  this  title,  shall,  with  knowledge  of  such  order  and  without 
due  authorization,  willfully  publish  or  disclose  or  authorize  or  cause  to  be  pub- 
lished or  disclosed  the  invention,  or  material  information  with  respect  thereto,  or 
whoever,  in  violation  of  the  provisions  of  section  184  of  this  title,  shall  file  or 
cause  or  authorize  to  be  filed  in  any  foreign  country  an  application  for  patent  or 
for  the  registration  of  a  utility  model,  industrial  design,  or  model  in  respect  of 
any  invention  made  in  the  United  States,  shall,  upon  conviction,  be  fined  not  more 
than  $10,000  or  imprisoned  for  not  more  than  two  years,  or  both. 

"§  187,  Nonapplicability  to  certain  persons 

"The  prohibitions  and  penalties  of  this  chapter  shall  not  apply  to  any  officer 
or  agent  of  the  United  States  acting  within  the  scope  of  his  authority,  nor  to  any 
person  acting  upon  his  written  instructions  or  permission. 

"§  188.  Rules  and  regulations,  delegation  of  power 

"The  Atomic  Energy  Commission,  the  Secretary  of  a  Defense  Department,  the 
chief  officer  of  any  other  department  or  agency  of  the  Government  designated 
by  the  President  as  a  defense  agency  of  the  United  States,  and  the  Secretary  of 
Commerce,  may  separately  issue  rules  and  regulations  to  enable  the  respective 
department  or  agency  to  carry  out  the  provisions  of  this  chapter,  and  may  delegate 
any  power  conferred  by  this  chapter. 

"PART  III— PATENTS  AND  PROTECTION  OF  PATENT  RIGHTS 

"Chapter  Sec. 

"25.  Amendment  and  Correction  of  Patents 251 

"26.  Ownership   and   Assignment 261 

"27.  Government  Interests  in   Patents 266 

"28.  Infringement   of   Patents 271 

"29.  Remedies  for  Infringement  of  Patent  and  Other  Actions 281 

"Chapter  25.— AMENDMENT  AND  CORRECTION  OF  PATENTS 

"Sec. 

"251.  Reissue  of  defective  patents. 

"252.  Effect  of  reissue. 

"253.  Disclaimer. 

"254.  Certificate  of  correction  of  Patent  Office  mistake. 

"255.  Certificate  of  correction  of  applicant's  mistake. 

"256.  Correction  of  named  inventor. 

"§  251.  Reissue  of  defective  patents 

"(a)  Whenever  any  patent  is,  through  error  without  any  deceptive  intention, 
deemed  wholly  or  partly  inoperative  or  invalid,  by  reason  of  a  defective  specifica- 
tion or  drawing,  or  by  reason  of  the  patentee  claiming  more  or  less  than  he  had 
a  right  to  claim  in  the  patent,  the  Commissioner  shall,  on  the  surrender  of  such 
patent  and  the  payment  of  the  fee  required  by  law,  reissue  the  patent  for  the 
invention  disclosed  in  the  original  patent,  and  in  accordance  with  a  new  and 
amended  application,  for  the  unexpired  part  of  the  term  of  the  original  patent. 
No  new  matter  shall  be  introduced  into  the  application  for  reissue. 

"(b)  The  i)rovisions  of  chapter  12,  13,  and  14  of  this  title  relating  to  applica- 
tions for  patent  shall  be  applicable  to  applications  for  reissue  of  a  patent. 

"(c)  No  reissued  patent  shall  be  granted  enlarging  the  scope  of  the  claims 
of  the  original  patent,  unless  applied  for  within  one  year  from  the  grant  of  the 
original  patent,  except  to  claim  the  same  subject  matter  as  a  claim  of  an  issued 
patent  pursuant  to  section  137  of  this  tile. 

"§252.  Effect  of  reissue 

"(a)  Tlie  surrender  of  the  original  patent  shall  take  effect  upon  the  issue  of 
the  reissued  patent,  and  every  reissued  patent  shall  have  the  same  effect  and  oper- 
ation in  law,  on  the  trial  of  actions  for  causes  thereafter  arising,  as  if  the 
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same  had  been  originally  granted  in  such  amended  form,  but  insofar  as  the  claims 
of  the  original  and  reissued  patents  are  identical,  such  surrender  shall  not  affect 
any  action  then  existing,  and  the  reissued  patent,  to  the  extent  that  its  claims 
are  identical  with  the  original  patent,  shall  constitute  a  continuation  thereof 
and  have  effect  continuously  from  the  date  of  the  original  patent. 

"(b)  No  reissued  patent  shall  abridge  or  aft'ect  the  right  of  any  person  or  his 
successors  in  business  who  made,  purchased  or  used  prior  to  the  grant  of  a  reissue 
anything  patented  by  the  reissued  patent,  to  continue  the  use  of,  or  to  sell  to 
others  to  be  used  or  sold,  the  specilic  thing  so  made,  purchased  or  used,  unless  the 
making,  using  or  selling  of  such  thing  infringes  a  valid  claim  of  the  reissued 
patent  which  was  in  the  original  patent.  The  court  before  which  such  matters  is 
in  question  may  provide  for  the  continued  manufacture,  use  or  sale  of  the  thing 
made,  purchased  or  used  as  specified,  or  for  the  manufacture,  use  or  sale  of  which 
substantial  preparation  was  made  before  the  grant  of  the  reissue,  and  it  may  also 
provide  for  the  continued  practice  of  any  process  patented  by  the  reissue,  prac- 
ticed, or  for  the  practice  of  which  substantial  preparation  was  made,  prior  to 
the  grant  of  the  reissue,  to  the  extent  and  under  such  terms  as  the  court  deems 
equitable  for  the  protection  of  investmens  made  or  business  commenced  before 
the  grant  of  the  reissue. 

"§  253.  Disclaimer 

"(a)  Whenever,  without  any  deceptive  intention,  a  claim  of  a  patent  is  invalid 
the  remaining  claims  shall  not  thereby  be  rendered  invalid.  A  patentee,  whether 
of  the  whole  or  any  sectional  interest  therein,  may,  on  payment  of  the  fee 
required  by  law,  make  disclaimer  of  any  complete  claim,  stating  therein  the 
extent  of  his  interest  in  such  patent.  Such  disclaimer  shall  be  in  writing  and 
recorded  in  the  Patent  Office;  and  it  shall  thereafter  be  considered  as  part  of  the 
original  patent  to  the  extent  of  the  interest  possessed  by  the  disclaimant  and  by 
those  claiming  under  him. 

••(  b)  In  like  manner  any  patentee  or  applicant  may  disclaim  or  dedicate  to  the 
pulilic  tlie  entire  term,  or  any  terminal  part  of  the  term,  of  the  patent  granted 
or  to  be  granted. 

"§254.  Certificate  of  correction  of  Patent  Office  mistake 

"Whenever  a  mistake  in  a  patent,  incurrcnl  through  the  fault  of  the  Patent 
Office,  is  clearly  disclosed  by  the  records  of  the  Office,  the  Commissioner  may 
issue  a  certificate  of  correction  stating  the  fact  and  nature  of  such  mistake,  under 
seal,  without  charge,  to  be  recorded  in  the  records  of  patents.  A  printed  copy 
thereof  shall  be  attached  to  each  printed  copy  of  the  patent,  and  such  certificate 
shall  be  considered  as  part  of  the  original  patent.  Every  .such  patent,  together 
with  such  certificate,  .shall  have  the  same  effect  and  operation  in  law  on  the 
trial  of  actions  for  causes  thereafter  arising  as  if  the  same  had  been  originally 
issued  in  such  corrected  form.  The  Commissioner  may  issue  a  corrected  patent 
without  charge  in  lieu  of  and  with  like  effect  as  a  certificate  of  correction. 

"§255.  Certificate  of  correction  of  applicant's  mistake 

"Whenever  a  mistake  of  a  clerical  or  typographical  nature,  or  of  minor  char- 
acter, which  was  not  the  fault  of  the  Patent  Office,  appears  in  a  patent  and  a 
showing  has  been  made  that  such  mistake  occurred  in  good  faith,  the  Com- 
missioner may,  upon  payment  of  the  required  fee,  issue  a  certificate  of  correction, 
if  the  correction  does  not  involve  such  changes  in  the  patent  as  would  require 
reexamination.  Such  patent,  together  with  the  certificate,  shall  have  the  same 
effect  and  operation  in  law  on  the  trial  of  actions  of  cau.ses  thereafter  arising  as  if 
the  same  had  been  originally  issued  in  such  corrected  form. 

"§  256.  Correction  of  named  inventor 

"Omission  of  an  inventor's  name  or  inclusion  of  the  name  of  a  person  not  an 
inventor,  without  deceptive  intent  shall  not  affect  validity  of  a  patent,  and  may 
be  corrected  at  any  time  by  the  Commissioner  in  accordance  with  regulations 
established  by  him  or  upon  order  of  a  Federal  court  before  which  the  matter  is 
called  in  question.  Upon  .such  correction  the  Commissioner  shall  is.sue  a  certificate 
accordingly. 

"Chapter  26.— OWNERSHIP  AND  ASSIGNMENT 
"Sec. 

"261.  Joint  owners. 
"262.  Joint  owners. 
"263.  Transferable  nature  of  patent  rights. 
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"§261.  Ownership;  assignment 

"(a)  Subject  to  the  provisions  of  this  title,  patents  shall  have  the  attributes 
of  personal  property. 

"(b)  Applications  for  patent,  patents,  or  any  interest  therein,  shall  be  assign- 
able in  law  by  an  instrument  in  writing.  The  applicant,  patentee,  or  his  assigns  or 
legal  representatives  may  in  like  manner  grant  and  convey  an  exclusive  right 
under  his  application  for  patent,  or  patents,  to  the  whole  or  any  specified  part 
of  the  United  States. 

"(c)  A  certificate  of  acknowledgment  under  the  hand  and  official  seal  of  a 
person  authorized  to  administer  oaths  within  the  United  States,  or  in  a  foreign 
country,  of  a  diplomatic  or  consular  officer  of  the  United  States  or  an  officer 
authorized  to  administer  oaths  whose  authority  is  proved  by  a  certificate  of  a 
diplomatic  or  consular  officer  of  the  United  States,  shall  be  prima  facie  evidence 
of  the  execution  of  an  assignment,  grant  or  conveyance  of  a  patent  or  application 
for  patent. 

"(d)  An  assignment,  grant  or  conveyance  shall  be  void  as  against  any  sub.se- 
quent  purchaser  or  mortgagee  for  a  valuable  consideration,  without  notice,  unless 
it  is  recorded  in  the  Patent  Office  within  three  months  from  its  date  or  prior  to 
the  date  of  such  subsequent  purchase  or  mortgage. 

"§262.  Joint  owners 

"In  the  absence  of  any  agreement  to  the  contrary,  each  of  the  joint  owners 
of  a  patent  may  make,  use  or  sell  the  patented  invention  without  the  consent 
of  and  without  accounting  to  the  other  owners. 

"§263.  Transferable  nature  of  patent  rights 

"(a)  Applications  for  patent,  patents,  or  any  interests  therein  may  be  licensed 
in  any  specified  territory,  in  the  whole,  or  in  any  specified  part,  of  the  field  of 
use  to  which  the  subject  matter  of  the  claims  of  the  patent  are  directly  applicable, 
and 

"(b)  A  patent  owner  shall  not  be  deemed  guilty  of  patent  misuse  because  he 
agreed  to  contractual  provisions  or  imposed  conditions  on  a  licensee  or  an 
assignee  which  have : 

"(1)   A  direct  relation  to  the  disclosure  and  claims  of  the  patent,  and 

"(2)   The  performance  of  which  is  reasonable  under  the  circum.stances  to 

secure  to  the  patent  owner  the  full  benefit  of  his  invention  and  patent  grant. 

"(c)  In  determining  the  reasonableness  of  such  provisions  or  conditions  under 

this  section,  the  courts  shall,  in  each  case,  consider  all  factors  involved  in  the 

exploitation  of  the  patented  invention  and  the  economic  effect  of  such  provisions 

or  conditions. 

"Chapter  27.— GOVERNMENT  INTEREST  IN  PATENTS 

"Sec. 

"267.  Time  for  taking  action  in  Government  applications. 

"§  267.  Time  for  taking  action  in  Government  applications 

"Notwithstanding  the  provisions  of  sections  133  and  151  of  this  title,  the  Com- 
missioner may  extend  the  time  for  taking  any  action  to  three  years,  when  an 
application  has  become  the  property  of  the  United  States  and  the  head  of  the 
appropriate  department  or  agency  of  the  Government  has  certified  to  the  Commis- 
sioner that  the  invention  disclosed  therein  is  important  to  the  armament  or  defense 
of  the  United  States. 

"Chapter  28.— INFRINGEMENT  OF  PATENTS 

"Sec. 

"271.  Infringement  of  patent. 

"272.  Temporary  presence  in  the  United  States. 

"§271.  Infringement  of  patent 

"(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority 
makes,  uses  or  sells  any  patented  invention,  within  the  United  States  during  the 
terra  of  the  patent  therefor,  infringes  the  patent. 

"(b)  Whoever,  without  authority  of  the  patentee,  imports  into  the  United 
States  a  product  made  in  another  country  by  a  process  patented  in  the  United 
States  shall  be  linble  as  an  infringer. 

"(c)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

"(d)  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  com- 
bination or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a  pat- 
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ented  process,  constituting  a  material  part  of  the  Invention  knowing  the  same  to 
be  e«;pecially  made  or  especially  adapted  for  use  in  an  infringement  of  such 
patent  and  not  a  staple  article  or  commodity  of  commerce  suitable  for  substan- 
tial noninfringing  use,  shall  be  liable  as  a  contributory  infringer. 

•(e)  No  patent  ow^er  otherwise  entitled  to  relief  for  infringement  or  con- 
tributory infrir^gement  of  a  natent  <hM  he  denied  relief  or  deemed  guilty  of 
m  s  se  or  illegal  extension  of  the  patent  right  by  reason  of  h^^  having  done  one 
S-  more  of  the  following:  (1)  derived  revenue  from  acts  which  if  performed  by 
another  without  his  consent  would  constitute  contributory  i"f^i"S<:^^f"^  of  the 
patent-  (2)  licensed  or  authorized  another  to  perform  acts  which  if  performed 
without  his  consent  would  constitute  contributory  infringement  of  the  patent; 
(3)    sought  to  enforce  his  patent  rights  against  infringement  or  contributory 

infringement.^^^^    ^luring  the  interim  period  after  publication  of  an  application 
and  before  grant  of  a  patent,  performs  an  act  w.hich  would  make  him  liable  for 
infringement  of  a  valid  claim  of  the  patent  shall  be  liable  as  an  infringer  if  a 
like  claim  appears  in  the  application  for  the  patent. 
"§272.  Temporary  presence  in  the  United  States 

••The  use  of  anv  invention  in  any  vessel,  aircraft  or  vehicle  of  any  country 
which  affords  similar  privileges  to  vessels,  aircraft  or  vehicles  of  the  United 
States,  entering  the  United  States  temporarily  or  accidentally  shal  not  con- 
stitute infringement  of  any  patent,  if  the  invention  is  used  exclusively  for  the 
needs  of  the  vessel,  aircraft  or  vehicle  and  is  not  sold  in  or  used  for  the  manu- 
facture of  anything  to  be  sold  in  or  exported  from  the  United  States. 

"Chapter  29.-REMEDIES  FOR  INFRINGEMENT  OF  PATENT  AND  OTHER 

ACTIONS 

"Sec. 

"2R1.  Remedy  for  infringement  of  patent. 

"282.  Presumption  of  validity  ;  defenses. 

"283.  Injunction. 

"284.  Damages. 

"285.  Attorney  fees. 

"286.  Time  limitation  on  damages. 

"287.  Limitation  on  damages  ;  marking  and  notice.  ,.,    ,  , 

"288.  Action  for  infringement  of  a  patent  containing  an  Invalid  claim. 

"289.  Additional  remedy  for  infringement  of  design  patent. 

"290.  Notice  of  patent  suits. 

"292.  False  marking. 

"293.  Nonresident  patentee,  service  and  notice. 

"§  281.  Remedy  for  infringement  of  patent 

"A  patentee  shall  have  remedy  by  civil  action  for  infringement  of  his  patent. 

"§282.  Presumption  of  validity;  defenses 

"(a)  A  patent  shall  be  presumed  valid.  Each  claim  of  a  patent  (whether  in 
independent  or  dependent  form)  shall  be  presumed  valid  independently  of  the 
validity  of  other  claims :  dependent  claims  shall  be  presumed  valid  even  though 
dependent  upon  an  invalid  claim.  The  burden  of  establishing  invalidity  of  a 
patent  or  any  claim  thereof  shall  rest  on  the  party  asserting  it. 

"(b)  The  "following  shall  he  defenses  in  any  action  involving  the  validity  or 
infringement  of  a  patent  and  shall  be  pleaded : 

"(1)  Noninfringement,  absence  of  liability  for  infringement,  or 
unenforceabilit.v. 

"(2)  Invalidity  of  the  patent  or  any  claim  in  suit  on  any  ground  specified 
in  Part  II  of  this  title  as  a  condition  for  patentability,  provided,  however, 
that  the  validity  of  a  patent  may  not  be  questioned  solely  because  of  the 
existence  of  two  or  more  patents  where  said  patents  will  expire  on  the 
same  date  as  a  result  of  filing  on  the  same  date  or  as  a  result  of  a  terminal 
disclaimer  pursuant  to  section  2r).3  of  this  title  so  long  as  the  right  to  sue 
for  infringement  of  said  patents  is  maintained  in  the  same  legal  entity. 

"(3)   Invalidity  of  the  patent  or  any  claim  in  suit  for  failure  to  comply 

with  any  requirement  of  section  112  or  251  of  this  title. 

"  (4)   Any  other  fact  or  act  made  a  defense  by  this  title. 

"(e)   In  actions  involving  the  validity  or  infringement  of  a  patent,  the  party 

asserting  invalidity  or  noninfringement  shall  give  notice  in  the  pleadings  or 

otherwise  in  writing  to  the  adverse  party  at  least  thirty  days  before  the  trial, 

of  the  countrv,  number,  date,  and  name  of  the  patentee  of  any  patent,  the  title, 

date,  and  page  numbers  of  any  publication  to  be  relied  upon  as  anticipation  of 

the  patent  in  suit  or,  except  in  actions  in  the  United  States  Court  of  Claims,  as 
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showing  the  state  of  the  art,  and  the  name  and  address  of  any  person  who  may 
be  relied  upon  as  the  prior  inventor  or  as  having  prior  knowledge  of  or  as 
having  previously  used  or  sold  the  invention  of  the  patent  in  suit.  In  the  absence 
of  such  notice,  proof  of  the  said  matters  may  not  be  made  at  the  trial  except 
on  such  terms  as  the  court  requires. 

"§283.  Injunction 

"(a)  The  sevei'al  courts  having  jurisdiction  of  cases  under  this  title  may 
grant  injunctions  in  accordance  with  the  principles  of  equity  to  prevent  the 
violation  of  any  right  secured  by  patent,  on  such  terms  as  the  court  deems 
reasonable. 

"(b)  Xo  injunction  shall  be  granted  with  respect  to  subsequent  use  or  sale  of 
machines,  manufactures,  or  compositions  of  matter  made  prior  to  grant  of  the 
patent  and  for  which  damag'es  are  awarded  under  section  2S4(b)  of  this  title. 

"§284.  Damages 

"(a)  Upon  finding  for  the  claimant,  the  court  shall  award  the  claimant  dam- 
ages adequate  to  compensate  for  the  infringement  but  in  no  event  less  than  the 
infringer's  profits  attributable  to  the  infringement,  or  less  than  a  reasonable 
royalty  for  the  use  made  of  the  invention  by  the  infringer,  whichever  shall  be 
greater,  together  with  interest  and  costs  as  fixed  by  the  court. 

"(b)  Damages  for  acts  set  forth  in  section  271(f)  of  this  title  shall  be  awarded 
only  for  acts  occurring  after  actual  notice  to  the  infringer  stating  how  his  acts 
are  considered  to  infringe  a  claim  of  a  published  application  and  shall  be  limited 
to  royalties  reasoanble  in  the  circumstances. 

"(c)  When  the  damages  ar'e  not  found  by  a  jury,  the  court  shall  assess  them. 
In  either  event  the  court  may  increase  the  damages  up  to  three  times  the  amount 
found  or  assessed. 

"(d)  The  court  may  receive  exi>ert  testimony  as  an  aid  to  the  determination  of 
damages  or  of  what  royalty  would  be  reasonable  under  the  circumstances. 

"§285.  Attorney  fees 

"The  court  in  exceptional  cases  may  award  reasonable  attorney  fees  to  the 
prevailing  party. 

"§  286.  Time  limitation  on  damages 

"(a)  Except  as  otherwise  provided  by  law,  no  recovery  shall  be  had  for  any 
infringement  committed  more  than  six  years  prior  to  the  filing  of  the  complaint 
or  counterclaim  for  infringment  in  the  action. 

"(b)  In  the  case  of  claims  against  the  United  States  Government  for  use  of  a 
patented  invention,  the  period  before  bringing  suit,  up  to  six  years,  between 
the  date  of  receipt  of  a  written  claim  for  compensation  by  the  department  or 
agency  of  the  Government  having  authority  to  settle  such  claim,  and  the  date 
of  mailing  by  the  Government  of  a  notice  to  the  claimant  that  his  claim  has  been 
denied  shall  not  be  counted  as  part  of  the  period  referred  to  in  the  preceding 
paragraph. 

"§287.  Limitation  on  damages;  marking  and  notice 

"Patentees,  and  persons  making  or  selling  any  patented  article  for  or  under 
them,  may  give  notice  to  the  public  that  the  same  is  patented,  either  by  fixing 
thereon  the  word  'patent'  or  the  abbreviation  'pat.',  together  with  the  number 
of  the  patent,  or  when,  from  the  character  of  the  article,  this  cannot  be  done, 
by  fixing  to  it,  or  to  the  package  wherein  one  or  more  of  them  is  contained,  a 
label  containing  a  like  notice.  In  the  event  of  failure  so  to  mark,  no  damages 
shall  be  recovered  by  the  patentee  in  any  action  for  infringement,  except  on 
proof  that  the  infringer  was  notified  of  the  infringement  and  continued  to  in- 
fringe thereafter,  in  which  event  damages  may  be  recovered  only  for  infringement 
occurring  after  such  notice.  Filing  of  an  action  for  infringement  shall  constitute 
such  notice. 

"§  288.  Action  for  infringement  of  a  patent  containing  an  invalid  claim 

"Whenever,  without  deceptive  intention,  a  claim  of  a  patent  is  invalid,  an 
action  may  be  maintained  for  the  infringement  of  a  claim  of  the  patent  which 
may  he  valid.  The  patentee  shall  recoVer  no  costs  unless  a  disclaimer  of  the 
invalid  claim  has  been  entered  at  the  Patent  Oftice  before  the  commencement 
of  the  suit. 
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"§  289.  Additional  remedy  for  infringement  of  a  design  patent 

"(a)  Whoever  during  the  term  of  a  patent  for  a  design,  without  license  of  the 
owner,  (1)  applies  the  patented  design,  or  any  colorable  imitation  thereof,  to 
any  article  of  manufacture  for  the  purpose  of  sale,  or  (2)  sells  or  exposes  for 
sale  any  article  of  manufacture  to  which  such  design  or  colorable  imitation  has 
been  applied  shall  be  liable  tf>  the  owner  to  the  extent  of  his  total  profit,  but 
not  less  than  $250,  recoverable  in  any  United  States  district  court  having 
jurisdiction  of  the  parties. 

"(b)  Nothing  in  this  section  shall  prevent,  lessen,  or  impeach  any  other  remedy 
which  an  owner  of  an  infringed  patent  has  under  the  provisions  of  this  title, 
but  he  shall  not  twice  recover  the  profit  made  from  the  infringement. 

"§290.  Notice  of  patent  suits 

"The  clerks  of  the  courts  of  the  United  States,  within  one  month  after  the 
filing  of  an  action  under  this  title,  shall  give  notice  thereof  in  writing  to  the 
Commissioner,  setting  forth  so  far  as  known  the  names  and  addresses  of  the 
parties,  name  of  the  inventor,  and  the  designating  number  of  the  patent  uiwn 
which  the  action  has  been  brought.  If  any  other  patent  is  subsequently  included 
in  the  action  he  shall  give  like  notice  thereof.  Within  one  numth  after  the 
decision  is  rendered  or  a  judgment  issued  the  clerk  of  the  court  shall  give  notic'e 
thereof  to  the  Commissioner.  The  Commissioner  shall,  on  receipt  of  such  notices, 
enter  the  same  in  the  file  of  such  patent. 

"§292.  False  marking 

"(a)  Whoever,  without  the  consent  of  the  patentee,  marks  upon,  or  affixes  to, 
or  uses  in  advertising  in  connection  with  anything  made,  used,  or  sold  by  him. 
the  name  or  any  imitation  of  the  name  of  the  patentee,  the  patent  number,  or 
the  words  'patent.'  'patentee,'  or  the  like,  with  the  intent  of  counterfeiting  or 
imitating  the  mark  of  the  patentee,  or  of  deceiving  the  public  and  inducing  them 
to  believe  that  the  thing  was  made  or  sold  by  or  with  the  consent  of  the  paten- 
tee :  or  ... 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  m  connection  with 
any  unpatented  article,  the  word  'patent'  or  any  word  or  number  importing  that 
the  same  is  patented,  for  the  purpose  of  deceiving  the  public ;  or 

"Whoever  marks  upon,  or  affixes  to,  or  uses  in  advertising  in  connection  with 
any  article,  the  words  'patent  applied  for.'  'patent  pending,'  or  any  word  importing 
that  an  application  for  patent  has  been  made,  when  no  application  for  patent 
has  been  made,  or  if  made,  is  not  pending,  for  the  purpose  of  deceiving  the 
public — 

"Shall  be  fined  not  more  than  $.oOO  for  every  such  offense. 

"(b)   Any  person  may  sue  for  the  penalty,  in  which  event  one-half  shall  go 
to  the  person  suing  and  the  other  to  the  use  of  the  United  States. 
"§293.  Nonresident  patentee;  service  and  notice 

"Every  patentee  not  residing  in  the  United  States  may  file  in  the  Patent  Offi-ce 
a  written  designation  stating  the  name  and  address  of  a  person  residing  within 
the  United  States  on  whom  may  be  served  process  or  notice  of  proceedings  affect- 
ing the  patent  or  rights  thereunder.  If  the  person  designated  cannot  be  found 
at  the  address  given  in  the  last  designation,  or  if  no  person  has  been  designated, 
the  United  States  District  Court  for  the  District  of  Columbia  shall  have  juris- 
diction and  summons  shall  be  served  by  publication  or  otherwise  as  the  court 
directs  The  court  shall  have  the  same  jurisdiction  to  take  any  action  respecting 
the  patent  or  rights  thereunder  that  it  would  have  if  the  patentee  were  personally 
v.ithin  the  jurisdiction  of  the  court." 

TKANSITIONAL    AXD    SUPPLEMEXTAL   PROVISIONS 

Sec.  2.  (a)  Chapter  9  of  title  28,  United  States  Code,  .Judicial  Code  and  Judi- 
ciary, is  amended  to  read  as  follows  : 

"Chapter  9.-C0URT  OF  CUSTOMS  AND  PATENT  APPEALS 

"Sec. 

"211.  Appointment  and  number  of  judges. 

"212.   Duties  of  chief  judge  ;  precedence  of  judges. 

'•21.3.  Tenure  and  salaries  of  judges. 

"214.   Sessions. 

'■215.  Divisions  ;  powers  and  assignments. 

"216.  Publication  of  decisions. 
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"§211,  Appointment  and  number  of  judges 

"The  President  shall  appoint,  by  and  with  the  advice  and  consent  of  the  Senate,, 
a  chief  judge  and  eight  associate  judges  who  shall  constitute  a  court  of  record' 
known  as  the  United  States  Court  of  Customs  and  Patent  Appeals.  At  least  six 
judges  of  the  Court  of  Customs  and  Patent  Appeals  shall  be  specially  qualified 
in  the  law  of  patents.  Such  court  is  hereby  declared  to  be  a  court  established  under- 
Article  III  of  the  Constitution  of  the  United  States. 

"§212,  Duties  of  chief  judge;  precedence  of  judges 

"The  chief  judge  of  the  Court  of  Customs  and  Patent  Appeals,  with  the  approval 
of  the  court,  shall  supervise  the  fiscal  atfairs  and  clerical  force  of  the  court.  The 
chief  judge  shall  assign  or  reassign,  under  rules  of  the  court,  any  case  for  trial, 
hearing,  or  determination  ;  and  promulgate  dockets. 

"The  chief  judge  shall  have  precedence  and  preside  at  any  session  of  the  court 
•which  he  attends.  If  he  is  temporarily  unable  to  perform  his  duties  as  such, 
they  shall  be  performed  by  the  judge  in  active  service,  who  is  present,  able  and 
qualified  to  act,  and  next  in  precedence. 

"The  associate  judges  shall  have  precedence  and  preside  according  to  the 
seniority  of  their  commissions.  Judges  whose  commissions  bear  the  same  date 
shall  have  precedence  according  to  seniority  in  age. 

"§213.  Tenure  and  salai'ies  of  judges 

"Judges  of  the  Court  of  Customs  and  Patent  Appeals  shall  hold  office  during 
good  behavior ;  each  shall  receive  a  salary  of  $33,000  a  year. 

"§214.  Sessions 

"The  Court  of  Customs  and  Patent  Appeals  may  hold  court  at  such  times  and 
places  as  it  may  fix  by  rule. 

"§215.  Divisions;  powers  and  assignments 

"(a)  Judges  of  the  Court  of  Customs  and  Patent  Appeals  shall  sit  on  the 
court  and  its  divisions  in  such  order  and  at  such  times  as  the  court  directs. 

"(b)  The  Court  of  Customs  and  Patent  Appeals  shall  have  an  appellate  part 
to  hear  and  determine  matters  within  the  appelate  jurisdiction  of  the  court :  in 
such  appellate  part,  the  Court  of  Customs  and  Patent  Appeals  may  authorize  the 
hearing  and  determination  of  cases  and  controversies  by  separate  divisions,  each 
consisting  of  three  judges.  A  hearing  or  rehearing  of  any  matter  within  the 
appellate  jurisdiction  of  the  court  may  be  ordered  by  a  majority  of  the  judges 
of  the  Court  of  Customs  and  Patent  Appeals  in  regular,  active  service.  The  court 
en  banc  shall  con.sist  of  the  judges  of  the  Court  of  Customs  and  Patent  Appeals 
in  regular,  active  service.  A  judge  of  the  Court  of  Customs  and  Patent  Appeals 
who  has  retired  from  regular  service  shall  also  be  competent  to  sit  as  a  judge  of 
the  court  en  banc  in  the  rehearing  of  a  matter  if  he  sat  on  the  court  or  division  at 
the  original  hearing  thereof. 

"(c)  The  Court  of  Customs  and  Patent  Appeals  shall  have  a  trial  part 
to  hear  and  determine  matters  within  the  original  jurisdiction  of  the  Court 
of  Customs  and  Patent  Appeals  :  business  of  the  trial  part  of  the  Court  of 
Customs  and  Patent  Appeals  shall  be  divided  among  the  judges  as  provided  by  the 
rules  and  orders  of  the  court.  The  chief  judge  shall  be  responsible  for  the  observ- 
ance of  such  rules  and  order.s,  and  shall  divide  the  business  and  assign  the  cases 
so  far  as  such  rules  and  orders  do  not  otherwise  prescribe. 

"(d)  The  chief  judge  may  sit  in  any  division  of  the  appellate  part  or  as  a 
judge  of  the  trial  part.  He  may,  when  necessary,  assign  other  judges  to  any 
division  of  the  appellate  part  or  to  sit  as  a  judge  of  the  trial  part. 

"§216.  Publication  of  decisions 

"All  decisions  of  the  Court  of  Customs  and  Patent  Appeals  shall  be  preserved 
and  open  to  inspection.  The  court  shall  forward  copies  of  each  decision  to  the 
Commissioner  of  Patents  who  shall  publish  weekly  such  dei-isions  as  he  or  the 
court  may  designate  and  abstracts  of  all   other  decisions." 

(b)  Section  S32  of  title  28,  United  States  Code,  Judicial  Code  and  Judiciary,  is 
amended  to  read  as  follows  : 

"§832.  Marshal 

"The  Court  of  Customs  and  Patent  Appeals  may  appoint  a  mar.shal  and  deputy 
marshals,  who  shall  serve  within  the  District  of  Columbia  and  shall  he  subject 
to  removal  by  the  court. 
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"The  marshal  and  his  (lepnties  shall  attend  the  court  at  its  sessions,  and 
shall  serve  and  execute  all  process  and  orders  issuing  from  it,  and  exercise 
the  powers  and  perform  the  duties  concerning  all  matters  within  such  court's 
jurisdiction  assigned  to  them  by  the  court.  The  marshal  shall  purchase  books 
and  supplies,  supervise  the  library  and  perform  such  other  duties  as  the  court 
may  direct.  Under  regulations  prescribed  by  the  Director  of  the  Administrative 
Office  of  the  TTnited^  States  Courts,  the  marshal  shall  pay  the  salaries  of 
judges,  officers,  and  employees  of  the  court  and  disburse  funds  appropriated  for 
the  exiJenses  of  the  court. 

"United  States  marshals  for  other  districts  where  sessions  of  the  court 
are  held  shall  serve  as  marshals  of  the  court." 

(c)  Section  833  of  title  28,  United  States  Code,  Judicial  Code  and  Judiciary, 
is  amended  by  adding  the  following  paragraph  at  the  end  thereof : 

"(d)  The  court  shall  appoint  one  or  more  court  reporters  to  attend  at  each 
session  of  the  trial  part  of  the  court.  The  number  and  qualifications  and  all  other 
matters  concerning  such  court  reporters  shall  be  determined  in  accordance  with 
section  753  of  this  title." 

(d)  Section  1256  of  title  28,  United  States  Code,  Judicial  Code  and  Judiciary, 
is  amended  to  read  as  follows : 

"§1256,  Court  of  Customs  and  Patent  Appeals;  certiorari;  certified  questions 
"Cases    in    the    Court    of    Customs    and    Patent    Appeals    may    be    reviewed 
by  the  Supreme  Court  by  the  following  methods : 
"(1)   By  writ  of  certiorari: 

"(2)  By  certification  of  any  question  of  law  by  the  Court  of  Customs 
and  Patent  Appeals  in  any  case  as  to  which  instructions  are  desired,  and 
upon  such  certification  the  Supreme  Court  may  give  binding  instructions 
on  such  questions." 

(e)  Section  1338  of  title  28,  United  States  Code,  Judicial  Code  and  Judiciary 
is  amended  to  read  as  follows: 

"§  1338.  Patents,  copyrights,  trademarks  and  unfair  competition 

"(a)  Except  as  provided  in  Chapter  93  hereof,  the  district  courts  shall 
have  original  jurisdiction  of  any  civil  action  arising  under  any  Act  of  Congress 
relating  to  patents,  copyrights  and  trademarks.  Such  jurisdiction  shall  be  exclu- 
sive of  the  courts  of  the  States  in  patent  and  copyright  cases. 

"(b)  The  district  courts  shall  have  original  jurisdiction  of  any  civil  action 
asserting  a  claim  of  unfair  competition  when  joined  with  a  substantial  and  related 
claim  under  the  copyright,  patent  or  trademark  laws." 

(f)  Chapter  93  of  title  28,  United  States  Code,  Judicial  Code  and  Judiciary, 
is  amended  to  read  as  follows  : 

"CHAPTER  93.— COURT  OF  CUSTOMS  AND  PATENT  APPEALS 

"Sec. 

"1541.  Powers  generally. 

"1542.  Customs  Court  decisions. 

"1543.  Patent  Office  decisions. 

"1544.  Tariff  Commission  decisions. 

"§1541.  Powers  generally 

"The  Court  of  Customs  and  Patent  Appeals  and  each  judge  thereof  shall 
possess  all  the  powers  of  a  district  court  of  the  United  States  for  preserving  order,, 
compelling  the  attendance  of  witnesses  and  the  production  of  evidence. 

"§  1542.  Customs  Court  decisions 

"The  Court  of  Customs  and  Patent  Appeals  shall  have  jurisdiction  to  review  by 
appeal  final  decisions  of  the  Customs  Court  in  all  ca.ses  as  to  the  construction  of 
the  law  and  the  facts  re.si>ecting  the  classification  of  merchandise,  the  rate  of 
duty  imposed  thereon  under  such  classifications,  and  the  fees  and  charges  con- 
nected therewith,  and  all  appealable  questions  as  to  the  jurisdiction  of  the  Cus- 
toms Court  and  as  to  the  laws  and  regulations  governing  the  collection  of  the 
customs  revenues. 

"§  1543.  Patent  Office  decisions 

"(a)  The  Court  of  Customs  and  Patent  Appeals  shall  have  original  jurisdic- 
tion of  all  civil  actions  arising  under  section  145  of  title  35.  Such  jurisdiction 
shall  be  known  as  the  trial  jurisdiction  of  the  court. 

"(b)   The  Court  of  Customs  and  Patent  Appeals  shall  have  jurisdiction  of : 
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"(1)  Appeals  from  all  decisions  of  the  trial  part  of  the  Court  of  Customs 
and  Patent  Appeals : 

"(2)  Appeals  from  decisions  of  the  Board  of  Appeals  of  the  Patent  Office 
as  to  patent  applications  and  patents  as  provided  in  Chapter  13  of  title  35, 
Patents,  United  States  Code  ; 

"(3)  Appeals  from  decisions  of  the  Commissioner  of  Patents  and  the 
Trademark  Trial  and  Appeal  Board  as  to  trademark  applications  and  pro- 
ceedings as  provided  in  section  1071  of  title  15. 

"§  1544.  Tarifif  Commission  decisions 

"The  Court  of  Customs  and  Patent  Appeals  shall  have  jurisdiction  to  review, 
by  appeal  on  questions  of  law  only,  the  findings  of  the  United  States  Tariff  Com- 
mission as  to  unfair  practices  in  import  trade,  made  under  section  1337  of  title  19." 

(g)  Title  28,  United  States  Code,  Judicial  Code  and  Judiciary,  is  amended  by 
adding  new  .section  2603,  reading  as  follows : 

"§2603.  Patent  Office  cases 

"Federal  Rules  of  Civil  Procedure  for  the  T'nited  States  district  courts  shall 
govern  the  procedure  in  all  cases  within  the  trial  jurisdiction  of  the  Court  of  Cus- 
toms and  Patent  Appeals  arising  under  section  145  of  title  35." 

(h)  The  section  analysis  of  Chapter  167 — Court  of  Customs  and  Patent 
Appeals  Procedure,  of  title  2S,  United  States  Code,  Judicial  Code  and  Judiciary, 
preceding  .section  2601  is  amended  by  adding  the  following  line  : 

"2603.  Patent  Office  cases." 

Sec.  3.  If  any  provisions  of  title  35  Patents,  TTnited  States  Code,  as  amended  by 
this  Act,  or  any  other  provision  of  this  Act,  is  declared  unconstitutional  or  is  held 
invalid,  the  validity  of  the  remaining  provisions  .shall  not  be  affected. 

Sec.  4.  This  Act  shall  take  effect  on  the  day  six  months  after  enactment. 

(b)  Applications  for  patent  actually  filed  in  the  T'nited  States  prior  to  the  effec- 
tive date  of  this  Act  shall  continue  to  be  governed  by  the  provisions  of  title  35 
in  effect  immediately  prior  to  the  effective  date,  except  that  any  such  applica- 
tion may  be  published  by  the  Commissioner  in  accordance  with  the  provisions  of 
.section  123  of  title  35  as  enacted  by  this  Act. 

(c)  Applications  for  patent  actually  filed  in  the  United  States  within  one  year 
after  the  effective  date  of  this  Act  and  not  relying  on  a  prior  application  shall 
continue  to  be  governed  by  the  provisions  of  chapter  10  and  by  the  provisions 
relating  to  interferences  in  chapters  12  and  13,  of  title  35  in  effect  immediately 
prior  to  the  effective  date. 

(d)  The  amendment  of  title  35,  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  effect  immediately  prior 
to  the  effective  date  of  this  Act. 

Sec.  5.  This  Act  may  be  cited  as  "The  Patent  Act  of  1967." 

(By  order  of  the  chairman,  the  letter  and  addendum  to  S.  2597,  from 
the  American  Bar  Association  appears  as  follow:) 

November  21,  1967. 
Re  S.    2.597    (Dirksen). 

Thomas  Brennan, 

Coiin.s-cl,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Committee  on 
the  Judiciary,  U.S.  Senate,  Washington,  D.C. 

Dear  Mr.  Brennan  :  At  its  meeting  in  Honolulu  in  August,  the  Section  on 
I'atent,  Trademark  and  Copyright  Law  of  the  American  Bar  Association  recom- 
mended certain  changes  be  made  in  the  draft  Bill,  which  now  has  been  introduced 
as  S.  2.197. 

While  these  changes  are  not  esstMitial,  it  is  Ivelieved  that  they  improve  the  Bill, 
and  wc  therefore  recommend  them  to  the  Senate. 

A  c<M)y  of  the  clianges,  in  the  form  of  an  addendum  to  S.  2-597,  is  attached. 
Very  truly  yours. 


Edward  F.  McKie,  Jr. 


AoDENDf^r  TO  S.  2.597 


Section   100.  Dc/initions    (pp.  10-11) 

Commencing  with  subsection  (g).  tlie  l)alnnce  of  the  section  should  be  clianged 
to  read  as  folhtws  : 
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(g)  The  term  "actuiil  tiUnix  date  in  the  United  States"  means  the  earliest  date 
of  tilini?  of  an  application  in  the  I'nited  States  to  which  an  applicant  is  entitled. 

(h)  The  term  "useful"  shall  include,  but  shall  not  be  limited  to,  utility  in 
ML'riculture,  eouinierce,  industry,  health,  or  research. 

( i )  The  term  "prior  art"  means  : 

(1)  A  published  United  States  ixitent  application  or  United  States  patent 
of  another  which  has  an  actual  liling  date  in  the  United  States  before  the 
inventi(.n  by  the  inventor  named  in  the  applicant's  application ;  or 

(2)  Subject  matter  known  or  used  by  others  in  this  country  before  the 
invention  by  the  inventor  named  in  the  applicant's  application ;  or 

(3)  A  patent  or  publication  in  this  or  a  foreign  country  reasonably  avail- 
able before  the  invention  by  the  inventor  named  in  the  applicant's  appli- 
cation, or  more  than  one  year  prior  to  the  effective  filing  date  of  the 
application  f(ir  patent  in  the  United  States  ;  or 

(4)  Subject  matter  on  sale  or  in  public  use  in  this  conntry  more  than  one 
year  prior  to  the  effective  filing  date  of  the  application  for  patent  in  the 
United  States ;  or 

(5)  Subject  matter  for  which  the  applicant  has  no  right  to  secure  a 
patent  because  the  inventor  named  in  the  ai>plication  did  not  himself  invent 
it  or  because  before  his  invention  thereof,  the  invention  was  made  in  this 
country  by  another  who  had  not  abandoned,  suppressed  or  concealed  it. 

ti  *  *  *  *  «  * 

Section  101.  Aiandmcnt  of  invention  (p.  12) 

Subsection  (b)  should  be  changed  to  i-ead  as  follows  : 

(b)  I*ubIication  of  an  application  under  the  provisions  of  section  123  or  151 
of  this  title  negates  any  inference  that  an  invention  disclosed  therein  was 
abandoned  within  the  meaning  of  section  102(e),  136  or  137  of  this  title. 


Section  119.  Benefit  of  earlier  filing  date  in  foreign  country ;  right  of  priority 
(p.  15) 
In  line  31,  delete  "by  the  same  inventor". 


Section  120.  Benefit  of  earlier  filing  date  in  the  United  States  (p.  16) 
In  subsection  (b),  line  30,  after  "prior"  insert  "copending". 

*****  *  * 

Section  131.  Examination  of  application  (p.  17) 

At  the  end  of  the  section  (line  31)  change  the  period  to  a  comma  and  add 
"except  that  applications  may  be  examined  out  of  turn  under  sijecial  circum- 
stances established  by  the  Commissioner  by  regulation." 

******* 

Section  136.  Reexamination   after  publication   (pp.  18-19) 

In  subsection  (d)  (1)   [page  19,  line  1]  change  "sold"  to  "on  sale". 

******* 

Section  137.  Priority  of  invention  (pp.  19-20) 

In  subsection  (a),  page  19,  line  1,  after  "allowable"  insert  "pending";  line 
34,  after  "said"  insert  "pending". 

At  the  end  of  subsection  (a),  page  19,  add  "A  final  judgment  adverse  to  a 
patentee  from  which  no  appeal  has  been  or  can  be  taken  shall  constitute 
cancellation  of  the  claims  involved  from  the  patent  and  notice  thereof  shall  be 
endorsed  on  copies  of  the  patent  thereafter  distributed  by  the  Patent  OflSc-e." 

******* 

Section  I4I.  Appeal  to  Court  of  Customs  and  Patent  Appeals  (p.  20) 

In  subsection  (a) ,  line  1,  delete  "or  his  successor  in  title,". 

In  subsection  (b),  line  11,  delete  ",  or  his  successor  title,"  and  substitute 
therefor  "or  patentee,". 
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Section  ISJf.  Filing  of  application  in  foreign  country  (pp.  26-27) 
Revise  entire  section  to  read  as  follows  : 

(a)  Except  when  authorized  by  a  license  obtained  from,  or  a  general  license 
established  by.  the  Commissioner,  a  person  shall  not  file  or  cause  or  authorize 
to  be  filed  in  any  foreign  country  an  application  for  patent  or  for  the  registration 
of  a  utility  model,  industrial  design  or  model  in  respect  to  an  invention  made 
in  this  country,  prior  to  six  months  after  filing  an  application  for  patent  on  the 
same  invention  under  section  111  of  this  title,  or  prior  to  four  months  after 
filing  an  application  for  patent  on  the  same  ornamental  design  under  section  171 
of  this  title.  A  license  shall  not  be  granted  with  respect  to  an  invention  .subject 
to  an  order  issued  by  the  Commissioner  pursuant  to  .section  ISl  of  this  title 
without  the  concurrence  of  the  heads  of  the  departments  and  the  chief  officers 
of  the  agencies  who  caused  the  order  to  be  issued.  UpDu  compliance  with 
regulations  established  by  the  Commissioner,  a  license  shall  be  granted  retro- 
actively where  an  application  has  been  filed  abroad  and  the  application  does  not 
disclose  an  invention  within  the  scope  of  section  ISl  of  this  title. 

(b)  The  Patent  Office  is  hereby  established  as  the  sole  governmental  agency  to- 
grant  a  license  or  establish  a  general  license. 

(c)  The  term  "application"  when  used  in  this  Chapter  includes  applications 
and  any  modifications,  amendn:ents.  or  supplements  thereto,  or  divisions  thereof. 

(d)  No  license  shall  be  required,  subsequent  to  the  filing  of  a  foreign  applica- 
tion, for  any  modifications,  amendments  or  supplements  to  that  foreign  appli- 
cation, or  divisions  thereof,  which  do  not  alter  the  nature  of  the  invention 
originally  disclosed,  which  are  within  the  scope  of  the  invention  orginally  dis- 
closed, and  where  the  filing  of  the  foreign  application  originally  complied  with 
the  provisions  of  this  section. 

(e)  A  retroactive  license  may  be  granted  at  any  time  notwithstanding  the 
fact  that  a  corresponding  United  States  application  has  matured  into  a  patent. 
Such  license  shall  have  the  same  force  and  effect  as  if  granted  during  the 
pendency  of  the  application. 

^  *****  * 

Section  251.  Reissue  of  defective  patents  (pp.  28-29) 

Revise  entire  section  to  read  as  follows  : 

(a)  Whenever  any  patent  is.  through  error  without  any  deceptive  intention, 
deemed  wholly  or  partly  inoperative  or  invalid,  by  reason  of  a  defective  specifica- 
tion or  drawing,  or  by  reason  of  the  patentee  claiming  more  or  less  than  he  had 
a  right  to  claim  in  the  patent,  the  Commissioner  shall,  on  the  surrender  of  such 
patent  and  the  payment  of  the  fee  required  by  law,  reissue  the  patent  for  the 
invention  disclosed  in  the  original  patent,  and  in  accordance  with  a  new  and 
amended  application,  for  the  unexpired  part  of  the  term  of  the  original  patent. 
No  new  matter  shall  be  introduced  into  the  application  for  reissue. 

(b)  The  Commissioner  may  issue  several  reissued  patents  for  distinct  and 
separate  parts  of  the  thing  patented,  upon  demand  of  the  applicant,  and  upon 
payment  of  the  required  fee  for  a  reissue  of  ear-h  of  such  reissued  patents. 

(c)  The  provisions  of  this  title  relating  to  applications  for  patent  shall  be 
applicable  to  applications  for  reissue  of  a  patent. 

(d)  No  reissue  patent  shall  be  granted  enlarging  the  scope  of  the  claims  of 
the  original  patent,  unless  applied  for  within  one  year  from  the  grant  of  the 
original  patent,  except  to  claim  the  same  subject  matter  as  a  claim  of  an  issued 
patent  pursuant  to  section  137  of  this  title. 

******* 
Section  271.  Infringement  of  patent  (pp.  32-3.3) 
Revise  entire  section  to  read  as  follows  : 

(a)  Except  as  otherwise  provided  in  this  title,  whoever  without  authority 
makes,  uses  or  sells  any  patented  invention,  within  the  United  States  during 
the  term  of  the  patent  therefor,  infringes  the  patent. 

(b)  Whoever,  without  authority  of  the  iMitentee.  imports  into  the  United 
States  a  product  made  in  another  country  by  a  process  patented  in  the  United 
States  shall  be  liable  as  an  infringer. 

(o)  Whoever  actively  induces  infringement  of  a  patent  shall  be  liable  as  an 
infringer. 

(d)  Whoever  sells  a  component  of  a  patented  machine,  manufacture,  com- 
bination or  composition,  or  a  material  or  apparatus  for  use  in  practicing  a 
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patented  process,  constituting  jx  niatei-ial  part  of  the  invention,  knowing  the 
i^ame  to  be  especially  made  or  especially  adapted  for  use  in  an  iufriugenient  of 
such  patent,  and  not  a  staple  article  or  commodity  of  commerce  suitable  for  sub- 
stantial noninfringing  use,  sliall  hv  liable  as  an  infringer. 

(e)  No  patent  ov\ner  otherwise  entitled  to  relief  for  infringement  of  a  patent 
shall  be  denied  relief  or  deemed  guilty  of  misuse  or  illegal  extension  of  the 
patent  right  by  reason  of  his  having  done  one  jr  more  of  the  following:  (1) 
derived  revenue  from  acts  v.-hich  if  performed  by  another  without  his  consent 
would  constitute  infringement  of  the  patent;  (2)  licensed  or  authorized  another 
to  perform  acts  which  if  i>ei"formed  without  his  consent  would  constitute  infringe- 
ment of  the  patent :  (3)  sought  to  enforce  his  patent  rights  against  infringement. 

<t)  Whoever,  during  the  interim  period  after  publication  of  an  application 
and  before  grant  of  a  patent,  performs  an  act  which  would  make  him  liable  for 
infringement  of  a  valid  claim  of  the  patent  shall  be  liable  as  an  infringer  if  a 
like  claim  appears  in  the  application  for  the  patent. 

******  ^i 

In  the  section  table  of  contents  under  "Chapter  29. — Remedies  for  Infringe- 
ment of  Patent  and  Other  Actions",  page  33,  insert  between  "200"  and  "292" 
the  following :  "291.  Interfering  patents." 

******  ^ 

Section  2S/,.  Damages  (pp.  34-3.5) 

In  subsection  (a),  page  34,  lines  39-40,  delete  "less  than  the  infringers  profits 
attributable  to  the  infringement,  or". 

In  subsection  (a),  page  35,  line  1,  delete  "whichever  shall  be  greater.". 

In  subsection  (b),  page  35.  line  5,  delete  "how  his"  and  substitute  therefor 
"what". 

******  0 

Page  3G,  after  line  33,  add  a  new  section  as  follows  : 
Section  291.  Interfering  Patents 

(a)  The  owner  of  an  interfering  patent  may  have  relief  against  the  owner 
of  another  by  civil  action,  and  the  court  may  adjudge  the  question  of  the  validity 
of  any  of  the  interfering  patents,  in  whole  or  in  part.  A  final  judgment  adverse 
to  a  patentee  from  which  no  appeal  or  other  review  has  been  or  can  be  taken 
or  had  shall  constitute  cancellation  of  the  claims  involved  from  the  patent,  and 
notice  thereof  shall  be  endorsed  on  copies  of  the  patent  thereafter  distributed 
by  the  Patent  Office. 

(b)  A  civil  action  under  subsection  (a)  may  be  instituted  against  the  party 
in  interest  as  shown  by  the  records  of  the  Patent  Ofhce,  but  any  party  in 
interest  may  become  a  party  to  the  action.  If  there  be  adverse  parties  residing 
in  a  plurality  of  districts  not  embraced  within  the  same  state,  or  an  adverse 
party  residing  in  a  foreign  country,  the  United  States  District  Court  for  the 
District  of  Columbia  shall  have  jurisdiction  and  may  issue  summons  against 
the  adverse  parties  directed  to  the  marshal  of  any  district  in  which  the  adverse 
party  resides.  Summons  against  adverse  parties  residing  in  foreign  countries 
may  be  served  by  publication  or  otherwise  as  the  court  directs.  The  Commissioner 
shall  not  be  a  necessary  party  but  he  shall  be  notified  of  the  filing  of  the  civil 
action  by  the  clerk  of  the  court  in  which  it  is  filed  and  shall  have  the  right  to 
intervene. 

******  ^i 

Sec.  4.  (p.  42). 

Delete  subsection  (d)  and  substitute  therefor  the  following: 

(d)  For  purposes  of  considering  appeals  involving  applications  specified 
in  subsections  (b)  and  (c)  of  this  section,  the  jurisdiction  of  the  Court  of 
Customs  and  Patent  Api>eals  shall  be  governed  by  the  provisions  of  section  1542 
of  title  28,  United  States  Code,  in  effect  immediately  prior  to  the  effective  date 
of  this  Act. 

(e)  The  amendment  of  title  35,  United  States  Code,  by  this  Act,  shall  not 
affect  any  rights  or  liabilities  existing  under  title  35  in  effect  immediately  prior 
to  the  effetcive  date  of  this  Act. 

Mr.  Brennan.  The  first  witnesses  are  five  public  members  of  Presi- 
dent Johnson's  Commission  on  the  Patent  System,  headed  by  the 
co-chairman  of  the  Commission,  Judge  Rifkind. 
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Senator  McClellax.  Very  well,  gentlemen.  "We  welcome  you.  I  am 
sure  you  have  had  a  very  tedious  and  arduous  task  in  performing-  your 
duties  as  members  of  the  Commission  and  we  know  that  you  will  be 
able  to  be  very  helpful  to  this  committee. 

Mr.  Kifkind,  as  Chairman,  you  may  proceed  and  conduct  the  presen- 
tation of  the  Connnission's  testimony  this  morning. 

STATEMENT    OF    SIMON    HIFKIND,    COCHAIEMAN,    PRESIDENT'S 
COMMISSION  ON  THE  PATENT  SYSTEM 

Mr.  EiFKiND.  Thank  you  very  much,  Senator. 

Let  me  say,  if  I  may,  in  the  opening  that  I  am  very  grateful  to  the 
chairman  and  to  the  committee  for  this  opportunity  to  come  and  pre- 
sent the  views  of  the  Commission  to  the  Senate  committee.  I  happen  to 
esteem  that  as  a  very  great  honor,  because  I  do  not  think  it  falls  to 
every  man  to  be  invited  to  give  his  views  to  a  Senate  committee.  But  I 
take  it  that  it  is  no  personal  merit  of  mine  that  generated  the  invita- 
tion, but  the  circumstance  that  I  was  Cochairman,  with  Dr.  Ransom 
of  this  Commission. 

I  should  say  at  the  outset,  Mr.  Chairman,  that  I  am  not  a  patent  law- 
yer; I  am  not  trained  in  the  patent  law;  and  I  do  not  pretend  to  have 
any  expertise  in  this  particular  area.  Consequently,  I  think  that  what 
I  shall  say  may  be  more  informative  concerning  the  action  of  the  Com- 
mission than  have  a  direct  bearing  upon  the  virtues  of  one  or  another 
of  the  particular  recommendations  that  it  has  made. 

The  Commission  itself  was  a  body  with  an  extraordinarily  wide 
representation  of  the  several  interests  that  are  affected  by  any  patent 
system  that  this  country  might  have.  As  I  look  down  the  list  of  names, 
I  see  a  distinguished  inventor ;  I  see  the  heads  or  principals  of  great 
industrial  enterprises  whose  activities  are  peculiarly  directed  toward 
the  newly  opening  fields  of  the  new  technology.  I  see  the  heads  of  cor- 
porate and  industrial  research  organizations;  I  see  two  very  distin- 
guished patent  lawyers;  I  see  a  pair  of  educators.  In  addition,  of 
course,  we  have  the  representatives  of  a  number  of  Government 
agencies,  with  particular  reference  to  the  Commissioner  of  Patents,  a 
representative  of  the  Defense  Department,  the  Small  Business  Admin- 
istration, and  the  State  Department  and  the  two  agencies  of  the 
Government  that  are  especially  concerned  with  problems  of  science 
and  technology. 

For  myself,  I  regarded  myself  as  the  uninformed  juror  who  comes 
to  his  deliberations  without  any  preconceptions  whatever  and  without 
any  partiality  toward  one  view  or  another,  except  the  general  view 
that  I  entertained,  which  was  that  any  patent  system  that  the  Congress 
should  establish  should  serve  the  public  interest. 

I  do  not  want  to  understate  my  personal  qualifications  lest  I  be 
charged  with  having  perhaps  misinformed  you.  In  the  course  of  a 
fairly  long  career  at  the  bar,  I  have  tried  20  or  oO  patent  cases,  both  on 
the  bench  and  at  the  bar.  I  have  argued  a  number  of  patent  appeals. 
But  I  have  never  mastered  the  niceties  of  practice  before  the  Patent 
Office  and  I  do  not  believe  I  have  ever  set  foot  there  except  as  a  member 
of  this  Commission. 

Now,  let  me  say  a  word  about  the  Commission's  charter.  We  did 
receive  a  letter  of  instructions  from  the  President  which  marked  out 
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the  major  boiiiulMries  of  tlie  territory  we  were  to  explore.  But  I  should 
say  to  this  committee  that  no  one  on  behalf  of  the  President  or  on  behalf 
of  any  of  the  departments  of  Government  has  given  instructions  as  to 
what  particular  problems  within  that  broad  territory  we  should  inquire 
into,  has  given  us  no  "givens,"'  no  premises  which  we  must  accept  as 
true,  has  in  no  way  dictated  the  ternus  of  our  recommendations.  The 
product,  this  report  of  the  Commission  is  entirely  the  end  result  of  the 
give  and  take  of  the  most  active  debate  and  discussion  that  it  has  ever 
been  my  privilege  to  participate  in  during  a  fairly  contentious  life. 

Perhaps,  I  should  make  some  comment  about  the  relationship  of  the 
Commision  report  to  the  pending  bill  S.  1042.  As  I  read  them,  S.  1042 
is  in  major  substance  a  legislative  expression  of  the  recommendations 
of  that  Commission  report.  A  member  of  the  Commission  staff  has  been 
good  enough  to  prepare  a  table  which  lists  the  recommendations  of 
the  Commission  by  number  and  then  indicates  whether  they  were 
adopted,  modified,  or  whether  action  was  not  taken  with  respect  to  any 
one  of  those  recommendations.  I  think  it  might  be  useful,  Mr.  Chair- 
man, if  that  were  included  as  part  of  my  remarks  at  this  point. 

Senator  McCellan.  xVs  I  understand  it,  it  is  a  comparative  state- 
ment there  showing  your  recommendations  and  how  many  of  them 
have  been  incorporated  in  the  administration  bill. 

Mr.  RiFKiND.  It  does  that,  but  very  briefly,  it  just  shows  a  list  of  the 
recommendations  and  puts  an  X  wherever  it  was  adopted  or  modified 
or  rejected. 

Senator  McCellan.  When  you  say  "adopted,''  you  mean  "incor- 
porated'' ? 

Mr.  RiFKiND.  Incori^orated  in  this  bill ;  that  is  right. 

Senator  McCellan.  Very  well.  It  may  be  received  and  printed  in  the 
record  at  this  point. 

(The  document  referred  to  follows :) 

Amendment  of  the  Patent  Laws 

The  amendments  of  the  patent  laws  incorporated  in  the  enclosed  bill  are  based 
upon  the  recommendations  contained  in  the  report  of  the  President's  Commission 
on  the  Patent  System.  It  also  includes  certain  other  proposals  considered  desir- 
able, and  some  language  clarifications.  The  attached  chart  shows  those  recom- 
mendations which  are  adopted  in  the  enclosed  bill,  those  which  have  been  modified, 
and  those  which  have  not  been  adopted.  A  numjber  of  the  recommendations, 
identified  by  asterisks  in  the  chart,  may  be  implemented  without  specific  legisla- 
tion. This  memorandum  describes  the  departures  from  the  Commission's  recom- 
mendations. 

exceptions  to  prior  art 

The  Commisison  recommended  two  exceptions  to  the  recommendation  on 
prior  art,  the  first  dealing  with  displays  at  officially  recognized  international 
exhibitions  and  the  second  directed  to  cases  where  there  has  been  an  unauthor- 
ized disclosure  of  a  person's  invention. 

The  recommendation  regarding  international  exhibitions  was  a  contingent  one 
to  be  adopted  only  if  the  preliminary  application  technique  did  not  satisfy  the 
obligations  of  the  Paris  Convention.  A  conclusion  has  been  reached  both  by  the 
International  Office  of  the  Patent  Office  and  by  the  State  Department  that  the 
provision  for  preliminary  applications  does  satisfy  these  obligations,  and  thus 
this  exception  is  not  included  in  the  proposed  amendments. 

The  exception  for  unauthorized  disclosures  has  been  provided  for ;  however, 
such  determinations  would  be  made  in  the  Patent  Office  rather  than  the  coui'ts. 
The  procedural  details  are  left  to  regulations.  It  is  presently  envisioned  that  a 
procedure  similar  to  the  present  Rule  131  procedure  will  be  followed. 
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PLANT    AND    DESIGN    PATENTS 

The  Commission's  recommendation  that  plant  and  design  patents  be  eliminated 
and  that  another  form  of  protection  be  provided  is  not  reflected  in  the  proposed 
legislation.  The  time  necessary  to  formulate  and  consider  alternative  forms  of 
•protection  for  plants  and  designs  would  cause  undue  delay  in  submitting  the 
proposal  to  Congress.  A  study  of  this  matter  has  been  initiated. 

PUBLICATION   OF   PENDING  APPLICATIONS 

The  Commission  recommended  that : 

"Publication  of  a  pending  application  shall  occur  eighteen  to  tvrenty-four 
months  after  its  earliest  effective  filing  date,  or  promptly  after  allowance  or 
appeal,  whichever  comes  first. 

•  •*«*** 

"An  application  shall  be  'republished'  promptly  after  allowance  or  appeal 
subsequent  to  initial  publication,  and  again  upon  issuance  as  a  patent,  to  the 
extent  needed  to  update  the  initially  published  application  and  give  notice  of 
its  status." 

Because  printing  of  an  application  takes  considerable  time,  up  to  three  months 
in  some  cases,  strict  adherence  to  the  recommendation  could  result  in  an  appli- 
cation being  sent  to  the  Government  Printing  Office  for  three  months  during 
a  critical  time  in  the  prosecution  of  an  application.  To  provide  flexibility  and  to 
accommodate  operating  conditions,  under  the  provisions  of  the  bill,  the  Com- 
missioner is  given  authority  to  defer  publication  under  special  circumstances, 
for  example,  when  the  case  is  being  acted  upon  or  will  shortly  be  placed  in 
condition  for  allowance. 

The  proposal  that  applications  be  published  prior  to  appeal  to  the  Board  of 
Appeals  is  not  included  in  view  of  the  fact  that  publication  at  that  time,  coupled 
with  the  recommended  six-month  citation  period,  could  result  in  a  delay  of  up 
to  a  year  between  a  final  rejection  and  the  time  when  an  applicant  could  perfect 
an  appeal.  Since  there  could  be  publication  and  a  six-month  citation  period 
prior  to  issuance  of  a  patent  instead,  it  was  concluded  that  this  considerable  delay 
would  not  be  warranted,  even  though  it  eliminated  the  possibility  of  two  appeals. 

CONTINUING  APPLICATIONS 

The  Commission's  recommendation  on  continuing  applications  has  been  modi- 
fied so  as  to  treat  voluntary  divisionals  in  the  same  manner  as  other  continuations. 

Moreover,  the  Commission  recommended  that  continuation-in-part  applications 
must  be  flled  before  publication  of  the  parent  case  in  order  to  get  the  benefit  of 
the  parent  application.  This  has  been  modified  somewhat  so  that  a  continuation- 
in-part  need  only  be  filed  by  the  same  time  limits  for  a  continuation  application 
to  get  the  benefit  of  the  filing  date  of  the  parent  as  to  subject  matter  disclosed  in 
the  parent.  It  was  concluded  that,  as  to  common  subject  matter,  continuation  and 
continuation-in-part  applications  should  be  treated  the  same,  and  it  was  not  too 
great  a  burden  on  the  Examiner  to  distinguish  between  the  common  and  new 
subject  matter. 

DEFERRED   EXAMINATION 

The  recommendation  has  been  modified  in  that  when  a  third  party  requests 
examination,  he  would  only  pay  the  "basic"  examination  fee,  while  the  appli- 
cant would  pay  all  other  fees  (including  any  fee  for  extra  claims).  Another 
modification  allows  the  Commissioner  to  give  information  concerning  the  iden- 
ity  of  the  person  requesting  examination  when  necessary  to  carry  out  an  Act  of 
Congress  or  in  such  special  circumstances  as  he  determines. 

Further,  the  Commissioner  is  given  authority,  but  not  required,  to  call  for  the 
■examination  of  related  parent  and  continuing  applications  which  have  been 
deferred.  However,  he  would  have  no  authority  to  call  for  the  examination  of 
related  continuations-in-part  which  claim  only  new  matter. 

Also,  the  method  of  queuing  applications  is  left  to  be  set  by  regulations. 

CITATION   PERIOD 

The  citation  period  following  allowance  and  publication  of  an  application 
has  been  provided  for;  however,  the  Commissioner  is  given  the  authority  to 
shorten  this  period  to  three  mouths  if  experience  shows  that  a  six-month  period 
is  unnecessarily  long.  Also,  as  noted  above  in  connection  with  the  publication 
recommendation,  there  will  be  no  citation  period  prior  to  appeal. 
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Finally,  the  bill  provides  that,  in  addition  to  being  able  to  cite  patents  and 
publications  during  the  citation  period,  third  parties  may  oppose  the  issuance 
of  a  patent  (1)  because  the  invention  was  in  public  use  or  on  sale,  or  (2)  because 
the  inventor  named  derived  the  invention  from  someone  else.  Point  (1)  merely 
codifies  the  present  "public  use"  procedure,  as  recommended  by  the  Commis- 
sion. Point  (2)  was  included  to  alleviate  fears  that  the  first-to-file  system  would 
encourage  industrial  espionage. 

REVIEW    BY    COURT    OF   APPEALS 

In  implementing  the  recommendation  that  either  the  applicant  or  the  Patent 
Ofiice  may  appeal,  from  a  decision  of  the  Court  of  Customs  and  Patent  Appeals, 
to  the  United  States  Court  of  Appeals  for  the  District  of  Columbia,  the  review 
procedure  adopted  is  similar  to  that  which  is  now  used  in  appeals,  from  the 
Municipal  Court  of  Appeals  for  the  District  of  Columbia,  to  the  United  States 
Court  of  Appeals  for  the  District  of  Columbia.  Under  this  procedure,  a  party 
may  not  appeal  in  each  case  as  a  matter  of  right  but  must  petition  the  United 
States  Court  of  Appeals  for  permission  to  appeal.  Such  a  procedure  is  believed 
to  be  consistent  with  the  Commission's  recommendation  that  "all  immediate 
direct  review  of  the  Patent  Office  *  *  *  be  subject  to  further  review  by  the 
United  States  Court  of  Appeals  for  the  District  of  Columbia  Circuit."  At  the 
same  time,  unnecessary  multiple  appeals  could  be  obviated  to  reduce  possible 
burdens  upon  the  Court  of  Appeals. 

CANCELLATION 

The  recommended  procedure  for  the  cancellation  of  a  claim  during  a  three- 
year  period  following  issuance  of  a  patent  has  been  adopted.  This  procedure  has 
been  expanded  somewhat  to  permit  the  heads  of  Govei-nment  departments  and 
agencies,  in  addition  to  private  parties,  to  invoke  the  procedure,  and  in  the 
case  of  agency  heads  the  $500  fee  is  not  required. 

A  statement  is  included  in  section  257  of  the  bill  that  the  cancellation  procedure 
does  not  supercede  the  jurisdiction  of  any  Federal  court  or  agency,  for  example, 
if  the  Department  of  Justice  elected  to  sue  for  the  cancellation  of  a  patent.  Also, 
so  that  there  is  an  outside  limit  to  the  costs  and  attorney's  fees  a  peitioner  may 
be  forced  to  bear,  it  is  provided  that  these  shall  not  exceed  a  total  of  $1,000. 

INTERIM    LIABILITY 

The  recommendation  was  modified  to  provide  that  the  claim  did  not  have  to 
appear  in  the  initial  publication  but  could  have  first  appeared  in  a  subsequent 
republication. 

IMPORTATION 

The  recommendation  was  included  in  the  bill,  but  modified  to  require  that  the 
importation  be  for  purposes  of  trade  or  for  use  in  trade  or  industry,  and  that  the 
foreign  country  be  one  where  patent  protection  on  the  process  was  not  available. 

PATENT  RIGHT  TRANSFERABILITY 

Recommendation  No.  XXII  on  patent  misuse  is  not  included  in  the  bill.  Further 
study  is  being  made  in  this  area. 

CrV'IL  COMMISSIONERS 

The  recommendation  that  the  position  of  Civil  Commissioners  be  created  to 
supervise  pretrial  procedure  in  patent  suits  is  included  in  the  bill.  However, 
there  is  no  specific  authority  for  a  Commissioner  to  make  preliminary  rulings 
upon  the  admissibility  of  proofs  or  to  vary  the  burdens  of  proof  for  good  cause 
in  secrecy  cases. 

EXPEDITED  PROCEDURE  FOR  LIMITED  CLAIMS 

This  recommendation  is  not  included  in  the  bill.  Further  study  is  being  made 
in  this  area. 

STATUTORY  ADVISORY  COUNCIL 

A  statutory  Advisory  Council  has  been  provided  for,  with  the  terms  of  the 
members  to  be  determined  by  the  Secretary  of  Commerce.  The  Council  is  neither 
required  nor  authorized  to  publish  a  quadrennial  report,  but  rather  is  to  report 
its  conclusion  and  recommendations  to  the   Secretary  of  Commerce.   Specific 
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mention  of  jurisdiction  over  the  ei^'ectiveness  of  any  internal  patent  quality  con- 
trol program  is  omitted,  while  specific  mention  of  jurisdiction  over  the  procedures 
and  timing  mention  of  jurisdiction  over  the  procedures  and  timing  of  publication 
of  pending  applications  is  included. 

PATENT  OFFICE  FINANCING 

An  overall  recovery  range  for  fees  was  specified  as  65-75%.  The  requirement 
that  fees  be  apportioned  in  accordance  with  the  cost  of  providing  the  services 
was  omitted. 

Authority  for  a  revolving  fund  was  not  included  in  the  bill,  on  the  basis  that 
it  was  not  seen  how  such  a  fund  could  result  in  any  real  advantage  to  the  Office. 

TRANSITION 

The  legislation  only  excepts  three  recommendations  (Nos.  X,  XIII,  XIV)  from 
a  general  rule  that  the  legislation  will  not  affect  applications  already  on  file. 
The  treatment  of  patents  already  issued  is  not  specified,  but  passed  on  to  the 
courts  by  a  provision  that  the  legislation  will  not  "affect  any  rights  *  *  *  exist- 
ing *  *  *  immediately  prior  *  *  *    " 

The  provision  in  the  recommendation  for  publishing  the  backlog  was  sub- 
stituted for  by  one  v,'hich  authorizes  the  Commissioner  to  publish  backlog  appli- 
cations eighteen  months  after  their  effective  filing  date. 

INTERNATIONAL  ACTION 

The  view  was  taken  that  although  the  recommended  steps  toward  the  ultimate 
goal  of  a  unversal  patent  system  may  ultimately  reqixire  legislation,  no  legisla- 
tion would  be  necessary  at  this  time. 


Recommendations 


Adopted 


Modified 


Action 
postponed 


Patentability  of  inventions: 

I.  Prior  art 

H.  Preliminary  application 

III.  Exceptions  to  prior  art 

IV.  Patentable  subject  matter: 

Designs  and  plants 

Computer  programs 

Application  filing  and  examination: 

V.  Assignee  filing  and  joinder  of  inventors... 

VI.  Claim  for  priority  date 

VII.  Publication  ..   

VIII.  Continuing  applications 

IX.  Standby  optional  deferred  examination... 

X.  Burden  of  persuasion 

XI.  Citation  period 

XII.  Quality  control' 

Direct  review  of  Pat-^nt  Of  ice  decisions: 

XIII.  Presumption  of  correctness 

XIV.  Review  by  court  of  appeals 

Procedure  for  amending  and  canceling  patents: 

XV.  Cancellation 

XVI.  Reissue 

Liability  and  enforcement: 

XVII.  Interim  liability 

XVIII.  Term  of  patent 

XIX.  Secrecy  order 

XX.  Terminal  disclaimer 

XXI.  Importation  

XXII.  Patent  right  transferability 

XXIII.  In  rem  invalidity 

XXIV.  Civil  commissioners 

XXV.  Expedited  procedure  for  limited  claims.. 

XXVI.  Statutory  Advisory  Council 

Patent  Office  operations: 

XXVII.  Patent  Office  financing 

XXVIII.  Propriety  o!  final  reiection".. 

XXIX.  Classification  and  information  retrieval' 

XXX.  Infornntion  dissemination' 

XXXI.  Transition-     _     

XXXII.  Government  patent  policy. 

nternational  action; 

XXXIII.  Inventor's  certificates 

XXIV.  Term  measurement  — 

XXXV.  Universal  patent  system 


>  Can  be  implemented,  in  part  or  in  w/hole,  without  legislation  at  this  time. 
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Mr.  RiFKiND.  I  take  it,  Mr.  Chairinan,  that  the  mission  of  any 
patent  system  in  the  United  States  is  to  stimuUite  invention,  innova- 
tion, the  exploitation  of  the  new  technology  developed  by  such  in- 
vention and  innovation,  and  the  stinndation  of  the  accompanying 
in\estment  which  is  necessary  in  order  to  bring  that  about.  We  had 
some  discussion  as  to  whether  or  not  the  i)atent  system  was  necessary 
in  order  to  stimulate  invention.  My  own  notion  is  that  the  giants  of 
the  history  of  invention  probably  did  not  need  any  patent  system  to 
stimulate  "their  creative  instincts.  I  do  not  believe  there  was  any  patent 
system  to  stimulate  Leonardo  da  Vinci  or  Benvenuto  Cellini,  or  people 
of  that  rank.  But  I  have  no  doubt  that  the  vast  technological  structure 
which  has  been  built  as  a  result  of  the  investment  of  many  billions  of 
dollars,  which  is  today,  of  course,  the  characteristic  form  of  Ameri- 
can industry,  would  not  have  reached  the  state  or  the  stage  which  it 
is  in  today  but  for  the  beneficient  etfects  of  the  patent  system.  And, 
indeed,  I  "believe  that  to  be  the  common  view  of  all  the  members  of 
the  Commission;  indeed,  I  would  go  further  and  say  that  in  all  of  the 
literature  that  we  have  received  from  all  quarters  of  this  country,  I  do 
not  remember  any  serious  piece  of  writing  which  challenged  that 
proposition. 

Whether  or  not  the  mission  of  the  patent  system  was  being  ac- 
complished by  the  patent  system  now  in  force  in  the  United  States  was 
a  question  which  commanded  our  attention.  It  received  an  affirmative 
answer,  subject,  however,  to  the  recognition  that  the  patent  system 
now  in  existent  v.-as  encumbered  by  a  number  of  defects  and  that  it 
was  the  correction  of  those  defects  on  which  the  Commission  ought  to 
concentrate  its  particular  attention.  Very  early  in  its  discussions,  it 
became  clear  that  it  was  not  feasible  to  coVrect  these  defects  and  to  fill 
the  exposed  deficiencies  by  a  piecemeal  approach  to  each  and  every 
aspect  of  the  patent  system.  It  very  soon  became  clear  that  we  would 
either  have  an  interrelated  progarm  of  correction  or  we  would  fail. 
And  I  believe  the  Commission  is  correct  in  stating  that  the  report 
which  is  has  submitted  is  a  system  of  interrelated  recommendations 
v.hich  are  interdependent.  I  say  it  v/ith  particular  emphasis  this  morn- 
ing, beacuse  some  of  the  critical  literature  which  I  have  seen  from  one 
branch  of  the  community  or  another,  professional  or  inventive  or 
engineering,  seems  to  me  to  reflect  a  failure  to  interpret  and  evaluate 
this  bill  and  this  report  in  terms  of  a  coherent  program.  Instead  it 
challenges  particular  items  as  if  ea,ch  ^vere  the  only  amendment  being 
advanced  for  the  revision  of  the  patent  system. 

I  suppose  it  would  not  be  out  of  order  to  state  at  least  one  sentence 
in  this  statement  as  to  vrhat  we  conceive  a  patent  to  be.  As  I  under- 
stand it,  we  regarded  a  patent  as  a  grant  from  the  Government  of 
the  right  to  exclude  everybody  except  the  patentee  from  the  privilege 
of  making,  using,  or  vending  the  invented  product  or  process.  And 
we  understand  that  this  monopoly,  under  the  Constitution,  could  be 
granted  pursuant  to  statutes  passed  by  the  Congress,  in  return  for 
a  quid  pro  quo.  The  quid  pro  quo  was  the  disclosure  of  a  product  or 
a  process  which  was  new  and  useful  and  not  obvious  over  the  then 
known  art.  That  is  the  standard  which  has  prevailed  in  the  United 
States  for  over  a  century.  It  is  the  standard  which  I  understand  the 
Supreme  Court  has  blessed  in  its  most  recent  decisions  with  respect  to 
the  patent  system,  and  no  one  on  the  Commission  saw  any  reason  for 
making  any  important  change  in  that  major  premise. 
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Now,  ^yhat  are  the  deficiencies  of  which  we  promptly  became  aware  ? 
Or,  at  least,  which  of  them  are  of  such  magnitude  as  to  warrant  action 
at  this  time  ? 

First  of  all,  the  quality  of  the  patent  was  too  low.  We  mean  by  that 
that  patents  today  are  accorded  but  a  modest  respect  by  those  v/ho 
have  to  come  in  contact  with  them— that  is,  by  industry  and  the  pro- 
fessions. Because  it  commands  but  a  modest  respect,  it  encourages  in- 
fringement; and  because  it  encourages  infringement,  it  encourages 
litigation.  And  that,  together,  increases  the  whole  cost  of  maintaining 
a  patent  system  and  increases  the  burdens  of  having  either  the  bene- 
fits or  the  burdens  of  a  patent  system. 

The  second  deficiency  that  we  discovered  was  that  the  process  of 
procuring  and  enforcing  a  patent  was  too  slow.  Particularly  the  whole 
process  of  getting  a  patent,  from  the  date  of  application  to  the  date 
of  acquisition,  was  slow,  tedious,  expensive,  and  beset  by  many 
problems. 

Third,  we  discovered  that  the  sluggishness  was  in  part  generated  by 
the  very  provisions  of  the  statute  under  which  we  now  operate.  I 
will  deal  with  that  in  greater  detail  in  a  moment. 

The  expense  of  getting  a  patent  and  of  litigating  over  it  was  uni- 
versally regarded  as  excessive. 

The  patent  grant  was  parochial  in  character;  that  is,  it  covered  the 
United  States.  Anybody  who  had  an  invention  which  he  wanted  to 
protect  elsewhere  had  to  go  through  a  whole  host  of  national  patent 
systems,  requiring  acquaintance  with  numerous  and  different  laws 
and  regulations,  the  employment  of  counsel  in  numerous  jurisdictions,, 
and  the  avoidance  of  pitfalls  too  numerous  to  mention. 

We  discovered  that  our  patent  system  was  not  compatible  with  and 
materially  different  from  the  patent  systems  of  most  of  the  industrial 
nations  of  the  world,  even  in  areas  of  regulation  wliere  it  would  make 
no  difference  whether  we  operate  under  one  or  the  other  alternative. 

We  discovered  that  the  machinery  now  available  in  the  Patent 
Office,  both  physical,  mechanical,  and  in  terms  of  manpower,  was 
becoming  incapable  of  handling  the  vast  river  of  material  which 
is  today  flowing  through  in  consequence  of  the  explosion  in  the  tech- 
nology of  our  country  and  of  the  world  and  by  reason  of  the  escala- 
tion in  th.e  sophistication  of  the  new  technology,  as  it  is  beisig  devel- 
oped. Tliat  this  is  happening  is,  of  course,  no  accident.  ]More  money 
is  today  being  spent  on  research  and  development  by  Government,  by 
institutions  of  learning,  and  by  private  industry  than  ever  before 
dreamed  of  in  the  history  of  our  country.  Out  of  that  concentration 
of  effort,  there  has  flowecl  an  imm.ense  increase  in  the  volume  of  tech- 
nological literature  and  other  forms  of  innovation  disclosure  wliich 
have  made  it  almost  iin])ossible  for  the  ]>resent  arrangements  of  the 
Patent  Office  and  tlie  ])ersonnel  of  the  Patent  Office  to  co]k^  with. 

So  that  at  this  time,  despite  a  generally  recognized  and  enormous 
effort  made  by  the  Commisioner  of  Patents  to  accelerate  the  output  of 
the  Patent  Office  and  to  simplify  the  procedures  where  possible,  de- 
spite that,  we  still  are  faced  with  a  backlog  of  o\er  200,000  patent 
applications  today  pending  in  the  Office,  and  that  may  well  be  grow- 
ing, and  we  are  still  faced  with  a  pei'iod  between  deposit  of  the  appli- 
cation and  final  disposition  running  into  years,  pr()l)ab1y  at  least 
three  and  maybe  more. 
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In  short,  gentlemen,  Ave  are  confronted  with  the  need  of  doing  a 
1977  job,  and  I  suppose  we  ought  to  plan  at  least  for  a  decade  ahead, 
with  a  tool  largely  fabricated  in  1836.  It  is  not  likely  that  the  two 
will  find  themselves  com})atible. 

Xow,  then,  how  can  we  deal  witli  these  deficiencies  according  to  the 
Commission  recommendations*'  First,  cojisider  the  problem  of  the 
quality  or  lack  of  quality  of  a  great  many  of  the  patents  now  being 
issued'.  Tlie  Supreme  Court  recently  made  the  comment,  which  indeed 
is  heard  in  many  places,  that  the  Patent  Office  and  the  courts  apply 
diiferent  standards  of  invention  and  that  by  reason  thereof,  the  courts 
frequently  and  very  often  declare  invalid  the  patents  which  the 
Patent  Office  has  issued.  My  own  diagnosis  of  the  situation  is  a  little 
bit  different.  It  may  be  that  there  is  a  slight  difference  in  stand- 
ard between  that  which  the  Supreme  Court  envisages  and  that  which 
the  Patent  Office  in  practice  applies.  After  all,  you  have  two  different 
groups  of  people  with  different  backgrounds  and  training.  But  I  think 
the  real  difficulty  is,  and  we  have  not  focused  enough  on  the  fact,  that 
it  is  almost  inevitable  that  there  should  be  a  difference,  for  this  rea- 
son :  Patents  are  issued  as  the  result  of  an  ex  parte  application  to  the 
patent  examiner.  There  is  nobod}'  there  to  challenge  the  statements, 
revelations,  arguments  advanced  by  the  applicant  except  the  patent 
examiner  himself. 

Whenever  j^ou  have  a  system  of  grants  issued  on  the  basis  of  ex 
parte  application,  it  is  but  natural  that  you  are  not  going  to  get  the 
same  result  when  that  same  application  is  subjected  to  an  adversary 
proceeding,  where  somebody  is  making  it  his  business  to  discover  all 
the  deficiencies  and  defects  in  the  application,  and  who  can  afford  to 
spend  enormous  amounts  of  money  to  discover  that  which  the  exam- 
iner failed  to  discover. 

In  my  own  view,  it  is  unjust  to  criticize  the  Patent  Office  for  de- 
parture from  standards  which  the  courts  ap|7-ly  when  the  whole  sys- 
tem is  based  on  an  entirely  different  premise.  If  I  were  to  make  a 
comparison,  I  would  say  that  if  all  plaintiffs  in  our  courts  could  go 
into  court  and  on  application  to  the  jndge  without  the  presence  of  an 
adversary  ask  for  judgment  and  get  it,  and  only  later  would  the  de- 
fendant come  into  court  to  challenge  the  judgment,  I  think  you  would 
find  that  a  good  many  judgments  so  obtained  ex  parte  would  be 
stricken  out  after  the  adversary  came  in  to  challenge  it  with  his  proof 
and  his  arguments. 

Senator  McClellan.  Have  you  suggested  any  way  to  correct  that 
situation  ? 

Mr.  RiFKiND.  To  some  extent.  You  will  see  that  we  have  made  an 
effort,  although  in  the  final  analysis,  the  patent  system  will  have  to 
be  an  ex  iiarte  system.  But  we  have  made  a  number  of  suggestions 
which  tend  to  introduce  a  number  of  elements  of  a  contentious  pro- 
cedure into  it. 

Senator  Bttjdtck.  ]Nfr.  Chairman,  at  this  point,  as  I  recall,  it  has 
been  stated  that  a  considerable  number  of  patents  have  been  subjected 
to  challenge  and  50  to  60  percent  of  those  challenged  have  been  found 
to  be  defective. 

Mr.  EiFKixD.  I  think  the  percentage  is  true.  In  the  circuit  in  which 
I  practice,  which  is  the  second  circuit,  about  60  pei-cent  of  the  patents 
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which  are  subjected  to  clialleng-e  do  not  survive.  But,  of  course,  a 
minute  number  of  patents  are  subjected  to  challenge  and  indeed,  a 
minute  number  of  patents  are  ever  subjected  to  use. 

Senator  Burdick.  Do  you  think  tlie  ex  parte  procedure  is  to  some 
degree  responsible  for  this  ? 

Mr.  EiFKiND.  I  will  list  a  number  of  them.  I  think  the  ex  parte 
aspect  of  it  is  an  important  one  which  should  be  taken  note  of,  largely 
as  a  matter  of  moderating  the  sense  of  alarm  about  it.  I  do  not  think 
there  is  any  occasion  to  get  so  violently  upset  about  it  as  some  people 
seem  to  have  indicated. 

Senator  McClellan.  Am  I  correct  that  less  than  2  percent  of  the 
patents  are  challenged? 

Mr.  RiFKiND.  I  think  your  percentage  is  about  right  from  what  I 
have  heard. 

Senator  McClellan.  And  that  it  is  60  percent  of  the  2  percent  or 
less  that  are  lield  invalid  'I 

Mr.  RiFKiND.  That  is  right  ? 

Senator  Burdick.  It  could  also  be  a  fact  that  most  of  the  more  im- 
portant patents  are  challenged  I 

Mr.  RiFKiND.  I  think  that  is  right.  It  would  be  the  ones  that  make 
an  industrial  impact,  obviously. 

Xow,  built  into  the  practice  is  a  rule  which  has  tended  to  keep  qual- 
ity down.  That  rule  is  that  when  the  examiner  is  in  doubt  as  to  whether 
the  applicant  should  or  should  not  get  a  patent,  the  doubt  is  resolved 
in  favor  of  issuance.  I  am  told  that  that  has  recently  been  erased  or 
canceled.  I  would  say  that  it  is  a  provision  which  cannot  possibly 
withstand  challenge  in  any  logical  world  with  respect  to  the  issuance 
of  patents.  Despite  that,  I  should  inform  you,  however,  that  that  rule  in 
favor  of  resolving  the  doubt  in  favor  of  the  applicant  is  the  rule 
Avhich  has  been  enforced  by  the  Court  of  Patent  Appeals. 

Another  aspect,  another  cause  of  the  low  quality  has  been  an  operat- 
ing practice  within  the  Office.  I  do  not  know  whether  that  is  still  in 
effect  today,  but  was  in  effect  at  the  time  the  Commission  was  examin- 
ing the  matter,  is  that  the  examiners  are  subject  to  a  quota  sysem.  By 
that  I  mean  that  an  examiner's  rate  of  progress  in  the  ranks  of  the 
Office  depends  upon  his  pjeeting  certain  quotas  of  dispositions.  It  re- 
minds me  of  the  justices  of  the  peace  who  used  to  get  paid  only  when 
they  found  a  defendant  guilty.  I  think  that  most  people  Avho  have 
examined  our  judicial  system  have  frowned  upon  that  practice.  And 
here  you  had  a  system  whereby  in  order  to  win  a  promotion,  the  exam- 
iner had  to  get  final  action  on  a  very  high  number  of  applications.  I 
do  not  think  that  was  conducive  to  rigorous  examination  with  a  view 
to  challenge.  It  takes  less  time  to  allow  an  application  tlian  to  engage 
in  endless  correspondence  and  interviews  with  a  disa[)pointed 
applicant. 

I  have  already  mentioned  that  the  Court  of  Patent  Appeals  favored 
this  rule  of  doubt,  and  since  one  method  of  review  of  rejection  by  the 
Patent  Office  was  to  take  your  case  to  the  Court  of  Patent  Appeals, 
naturally,  that  produced  results  which  were  favorable  to  modestly 
(lualified  patents. 

AVe  liave  suggested  a  nuinl)er  of  remedies  to  deal  with  these  deli- 
ciencies.  The  first  one  api)ears  in  recommendation  No.  10  and  is 
embodied  in  section  DJT  of  the  bill  pending-  bet'oie  you,  S.  1042, 
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Senator  McClellan.  Off  the  record. 

(Discussion  off  the  record.) 

(Recess.) 

Senator  McClellan.  The  committee  will  resume. 

Mr.  Ivifkind,  you  may  proceed.  I  am  sori-y  about  this  delay.  There 
is  no  way  to  avoid  it. 

Mr.  EiTKiND.  Thank  you,  sir. 

Just  before  the  recess,  Mr.  Chairman,  I  was  soliciting  your  attention 
to  the  10th  recommendation  of  the  Connnission  which  is  reflected  in 
section  lo7  of  the  bill.  That  reconnnentlation  puts  the  burden  of  per- 
suasion for  the  grant  of  a  patent  upon  the  applicant.  Indeed,  ^Nlr. 
Chairman,  the  law  now  provides  that  a  patent  shall  enjoy  a  presump- 
tion of  validity.  But  I  submit  that  it  is  very  difficult  logically  to  justify 
a  presumption  of  validity  if  the  patent  is  tainted  in  its  very  origin  by 
the  proposition  that  it  was  issued  in  resolution  of  a  doubt  in  favor  of 
issuance.  This  defect  has  a  pervasive  effect  because  the  patent  ex- 
aminer, in  practice,  is  forbidden  to  disclose  that  he  had  issued  the 
patent  by  the  exercise  of  this  rule  of  doubt.  The  consequence  of  tliat  is 
that  every  patent  is  subject  to  the  possible  taint  that  it  was  issued 
only  in  discharge  of  this  duty  to  issue  a  patent  in  resolution  of  a  doubt. 
And  one  of  theconsequences  of  that  is,  and  I  believe  most  members  of 
the  patent  bar  will  agree,  that  in  fact,  whatever  may  be  the  law,  the 
courts  pay  very  little  attention  to  the  presumption  of  validity.  Thus, 
it  happens  that  a  very  useful  rule,  the  presumption  of  validity,  has 
been  emasculated  by  reason  of  an  office  practice  which  ouglit  not  to 
prevail. 

Senator  McCeellax.  What  would  you  have  the  presumi)tion  be? 

Mr.  RiFKiND.  I  would  have  the  burden  of  persuasion  u]wn  the  appli- 
cant, as  in  every  other  administrative  proceeding,  whether  it  is  to 
obtain  a  certificate  of  convenience  and  necessity  for  a  motor  truck 
route  or  a  license  for  a  radio  station  or  no  matter  what  it  may  be. 
Normally,  in  every  other  department  of  the  law,  the  burden  of  per- 
suasion is  upon  him  who  solicits  Government  action. 

Senator  McClellax.  How  is  he  to  establish  that,  since  the  Govern- 
ment has  all  the  records  of  patent  notes?  They  have  the  best  oi)})Gr- 
tunity  and  most  information  upon  which  to  form  a  judgment  aljout  it. 

Mr.  RiFKiND.  The  information  to  which  the  patent  examiner  has 
access  is  equally  available  to  the  inventor,  of  course,  or  to  his  counsel. 
Indeed,  much  more  is  available  to  the  inventor  if  he  has  competent 
counsel. 

Senator  McClellax.  It  may  be  available,  but  not  as  conveniently 
so,  for  the  Patent  Office  has  hundreds  of  employees,  paid  for  by  the 
Government,  available  to  go  search  out  those  records,  and  so  forth.  A 
fellow  who  gets  an  invention — thinks  he  has  an  invention — does  not 
have  the  resources  to  search  those  records. 

]Mr.  RiFKixD.  "Well,  those  records  which  are  regarded  as  anticipa- 
tions of  his  invention  are  cited  to  him  in  an  Office  action.  He  knows 
then  what  it  is  that  the  examiner  is  complaining  about.  It  is  up  to 
him  to  meet  the  challenge.  As  a  legal  proposition,  I  think  it  is  verv 
difficult  to  sustain  the  notion  that  a  man  should  get  a  patent  althougli 
lie  lias  failed  to  persuade  the  patent-granting  authority  that  lie  is 
entitled  to  it. 
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I  realize  that  that  recommendation  has  met  with  some  resistance. 
I  have  heard  one  distingaiished  gentleman,  very  distinguished  in  this 
field,  say  that  we  ought  not  to  frown  on  these  poor  patents,  even 
tliough  they  may  ultimately  be  knocked  out,  because  some  very  good 
little  businesses  iiave  been  established  on  bad  patents.  Well,  that 
may  be  a  fact ;  but  I  suspect  that  we  may  find  that  some  very  success- 
ful marriages  have  resulted  or  been  founded  upon  unilateral  Mexican 
divorces.  But  I  do  not  think  anybody  would  recommend  that  should 
be  the  universal  rule.  And  perhaps  some  debts  have  been  paid  with 
counterfeit  bills,  but  nobody  would  suggest  that  that  should  be  the 
Tegular  rule. 

I  am  more  concerned,  or  at  least  I  should  call  your  attention  to 
the  fact  that  although  a  committee  of  the  Patent  Section  of  the  Ameri- 
can Bar  Association  has  favorably  reported  on  this  particular  change 
to  which  I  have  just  adverted,  the  section,  as  a  whole,  voted  against 
it.  And  perhaps  I  ought  to  say  a  word  about  the  whole  report  of  the 
Patent  Section  of  the  American  Bar  Association,  and  I  hope  you  will 
forgive  me  if  what  I  say  is  out  of  order. 

I  have,  myself,  been  a  member  of  the  American  Bar  Association 
for  more  years  than  I  care  to  admit.  I  should  confess  to  you  that  as 
individuals,  I  do  not  know  a  group  of  people  with  whom  I  would 
rather  play  and  work  and  drink  than  lawyers.  But  once  they  are 
formed  into  an  organized  body,  a  group,  somehow  or  other,  they 
are  not  conspicuous,  either  for  imagination  or  for  breakthroughs  or 
for  bold  reforms.  When  they  meet  in  an  aggi'egated  body,  it  seems 
tha^  the  cautions  which  are,  of  course,  characteristic  of  the  profes- 
sion, and  the  fears  which  are,  of  course,  the  attributes  of  a  great  many 
-of  the  practitioners,  reinforce  each  other  so  as  to  create  a  wall  encom- 
passing them  with  fear  so  that  you  cannot  break  through  and  make 
progress.  Inside  that  wall  they  just  worship  the  status  quo. 

In  one  sense,  I  am  rather  pleased  to  see  that  the  Patent  Section  of 
the  American  Bar  Association  has  rejected  this  whole  report,  prac- 
tically, except  for  a  few  modest  suggestions.  That  satisfies  me  that 
what  we  have  done  and  what  has  been  recommended  by  the  Com- 
mission makes  a  difference.  The  worst  ignominy  that  I  can  imagine 
that  would  accompany  the  work  of  a  connnission  of  this  kind  would 
be  to  come  up  with  some  placebo  that  means  nothing.  So  at  least  we 
know  that  this  has  jolted  the  patent  profession  and  shaken  them  up 
into  a  reexamination  of  a  great  many  of  their  premises,  and  perha]xs 
out  of  that  collision  will  come  even  a  better  light  than  the  one  we 
liave  been  able  to  cast  upon  this  problem. 

Now,  I  said  that  one  of  the  problems  of  patent  quality  was  that  it 
was  the  result  of  an  ex  parte  proceeding.  We  have,  through  recom- 
mendation Xo.  11,  which  is  embodied  in  section  136,  introduced  a 
small  dose  of  the  adversary  proceeding.  The  public  is,  under  that 
section,  invited  for  a  period  running  from  3  to  6  months,  in  the  dis- 
cretion of  the  Commission,  to  bring  to  the  attention  of  the  Patent 
Office  prior  art  of  which  the  Patent  Office  may  not  be  aware.  And 
certainly,  that  shoidd  be  a  source  of  help  to  a  harried  and  hurried 
examiner,  who  now  has  but  his  own  eyes  to  assist  him  in  this  very 
difficult  process.  This  will  invite  those  who  have  an  interest,  after 
publication  of  the  ])ro])osed  patent — proposed  patent,  not  the  actual 
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patent — to  see  to  what  extent  it  may  trespass  upon  that  Avhicli  tliey 
in'.ve  ah-eady  been  doing,  or  in  whicli  way  it  will  bar  their  entry 
i]ito  fields  with  respect  to  which  they  have  had  j)lans  in  contemplation; 
they  will  then  bring  their  own  stall's  and  lawyers  and  engineers  to 
work  upon  searching  out  the  prior  art  and  calling  it  to  the  attention 
of  tlie  examiner. 

This  has  an  advantage  to  the  applicant,  too,  especially  the  small 
applicant,  the  independent  inventor.  I  say  that  for  this  reason:  The 
great  research  organizations,  those  that  are  connnanded  by  hundreds 
of  people  and  have  billions  at  tlieir  disposal,  they  do  their  own  advance 
searching  before  they  submit  their  applications.  They  are  not  troubled 
so  much  by  suddenly  discovered  prior  art.  The  one  who  needs  help 
is  tlie  kind  of  an  inventor  that  the  chairman  referred  to,  who  is 
fre({uently  suddenly  confronted  by  some  prior  art  of  which  he  had 
no  knowledge.  It  is  to  his  advantage  to  become  aware  of  that  at  tlie 
earliest  possible  moment,  because  then  he  can  modify  his  claims, 
revise  them  so  as  to  still  entitle  him  to  a  patent,  perhaps  somewhat 
more  limited  than  the  one  he  had  hoped  for,  but  still  a  patent,  whe-'eas, 
in  the  old  method,  he  gets  himself  a  patent  which  then  subjects 
him  to  litigation  which  he  can  ill  afford,  and  finally,  he  finds  that  he 
lias  no  patent  at  ?A]  because  the  prior  art  is  cited  and  the  judge  declares 
his  patent  invalid.  So  I  regard  that  as  of  great  service,  particularly, 
to  the  small  businessman  and  to  the  independent  inventor  vriio  does 
not  have  access  to  the  kind  of  facilities  which  are  available  to  the 
large  inventive  organizations. 

Recommendation  No.  13  introduces  another  small  element  to  ele- 
vate the  quality  of  the  issued  patent  in  that  it  enjoins  somewhat  greater 
respect  for  Patent  Office  action  in  rejecting  a  patent  application,  wdiich 
is  the  converse  of  saying  that  its  decision  should  be  entitled  to  a  pre- 
sumption of  validity  if  it  grants  a  patent.  The  rule  of  recommendation 
Xo.  13  has  to  be  w^ritten  into  the  statute,  we  sj.ibmit,  because  in  prac- 
tice, the  Court  of  Patent  Api)eals  has  not  accorded  this  particular 
agency  that  kind  of  respect.  The  rule  suggested  is  a  rule  of  universal 
application  throughout  the  statutes  of  the  United  States  in  dealing 
with  almost  all  other  administrative  agencies  of  which  I  have 
knowledge. 

Senator  McClellax.  Does  the  bar  association  oppose  this  recom- 
mendation ? 

Mr.  RiFKixD.  I  tliink  they  do  oppose  that.  The  fact  of  the  matter  is 
that  in  the  Patent  Office,  we  have  precisely  those  characteristics  of 
an  administrative  agency  which  have  warranted  the  Congress  over  a 
period  of  many  years  to  accord  special  recognition  to  the  decisions 
of  an  administrative  agency,  namely,  a  body  of  experts  who  have 
acquired  experience  and  expertise  in  the  handling  of  a  problem.  For 
some  reason,  although  this  agency  perhaps  enjoys  expertise  more 
than  most  other  administrative  agencies,  it  has  been  denied  that 
respect.  We  think  that,  too,  will  promote  the  escalation  of  quality. 

Now,  the  mode  of  a]^peal  that  we  have  here  suggested,  we  think 
may  be  very  helpful :  At  the  present  time,  a  patent  applicant  who  is 
disap])ointed  in  the  action  of  the  Patent  Offi-ce  has  two  routes  by  which 
he  may  seek  relief.  He  can  go  to  the  District  Court  of  the  District  of 
Colu.mbia  nnd  there  have  a  trial  of  tlie  facts  and  set  a  decision  if  he 
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simpl}^  proceed  to  the  Court  of  Patent  Appeals  and  tliere  get  a  review 
of  the  decision  on  the  basis  of  the  record  made  in  the  Patent  Office, 

Senator  Birdick.  Is  the  proceeding  in  tlie  district  court  de  novo 
from  the  beginning. 

Mr.  RiFKixD.  A  de  novo  proceeding,  as  I  understand  it.  From  the 
district  court's  decision,  there  is  an  appeal  to  the  Court  of  Appeals 
for  the  District  of  Columbia.  From  the  Court  of  Patent  Appeals,  there 
is  no  such  appeal,  but  only  certiorari  to  the  U.S.  Supreme  Court.  I 
need  hardly  say  that,  considering  the  calendars  of  the  U.S.  Supreme 
Court,  the  chances  of  getting  certiorari  in  the  Supreme  Court  from 
such  a  decision  are  very  dim.  I  think  tlie  last  session  of  the  Court  was 
the  first  time  that  the  Supreme  Court  acted  on  certioraris  in  a  few 
patent  cases  in  a  period  of  I  do  not  know  what — a  generation.  That 
is  understandable.  The  Supreme  Court  has  so  broad  a  jurisdiction, 
it  b.as  to  select  the  cases  it  will  hear. 

We  here  suggest  that  the  Court  of  Patent  Appeals  being  the  first 
judicial  review  of  Patent  Office  action,  ought  to  be  comparable  to  an 
application  to  the  District  Court  of  the  District  of  Columbia,  which 
is  the  first  judicial  review  of  Patent  Office  action,  and  that  both  deci- 
sions from  both  courts  ought  to  be  reviewable  in  the  Court  of  Apjieals 
for  the  District  of  Columbia.  That  will  have  the  advantage  of  creating 
a  single  court,  namely,  the  Court  of  Appeals  for  the  District  of  Colum- 
bia, which  will  lay  down  a  uniform  set  of  standards  for  the  Patent 
Office,  and  avoid  the  present  conflict  which  arises  between  the  some- 
what different  interpretations  of  the  law  as  between  the  Court  of 
Appeals  for  the  District  of  Columbia  and  the  Court  of  Patent  Api)eals. 
Indeed,  I  think  there  is  an  application  now  pending  in  the  Supreme 
Court  of  the  United  States  to  resolve  one  of  those.  But  in  fact,  we  know 
that  tlie  Court  of  Patent  Appeals  has  taken  a  more  generous  view  of 
patent  applications  than  the  Court  of  Ap])eals  for  the  District  of 
Columbia,  which  is  a  court  of  general  jurisdiction.  The  new  rule  may 
tend,  also,  to  establish  a  somewhat  firmer  ground  for  the  validity  of 
tlie  issued  patents. 

Recommendation  Xo.  1  is  of  great  importance,  in  my  opinion,  and 
is  likely  to  arouse  some  resistance.  I  suppose  it  does.  Tluit  would  create 
a  rule  of  universal  prior  art. 

Perlia|)s  I  sliould  explain  it  briefly  this  way :  At  the  present  time,  the 
law  is  tliat  any  publication,  no  matter  where" published,  may  constitute 
])rior  art  against  an  applicant  for  patent,  but  that  public  use  is  an- 
ticipatory of  an  application  only  if  it  occurs  within  the  United  States 
or  its  territories.  That  rule  made  a  great  deal  of  sense  in  1836  or  when- 
ever it  was  first  enacted,  Avhen  we  had  a  diflerent  system  of  communica- 
tion, different  system  of  transportation,  and  generally  a  different 
world  than  we  now  live  in.  Today,  with  the  speed  of  trjivel  of  which 
we  are  all  aware,  tlie  s])eed  of  communication,  of  which  we  all  take 
note,  tlie  reward  of  a  ]iatpnt  ought  to  be  grajited  more  spai-sely  than 
simply  to  someone  who  brings  something'that  is  going  on  in  aV"blic 
way  m  some  other  country.  It  miglit  be  Mexico  or  Canada  or  Russia 
or  China.  All  kinds  of  hobgoblins  have  been  raised  about  that.  Some- 
body sjiid,  supposing  tliis  public  use  is  in  some  little  back  alley  some- 
where in  Afghanistan.  Are  you  going  to  knock  out  an  a])plicant  on 
tjiat  ground  ? 
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"Well,  nobody  ever  complained  that  a  foreifj-n  publication  should 
be  disregardecf  because  it  occurred  in  a  place  that  you  do  not  know 
anything  about?  I  suppose  we  have  to  have  some  respect  for  the  courts 
of  this  country,  and  my  observation  is  that  a  little  use  in  some  alley 
in  Afghanistan  would  not  constitute  public  use  to  defeat  an  applica- 
tion for  a  patent.  But  if  the  matter  is  in  public  use,  whether  it  be  in 
Germany  or  in  France  or  Montana  or  Canada  or  Hawaii,  it  ought  to 
be  a  bar  to  a  patent.  We  have  moved  a  long,  long  way  from  the  days 
when  Mr.  ]SIarco  Polo  brought  the  science  of  the  East  to  the  countries 
of  the  West,  and,  therefore,  was  entitled  to  a  great  reward.  I  think  to- 
day those  things  move  much  more  rapidly. 

in  recommendation  Xo.  11,  which  is  not  reflected  in  the  bill  be- 
cause it  is  not  something  that  can  be,  I  suppose,  translated  into  legis- 
lative action,  we  have  recommended  in  addition  a  system  of  internal 
quality  control.  I  must  confess  that  I,  not  being  an  industrialist,  do 
not  know  exactly  how  you  establish  internal  quality  control  systems. 
But  my  colleagues  on  the  Commission,  who  are  masters  of  industry 
and  research  organizations,  say  that  it  is  quite  feasible  by  methods 
which  they  discussed  indeed,  to  introduce  internal  systems  of  quality 
control  which  would  tend,  over  a  period  of  time,  to  elevate  the  gen- 
eral level  of  quality  in  the  patents  which  are  being  issued.  And  in 
recommendation  No.  26,  which  is  reflected  in  section  15  of  the  act, 
we  recommend  the  establishment  of  any  advisory  council,  one  of 
whose  functions  would  be  the  supervision  of  the  quality  of  control 
from  an  outside  point  of  view. 

Incidentally,  talking  about  expanding  the  scope  of  prior  art  to 
include  foreign  use,  this  anomoly  is  an  interesting  one  under  the 
present  law.  A  foreigner  may  come  to  the  United  States  and  get  a 
patent  on  a  product  which  he  could  not  get  in  his  own  country  be- 
cause in  his  country,  it  is  in  public  use.  But  because  it  is  not  in  public 
use  in  the  United  States,  he  can  get  a  patent  for  it  in  the  United 
States.  It  seems  to  me  that  that  kind  of  anomoly  also  need  not  be 
continued. 

Now,  in  recommendation  No.  27,  we  have  another  aspect  of  the 
problem  which  is  not  reflected  in  this  bill  but  which,  I  respectfully 
submit,  calls  for  the  utmost  consideration  by  the  Congress  in  forms 
of  legislation  other  than  a  patent  revision  bill.  And  I  mean  now  to 
address  myself  to  the  problem  of  quality  as  reflected  in  the  instru- 
mentalities which  create,  wdiich  issue  our  patents.  We  have  an  out- 
moded plant  and  we  have  an  outmoded  system  of  recruitment  and 
we  have  an  outmoded  staff  to  issue  patents  today.  If  we  really  have 
the  regard  for  the  patent  system  as  a  catalyst  of  invention  and  innova- 
tion which  we  profess,  both  in  the  presidential  communications  and 
in  the  Commission  reports  and  in  the  reports  of  the  Congress,  then 
it  seems  to  me  that  we  ought  to  provide  the  practical  means  of  achiev- 
ing it.  That  means  updating  the  equipment,  the  facilities,  the  ma- 
chinery, which  is  available  to  the  ]:)atent  examiner.  It  means  rehousing 
him  and  putting  at  his  disposal  the  finest  tools  for  the  storage  and 
retrieval  of  information  that  modern  science  makes  available. 

It  means  more  than  that,  ]Mr.  Chairman,  in  my  opinion,  it  means 
elevating  tlie  morale  of  your  examining  staff  by  professionalizing 
it.  This  is  a  very  important  and  delicate  task  that  they  perform.  The 
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evaluation  of  the  growing  tip  of  Americans'  technology.  That  takes 
leamino-,  it  takes  skill,  it  takes  devotion  and  dedication,  it  takes 
imagination,  it  takes  studv:  all  of  the  attributes  which  characterize 
a  profession.  And  thev  ought  to  be  lifted  to  the  status  of  amt  classined 
as  professionals  and  given  a  career  which  provides  rungs  of  promotion 
which  would  stimulate  the  service,  stimulate  young  people  who  are 
qualified  for  that,  into  entering  into  this  service  on  a  professional 
basis  so  that  thev  can  look  forward  to  it  as  a  great  career.  It  ought 
to  be  a  great  career.  At  the  present  time,  it  suffers  much  m  the  way 
of  reward,  in  the  way  of  status,  in  the  way  of  dignity  and  m  many 
other  respects  which  differentiate  it  from  the  great  professions  of 
this  country.  I  would  regard  that  as  one  of  the  most  important  srej^s 
which  the  Congress  can  take  in  order  to  elevate  the  quality  of  our 
patents.  . 

Finally,  in  section  12,  and  finally  m  this  aspect  of  the  program, 
we  suggest  a  study  of  the  whole  new  area  of  modern  storage  and 
retrieval  of  data,  which  is  bursting  upon  our  scene  with  all  these 
newly  developed  methods.  The  computer,  of  course,  has  become  a 
new  creature  of  our  society.  It  holds  great  promise  for  putting  at  the 
disposal  of  our  examiners  and  the  disposal  of  our  industrialists  and 
inventors  and  scientists  generally  the  whole  body  of  knowledge  of 
which  this  generation  is  "heir,  and  which  future  generations  will  in- 
herit from  us,  and  for  putting  it  at  their  disposal  quickly  and  in- 
expensively through  the  use  of  these  new  and  highly  sophisticated 
methods.  It  will  cost  a  fortune  of  money;  but  there  is  no  doubt  in 
mv  mind,  that  sooner  or  later,  this  country  has  to  mount  that  steed 
and  ride  with  it,  because  it  will  become  the  indispensable  tool  for 
the  technological  growth  of  our  country  in  the  future. 

Now,  Mr.  Chairman,  I  have  spoken  of  a  number  of  proposals  which 
are  designed  to  escalate  the  quality  of  our  patents.  Let  me  now  say 
what  that  will  do  to  other  phases  of  the  patent  problem.  Quality  in- 
terpenetrates all  of  the  other  phases  of  it.  Once  it  is  known  that  only 
patents  of  quality  will  issue,  that  will  become  implemented  in  in- 
ventors' office,  in  law  offices,  in  a  hundred  different  phices.  The  result 
will  be  that  the  volume  of  trivia  which  today  travels  through  the 
patent  office  will  be  reduced,  materially  reduced.  That  will,  of  course, 
release  the  patent  examiner  for  the  examination  of  more  worth wliile 
material. 

Moreover,  it  will  encourage  defensive  publication  instead  of  defen- 
sive patenting.  By  that  I  mean  this,  as  I  am  sure  you  gentlemen  know : 
A  great  many  patents  are  filed,  especially  by  large  corporations,  not 
with  the  view  of  obtaining  a  monopoly  in  order  to  exclude  others  from 
the  exploitation  of  the  new  idea,  but  to  make  sure  that  nobody  else  will 
get  a  patent  which  will  then  exclude  them ;  and  that  is  called  defensive 
patenting.  Once  it  is  known  that  patents  only  of  quality  will  issue, 
you  will  not  need  so  many  defensive  patents  which  are  designed  only 
to  protect  you  against  this  risk,  but  defensive  publishing  will  be 
sufficient.  Once  patents  of  quality  are  regarded  as  routine  and  as  the 
established  standard,  the  amount  of  litigation  relating  to  patents  will 
diminish.  And,  of  course,  that  will  save  the  money  of  the  inventor  and 
of  the  industrialist  who  is  involved. 

Litigation  tends  to  erect  barriers  in  the  path  of  innovation — that  is, 
one  who  is  about  to  introduce  some  innovation,  finding  some  little 
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patent  in  the  way,  is  discouraged  from  proceeding.  Since  he  cannot 
afford  to  litigate  every  barrier  that  arises  in  his  way,  he  goes  off  in 
some  other  direction. 

If  you  eliminate  these  things,  you  will  eliminate  the  barriers  from 
the  path  of  innovators.  And,  of  course,  it  will  again  be  of  great  benefit 
to  the  small  inventor  and  the  small  businessman,  because  there  is  one 
thing  that  is  unquestionably  true :  The  possession  of  a  bad  patent  is 
a  snare,  a  delusion,  and  an  invitation  to  tlie  loss  and  waste  of  money. 
If  he  tries  to  enforce  it,  he  is  licked ;  if  somebody  else  brings  an  action 
against  liim  to  declare  the  patent  invalid,  he  hnds  himself  involved  in 
expensive  litigation  when  the  sad  result  is  foredoomed.  By  eliminating 
that  kind  of  shabby  material,  you  are  eliminating  a  source  of  expense, 
anxiety,  and  trouble. 

And  think,  gentlemen,  of  the  social  loss  which  is  avoided  in  prevent- 
ing people  from  investing  large  sums  in  the  erection  of  businesses 
which  are  founded  on  patents  which  turn  out  to  be  worthless.  And  on 
the  other  side  of  it,  think  of  the  elimination  of  the  discouragement 
from  entering  into  business  which  is  caused  by  the  fear  that  there  is  a 
patent  in  the  way. 

So,  from  every  point  of  view,  the  escalation  of  the  patent  quality 
would  promote  the  industrial  and  scientific  and  technological  welfare 
of  the  United  States.  In  my  opinion,  escalation  of  quality  is  the  one 
most  important  step  that  the  Congress  can  take  to  help  the  patent 
system  perform  its  constitutional  mission. 

Now,  I  would  like  to  address  myself  to  a  second  phase  of  the  Com- 
mission's investigation.  That  was  addressed  to  the  problem  of  shorten- 
ing the  patent-granting  process  and  to  expedite  the  patent-disposition 
period.  I  am  assuming  that  you  have  a  well-housed,  well-staffed,  and 
highly  motivated  Patent  Office  enjoying  a  high  morale.  Assuming 
that,  Vhat  are  some  of  the  devices  whicli  we  think  can  promote  the 
acceleration  we  desire?  The  most  important  of  these  is  a  recommenda- 
tion which  has  received  much  challenge;  namely,  the  recommendation 
that  we  change  from  the  present  system  of  issuing  a  ])atent  to  the  so- 
called  first  inventor  to  the  issuance  of  the  patent  to  the  inventor  who 
is  first  to  file.  I  have  to  restate  that,  because  it  has  been  m^ore  frequently 
misstated  and  misconstrued  than  any  other  single  recommendation 
of  this  Commission. 

This  Commission  does  not  recommend  that  a  patent  should  issue 
to  a  person  who  walks  into  the  Patent  Office  with  a  piece  of  paper  on 
which  he  has  written  down  something  that  he  has  heard  somewhere  or 
read  somewhere  or  copied  from  somebody  or  stolen  from  somebody. 
Some  of  the  criticisms  that  I  have  read  suggest  tliat  that  is  what  this 
Commission  has  proposed.  It  has  done  nothing  of  the  kind.  T^Hiat  the 
Commission  has  done  is  to  say  that  as  between  two  inventors — a  com- 
mon occurrence,  incidentally — both  of  whom  claim  to  have  arrived  at 
the  same  invention,  and  the  problem  is  who  shall  get  the  patent,  since 
our  patent  system  does  not  award  any  second  prizes,  the  resolution  of 
tliat  question  should  be  determined  by  selecting  the  one  who  first 
disclosed  to  the  Patent  Office  what  he  has  invented. 

A  number  of  advantages  immediately  come  to  mind  in  doing  it  the 
way  I  have  suggested.  One  thing,  it  accelerates  the  whole  process; 
because  if  the  time  of  filing  is  important,  then,  of  course,  the  inventor 
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will  not  sleep  on  his  rights.  He  will  proceed  to  the  Patent  Office  at 
the  first  opportunity.  ,        •  .  ^     i=  ^i 

No  2,  at  one  stroke,  it  eliminates  the  most  sluggish  aspect  ot  tlie 
patent-granting  process,  and  that  is  the  so-called  interference  proceed- 
in^;  that  is,  the  proceeding  by  which  today,  ni  the  Patent  Ofhce,  the 
issue  is  resolved  as  between  two  inventors  as  to  who  first  conceived  and 
who  first  reduced  to  practice  tlie  particular  idea.  I  may  say  that  any- 
bodv  who  has  gone  through  one  of  those  interference  proceedings  must 
have  gone  away  from  it  with  a  heavy  heart;  because  it  is  based  upon 
unsupervised  entries  in  books  and  records,  on  affidavits  and  oaths 
uttered  under  great  pressure.  .  ,      ^  .       . 

I  do  not  know  of  anything  that  is  more  promotive  ot,  at  least, 
shadino-  of  the  truth  than  the  interference  proceeding.  The  law  is  not 
unfamfliar  with  that  kind  of  a  problem.  We  have  statutes  of  frauds  by 
which  we  say  that  in  certain  transactions,  no  matter  \vhat  the  facts 
are,  you  cannot  enforce  your  right  unless  you  have  a  writing  to  support 
it,  because  experience  has  demonstrated  that  absent  a  writing,  the 
opportunity  for  fraud  is  too  great  to  be  socially  desirable.  We  have 
statutes  of 'limitation,  because  it  has  been  learned  that  after  the  lapse 
of  a  certain  time,  despite  what  you  may  know  or  think  you  may  know, 
records  are  lost,  witnesses  have  gone,  and  it  is  socially  more  desirable 
to  quiet  the  transaction  and  to  bring  repose  to  the  parties  than  perhaps 
to  give  the  right  to  a  particular  party. 

So,  here,  this  contest  between  two  inventors  can  become  so  trouble- 
some, can  be  so  promotive  of  fraud,  can  be  so  disturbing  and  so  slow 
down  the  whole  process,  that  it  is  desirable  as  an  arbitrary  rule  to  say 
that  he  who  has  performed  the  last  function  demanded  of  him  by  the 
Constitution  first,  he  shall  receive  the  reward.  And,  of  course,  the  Con- 
stitution contemplates  that  there  shall  be  a  disclosure  of  the  discovery, 
and  not  simply  the  conception  of  it  in  one's  mind.  Interestingly 
enoudi,  we  find  that  it  is  in  most  countries  the  practice  that  prevails, 
and  to  the  extent  that  this  brings  American  practice  into  harmony 
with  that  of  many  other  civilized  and  industrial  nations,  I  regard  that 
as  a  ])lus  rather  than  as  a  minus. 

Now,  it  has  been  said  that  this  destroys  the  year  of  grace.  And,  of 
course  it  does.  The  next  section  that  we  have  does  the  same  thing:  but 
the  people  who  have  made  that  criticism  have  failed  to  correlate  it 
with  another  important  recommendation,  which  is  that  there  may  be 
filed  in  the  Patent  Office  a  in-eliminary  application,  informal  in  char- 
acter, requiring  no  professional  skill  in  ]:)reparing,  which  endows  a 
disclosure  with  a  publicly  recorded  date  of  filing,  and  not  a  privately 
kept  notebook;  and  it  gives  the  inventor  the  protection  that  he  is 
entitled  to  have. 

Senator  Bfrdick.  Mr.  Chairman  ? 

I  want  to  be  the  devil's  disciple,  at  least  for  a  moment.  You  say  this 
(luestion  of  interference  only  applies  to  tlie  two  people  involved  who 
are  the  inventors. 

Mr.  RiFKTXD.  It  could  be  three,  of  course. 

Senator  Bt-rdick.  Three;  yes.  ^^^lat  about  the  case  where  somebody 
is  up  in  the  attic  working  on  his  invention  and  somebody  gets  a  copy 
of  it  and  runs  down  and  files  first,  like  the  race  to  the  courthouse  ?  "\^niat 
can  vou  do  about  that  ? 
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Mr.  RiFKiND.  Do  the  same  thing  you  do  today.  If  somebody  runs 
down  to  the  bank  with  a  note  that  seems  to  bear  your  name  and  it  is 
not  your  name. 

Senator  Bukdick.  What  is  the  remedy  ? 

Mr.  RiFKiND.  The  remedy  is  an  action  of  fraud.  He  can  go  straight 
to  the  Patent  Office  or  to  the  courts ;  either  one.  This  statute  does  not 
provide  for  the  issuance  of  patents  for  stolen  ideas.  Indeed,  if  he  pub- 
lishes the  stolen  idea,  then  the  true  inventor  has  6  month  after  publica- 
tion to  come  in  and  challenge  it. 

Senator  McClellaNo  I  think  we  had  better  take  a  recess.  Is  it  past  12. 

Could  you  gentlemen  return  at  2  o'clock  ?  Would  that  be  convenient 
for  you  ? 

Mr.  KiFKiND.  Certainly. 

Senator  McClellan.  I  am  sorry  we  were  interrupted  this  morning. 
We  probably  could  have  concluded  if  we  had  not  been.  At  any  rate, 
we  will  stand  in  recess  until  2  o'clock. 

(Whereupon,  at  12:10  p.m.,  the  hearing  was  recessed  until  2  p.m., 
the  same  day.) 

AETERNOOlSr    SESSION 

Senator  McClellan.  The  committee  will  come  to  order. 
Judge  Rifkind,  you  may  proceed. 

STATEMENT  OF  SIMON  RIEKIND— Resumed 

Mr.  Rifkind.  I  will  try  to  be  as  brief  as  I  can  and  wind  up. 

Senator  McClellan.  We  do  not  want  to  hurry  anybody.  We  try  to 
move  along  so  that  we  do  not  inconvenience  anybody. 

Mr.  Rifkind.  Just  before  the  recess,  Mr.  Chairman,  I  was  addressing 
myself,  I  believe  to  the  relative  virtues  of  the  preliminary  application 
and  the  grace  period.  Let  me  summarize  by  saying  that  I  believe  that 
every  legitimate  objective  of  the  grace  period  is  served  by  the  prelimi- 
nary application.  On  the  other  hand,  a  number  of  dangers  which  reside 
in  the  grace  period  are  avoided  by  the  use  of  the  preliminary  applica- 
tion. I  refer  particularly  to  the  danger  in  which  the  independent  inven- 
tor, the  unorganized  inventor,  finds  himself.  He  does  not  have  the  facili- 
ties of  a  great  research  corporation  to  file  simultaneous  applications  in 
50  industrial  countries.  The  result  is  that  he  relies  on  his  grace  period, 
he  publishes  his  story,  or  he  puts  his  invention  to  use  and  in  due  time, 
of  course,  he  can  file  his  American  application  and  he  is  saved.  But  he 
has  meantime  sacrificed  any  hope  of  getting  any  patent  protection  in 
any  of  the  foreign  countries.  That  danger  is  avoided  by  the  method  that 
has  been  proposed  in  this  bill. 

The  proposal,  incidentally,  was  favored  by  the  Committee  of  the 
Patent  Section  of  the  American  Bar  Association,  but  again  was  over- 
ruled when  it  was  submitted  for  general  vote  by  the  section.  I  suspect 
that  here,  too,  we  have  a  case  of  rejection  on  the  basis  of  a  fragmented 
consideration  of  the  proposals  without  consideration  of  their  inter- 
related effect. 

I  come  to  another  method  devised  in  this  bill  for  the  acceleration  of 
the  process  of  patent  disposition.  One  of  the  most  important  devices 
for  that  is  to  change  the  duration  of  the  patent  so  as  to  measure  its 
duration  not  from  the  date  of  issuance,  but  from  the  date  of  filing.  By 
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tliat  simple  chance,  all  of  the  motivations  which  today  are  organized 
in  the  direction  of  delay  are  redirected  toward  speed.  Today  patent 
counsel  takes  the  maximum  time  for  every  action  he  has  to  take,  know- 
ing that  by  postponing  the  date  of  issuance,  he  prolongs  the  monopoly 
that  he  hopes  to  obtain,  since  there  will  be  some  time  before  his  inven- 
tive device  can  be  put  into  production 

Senator  McClellan.  How  much  time  now  can  they  take  altogether? 

Mr.  RiFKixD.  Well,  he  today  has  17  years  from  the  date  of  issuance. 
But  from  the  date  of  application  to  the  date  of  issuance  may  elapse  3, 
4, 5, 6, 10  years. 

Senator  McCi.ellan.  There  is  no  limit  ? 

Mr.  IviFKiND.  No  limit  at  all. 

Senator  McClellan.  Do  you  think  some  deliberately  procrastinate 
in  meeting  the  recfuirements  and  processing  it  in  order  to  thus  gain 
that  additional  time  ? 

Mr.  EiFKiND.  Thereby  you  postpone  the  date  when  the  monopoly 
goes  into  effect,  but  you  also  postpone  the  date  to  which  the  monopoly 
will  endure.  The  expectation  is  that  it  takes  time  for  the  commercial 
exploitation  of  the  product  in  any  event,  so  there  is  an  advantage  in 
such  delay. 

Senator  McClellan.  What  real  harm  comes  from  it,  that  is  what  I 
am  trying  to  ask. 

Mr.  EiFKiND.  The  harm  that  comes  from  it  is  a  very  great  one,  Mr. 
Chairman.  As  long  as  that  patent  application  lies  in  the  Patent  Office 
in  secret,  first  of  all,  it  fails  to  make  its  contribution  to  the  body  of 
technological  information  that  our  society  ought  to  have.  To  that 
extent,  therefore,  it  does  not  make  its  contribution  to  the  promotion  of 
further  investigation;  but  more  than  that,  it  is  a  positive  harm  and 
hindrance,  because  not  knowing  what  is  in  this  very  pipeline  which 
is  in  the  Patent  Office,  j^ou  might  proceed  to  develop  some  business, 
and  then  after  5  years,  suddenly  discover  that  a  patent  issues  which 
condemns  your  business  to  destruction.  You  may  not  know  anything 
about  it.  It  is  a  dangerous  booby  trap  that  may  explode  at  any  time  in 
your  face  because  of  its  long  underground  existence. 

We  have  done  more  than  that  to  prevent  that.  We  have  also  made 
a  provision  for  compulsorj^  publication  inside  of  a  period  not  later 
than  21  months  from  the  date  of  filing  in  order  to  obviate  this  danger. 

Well,  by  changing  the  commencement  of  the  period  of  calculation 
from  the  date  of  issuance  to  the  date  of  filing,  you  change  all  these 
motivations  in  the  direction  of  speed  and  promptitude  because  the 
inventor  and  his  counsel  know  that  his  patent  will  expire  20  years  from 
the  date  when  his  application  is  filed.  He  therefore  wants  to  enjoy  the 
maximum  period  of  monopoly,  and  that  he  can  only  achieve  that  goal 
by  speeding  up  the  process  durino-  which  his  patent  application  resides 
in  the  Patent  Office. 

The  reason  for  the  20  years  is  a  simple  one.  First  of  all,  we  calcu- 
lated that  the  present  system  allows  him  17  years  of  monopoly,  and 
we  added  the  average  period  of  residence  within  the  Patent  Office,  a 
]:)endancy  of  about  3  years.  It  so  happens  that  most  of  the  industrial 
nations  of  the  world  have  a  patent  life  of  20  years.  So,  by  adopting  tliat 
measure,  we  have  achieved  both  purposes  of  promoting  acceleration 
and  harmonizing  our  system  in  a  nondeleterious  aspect  with  the  inter- 
national community. 
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I  have  already  mentioned  the  requirement  which  is  now  expi-essed 
in  sections  123  and  151  for  publication  of  the  patent  application 
inside  of  24  months.  There  has  been  some  protest  on  that.  I  think  that 
it  has  a  great  many  advantages.  It  is  not  unfair,  as  has  been  suggested, 
because  the  patent  is  being  issued  in  return  for  disclosure;  that  is 
the  quid  pro  quo  which  the  Constitution  has  instructed  us,  and  con- 
sequently, disclosure  is  one  of  the  things  that  you  expect  when  you 
file  your  patent  application.  And  you  have  24  months  to  change  yotii- 
mind.  You  can  ahvays  withdraw^  it  and  keep  your  processes  secret  if 
you  want  to. 

On  the  other  hand,  publication  makes  possible  the  public  participa- 
tion of  w^hich  I  spoke  in  the  first  part  of  my  remarks.  To  that  extent, 
it  exposes  your  patent  application  to  outside  scrutiny  and  gives  you 
greater  assurance  that  if  you  do  get  a  patent,  it  will  be  a  valid  one; 
and  what  is  the  use,  after  all,  of  getting  an  invalid  patent  which 
simply  subjects  you  to  expense  ? 

So,  in  total,  to  summarize  the  advantages  of  such  a  procedure,  it 
accelerates  disclosure  of  the  art  to  the  public;  it  permits,  therefore, 
further  invention  both  in  line  with  the  disclosure  and  around  it,  be- 
cause some  possible  prospective  infringers  will  try  to  invent  a  method 
of  circumventing  this  new  disclosure.  It  notifies  the  trade  so  they  know 
whether  they  should  go  into  a  line  of  business  without  fear  or  with 
fear  or  apprehension,  and  eliminates  the  secret  boobytrap  to  which  I 
have  already  referred. 

I  come  now  to  another  section  of  this  Commission  report  which  deals 
with  the  subject  of  how  to  reduce  the  expense  incident  to  the  entire 
patent  process,  both  issuance  and  litigation.  A  number  of  simple 
recommendations  I  have  already  mentioned,  such  as  the  public  cita- 
tion period,  should  reduce  expense.  "We  have  also  made  provisions  for 
the  possibility  of  an  assignee  of  a  patent  application  filing  it  witlioiit 
the  cosignatiire  in  the  first  instance  of  the  inventor.  That  will  elimi- 
nate a  great  deal  of  delay  which  is  now  recurrent  in  the  effort  to  find 
the  inventor  who  may  have  assigned,  given  an  assignment. 

A  very  important' contribution  in  the  direction  of  reducing  expense 
is  the  cancellation  provisions  provided  for  by  recommendation  15  and 
in  section  257.  The  cancellation  procedure  is  an  interoffice  method; 
that  is,  it  is  a  procedure  w-hich  takes  place  in  the  Patent  Office  instead 
of  in  the  courts.  To  that  extent,  it  immediately  reduces  the  expense 
involved. 

What  it  amounts  to  is  a  sort  of  poor  man's  declaratory  judgment 
action.  As  you  know,  today  a  prospective  infringer  may  bring  an  ac- 
tion for  declaratory  judgment  to  declare  and  issued  patent  invalid. 
That  proceeds  by  the  same  rules  and  exactly  by  the  same  method  as  if 
it  were  an  infringement  suit  in  which  the  patent  owner  sued  the  in- 
fringer. That  is  a  costly,  elaborate,  full-fledged  courtroom  procedure, 
with  all  of  the  pretrial  proceedings  and  expensive  depositions,  and  so 
forth.  A  cancellation  procedure  is  a  much  more  limited  business.  It 
may  be  taken  advantage  of  only  during  the  first  3  years  of  the  issuance 
of  the  patent,  and  what  it  involves  is  calling  to  the  examiner's  atten- 
tion some  prior  art  which  he  failed  to  notice,  or  some  prior  use  which 
he  mav  have  failed  to  notice ;  and  very  quickly,  the  case  is  either  made 
out  or  it  is  not  made  out.  To  discourao-e  trivial  application  or  im- 
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proper  applications  of  this  cheap  remedy,  there  are  provisions  in  the 
bill  which  would  impose  important  costs  upon  the  initiator  of  this 
proceeding  if  it  turns  out  that  he  was  wrong. 

And  all  in  all — I  do  not  want  to  go  into  extensive  detail  about  it — 
it  is  a  shortcut  method  of  declaring  an  application  invalid  on  fairly 
obvious  grounds  which  otherwise  would  have  to  take  its  course 
through  the  courts  in  an  expensive  operation.  This,  too,  would  give 
the  inventor  an  opportunity  to  revise  his  claim  in  order  to  get  a 
smaller  monopoly  to  which  he  may  be  entitled. 

Senator  Btjrdick.  Mr.  Chairman. 

Senator  McClellan.  Senator  Burdick. 

Senator  Burdick.  Is  this  all  ex  parte,  too?  Are  all  the  parties 
noticed  ? 

Mr.  RiFKiND.  It  is  not  a  full-fledged  hearing,  but  it  is  not  ex  parte, 
since  it  is  one  petitioner  who  is  calling  attention  to  a  deficiency  in  the 
patent.  It  is  submitted  to  the  Patent  Office.  The  Patent  Office  then,  in 
writing,  submits  it  to  the  inventor,  and  there  is  a.  paper  encounter.  It 
is  ex  parte  in  the  sense  that  there  is  no  open  hearing.  But  it  is  not  ex 
parte  in  the  sense  that  there  are  two  sides  to  the  controversy. 

Senator  Burdick.  Is  there  any  relief  from  an  erroneous  decision 
there  ? 

Mr.  RiFKiND.  Yes,  there  is.  You  go  through  a  regular  Patent  Office 
procedure,  to  the  court  of  appeals  or  the  district  court,  just  as  if  it 
were  in  the  original  situation. 

A  method  of  reducing  the  expense  of  litigation  is  governed  by 
recommendation  23,  which  is  put  into  legislative  form  in  section  29-i. 
That  is  the  so-called  estoppel  of  an  adverse  judgment.  Under  the 
present  system,  an  inventor  who  fails  in  the  first  circuit  and  has  his 
patent  there  declared  invalid,  may  nevertheless  proceed  through  the 
10  circuits  and  sue  somebody  in  each  one  of  those  circuits  all  over 
again,  and  you  have  to  go  through  the  same  trial  and  the  same  thing 
all  over  again,  and  everybody  is  exposed  to  that  expense.  This  pro- 
vision says  that  once  it  has  been  finally  held  that  a  patent  is  invalid, 
then  that  is  an  estoppel  against  him  in  all  other  circuits. 

Very  interestingly,  I  read  only  the  other  day  in  the  courts  of  New 
York  where  they  applied  this  doctrine  judicially,  without  legislative 
help,  in  a  situation  like  this,  and  I  think  the  analogy  is  apt.  I  think 
you  gentlemen  of  the  committee  are  all  lawyers  and  will  follow  me  if 
I  make  the  statement  very  brief.  An  action  is  had  against  the  driver 
of  an  automobile  for  negligence.  The  jury  decides  in  favor  of  tlie 
driver.  That  is  followed  by  an  action  against  the  owner  of  the  automo- 
bile on  the  ground  that  his  driver  was  negligent.  In  the  old  days,  that 
would  be  tried  in  a  brand  new  trial,  because  the  owner  had  not  been 
a  party  to  the  original  proceeding.  This  court  held  that,  since  it  had 
been  adjudicated  once  in  an  action  by  this  ])laintilt'  that  the  driver 
was  innocent  of  negligence,  he  should  not  have  another  chance  at 
proving  the  driver's  negligence  in  a  new  action  against  the  owner  of 
the  automobile. 

The  snmo  general  doctrine  applies  here.  The  inventor,  having  had 
a  full  opportunity  and  a  day  in  court  to  demonstrate  the  validity  of 
his  patent  and  having  failed,  he  should  be  barred  from  subjecting 
everybody  else  in  the  United  States  and  the  other  circuits  to  the  expense 


97 

of  relitigating  that  issue.  It  is,  of  course,  impossible  to  do  the  thing 
in  reverse.  You  cannot  liold  that  if  tlie  patent  were  found  valid  against 
one  defendant,  it  must  be  valid  against  another  defendant,  because 
that  other  fellow  did  not  have  a  day  in  court. 

We  recommend  civil  connnissioners  in  recommendation  No.  24  in 
order  to  reduce  the  cost  of  the  trial  proceeding.  It  has  been  validly 
said  that  if  that  is  a  good  way  of  reducing  the  cost  of  pretrial  proceed- 
ings in  patent  cases,  why  should  it  not  be  used  in  all  other  cases?  It 
may  well  be.  The  only  reason  why  this  Commission  confined  itself  to 
the^  patent  field  was  it  was  the  only  area  of  the  law  committed  to  its 
care. 

X  final  word  I  would  like  to  say  about  a  goal  and  a  distant  hope, 
which  is  reflected  in  the  Commission  report,  although  I  do  not  think 
that  it  finds  much  expression  in  the  bill.  That  is  the  expression  of  a 
prophetic  note  in  the  Commission  report  with  respect  to  the  long- 
range,  distant  establishment  of  a  universal  patent.  By  universal  patent, 
I  mean  a  patent  issued  on  a  single  application  in  a  single  office  for  a 
single  filing  fee,  which  is  issued  in  the  light  of  and  because  inventive 
overall  the  known  art  of  the  entire  world,  and  which  results  in  a 
patent  which  is  valid  and  rcognized  throughout  the  world,  in  all  of 
the  civilized  nations  of  the  world  that  take  part.  This  may  seem  like  a 
very  remote  goal,  but  I  think  we  are  in  an  area  of  technology  in  which 
there  are  no  national  barriers  and  bounds.  No  single  nation  in  the 
world  has  a  monopoly  on  brains  and  technology  and  skill.  I  do  not 
believe  the  United  States  can  atFord  to  be  parochial.  It  must  tap  the 
brains  of  all  the  able  and  imaginative  people  around  the  world.  I 
cannot  imagine  a  device  more  calculated  to  advance  the  peace  goals  of 
the  UnitedStates  than  to  have  the  whole  world  unite  in  a  single  and 
universal  protection  of  the  intellectual  product  of  the  able  people  of 
this  world. 

I  think  the  importance  of  establishing  such  a  goal  is  not  that  we 
can  possibly  expect  that  such  a  thing  will  be  done  within  a  very  short 
space  of  time,  but  I  think  that  by  establishing  this  kind  of  a  distant 
goalpost,  we  can  be  sure  and  make  sure  that  in  the  intervening  steps 
that  we  take,  we  do  nothing  to  prevent  the  achievement  of  such  a  goal, 
but  to  the  contrary,  take  those  intermediate  steps  which  would  make 
it  possible  to  accelerate  the  day  of  its  achievement.  That  can  be  done. 
There  are  already  groups  of  nations  that  are  uniting  in  common 
patent  systems,  like  the  Nordic  States.  There  is  some  talk  about  uniting 
the  nations  of  the  North  American  Continent,  and  so  on.  If  we  can 
promote  that,  harmonize  the  legislation  in  those  areas,  where  it  does 
not  have  any  adverse  effect  upon  the  American  patent  system,  and  keep 
this  distant  star  in  sight,  I  think  we  will  advance  the  interests  of  the 
United  States. 

I  will  conclude,  Mr.  Chairman,  with  your  permission,  just  with  this 
one  comment :  There  has  been  criticism  expressed  of  the  report  of  the 
Commission,  as  I  have  indicated,  by  a  section  of  the  American  Bar 
Association.  I  think  it  is  the  product  of  parochialism.  I  do  not  say 
that  in  any  offensive  sense.  I  mean  a  body  of  men  is  dedicated  to  doing 
a  thing  in  a  particular  way;  they  do  not  like  to  see  themselves  dis- 
commoded and  dislodged.  It  is  natural.  But  I  think  that  if  we  are 
going  to  improve  our  patent  system,  we  have  to  take  some  radical 
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remedies.  These  are  not  revolutionary  remedies  that  are  proposed  here. 
Thev  are  radical  but  evolutionary,  conceived  as  harmonious  with  the 
process  and  in  the  light  of  the  technological  development  of  the  last 
centurv. 

In  the  final  analysis,  I  think  we  have  to  admit  that  patents,  benig 
monopolies,  are  exceptions  to  the  private  enterprise  system  that  the 
United  States  regards  as  part  of  its  maxims  of  life.  It  is  granted  in 
return  and  in  reward  for  a  contribution  to  the  social  betterment;  each 
patent,  as  well  as  the  patent  system  as  a  whole  has  to  justify  itself. 
They  can  justify  themselves  by  some  of  the  reconimendations  of  the 
Cornmission  as  made  and  that  are  included  in  this  bill. 

Thank  you  very  much,  Mr.  Chairman. 

Senator  McClellajsT.  Thank  you  very  much. 

Senator  Burdick? 

Senator  Burdick.  I  want  to  compliment  the  Judge  for  a  very  fine 
presentation.  I  have  learned  a  good  deal  today. 

]Mr.  RiFKiND.  Thank  you,  Senator. 

Senator  Burdick.  I  do  not  have  any  other  questions  than  those  I 
have  already  asked. 

Senator  McClellan.  You  have  made  a  very  excellent  presentation. 

Mr.  RiFKixD.  Thank  you,  Senator  McClellan. 

Senator  McClellan.' I  understand  Mr.  Stever  has  to  catch  a  plane 
soon,  and  we  will  give  him  the  opportunity  to  proceed  next,  if  he 
desires. 

STATEMENT  OF  H.  GUYFORD  STEVER,  PRESIDENT,  CARNEGIE 
INSTITUTE  OF  TECHNOLOGY,  MEMBER,  PRESIDENT'S  COMMIS- 
SION ON  THE  PATENT  SYSTEM 

jNIr.  Stever.  Mr.  Chairman,  gentlemen,  I  am  honored  to  be  given 
this  opportunity ;  I  know  that  you  are  short  of  time  so  I  will  make  my 
comments  very  brief. 

First  of  all,  I  am  Dr.  Stever,  president  of  Carnegie  Institute  of 
Technology,  a  physicist  by  education  and  engineer-educator  by  pro- 
fession, put  out  to  pasture  as  a  college  president  in  my  later  years.  I 
am  not  a  substantial  direct  beneficiary  of  the  i^atent  system,  although 
I  do  have  a  patent.  I  have  been  around  inventive  people  in  the  world 
of  technology  all  of  my  life.  As  a  member  of  the  President's  Commis- 
sion on  the  Patent  System,  I  first  became  aware  of  some  of  the  legal, 
judicial,  and  governmental  aspects  of  the  system. 

I  am  not  going  to  comment  on  a  large  number  of  the  points  made; 
I  will  confine  my  remarks  to  only  a  few.  I  feel  strongly  that  the  tech- 
nology of  the  next  decades  will  prove  even  more  than  that  of  the  im- 
mediate past  that  we  must  revise  our  patent  system.  That  is  why  I  am 
a  strong  proponent  of  the  report  of  the  Commission  and  of  many  of 
the  recommendations  in  the  bill. 

I  am  deeply  impressed  that  the  Patent  Office  badly  needs  help.  It 
needs  more  support.  It  will  not  be  able  to  do  its  job  on  the  new  pro- 

Eosed  system  or  the  present  system  or  any  other  system,  unless  it  is 
etter  supjiorted.  The  inventions  that  are  going  to  have  a  major  im- 
pact on  society — and  those  are  the  ones  that  we  should  get  excited 
about,  for  they  are  the  whole  reason  for  allowing  the  monopoly  grant- 
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ed  in  the  patent  system— will  be  more  and  more  complicated.  The 
inventors  themselves  will  have  higher  degrees  of  education  and  will 
spring  from  backgrounds  of  broader  and  deeper  technology.  The 
patent  examinei-s  themselves  must  keep  up  with  that  growth  in  sophis- 
tication. 

I  have  made  this  statement  that  inventors  are  going  to  be  a  part  o± 
a  more  highly  educated  group.  Every  now  and  then  people  point  out 
the  garret  inventor  and  the  inventor  who  just  happens  onto  somethiiig 
because  he  is  a  clever  person  though  not  highly  educated.  There  will 
always  be  some  of  those.  But  the  significant  inventions  of  the  future 
will  not  come  from  the  garret.  In  fact,  the  signficant  inventions  of  the 
recent  past  have  sprung  from  a  complicated  and  extremely  well  devel- 
oped technoloo-y. 

Lots  of  people  who  study  the  patents  that  have  been  issued  point 
out  that  they  are  given  to  individuals,  and  usually  they  characterize 
these  individuals  as  rugged  and  demanding  and  of  a  very  special 
class.  I  think  they  are  a  special  class  of  individuals,  but  they  are  also 
highlv  educated.  They  are  not  garret  inventors.  Land,  the  Polaroid 
.  material  in  the  land  camera— a  highly  educated  man.  Eabinow,  mag- 
netic drives  and  clutches;  Carlson,  "Xerox;  Shockley,  Bardeen  and 
the  transistors;  Draper,  inertial  guidance,  and  others  in  chemistry, 
metallurgy,  computers,  jet  engines,  airplanes,  rockets,  space— you 
name  it.  They  are  very  complex.  Xo  one  today  can  make  a  significant 
invention  unless  it  depends  on  sophisticated  technology.  Our  system 
must  be  prepared  to  take  care  of  this. 

When  looking  at  the  Patent  Office  and  the  people  who  work  in  it, 
one  ^ets  a  shock  to  think  that  some  examiners  who  have  had  good  ed- 
ucations, who  are  quite  capable,  and  who  could  go  out  into  a  highly 
developed  technological  lab  would  choose  to  go  into  an  organization 
with  such  poor  facilities.  I  do  not  think  we  are  going  to  be  able  to  get 
and  keep  good  examiners  unless  we  get  better  facilities  and  equipment. 
We  will  need  more  examiners  who  are  better  educated.  I  back  up  what 
Judge  Rifkin  has  said  in  this  and  I  think  it  may  be  the  most  impor- 
tant recommendation  that  we  have  made. 

One  other  point.  As  an  experimentalist,  I  find  that  no  new  system 
or  new  device,  whether  it  is  physical  or  conceptual,  really  is  perfect 
in  its  first  form.  It  needs  to  have  modifications,  especially  at  the  begin- 
ning, I  think  it  is  extremely  important,  if  you  choose  to  go  ahea,d  with 
our  proposal,  that  you  set  up  provisions  for  competent  reworking  of 
it  periodically. 

Now  we  have  made  a  recommendation  alon^  this  line,  which  in  fact 
was  diluted  in  the  bill  submitted  by  the  administration.  I  would  pre- 
fer it  in  the  original  form.  In  the  proposal  to  set  up  a  statutory  ad- 
visory council,  which  in  the  bill  is  Xo.  15,  the  administration  has  re- 
moved one  element  from  the  original  recommendation.  This  is  that 
periodically,  the  statutory  advisory  council  which  works  very  closely 
with  the  Patent  Office  and  the  Department  of  Commerce  should  report 
pu])liclv.  I  think  this  is  an  important  provision.  I  think  it  is  important 
especially  in  the  next  few  years  if  a  new  system  goes  in,  simply  to  get 
out  for  public  inspection  again  the  actions  of  the  new  system  to  see 
whether  it  is  functioning  well  and  to  see  where  it  must  be  strengthened. 
Personally,  I  think  this  is  a  very  important  feature  which  should  be 
brouo-ht  back  into  the  bill. 
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Other  than  that,  I  will  stand  on  this  report  itself. 

Thank  you. 

Senator  McClellan.  Thank  you  kindly. 

Senator,  do  you  have  any  questions  ^ 

Senator  Burdick.  No,  thank  you. 

Senator  McClellan.  Thank  you  Aery  much. 

Mr.  Birkenstock. 

STATEMENT  OF  JAMES  W.  BIRKENSTOCK,  VICE  PRESIDENT,  IBM 
CORP.;  MEMBER,  PRESIDENT'S  COMMISSION  ON  THE  PATENT 
SYSTEM 

Mr.  BiRKEXsTOCK.  ]Mr.  Chairman,  I  appreciate  very  much  the  op- 
portunity to  be  here  today  to  testify  in  support  of  the  Patent  Reform 
Act  of  1967,  S.  1042,  introduced  by  Senator  McClellan.  I  support  this 
important  legislation  as  I  believe  it  is  seriously  needed  to  strengthen 
our  U.S.  patent  system  so  that  it  can  better  fill  the  needs  of  today, 
and  cope  with  the  demands  of  the  technological  advances  of  the  dec- 
ades ahead. 

In  response  to  your  invitation,  I  will  give  you  my  views  on  the 
need  for  patent  reform.  I  will  also  discuss  the  desirability  of  har- 
monizing our  U.S.  patent  system  with  those  of  other  major  countries. 

I  speak  to  you  as  a  businessman.  I  am  not  a  professional  man :  I  am 
not  an  attorney.  I  am  familiar  with  patent  systems  in  the  United  States 
and  generally  throughout  the  world. 

'\'\nien  man's  ingenuity  brings  an  invention  into  the  world,  man  gives 
birth  to  a  curious  creature — a  creature  which  has  no  conscience,  feels 
no  passion  and  has  no  sense  of  its  own  worth.  The  extent  to  which  that 
value  is  realized  in  society,  is  dependent  upon  the  care  and  nourish- 
ment that  this  creature  receives  from  the  businessman. 

An  invention  may,  or  may  not,  be  useful.  It  may,  or  may  not,  be  pat- 
entable. Its  legal  status  is  determined  by  a  set  of  rules,  the  basic  pat- 
tern of  which  had  its  beginning  in  1836.  Under  this  set  of  rules,  men 
are  able  to  judge  whether  or  not  an  invention  is  of  sufficient  value  to 
merit  the  issuance  of  a  patent  and,  thereby,  determine  whether  it  will 
have  a  legal  life  and  value  to  its  owner  in  the  nature  of  a  property 
right. 

This  set  of  rules,  which  we  commonly  refer  to  as  a  patent  system, 
provides  benefits  to  both  the  inventor  and  the  ])ublic.  However,  since 
1836,  while  the  patent  system  has  remained  virtually  unchanged,  dra- 
matic changes  have  occurred  in  the  social,  technological,  and  economic 
character  of  our  Nation.  The  rapid  growth  of  technology  and  the 
highly  industrial  nature  of  our  national  development  have,  in  fact, 
brought  about  the  inadequacy  of  our  patent  system  and  the  need  for 
change. 

Nonetheless,  our  patent  system  has  played  an  important  role  in  this 
transformation. 

Any  patent  system's  primary  mission  is  to  serve  the  public.  That 
service  is  best  performed  by  encouraging  early  public  disclosure  of 
new  technologies,  thereby  avoiding  a  society  of  practitioners  of  secret 
technology.  Early  disclosure  reduces  unnecessary  duplication  and 
provides  a  basis  for  advancing  the  state  of  the  art. 
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The  quid  pro  quo  to  the  inventor  for  niakin<i-  public  his  discovery  is 
the  grant  of  a  limited  monopoly  which  in  turn  encourages  the  innova- 
tors to  risk  their  capital. 

The  beneficial  exchange  of  technological  information  across  na- 
tional boundaries,  under  the  protection  of  a  patent  system,  enables  the 
innovator  to  broaden  his  markets  and  realize  more  from  his  investment. 

The  inadequacies  of  our  present  system  which  compel  the  changes 
set  forth  in  S.  1042,  are,  in  my  opinion,  as  follows  : 

1.  The  quality  and  reliability  of  the  U.S.  patent  are  too  low. 

2.  The  period  of  pendenc}"  of  a  patent  application  from  filing  to 
final  disposition  is  far  too  long,  especially  in  the  areas  of  complicated 
application. 

3.  Our  present  patent  system  makes  no  provision  for  early  public 
disclosure  of  technological  advances. 

4.  The  expense  of  obtaining  and  litigating  a  ])atent  is  too  high. 

5.  U.S.  patent  practice  is  not  compatible  with  that  of  other  major 
countries  of  the  world. 

6.  Our  present  patent  system  will  not  be  able  to  cope  with  the 
exploding  technology  foreseeable  in  the  decades  ahead  . 

I  believe  that  the  concern  over  these  inadequacies  is  shared  by  many 
inventors  and  businessmen,  particularly  those  w^io  rely  on  the  patent 
system  to  protect  their  industrial  property.  The  concern  over  quality 
of  the  issued  patent  probably  heads  the  list. 

As  the  owner  of  an  issued  patent,  the  businessman  naturally  expects 
that  it  gives  him  an  exclusive  position  with  respect  to  his  invention. 
Yet,  when  the  patent  is  scrutinized  by  an  infringer,  a  prospective  li- 
censee, or  the  courts,  the  patentee  all  too  often  finds  that  the  protective 
"fence"  around  his  property  has  "holes"  in  it. 

Probably  the  most  fundamental  reason  for  this  is  that  more  per- 
tinent prior  art  is  found  that  was  not  considered  by  the  Patent  Officer 
examiner.  A  second  reason  is  the  failure  of  the  examiner  to  determine 
whether  the  invention  meets  a  required  high  standard  of  patentability 
before  issuing  a  patent. 

"Why  do  we  find  ourselves  in  this  situation?  I  would  suggest  that 
there  are  several  reasons : 

The  inaccessibility  of  pertinent  prior  art  to  the  examiner  is  probably 
the  No.  1  reason. 

The  use  of  a  classification  system  in  the  United  States  unlike  that 
of  any  other  patent  office  in  the  world. 

No  classified  repository  for  technical  publications  or  journals  which 
often  indicate  the  most  current  state  of  an  art. 

The  pressure  on  the  examiner  for  throughput  tends  to  mitigate 
against  a  thorough  search  of  the  prior  art  that  is  available  to  him. 

In  recognition  of  these  problems,  the  provisions  of  S.  10412  make 
some  radical  departures  from  present  practices.  I  would  like  to  touch 
on  several  of  these  provisions  and  comment  on  their  impact  on  the 
business  community. 

Each  application  would  be  published  within  24  months  of  its  earliest 
effective  filing  date. 

The  public  would  have  the  right  to  cite  and  apply  prior  art  against 
such  published  applications  prior  to  the  issuance  of  a  patent. 

The  Commissioner  of  Patents  would  conduct  a  program  of  research 
and  development  to  improve  and  expedite  the  handling,  classification, 
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storage,  and  retrieval  of  patents  and  other  scientific  and  teclmo- 
logical  information. 

There  woidd  be  a  standby  deferred  examination  procedure  as  a 
means  to  be  employed,  as  required,  to  take  the  pressure  off  the  exam- 
iner for  throughput  at  the  sacrifice  of  quality. 

A  statutory  advisory  council,  comprised  of  public  members,  would 
advise  the  Secretary  of  Commerce,  on  a  continuing  basis,  of  its  evalu- 
ation of  the  current  health  of  the  patent  system,  and  I  agree  with  Dr. 
Stever  that  they  should  make  their  findings  public. 

From  these  provisions,  particularly  early  publication  and  citation  of 
art  by  the  public,  you  can  see  that  the  public  will  be  brought  into  the 
examination  process  at  a  time  when  its  knowledge  and  experience  can 
be  employed  to  improve  the  quality  of  the  final  product. 

Early  publication  will  also  have  other  beneficial  effects : 

It  will  serve  as  a  basis  for  others  to  advance  the  state  of  the  art. 

It  will  save  needless  duplication  of  effort  and  reinventing  the  same 
thing. 

It  will  also  allow  the  businessman  to  plan  intelligently  his  future 
business  or  investment  possibilities. 

The  eventual  establishment  of  a  system  for  worldwide  retrieval  of 
information  would  be  of  immeasurable  assistance  in  getting  all  of  the 
pertinent  prior  art  into  the  hands  of  the  Patent  Office  examiner,  leav- 
ing him  much  more  time  to  analyze  the  application  and  exercise 
sound  judgment.  In  addition,  it  would  be  an  extremely  useful  tool  for 
the  businessman  to  learn  the  state  of  the  art  in  the  area  of  his  business 
interest  and  thus  enable  him  to  make  better  decisions  as  to  whether 
or  not  to  file  a  patent  application  or  produce  a  product. 

Another  serious  problem  with  our  present  patent  system  is  the  long 
period  of  pendancy  of  an  application  before  issuance.  This  is  of  par- 
ticular concern  to  the  businessman  since  many  patents  come  out  of 
the  "woodwork"  years  after  he  has  made  his  decision  to  develop  and' 
produce  a  product. 

The  long  pendancy  of  applications  allows  the  applicant,  if  he  so 
chooses,  to  improperly  take  advantage  of  the  system  through  late 
claiming  techniques,  penalizing  the  businessman  that  has  innocently 
made  a  heavy  investment  ancf  spent  considerable  time  and  effort  in 
developing  a  commercial  product  and  its  market. 

The  evils  of  long  pendency  are  not.  by  any  means,  one  sided.  Patent 
issuance  delay  also  has  its  problems  for  the' patent  owner.  Pie  is  faced' 
with  a  long  period  of  uncertainty  as  to  the  scope  of  the  rio-hts  that 
will  eventually  be  granted.  Until'  his  patent  issues  he  cannot  exclude 
others  from  using  his  invention. 

S.  1042  attacks  these  serious  problems  by  providing  that  a  patent  be 
issued  to  the  first  applicant  to  file  an  application  on  a  particular  inven- 
tion. In  my  view,  this  is  the  key  provision  in  the  bill.  Since  there  are 
manv  who  would  like  to  publish  their  invention  or  test  market  their 
product  prior  to  filing  an  a]iplication,  the  bill  makf^  provision  for  a 
preliminary  application  having  minimal  requirements  as  to  form. 

A  first-to-file  system  eliminates  completely  the  costly  and  time- 
consuming  intei-ferences.  and  together  with  tlie  provision  for  prelim- 
inary applications,  allows  an  inventor  to  promptly  get  his  invention 
into  the  patent  system.  Tlie  defensive-minded  businesman  can  follow 
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this  procedure  for  his  more  important  inventions  and  can  publish 
those  of  lesser  importance  to  set  up  a  statutory  bar  as  of  the  date  of 
publication,  thereby  preventing  others  from  getting  patents  on  later 
filed  applications  that  would  block  the  defensive-mmded  busmess- 
man's  freedom  of  action. 

The  effect  given  such  publication  under  S.  1042,  coupled  with  the 
provision  for  its  citation  as  prior  art  against  another  party's  later 
filed  patent  application  on  the  same  invention,  would  provide  a  means 
of  eliminating  completely  the  necessity  of  filing  patent  applications  as 
a  means  of  defensively  protecting  a  product  or  business,  thereby  sub- 
stantially lessening  the  workload  and  expense  for  both  the  Patent 
Office  and  the  public.  This  is  but  one  example  of  the  interrelationship 
of  the  many  constructive  provisions  of  this  bill. 

There  is  very  little  in  our  patent  system  of  today  that  encourages 
early  public  disclosure  of  new  teclinological  advances.  In  fact,  there 
are  many  provisions  of  the  law  that  discourage  such  early  disclosure. 
Whatever  public  disclosure  there  is,  rests  solely  under  the  control  of  the 
applicant  since  his  application  remains  secret  until  the  patent  is 
issued.  In  addition,  granting  of  the  patent  to  the  first  to  invent  rather 
than  to  the  first  to  file  does  not  encourage  early  filing.  There  is  also  the 
fact  that  the  applicant  is  not  encouraged  to  get  his  application  ready 
for  issuance  because  his  iT-year  monopoly  does  not  begin  to  run  until 
the  patent  is  issued. 

I  have  already  discussed  two  provisions  of  S.  1042  that  are  of  great 
importance  to  having  earlier  public  disclosures  of  new  technological 
advances.  They  were: 

Publication  of  each  application  within  24  months  of  its  earliest 
effective  filing  date. 

Issuance  of  a  patent  to  the  first  applicant  to  file  an  application  for  a 
particular  invention. 

In  addition,  S.  1042  would  create  an  incentive  for  applicants  to  push 
for  early  patent  issuance  by  providing  that  the  life  of  the  patent  mo- 
nopoly would  expire  20  years  from  the  earliest  U.S.  filing  date. 

Another  problem  that  faces  the  businesman  today  is  the  matter  of 
the  high  cost  of  prosecuting  applications  and  asserting  them  against 
infringers.  The  businessman  can  be  subjected  to  coiisiderable  harass- 
ment as  an  alleged  infringer.  Even  in  cases  where  he  feels  strongly  that 
the  patent  would  ultimately  be  held  invalid,  when  he  considers  the  hun- 
dreds of  thousands  of  dollars  in  complex  cases  that  could  be  involved 
in  defending  a  suit,  he  may  conclude  that  the  best  course  of  action  is 
to  settle  for  less  to  get  rid  of  the  problem.  These  nuisance  settlements, 
although  distasteful,  are  often,  under  the  present  system,  justified  on 
pure  economics. 

The  assertion  of  a  valid  patent  against  those  using  the  invention  is 
an  equally  costly  proposition  for  the  patent^  owner.  This  often  results 
in  the  patentee  getting  far  less  than  is  due  him. 

In  many  instances  the  very  survival  of  the  small  businessman  may  be 
at  stake.  His  cost  of  fully  litigating  a  claim  against  him  can  seriously 
impair  his  ability  to  stay  in  business. 

Frequently,  the  small  businessman,  as  a  patent  owner,  fails  to  a,ssert 
his  rights  because  he  knows  that  he  can  ill  afford  to  go  through  with 
the  full  course  of  litigation. 
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The  provisions  in  S.  1042  that  I  have  ah-eady  described  with  respect 
to  improving  qnality  and  reducing  pendency  period  should  reduce 
the  instances  in  Avhich  the  parties  must  resort  to  litigation.  However, 
the  bill  adds  other  improvements,  as  follows : 

A  limited  type  of  cancellation  proceeding  in  the  Patent  Office  after 
patent  issuance. 

Provision  for  in  rem  invalidity.  The  costs  of  defending  one  suit 
under  an  invalid  patent  would  not'have  to  be  repeated  again  and  again 
in  suits  against  others. 

Finally,  I  would  like  to  briefly  cover  the  international  aspects  of 
S.  1042.  There  are  great  differences  today  among  the  patent  systems 
of  the  various  countries.  The  inventor  who  desires  multinational 
patent  protection  for  his  discovery  must  file  a  multitude  of  applica- 
tions, each  governed  by  a  separate  and  distinct  system  of  laws,  rules, 
regulations^  and  procedures.  Even  after  the  patent  has  been  obtained, 
the  inventor  is  confronted  with  diverse  systems  of  maintaining  patent 
protection. 

If  change  is  to  be  achieved,  nations  must  adopt  a  single  set  of  long- 
range  goals  to  guide  their  intermediate  and  short-range  movements. 
Any  attempt  by  revolutionary  change  to  scrap  present  systems  in  favor 
of  new  ones,  in  the  United  "States  or  abroad,  is  neither  feasible  nor 
desirable.  It  is,  however,  both  possible  and  advantageous  to  promote 
and  direct  interim  steps  toward  the  ultimate  goal — a  universal  patent. 

The  rule  followed  by  the  Commission  on  harmonization  was  that  to 
the  extent  that  harmonization  of  U.S.  practice  with  prevailing  foreign 
practice  can  be  attained  without  injury  to  the  quality  of  the  U.S. 
Patent  System,  such  harmonization  should  be  introduced  as  a  first 
step  t oward  the  desired  goal. 

S.  1042  contains  a  number  of  provisions  which  w^ll  make  our  patent 
system  more  compatible  with  foreign  systems.  If  they  are  adoj^ted, 
it  should  facilitate  our  initial  steps  toward  the  goal  of  international 
harmonization. 

With  closer  cooperation  among  the  various  patent  offices  of  the 
world,  the  businessman  should  be  able  to  attain  a  reduction  in  the 
cost  of  filing  patent  applications  abroad  where  he  desires  multinational 
patent  protection  and  he  should  also  be  able  to  look  forward  to  the 
eventual  attainment  of  a  universal  patent — one  which  would  give  the 
patentee  a  grant  of  exclusivity  "good  against  the  world." 

One  final  point,  you  have  heard  this  before  today,  but  I  believe  it 
merits  repeating.  The  provisions  for  patent  reform  incorporated  in 
S.  1042,  are  not  intended  as  isolated  or  partial  answers  to  disparate 
faults  Avithin  the  patent  system,  but  are  to  be  viewed  as  an  integrated, 
coordinated  plan  for  streamlining  and  improving  that  system.  I 
believe  that  these  changes  are  essential  for  the  long-term  health  and 
survival  of  the  patent  system, 

I  sincerely  hope  that  those  who  recommend  against  the  provisions 
of  S.  1042  at  these  hearings  will  do  so  constructively  by  proposing  a 
better  total  system — should  they  have  one  to  offer — rather  than  by 
making  a  piecemeal  attack  on  the  reform  provisions  set  forth  in  this 
bill. 

Tlie  applicant  desiring  to  file  abroad,  therefore,  has  two  choices: 
He  can  file  his  complete  application  in  the  United  States  within  6 
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months  of  the  prelmiiiiary  application;  then  he  must  wait  for  6 
months  after  the  complete  application  is  tiled  and  then  file  abroad, 
but  before  the  end  of  a  l-ye;ir  period.  Because  of  the  necessit^y  of  trans- 
lations and  revisions  to  the  U.S.  application  to  conform  with  foreion 
filino-  ie([uirements,  it  would  probably  be  necessary  for  the  applicant 
to  hie  his  U.S.  complete  application  mucli  earlier  than  (>  months  after 
the  preliminary  is  filed.  This,  of  course,  dilutes  the  value  of  a  prelim- 
inary as  a  mode  of  operation.  In  the  alternative,  the  applicant  can 
apply  for  a  license  from  the  Commissioner  to  file  abroad. 

The  first  of  these  choices  imposes  a  burden  on  the  applicant,  since 
it  means  that  he  must  hie  a  complete  application  in  the  United  States 
shortly  after  hling  his  preliminary.  The  second  of  these  choices  could 
be  burdensome  on^the  l^itent  Office  if  a  lot  of  applicants  applied  for 
licenses.  I  would  propose  that  section  184  be  revised  by  inserting  after 
the  word,  "hling,""  in  line  3,  the  words,  "either  a  preliminary  or."  V^ith 
this  revision,  the  applicant  can  hie  abroad  at  any  time  between  (; 
months  and  1  year  from  the  filing-  date  of  the  prelimiiuiry  aj^plication. 

I  also  support  Dr.  Stevers  stated  position  on  making  the  bill  contain 
more  fully  the  Commission's  recommendations  on  the  Advisory  Coun- 
cil's recommendations  to  the  Secretary  of  Commerce  being  made  public. 

Senator  McClellan.  I  want  to  ask  you  this  question  :  Is  there  any- 
thing in  the  bill  now  that  you  feel  ought  to  be  deleted?  You  have 
suggested  a  revision  here,  I  believe.  Is  there  anything  in  a  section  of 
the  bill  or  in  a  provision  in  it  that  you  think  should  be  deleted,  should 
be  stricken  from  it  ? 

Mr.  BiRKExsTocK.  There  is  not. 

Senator  McClellan.  Thank  you  very  nmch.  We  appreciate  your 
statement.  It  is  very  good, 

(Subsequently  a  letter  from  Mr.  Birkenstock  was  received  and  by 
order  of  the  chairman  it  appears  as  follows :) 

IXTERXATIOXAL  BUSINESS  MACHINES  CORP.. 

Antionk,  N.Y.,  July  5.  JDOli. 
Hon.  John  L.  McClellan. 

Committee  on  the  Judiciary,  Subcommittee  on  Patents,  Trademarks,  and  Copu- 
rif/lits,  U.S.  Senate.  Washington.  D.C. 

My  Dear  Senator  McClellan  :  In  resix)iise  to  your  invitation  to  amplify  my 
May  17,  1967,  statement  before  your  Subconnnittee  on  The  Patent  Reform  Act 
of  i967,  S.  1042,  the  following  remarks  are  submitted  for  addition  to  the  record. 

Since  my  appearance  before  your  Subcommittee,  a  proposed  Patent  Coopera- 
tion Treaty  has  been  released  by  officials  of  the  U.S.  Departments  of  Commerce 
and  State.  This  treaty  would  eliminate  the  multiple  filing  of  patent  applications 
now  necessary  in  order  to  patent  an  invention  in  a  number  of  countries. 

In  my  view,  the  viability  of  this  treaty  is  heavily  dependent  on  the  effective- 
ness and  reliability  with  which  Patent  Otfices  of  the  member  countries  carry  out 
one  of  the  treaty's  essential  features,  namely,  the  provision  of  a  single  world- 
wide novelty  search  that  would  be  available  to  the  applicant  at  an  early  time 
in  the  country  where  the  application  is  first  filed.  Unless  this  search  is  performed 
with  precision  on  a  comprehensive  basis  with  respect  to  the  world's  prior  iirt. 
the  "Certificate  of  Patentability"  issued  by  the  exffmining  country  could  not 
realistically  be  given  "full  faith  and  credit''  by  the  other  countries  in  which  a 
corresponding  application  is  filed. 

In  order  to  provide  the  facilities  for  producing  a  search  that  could  be  relied 
upon  in  all  countries,  there  must  be  developed  a  worldwide'  network  of  informa- 
tion storage  and  retrieval  systems  containing  all  of  the  significant  prior  arr 
of  the  world  to  be  Ciiptured  through  a  cooperative  effort. 

When  information  is  captured  in  machine  readable  form,  it  becomes  a  d;itn 
bank   from  an   information   processing   viewpoint.    I   visuali/.e   this   network   as 
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starting  with  a  data  bank  locatetl  in  each  country.  The  cooperating  countries 
would  be  pledged  to  sharing  data  capture  and  exchanging  data  with  each  other. 
This  would  materially  reduce  the  cost  and  effort  in  establishing  a  complete 
worldwide  system.  :Modern  day  techniques  of  communication  and  data  process- 
ing, working  in  harmony,  make  it  feasible  for  data  to  be  reproduced,  communi- 
cated, and  exchanged  at  a  fraction  of  the  cost  that  would  be  incurred  absent 
multi-national  cooperation. 

Such  a  worldwide  network  could  respond  to  search  queries  from  various 
locations  and  perform  patent  searching  on  an  economic  and  reliable  basis.  It 
would  be  open  to  both  the  public  and  the  patent  offices  of  all  cooperating 
nations. 

Today,  the  patent  systems  of  the  world  have  very  little  in  common  in  law  and 
procedure,  but  they  do  have  a  common  problem — namely,  the  inaccessibility  of 
the  prior  art  of  the  world,  which  I  call  the  patent  information  gap. 

The  development  of  a  network  of  information  storage  and  retrieval  systems 
would  be  a  significant  step  in  closing  the  world's  patent  information  gap. 

The  attainment  of  this  goal  would  substantially  enhance  the  possibility  of 
achieving  the  desired  improvements  in  quality,  backlog  reduction,  the  cost  of 
obtaining  patents  for  all  national  patent  offices  and  the  ultimate  universal  patent. 
This  will,  of  course,  serve  as  a  stimulus  to  the  expansion  of  world  trade  and 
technology. 

It  is  significant  that  the  technological  explosion,  which  has  created  many  of 
the  problems  for  our  existing  patent  systems,  has  produced  the  tools  that  should 
serve  well  in  overcoming  such  problems.  I  have  reference  to  communication- 
oriented,  high  speed,  electronic  data  processing  equipment. 

Today  we  have  data  processing  systems  that  are  fully  capable  of  being  applied 
to  the  task  of  patent  searching.  These  systems  are  characterized  by  massive  bulk 
data  storage  capacities,  very  high  data  manipulation  rates,  minimal  operator 
intervention  and  a  broad  array  of  input-output  devices  that  can  be  associated 
locally  or  remotely  from  the  central  processor  to  perform  a  variety  of  tasks  such 
as  data  transmission,  visual  displays,  and  making  print  outs. 

With  such  powerful  and  sophisticated  tools  available  to  him,  the  user  that 
wishes  to  perform  the  function  of  information  storage  and  retrieval  faces  two 
basic  problems.  He  must  develop,  or  have  access  to,  a  data  bank  that  contains  all 
of  the  significant  information  that  the  system  is  to  deal  with.  Also,  he  must  de- 
velop the  techniques  for  retrieving  from  the  data  bank  that  information  which  is 
pertinent  to  a  given  inquiry. 

Much  is  being  done  today  by  various  groups  to  utilize  the  available  tools  to 
perform  information  storage  and  retrieval.  IBM  has  been  working  on  an  experi- 
mental project  to  develop  a  fully-automated  system  for  classifying  and  searching 
abstracts  of  patents  and  other  technical  literature.  Significantly,  the  abstracts 
to  be  classified  and  searched  are  written  in  everyday  language  of  the  art.  In 
addition,  inquiries  of  the  system,  which  we  term  "query  digests,"  are  simply  a 
brief  description  of  the  idea  or  concept  to  be  searched  and  are  written  in  everyday 
language  of  the  art. 

Although  work  is  not  yet  completed  on  this  project,  the  preliminary  system 
tests  have  been  extremely  encouraging  and  the  results  to  date  have  demonstrated 
the  probable  feasibility  of  a  fully  automated  patent  classification  and  search 
system.  Not  only  does  the  system  appear  to  provide  us  with  a  tool  for  IR:\rs 
own  internal  use  in  our  field  of  interest,  but  we  believe  that  the  concepts  of  the 
system  can  be  equally  employed  in  a  comprehensive  system  for  all  fields  of 
technology. 

Although  I  believe  that  the  development  of  a  reliable,  economic,  fully  auto- 
mated information  retrieval  system  to  perform  patent  searching  on  a  compre- 
hensive worldwide  basis,  is  feasible,  its  development  in  the  foreseea,ble  future  is 
beyond  the  capabilities  of  any  one  company  or  any  one  country  alone. 

The  development  of  thejdata  bank  alone  is  an  enormous  task.  There  exist  today 
vast  volumes  of  patents  and  technical  publications.  They  are  scattered  throughout 
the  world  in  various  patent  offices,  public  libraries  and  the  libraries  of  technical 
societies  and  companies.  Only  a  relative  few  of  these  have  abstracts  descril)ing 
the  concepts  disclosed.  Only  a  small  fraction  of  these  abstracts  are  in  machine 
readable  form.  Even  where  they  are,  there  is  no  standardization  of  machine 
readable  niedin  or  coding  of  the  information  in  that  media. 

At  present,  there  is  no  comprehensive  plan  for  preparing  atetracts  of  the  exist- 
ing prior  art  of  the  world  and  making  it  available  in  machine  readable  form.  Al- 


107 

though  steps  are  being  taken  in  national  patent  oflSces  and  by  a  number  of  indi- 
vidual publishers  to  provide  abstracts  of  future  publications,  there  is  a  great 
need  for  an  overall  plan  to  enlarge  this  activity  and  to  put  these  abstracts  into  a 
standardized  machine  readable  form. 

From  the  standpoint  of  information  retrieval  techniques,  there  are  several  ap- 
proaches used  in  existing  operational  systems  and  many  others  under  develop- 
ment. However,  these  approaches  are  directed  to  the  attainment  of  limited  ob- 
jectives when  considered  in  the  light  of  a  total  systems  approach  to  a  worldwide 
patent  search  system. 

In  the  view  of  these  uncoordinated  activities,  and  in  order  to  work  toward  the 
establishment,  in  the  foreseeable  future,  of  a  viable  comprehensive  network  of 
information  retrieval  systems  to  satisfy  patent  searching  requirements  on  a 
worldwide  basis,  I  believe  we  need  two  things — an  organization  and  a  long-range 
goal  for  that  organization. 

Such  an  organization,  which,  for  w\ant  of  a  better  name,  I  will  refer  to  as  the 
International  Patent  Searching  Association,  would  be  comprised  of  all  interested 
parties  that  could  make  a  contribution  to  the  attainment  of  the  system.  This 
would  include  patent  offices,  equipment  manufacturers  and  developers  of  vsearch- 
ing  techniques  for  information  retrieval  systems,  and  appropriate  technical 
societies. 

Once  such  an  organization  was  formed,  it  could  then  develop  a  long-range  goal, 
and  a  plan  of  action  with  appropriate  benchmarks  for  achieving  that  goal. 

Such  an  organization  would  need  the  cooperation  and  financial  support  of  all 
of  us  who  use  the  patent  system.  We,  in  IBM,  would  be  most  happy  to  provide 
such  cooperation  and  share  financial  support.  I  am  sure  that  there  are  many 
others  who  would  also  do  so,  because  the  inaccessibility  of  prior  art  today  is  a 
universal  problem  throughout  the  world. 

IBM  would  also  be  pleased  to  provide  the  Searching  Association  with  the  re- 
sults of  its  work  in  its  experimental  search  project  so  that  they  could  be  combined 
with  the  contributions  of  others  to  achieve  the  ultimate  goal  of  the  organization. 
If  we  set  in  motion  a  plan  of  action  now,  I  predict  that  a  viable,  fully  mechanized 
search  can  be  realized  by  1970. 

By  providing  the  public  and  the  governments  of  the  world  with  mechanized 
search  facilities,  such  an  organization  would  promote  the  progress  of  science  and 
technology  and  advance  the  standard  of  living  everywhere. 

I  believe  it  is  the  key  to  making  the  proposed  Patent  Cooperation  Treaty  a 
success. 

Sincerely  yours, 

'    J.    W.    BiRKENSTOCK, 

Yice  President. 

STATEMENT  OF  HOWARD  NASON,  PKESIDENT,  MONSANTO  EE- 
SEAECH  CORP.,  ST.  LOUIS,  MO.,  MEMBER,  PRESIDENT'S  COMMIS- 
SION ON  THE  PATENT  SYSTEM 

Mr.  Nason.  Mr.  Chairman,  Senator  Burdick,  I  am  very  grateful 
for  this  opportunity  to  express  my  support  for  the  Patent  Reform 
Act,  S.  1042,  Having  been  privileged  to  serve  as  a  member  of  the 
President's  Commission,  I  am  convinced  that  the  patent  system  iteeds 
modernization  and  strengthenmg.  I  am  convinced  also  that  the  rec- 
ommendations of  the  Commission  provide  a  comprehensive  plan  to 
bring  about  this  modernization. 

You  already  have  heard  a  discussion  of  the  key  provisions  of  S.  1042, 
and  how  they  will  contribute  to  the  six  major  objectives  set  forth  in  the 
introduction  of  the  Commission's  report. 

I  would  like  not,  therefore,  to  retrace  this  ground,  but  inste:"!  would 
prefer  to  comment  on  the  amendments  to  the  patent  reform  bill  pro- 
posed by  Senator  Long  of  Missouri — amendments  Nos.  182  through 
186,  introduced  on  May  3. 
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Amendment  No.  182 

Amendment  No.  182  to  section  105  of  S.  1042  would  establish  what 
is  referred  to  as  a  personal  grace  period.  Under  this  amendment,  pub- 
lic disclosures,  uses,  and  sales  of  the  invention  prior  to  the  applica,nt's 
filing-  date  would  not  be  prior  art  against  the  application  if  (1)  these 
acts  occur  within  6  months  prior  to  the  filing  of  the  complete  applica- 
tion, and  (2)  the  publications,  uses,  or  sales  were  by  or  derived  from 
the  inventor  himself. 

The  President's  Commission,  as  you  know,  recommended  the  pre- 
liminary application  technique  to  take  the  place  of  the  1-year  absolute 
grace  period  provided  for  under  existing  law.  The  thought  was  that 
this  preliminary  application  could  be  an  informal  technical  disclosure 
of  the  invention  which  would  establish  a  legal  filing  date.  I  am  still 
convinced  that  there  is  a  real  need  for  such  an  inexpensive  way  of 
establishing  on  record  the  inventor's  rights.  On  the  other  hand,  I 
think  there  is  a  need  to  supplement  this  preliminary  application  ap- 
proach with  a  short  personal  grace  period  which  would  extend  only 
to  the  inventor  or  owner  of  the  invention.  This  would  obviate  the  need 
for  an  inventor  to  file  a  paper,  however  easily  prepared,  in  the  Patent 
Office  prior  to  giving  a  speech  or  otherwise  publicly  disclosing  or 
demonstrating  the  invention. 

I  believe  that  the  provision  would  mitigate  considerable  of  the 
criticism  that  has  been  directed  against  the  Comission's  recommenda- 
tion and  the  proposed  legislation  because  of  absolute  removal  of  the 
grace  period,  but  it  would  not  relieve  the  necessity  for  diligence  in 
filing  and  diligence  in  prosecuting  an  application.  In  my  personal 
view,  it  supplements  the  Commission's  plan  to  the  benefit  of  inventors 
and  to  those  engaged  in  sponsoring  research.  I  hope  that  it  will  be 
favorably  considered  by  this  subcommittee. 

Amendment  No.  183 

Tender  Senator  Long's  Amendment  No.  183,  a  new  section  263  would 
be  added  to  S.  1042.  This  section  would  implement  the  President's 
Commission  recommendation  No.  XXII  regarding  the  rights  of  a 
patentee  to  grant  licenses  under  this  patent.  This  recommendation  was 
not  included  in  S.  1042,  perhaps  because  the  Department  of  Justice 
participated  in  the  drafting  of  this  legislation. 

As  stated  in  the  Commission's  report,  the  Commission  believed  that : 

The  mere  exercise,  conveyance  or  license  of  (the  right  to  exclude  others  from 
making,  using  and  selling  the  patented  invention)  .  .  .  should  not  in  itself 
constitute  misuse  of  a  patent.  A  patent  owner  should  not  be  denied  relief  against 
infringers  because  he  either  refused  to  grant  a  license  or  because  he  has  exei*- 
cisod.  transferred  or  licensed  any  of  the  conferred  patent  rights  himself.  This 
should  not  include  immunity  of  even  these  conferred  patent  rights  from  the  anti- 
trust laws  when  the  patent  owner  becomes  involved  in  a  conspiracy  to  restrain  or 
monopolize^  connnerce,  or  when  the  patent  is  itself  used  as  an  instrument  for 
unreasonably  restraining  trade. 

I  believe  that  such  a  provision  is  an  important  part  of  the  Com- 
mission's i)lan  and  that  tlie  provision  should  be  included  in  any  bill 
which  is  recommended  by  the  subcommittee. 
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Amendment  No.  18-i 

This  amendment  is  intended  to  implement  fully  the  Connnission's 
recommendations  reijarding  the  importation  into  this  country  of  a 
product  made  abroad  by  a  process  patented  in  the  United  States.  This 
recommendation  is  No.'XXI  in  the  Commission's  report.  The  purpose 
is  to  make  it  possible  for  a  process  patent  owner  to  [)revent  evasion 
of  his  exclusive  rights  by  the  practice  of  his  [)rocess  abroad  for  prcjfit 
in  this  country. 

The  administration's  bill  includes  a  section  271(b)  similar  to  the 
one  proposed  in  the  amendment.  HoAvever,  the  administration's  sec- 
tion would  be  effective  only  if  patent  protection  for  the  process  were 
not  available  in  the  country  of  origin.  The  purpose  of  this  limitation 
is  not  clear  and,  in  my  view,  should  be  deleted.  Adoption  of  amend- 
ment No.  184  would  have  this  effect. 

I  believe  that  this  deletion  seriously  weakens  the  [)rovision  and,  in 
fact,  destroys  the  protection  that  the  Commission's  recommendation 
would  have'  conferred  to  the  inventor  or  innovator,  usually  a  small 
business  or  an  individual  of  limited  means  who  desires  to  prosecute 
his  invention  in  this  country  and  this  country  alone.  Adoption  of 
amendment  No.  184  would  have  this  effect  and  would  relieve  him  from 
the  obligation  which  he  would  be  subjected  to  under  the  present  lan- 
guage of  the  bill  of  filing  in  every  foreign  country  wdiere  protection 
could  be  obtained,  which  w^ould  entail  great  expense,  as  we  have 
already  heard. 

Amendment  No.  185 

This  amendment  would  add  a  section  274  to  S.  1042  establishing  what 
is  sometimes  referred  to  as  the  "right  of  prior  user."  Under  this  amend- 
ment if  a  person  practiced  an  invention  or  made  a  substantial  prepara- 
tion for  the  practice  of  the  invention  prior  to  the  effective  filing  date  of 
a  patent  application,  a  court  in  its  discretion  could  permit  the  con- 
tinued practice  of  the  invention. 

The  section  is  patterned  after  the  "intervening  rights"  section  of 
present  section  252  dealing  with  reissue  patents. 

The  amendment  would  be  effective  only  after  use  or  practice  of  the 
invention  was  a  nonpublic  use ;  that  is,  public  use  prior  to  the  effective 
filing  date  of  an  application  would  bar  the  granting  of  the  patent 
altogether. 

^Vliile  the  President's  Commission  considered  but  did  not  recom- 
mend an  "intervening  rights  provision,"  in  my  view  it  is  important  to 
allay  some  of  the  views  expressed  regarding  the  operation  of  a  first- 
to-fi"le  system  of  priority.  The  matter  is  particularly  relevant  in  respect 
to  chemical  and  related  processing  practices. 

Amendment  No.  186 

Amendment  No.  186  w-ould  liberalize  to  an  extent  the  continuation 
practice  wdiich  would  be  established  under  section  120  of  the  admin- 
istration's bill.  In  net  effect,  this  amendment  would  allow  the  filing 
of  a  continuation  application  after  the  filing  of  an  appeal  to  the  Patent 
Office  Board  of  Appeals  in  a  so-called  "parent"  case.  A  parent  case  is  a 
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previously  filed  applioation  disclosing  the  same  or  substantially  the 
same  invention. 

Amendment  No.  186  would  also  exclude  the  parent  case  from  being 
considered  as  prior  art  in  the  later  filed  application.  This  would  be 
true  whether  or  not  the  later  filed  case  added  '"new  matter"  or  addi- 
tional disclosure. 

Again,  with  respect  to  chemical  practice,  there  has  been  a  sugges- 
tion that  this  liberalization  of  continuation  rules  would  improve  the 
actual  operation  of  a  first-to-file  system.  If  this  is  so,  I  endorse  the 
amendment  and  urge  its  inclusion  in  the  patent  reform  bill  by  the 
subcommittee. 

I  have  emphasized  the  amendments  to  the  administration's  bill 
which,  in  my  view,  will  improve  it. 

By  no  means  should  this  be  considered  an  expression  of  reservations 
regarding  the  administration  bill.  I  have  seen  firsthand  how  impor- 
tant a  role  the  patent  system  plays  in  stimulating  research  and  in  en- 
couraging disclosure  of  the  results  of  this  research.  The  effectiveness 
of  the  patent  system  is  diluted,  in  my  view,  by  the  fact  that  many 
provisions  of  the  present  law  are  justifiable  more  in  their  historical 
context  than  in  today's  fast  moving  world  conditions.  The  first-to-file 
provision  of  the  bill,  together  with  the  publication  of  pending  patent 
applications  within  a  fixed  period  of  time,  will  be  of  positive  benefit  in 
carrying  out  the  fundamental  purpose  of  the  patent  system :  to  pro- 
mote the  progress  of  science  and  the  useful  arts. 

I,  therefore,  support  enactment  of  S.  1042,  provided  it  is  amended 
as  proposed  by  Senator  Long  of  Missouri,  and  support  also  the  views 
that  have  been  expressed  previously  here  at  today's  hearing. 

Thank  you. 

Senator  McClellan.  Do  you  support  it  conditionally  only  ?  Do  you 
give  it  your  support  only  if  such  amendments,  as  those  that  you  have 
recommended  are  adopted  ? 

Mr.  Nason.  I  feel  that  these  amendments  are  quite  necessary.  Sen- 
ator McClellan,  to  put  the  bill  in  the  form  that  the  Commission  in- 
tended, and  to  implement  its  objectives,  and  my  support  is  conditional 
upon  them. 

Senator  McClellax.  Is  there  disagreement  between  you  and  the 
other  members  of  the  Commission  with  respect  to 

Mr.  Nason.  With  respect  to  the  intervening  rights  section,  I  ex- 
pect there  is  a  disagreement  between  me  and  the  other  members  of 
the  Commission. 

Senator  McClellan.  But  that  is  the  onh'  one  so  far  as  you  know? 

Mr.  Nason.  So  far  as  I  know,  that  is  the  principal  one. 

Senator  McClellan.  That  is  a  matter  we  will  have  to  weigh,  and  I 
guess  we  will  hear  other  testimony  on  it. 

Mr.  Nason.  I  believe  these  fall  under  the  heading  of  debugging 
operations  that  Dr.  Stever  referred  to. 

Senator  McClellan.  All  right.  Any  questions.  Senator  ? 

Senator  Burdick.  No  questions,  thank  you. 

Senator  McClellan.  Thank  you  very  much.  Dr.  Nason. 

Now,  Mr.  Neuman,  you  will  not  testify  today,  is  that  right? 
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TESTIMONY  OF  SIDNEY  NEUMAN,  PATENT  ATTORNEY,  CHICAGO, 
ILL.,  MEMBER,  PRESIDENT'S  COMMISSION  ON  PATENT  SYSTEM 

Mr,  Neumax.  Mr.  Chairman,  I  have  not  prepared  a  statement,  and 
I  have  not  prepared  for  testimony  today.  I  apolog:ize  for  that.  Neither 
am  I  so  immodest  that  I  think  I  can  extemporaneously  improve  upon 
anything  that  Judge  Eifkind  had  to  say,  or  upon  these  other  presenta- 
tions. I  would  like  to  request  leave  either  to  submit  a  statement  or 
to  come  back  at  some  other  time. 

Senator  McClellan".  All  right,  whichever  you  prefer.  You  may 
submmit  a  statement  for  the  record  if  you  care  to,  or  if  you  would  like 
while  we  are  holding  hearings  to  come  back  and  give  your  testimony, 
we  shall  be  very  glad  to  have  it,  indeed. 

But  I  understand  that  you  generally  endorse  what  Judge  Rifkind 
had  to  say  ? 

Mr.  Neuman.  Oh,  yes,  Senator. 

Senator  McClellan.  Very  well.  You  may  file  a  statement  or  let 
counsel  know  and  we  will  arrange  for  your  appearance. 

Thank  you,  gentlemen,  very  much. 

(A  letter  received  from  Mr.  Charles  B.  Thornton,  a  member  of  the 
President's  Commission  on  the  Patent  System,  by  order  of  the  chair- 
man, appears  as  follows :) 

Litton  Industries,  Inc., 
Beverly  Hills,  Calif.,  May  19,  1967. 
Re  Proposed  Patent  Reform  Act  S.  1042. 
Hon.  John  L.  McClellan, 
Chairman,  Committee  on  the  Judiciary, 
U.S.  Senate,  Washington,  D.C. 

Dear  Senator  McClellan  :  X  appreciate  the  invitation  of  your  Committee  to 
personnally  api>ear  before  it  and  present  my  comments  regarding  the  pending 
patent  legislation. 

I  regret  that  I  was  unable  to  appear  in  person  on  the  proposed  date ;  however, 
I  have  prepared  a  statement  setting  forth  my  views  on  the  more  important  is- 
sues presented  by  the  legislation.  It  will  be  appreciated  if  the  attached  statement 
could  be  included  in  the  proceedings  of  your  Committee,  as  suggested  by  Mr, 
Brennan. 

Thank  you  again. 

Sincerely, 

Charles  B.  Thornton. 

Statement  of  Charles  B.  Thornton,  Member,  Presidential  Patent 

Commission 

subject:    proposed   patent   reform    act   S.    1042 

I  appreciate  the  opportunity  of  presenting  my  views  on  the  proposed  patent 
legislation  to  the  Senate  Judiciary  Committee. 

When  I  think  of  patents  I  think  of  technological  change,  and  of  the  growth  of 
old  and  the  formation  of  new  industries  based  on  such  change.  The  fast  pace 
of  change  in  America  is  nowhere  more  evident  than  in  the  marketplace.  New 
products  appear  daily,  and  regular  improvement  in  each  product  area  occurs 
from  year  to  year.  This  competitive  progress  is  the  lifeblood  of  our  dynamic  na- 
tional economy.  I  believe  that  a  strong  patent  system,  with  its  reward  for  in- 
vestments in  research  and  development  has  been  and  will  continue  to  l>e  essen- 
tial to  the  flexibility  and  strength  of  American  industry.  Accordingly,  I  was 
pleased  to  be  asked  to  serve  on  the  President's  Patent  Commission,  when  it  was 
formed  about  two  years  ago.  As  indicated  in  the  Introduction  to  the  Report  of 
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the  President's  Commission  on  the  Patent  System,  the  Commission  felt  strongly 
that  the  patent  system  has  served  the  conntry  well,  and  that  the  basics  of  the 
United  States  patent  system  should  not  be  altered  to  any  great  extent.  However, 
we  saw  areas  where  improvemenr  is  possible  and  it  is  on  these  areas  that  we 
focused  our  attention. 

The  Presidential  Commission  Report  was  published  in  December  of  1966  and 
the  present  bill  S.  1042  was  introduced  two  or  three  months  later,  in  February 
of  1967.  It  is  refreshing  to  see  these  bills  introduced  at  an  early  date,  and  I 
would  like  to  state  at  the  outset  that  I  strongly  support  the  goals  and  objects 
set  forth  in  the  Report  of  the  President's  Commission  on  the  Patent  System. 
While  I  question  the  form  of  some  of  the  provisions  of  the  present  bill  S.  1042, 
as  detailed  below,  I  generally  support  the  bill,  and  fully  support  the  concept 
of  revising  the  patent  laws  to  secure  the  goals  and  objects  enunciated  by  the 
Commission. 

The  balance  of  my  comments  will  deal  with  three  principal  areas  relating 
to  the  Commission  Recommendations  and  the  proposed  bill.  First,  I  will  briefly 
note  problem  areas  considered  by  the  Commission,  where  the  solutions  recom- 
mended by  the  Commission  are  incorporated  into  the  bill.  Secondly.  I  will  men- 
tion a  few  areas  where  the  bill  departs  at  least  in  part  from  the  Commission 
Recommendations.  As  a  third  area  of  interest.  I  would  like  to  mention  a  few- 
points  raised  by  critics  of  the  legislation  which  might  usefully  be  considered 
by  the  Committee  to  determine  whether  changes  in  or  additions  to  the  legislation 
are  in  order. 

One  of  the  more  significant  and  important  group  of  recommendations  of  the 
President's  Commission  relates  to  getting  the  best  references  into  each  case 
pending  before  the  Patent  Office.  One  of  the  chief  reasons  for  the  high  mortality 
rate  of  patents  in  the  courts  is  the  fact  that  the  Patent  Office  often  does  not  get 
to  consider  published  articles  or  other  matters  which  would  severely  limit  the 
scope  of  a  patent,  or  even  prevent  it  from  being  granted.  The  Commission  Recom- 
mendations, calling  for  a  citation  period  during  the  pendency  of  the  patent 
applications  and  a  cancellation  or  revocation  period  of  three  years  after  the 
patents  have  been  granted,  have  been  implemented  by  Sections  136  and  257  of 
S.  1042.  The  public  is  invited  to  submit  prior  references  during  these  periods,  and 
the  inventor  can  i-estrict  his  patent  to  the  proper  scope  if  the  references  show 
any  features  of  his  invention.  These  sections  will  if  enacted  be  most  useful  in 
preventing  the  gi'ant  of  invalid  patents,  and  strengthening  the  patents  which 
survive  the  citation  and  revocation  periods. 

I  also  support  the  principle  of  eliminating  computer  programs  from  the  classes 
of  patentable  subject  matter  for  the  reasons  set  forth  in  the  Commission  Report. 
Section  106  of  S.  1042  implements  this  Recommendation  of  the  Commission. 

Many  of  the  other  provisions  of  the  bill  implementing  the  Commission  Recom- 
mendations should  prove  most  useful,  including  the  provisions  relating  to  the 
Filing  of  Patents  by  the  Assignee  and  Joinder  of  Inventors,  the  authorization 
for  Standby  Optional  Deferred  Examination,  and  placing  the  "Burden  of 
Persuasion"  of  patentability  on  the  inventor,  for  specific  examples. 

One  of  the  important  problems  of  our  patent  system  faced  b.v  the  Commission 
and  remedied  by  the  proposed  act  is  that  of  inventions  staying  hidden  in  the 
Patent  Office  too  long.  The  patent  system  does  not  serve  to  "promote  the  progress 
of  the  useful  arts"  when  businessmen  do  not  know  when  a  patent  application 
filed  many  years  ago  might  issue.  Moreover,  the  granting  of  the  patent  monopoly 
many  years  after  an  invention  is  made  occasionally  permits  the  inventor  to  reap 
beyond  the  extent  to  which  he  has  sown.  Three  factors  have  tended  toward 
keeping  patent  applications  from  public  knowledge.  These  are  time-consuming 
interferences,  intentional  delay  by  applicants  because  the  patent  term  does  not 
•start  until  the  date  the  patent  is  granted,  and  the  policy  of  keeping  patent 
applications  in  secrecy  imtil  they  are  granted. 

To  overcome  this  problem,  the  Commission  proposed  several  steps  including 
granting  the  jiatent  to  the  first  to  file,  thus  eliminating  interferences,  and 
changing  the  duration  of  the  patent  grant  from  17  years  from  the  date  of  the 
patent  grant  to  20  years  from  the  filing  of  an  application.  These  changes  will 
encourage  the  inventor  and  his  attorney  to  prosecute  the  patent  application 
more  rapidly,  to  avoid  unnecessary  delays,  and  concomitantly,  will  eliminate 
the  high  cost  of  interference  proceedings. 

A  third  step  proposed  by  the  Commission  to  reduce  surprise  is  the  early 
publication  of  patent  applications.  If  a  patent  bill  is  enacted  with  publication 
provisions  as   set  forth  in   S.   1042,   the  patent  application  will   normally  be 
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published  within  two  years  after  filing.  Under  these  early  publication  provisions, 
the  public  will  be  better  apprised  of  pending  patent  ai)plications,  and  the 
revised  system  will  therefore  better  '"promote  the  progress  of  the  useful  arts". 

I  was  pleased  to  see  that  each  of  these  three  steps  was  included  in  S.  1041.' 
because  each  of  them  is  important  in  overcoming  several  of  the  principal 
defects  of  the  patent  system.  As  discussed  below,  some  refinement  of  one  or 
more  of  the  imi)lementing  sec-tions  of  the  legislation  may  eventually  be  consid- 
ered desirable  by  this  Committee.  However,  it  ai)pears  clear  to  me  that  early 
publication,  a  20  year  term  from  filing,  and  granting  a  patent  to  the  first  to 
file,  are  most  desirable  provisions  which  should  be  included  in  any  patent 
reform  legislation. 

An  additional  advantage  of  the  foregoing  changes  is  the  elinnnation  of  the 
patent  grant  to  I'O  years  from  the  filing  of  an  application.  These  changes  will 
advantage  to  the  inventor  of  limited  financial  resources,  and  is  therefore  in 
accord  with  one  of  the  guidelines  set  out  in  the  introduction  of  the  Commission 
Report. 

Turning  now  to  areas  where  S.  1{M2  may  depart  from  or  not  fully  implement 
the  intent  of  the  Commission  Recommendations,  two  areas  of  the  bill  involving 
relationships  with  foreign  countries  will  be  briefly  reviewed. 

Specifically,  concerning  Section  271  involving  importation,  and  Sections  111 
and  120  relating  to  preliminary  applications,  I  favor  both  provisions ;  however, 
I  believe  that  minor  changes  should  be  considered  for  inclusion  in  the  importa- 
tion .section  to  conform  more  closely  to  the  Commission  Recommendations,  and 
in  connection  with  preliminary  applications  to  avoid  a  procedural  problem. 

Because  of  our  Nation's  overseas  commitments,  the  United  States  has  been 
suffering  from  an  adverse  balance  of  payments  situation  for  several  years. 
To  the  extent  that  our  patent  laws  can  help  us  in  our  economic  position  vis  a  vis 
foreign  countries,  I  think  that  we  should  include  suitable  provisions  in  our  laws. 
Two  situations  which  were  called  to  the  attention  of  the  Patent  Commission 
were,  first  the  manufacture  of  drugs  in  Italy,  where  no  protection  is  available 
for  pharmaceutical  processes,  and  secondly  the  situation  in  Great  Britain 
where  the  patent  laws  provide  that  the  importation  of  unpatented  products  made 
by  a  process  which  is  patented  in  Great  Britain  constitute  an  infringement. 
The  President's  Commission,  in  Recommendation  XXI,  proposes  protecting  the 
owner  of  a  U.S.  Patent  from  importation  of  products  made  abroad  by  processes 
covered  by  the  U.S.  Patent.  The  bill  before  us,  however,  limits  protection  to  the 
"pharmaceuticals  made  in  Italy"  situation,  where  patent  protection  is  not 
available  in  the  foreign  country.  It  is  believed  that  the  broader  concept  envisaged 
by  the  Commissions'  report  will  better  serve  our  national  goals.  It  would  also  ap- 
pear desirable  to  delete  the  words  "for  purposes  of  trade  or  use  in  trade  or 
industry",  fi'om  Section  271(b),  and  make  simple  importation  constitute  an 
infringement.  The  broadening  of  this  section  to  conform  more  nearly  to  the 
Commission's  proposal  is  therefore  recommended. 

The  provisions  of  S.  1042  relating  to  Preliminary  Applications  (Sections  111 
and  120)  and  relating  to  foreign  filing  (Section  184),  taken  together  and  as 
written,  may  well  make  it  difficult  to  obtain  foreign  patent  protection  in  certain 
instances.  Section  184  requires  a  normal  delay  of  six  months  after  filing  a  com- 
plete patent  application  before  foreign  filing  can  be  undertaken.  When  this 
provision  is  considered  in  combination  with  the  International  Patent  Convention, 
which  requires  that  foreign  cases  be  filed  within  a  year  of  the  first  filing  date  in 
the  country  of  origin,  the  usefulness  of  Preliminary  Applications  is  greatly 
reduced.  Thus,  a  complete  application  will  have  to  be  filed  within  five  months  of 
the  preliminary  application  to  give  the  applicant  a  single  month  to  complete 
his  foreign  filing  within  the  "Convention  Year".  One  solution  to  this  problem 
would  be  to  reduce  the  waiting  period  following  the  filing  of  complete  applica- 
tions to  six  weeks  or  two  months  where  a  preliminary  application  had  been  filed. 
In  all  events,  any  provisions  which  make  it  more  difficult  to  obtain  foreign 
I)a tents,  and  which  could  therefore  have  an  adverse  effect  on  the  ability  of  U.S. 
inventors  to  gain  protection  abroad,  should  be  reviewed  closely. 

It  is  also  noted  that  Recommendation  XXVIII  of  the  President's  Commi-ssion 
Report  was  not  included  in  the  bill  under  consideration.  This  provision  was  in- 
tended to  give  the  inventor  the  right  to  reply  to  the  Patent  Office  when  a  new 
reference  is  cited  against  a  patent  application.  To  avoid  undue  curtailment  of 
inventor's  rights,  it  is  recommended  that  a  corresponding  provision  be  included 
in  the  Patent  Reform  Act. 
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As  mentioned  in  my  introductory  comments,  the  Commission's  Report  and  the 
proposed  Senate  Bill' have  received  some  criticism  from  certain  areas.  Some  of 
this  criticism,  which  I  believe  to  be  constructive  and  deserving  of  serious  con- 
sideration, is  discussed  below. 

Section  148  of  S.  1042  relates  to  appeals  from  the  Patent  Office,  and  establishes 
a  very  high  and  rigid  presumption  of  correctness  of  the  rejections  of  inventions 
by  the  Patent  Office.  This  is  in  contrast  to  the  present  practice  of  the  Court  of 
Customs  and  Patent  Appeals,  which  is  to  resolve  doubts  on  the  issue  of  patent- 
ability in  favor  of  the  applicant.  While  there  is  great  merit  in  the  elimination 
of  invalid  patents,  the  provision  as  written  will  virtually  prevent  overturning  of 
a  Patent  Office  decision  on  appeal.  In  the  Patent  Office,  the  Examiner  is  both  the 
"opposing  party"  and  also  sits  as  "judge".  Under  such  conditions  a  certain  per- 
centage of  decisions  which  are  not  entirely  fair  will  occur,  and  it  is  incumbent 
upon  us  to  ensure  that  we  do  not  refuse  patents  on  meritorious  inventions  by 
virtue  of  our  efforts  to  curtail  the  issuance  of  invalid  patents. 

It  is  therefore  suggested  that  Section  148  be  changed  to  a  somewhat  less  strin- 
gent presumption  of  correctness.  It  is  believed  that  a  more  moderate  standard 
for  review  of  appeals  from  the  Patent  Office  represents  a  better  balance  in  our 
efforts  to  both  eliminate  invalid  patents  and  to  grant  strong  patents  on  worth- 
while inventions.  More  specifically,  the  use  of  a  somewhat  less  rigorous  presump- 
tion than  that  now  included  in  S.  1042  would  have  the  effect  of  raising  the  stand- 
ard of  patentability  without  imposing  an  unreasonably  heavy  burden  on  the 
inventor  in  correcting  an  improper  refusal  by  the  Patent  Office. 

Critics  of  the  bill  have  noted  a  problem  with  regard  to  the  20  year  term  for 
patents  dating  from  filing  of  the  patent  application.  To  be  equivalent  to  the 
present  17  years  from  the  granting  of  the  patent,  three  years  pendency  in  the 
Patent  Office  is  apparently  expected.  Critics  ask  the  questions,  "What  happens 
if  the  Patent  Office  gets  bogged  down  and  doesn't  get  the  case  out  for  19  years,  as 
an  extreme  case?  Should  the  patentee  lose  most  of  his  term?"  It  would  appear 
to  be  desirable  to  include  some  provision  which  would  prevent  such  an  un- 
desirable result,  perhaps  by  extending  the  patent  term  by  time  periods  when  the 
Patent  Office  was  dilatory,  following  the  initial  three  years  of  pendency  of  the 
patent  application.  I  favor  the  propesed  20  year  term  extending  from  the  filing 
of  the  patent  application,  but  believe  that  safeguards  should  be  provided  against 
undue  reduction  of  the  useful  term  of  the  patent  after  it  is  granted,  if  the  delay 
is  not  attributable  to  the  inventor. 

Another  interesting  point  which  has  been  raised  by  some  of  the  critics  of  the 
proposed  bill  is  that  the  proposed  bill  seemed  to  adopt  certain  burdensome 
asi)ects  of  certain  foreign  patent  systems  without  adopting  the  correlative 
features  of  these  foreign  systems  which  make  things  simpler  for  the  inventor 
and  his  attorney.  In  many  foreign  patent  systems,  the  lack  of  a  grace  period  and 
the  First  to  File  concept  mean  that  patent  applications  must  be  filed  early  and 
fast.  Accordingly,  the  usual  foreign  case  is  simple  and  brief,  as  compared  with 
the  longer,  more  detailed  U.S.  applications.  In  addition,  in  many  foreign  coun- 
tries, claiming  it  "central"  in  nature,  with  the  courts  expanding  or  contracting 
the  claims  in  a  flexible  manner  commensurate  with  the  scope  of  the  invention. 
This  "central"  claiming  fits  the  early  fast  filing  requirements  of  the  foreign 
systems.  The  present  United  States  Patent  Law,  with  its  requirements  for 
completeness  and  adequacy  of  disclosure  (particularly  in  chemical  cases),  means 
that  considerable  time  is  required  both  for  experimental  work  and  thorough 
patent  application  preparation.  In  addition,  the  relatively  rigid  U.S.  "peripheral" 
claiming  system  with  its  perils  of  under-  or  over-claiming  is  practical  only 
because  of  the  greater  time  period  which  our  patent  system  allows. 

The  body  of  our  United  States  Patent  Law  includes  judicial  doctrines  which 
could  be  liberalized  and  expanded  to  give  a  measure  of  relief  to  the  U.S.  inventor 
who  may  be  forced  to  file  his  patent  application  early  and  fast.  These  legal 
mechanisms  for  expanding  or  contracting  the  scope  of  a  patent  somewhat  where 
the  invention  is  defined  in  terms  which  are  too  narrow  or  too  broad,  might  well 
be  considered  for  incorporation  into  the  proposed  statute.  In  addition  to  providing 
a  measure  of  relief  for  the  inventor,  the  inclusiim  of  such  provisions  might  be 
another  step  toward  international  patent  law  harmonization. 

The  inclusion  of  such  provisions  could  have  another  useful  effect.  In  England, 
it  is  said  that  few  people  call  prior  references  to  the  attention  of  the  Patent 
Office  during  the  opposition  period.  Instead  they  wait  until  the  patent  is  granted 
and  "cast  in  concrete".  Then  when  the  inventor  cannot  change  the  scope  of 
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his  patent,  they  can  use  the  reference  to  invalidate  the  patent.  The  collateral 
advantage  of  providing  somewhat  greater  flexibility  in  the  scope  of  patents 
after  they  are  granted,  is  that  such  a  provision  would  encourage  people  to  use 
the  opposition  and  cancellation  periods  for  the  citation  of  references  not  found 
by  the  Patent  Office  and  the  restriction  of  patent  claims  in  the  manner  which 
the  President's  Commission  had  anticipated. 

In  closing,  I  wish  to  again  indicate  my  confidence  in  the  basic  principles  of  the 
United  States  patent  system,  and  my  further  view  that  Senate  Bill  S.  1042 
represents  a  sound  framework  for  improving  the  patent  system  and  overcoming 
many  of  its  deficiencies.  However,  because  of  the  importance  of  a  strong  and 
vigorous  patent  system  to  our  economy,  full  consideration  and  evaluation  of  all 
constructive  proposals  relating  to  S.  101:2  would  appear  to  be  in  order.  Further, 
as  noted  in  the  President's  Commission  Report,  the  provisions  of  the  bill  are 
inter-related  in  a  complex  manner,  and  changes  in  one  section  may  affect  another 
phase  of  the  patent  law  or  practice  in  an  unexpected  manner.  Unquestionably, 
the  bill  deserves  a  complete  and  thorough  hearing,  and  we  would  expect  that 
these  hearings  will  result  in  a  Patent  Reform  Act  which  will  eliminate  a  number 
of  problems  without  any  weakening  of  the  nation's  patent  system  which  has 
served  us  so  well. 

I  wish  to  thank  you  again  for  offering  me  the  opportunity  to  present  this 
statement  to  the  Committee  on  the  Judiciary  of  the  United  States  Senate. 

Senator  McClellan.  Secretary  Hollomon  and  Commission'er 
Brenner,  come  around,  please. 

STATEMENT  OF  J.  HEKBEET  HOLLOMON,  ACTING  UNDER  SECEE- 
TARY  OF  COMMERCE,  ACCOMPANIED  BY  GERALD  J.  MOSSING- 
HOFF 

Mr.  Hollomon.  Mr.  Chairman,  Senator,  I  have  a  prepared  state- 
ment. I  would  like  to  submit  it  for  the  record,  if  I  may,  and 

Senator  McClellax.  It  may  be  received  and  printed  in  the  record. 
You  may  highlight  it  if  you  would  like. 

Mr.  Hollomon.  That  is  what  I  would  like  to  do,  sir. 

Senator  McClellan.  Who  else  will  be  testifying  ^ 

Mr.  Hollomon.  Commissioner  Brenner,  who  is  on  my  right,  will 
follow  my  testimony,  and  with  us  is  Mr.  Gerald  J.  Mossinghoff.  a 
member  of  the  Patent  Office  staff. 

Senator  McClellan.  You  may  proceed. 

Mr.  Hollomon.  You  have  heard  the  Commission  members,  Mr. 
Chairman.  You  have  heard  also  the  outline  of  the  general  character 
of  the  reforms  proposed  in  this  bill.  I  should  like  to  briefly  give  you  the 
background  as  to  how  the  Commission  came  into  being,  indicate  to  you 
what  we  feel  are  the  important  problems  facing  the  patent  system.,  the 
Patent  Office,  and  then  comment  on  a  fevv^  of  what  we  believe  are  the 
most  important  and  significant  provisions  of  this  legislation. 

Originally,  about  4  years  ago,  there  was  a  special  panel  created  by 
the  Commerce  Technical  Advisoiy  Board,  which  advises  the  Secretary 
of  Commerce  concerning  the  operation  of  the  Patent  Office  and  the 
patent  system.  This  Panel  recommended,  first,  a  series  of  administra- 
tive changes  which  could  be  made  within  the  Office  to  expedite  and 
to  make  more  sound  the  issuance  of  patents.  These  changes  could  be 
all  made  within  the  administrative  jurisdiction  of  the  Commissioner 
of  Patents. 

Secondly,  the  Panel  recommended  the  setting  up  of  a  Commission 
by  the  President  to  examine  the  legislation  to  see,  based  upon  the  rec- 
ord that  your  committee  has  made,  investigations  which  have  been 
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carried  out,  and  the  various  questionnaires  which  you  sent  to  mdustry, 
as  well  as  all  the  other  information,  what  recommendations  a  Com- 
mission could  make  to  strengthen  and  increase  the  reliability  of  patents 
within  the  U.S.  system. 

Tlie  administrative  changes  which  were  recommended  by  that  Panel 
in  the  main  were  undertaken  by  the  Patent  Office  and  by  the  admin- 
istration within  the  Department  of  Commerce.  These  administrative 
chano-es  have  resulted  in  a  speedup  of  the  system.  In  the  first  year 
of  operation  thev  resulted  in  an  improvement  of  the  efficiency  of  the 
Office  and  handlino;  of  patent  applications  and  disclosures  of  about 
20  or  25  percent,  and  that  improvement  has  been  maintained,  roughly 
speaking,  for  the  next  following  2  years.  We  made  all  the  changes  in 
procedure  and  attitudes  which  we  thought  were  possible  under  the 
present  law-. 

The  President  then  appointed  a  Commission.  The  Commission  mem- 
bers were  not  all  patent  lawyers.  There  were  two  members  of  that 
Commission  wdio  were  so,  as  you  know;  others  were  from  a  variety 
of  backgrounds — academic,  industrial,  exlucational.  Also,  the  members 
were  chosen,  insofar  as  possible,  from  various  regions  of  the  country, 
so  that  there  was  no  region,  no  activity — ^the  best  we  could  with  a 
limited  number  of  Commissioners— which  was  not  involved. 

The  administration's  bill  came  about  this  way :  After  the  Commis- 
sion made  its  recommendations,  the  President  appointed  the  Secretary 
of  Commerce,  the  Attorney  General,  and  the  Science  Adviser  to  the 
President  as  a  committee  of  three  to  make  recommendations  to  him  as 
to  w^hich  of  these  various  Commission  recommendations  should  be 
adopted.  This  group  of  three,  with  appropriate  staff,  w-orking  within 
the  Government,  studied  the  matter  and  came  forward  with  recom- 
mendations to  the  President  which  he  adopted  and  sent  forw\ard  to  the 
Congress. 

Some  of  the  features  of  the  legislation  are  controversial.  For  in- 
stance, the  National  Inventors  Council,  a  group  of  people  interested  in 
the  rights  and  interests  of  the  inventors,  supports  the  first-to-file  pro- 
vision of  the  bill,  which  we  believe  is  essential,  under  improvements 
which  we  suggest.  The  National  Small  Business  Association  supports 
first  to  file.  The  patent  bar  at  the  present  time — or  certain  aspects  of 
it,  the  formal  patent  bar — opposes  many  features  of  the  bill. 

Parenthetically,  one  patent  attorney  recently  remarked  that  he 
actively  supported  the  Commission's  plan  in  the  reform  bill,  but  only 
to  the  extent  that  it  did  not  involve  any  change  from  existing  law  and 
practices.  That  is  a  very  difficult  position  for  us.  On  the  other  hand, 
a  special  committee  of  the  APLA  recommended  adoption  of  first  to 
file;  and  the  Toledo  Patent  Law  Association  and  others  support  cer- 
tain key  positions. 

What  I  am  saying  is  that  there  is  not  a  full  consensus.  There  is  a 
difference  in  point  of  view,  understandly  so,  and  this  is  a  matter  which 
I  think  the  Congress  has,  in  the  public  interest,  to  resolve.  The  patent 
bar  itself  is  not  unanimous  by  any  manner  of  means,  I  believe  that 
the  position  of  the  bar  is  changing,  has  changed  over  the  last  several 
months,  as  the  ramifications  and  features,  advantages  and  disadvan- 
tages in  some  of  these  measures  have  been  studied,  talked  out,  listened 
to.  I  think  these  hearings  will  contribute  much  to  it. 
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I  think  the  iinderstunding  of  the  bill  is  much  greater  than  it  was  a 
few  months  ago.  I  also  think  that  the  movement  on  the  international 
scene,  the  need  for  reform  internationally,  is  now  beginning  to  be 
understood.  Connnissioner  Brenner  uia}^  say  a  bit  more  about  that. 

Now,  the  need  for  reform  :  The  filino;  for  a  patent  and  the  disclasure 
of  an  invention  are  interrelated.  The  limited  monopoly  which  a  patent 
gives  to  an  inventor  or  assignee  is  a  quid  pro  quo  for  the  disclosure  of 
teclinical  information.  And  this  is  an  important  element  of  the  patent 
system,  that  the  inventor  agrees  to  disclose,  and  if  he  had  a  valid 
intention,  he  is  granted  a  private  monopoly  as  a  quid  pro  quo.  At  the 
present  time,  the  new  technology  does  not  get  effectively  disseminated 
quickly  and  on  time.  Businessmen  are  unaware  of  -an  inventor's  rights. 
We  have  a  backlog  of  200,000  cases,  even  with  the  administrative 
reforms  that  have  proved  successful.  I  would  say  that  the  quality  of 
the  patents  which  are  granted  are  lower  than  they  ought  to  be.  From 
1953  to  1963,  of  the  patents  litigated,  57  percent  were  held  invalid. 

To  look  briefly  at  the  situation  in  1972,  there  will  be  100,000  cases 
filed  in  the  United  States,  70,000  of  which  will  be  of  U.S.  origin,  and 
30,000  of  which  will  be  of  foreign  origin.  Of  the  70,000  U.S.  origin, 
30,000  will  be  filed  in  an  average  of  five  foreign  countries  resulting  in 
150,000  additional  patent  applications  worldwide.  Each  of  these  will 
be  examined  separately,  at  least  in  those  countries  that  require  exam- 
ination. Of  the  estimated  650,000  applications  filed  world^vide,  more 
than  50  percent  are  and  will  be  duplicates.  So,  the  situation  is  that 
many  of  these  cases  filed  in  the  United  States  will  also  be  filed  abroad. 
They  will  be  duplicate-examined.  Furthermore,  in  all  of  those  cases 
filed  in  tlie  United  States  and  also  filed  abroad,  the  priority  date  which 
will  be  allowed  in  all  the  foreign  countries  except  two  will  be  the  date 
of  filing  in  the  U.S.  Office;  that  is,  a  first-to-file  system. 

There  is  an  international  patent  crisis.  At  the  present  time  in  the 
United  States,  we  are  lucky  enough — even  though  we  do  not  think 
the  situation  is  sound — to  have  a  30-month  patent  pending  situation 
on  the  average.  But  in  Japan,  it  is  five  and  a  half  years,  and  in  West 
Germany,  it  is  four  and  a  half  years.  The  situation  is  such  that  many 
of  the  patent  applications  which  are  overloading  those  systems  derive 
from  U.S.  inventions.  This  is  true  particularly  in  Japan,  where  Amer- 
ican businessmen  go  abroad  in  order  to  establish  a  joint  venture  or  to 
enter  the  market.  The  major  things  that  he  has  to  trade  on  are  his 
patent  rights,  his  know-how,  in  order  to  provide  an  entry  into  this 
restricted  market. 

A  businessman  must  pay  somewhere  up  to — there  are  various  esti- 
mates^— $1,000  for  each  foreign  case  that  he  files.  If  w^e  could  reduce 
this  substantially,  this  would  mean  a  saving  for  the  American  busi- 
nessman variously  estimated  to  be  $75  to  $150  to  $175  million  a  year. 
In  a  typical  large  corporation,  50  percent  of  its  U.S.  cases  are  filed 
in  an  average  of  five  foreign  countries. 

This,  then,  is  the  background  of  some  of  the  needs.  The  Commission 
was  appointed,  as  you  know,  to  appraise  these  needs  and  to  come  up 
with  recommendations.  Neither  the  President  nor  the  administration 
gave  this  Commission  any  instructions,  other  than  that  we  have  a 
problem,  would  they  act  in  the  public  interest  and  come  up  with  sound 
recommendations  which  require  action  and  not  just  more  platitudes. 
There  have  been,  I  think,  any  number  of  Commission-type  studies  of 
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the  patent  system  since  1836,  and  no  major  action  has  been  taken  as  a 
result  of  those  studies. 

Senator  McClellan.  It  is  kind  of  a  challenge  to  the  system,  is  it 
not? 

Mr.  HoLLOMON.  I  think  it  is.  We  hear  now  positive  recommenda- 
tions of  a  group  of,  I  think,  well-meaning,  dedicated,  public-spirited 
citizens  to  whom  the  President,  the  Administration  said,  "Come  for- 
ward and  give  us  your  help.*'  We  did  not  say  what  they  should  do, 
how  they  should  do  it,  or  precisely  what  the  recommendations  should 
be.  The  Commission's  plan  is  to  increase  the  quality  and  reliability 
of  patents,  to  decrease  the  time  and  expense  of  patenting  an  invention, 
including  internatiohal  protection,  to  hasten  the  disclosure  of  new  tech- 
nology— and  this,  I  believe,  is  mostly  in  the  public  interest — and  to 
harmonize  United  States  with  foreign  systems  as  far  as  it  is  consistent 
with  our  objectives. 

To  demonstrate  the  Commission's  approach,  I  would  like  to  discuss 
very  briefly  the  most  important  and  controversial  recommendation. 
The  most  important  is  the  first  to  file.  The  present  practice  is  called 
fir.<t  to  invent.  In  reality,  the  patents  are  awarded  to  the  person  who 
knows  the  rules  and  wins  the  interference,  not  necessarily  the  first  to 
invent.  Of  the  204,000  cases  we  now  have  under  present  practice,  only 
2,400  are  in  interference,  approximately  1  percent.  In  this  interference 
procedure,  then,  an  attemjit  is  made  to  go  back  and  try  to  discover 
by  records  in  adversary  proceeding  exactly  who  is  the  first  inventor. 
And  in  only  30  percent  of  those  cases  is  the  first  person  to  file  an  appli- 
cation, first  to  file,  ever  overthrown.  Thus,  it  is  three-tenths  of  1 
per'^ent  of  all  cases  before  the  Office  in  which  the  first  to  file  does  not 
get  the  patent. 

But  the  fact  of  the  matter  is  that  anyone  in  the  future  during  the 
lifetime  of  the  patent,  can  challenge  this  patent  with  a  record  kept 
secret.  Even  someone  who  did  not  move  forward  toward  entering  the 
system  and,  therefore,  divulging  the  technology,  can  put  a  cloud  on 
that  patent. 

Senator  McClellan.  Would  that  three-tenths  of  1  percent  apply 
only  to  those  patents  that  are  contested,  or  does  it  apply  to  the  total 
applications  ? 

Mr.  HoLLOMON.  Three-tenths  of  1  percent  of  the  total  applications, 
Senator. 

As  a  consequence  of  that  small  percentage,  we  have  this  complicated 
interference  procedure  in  the  Office  which  takes  the  time  and  interest 
of  lawyers  in  the  Patent  Office  and  businessmen,  and  it  puts  an  un- 
necessary cloud  over  whether  or  not  a  person  who  is  issued  a  patent, 
does  in  fact,  have  it. 

Now,  if  a  patent  is  filed  in  the  United  States  and  is  then  filed 
abroad,  the  people  abroad,  all  countries  but  three  of  all  the  Paris 
Convention  coiintrios,  say  that  the  date  of  priority  must  run  back  to 
the  rhite  of  filing  and  not  to  the  date  of  original 'invention.  Canada, 
tho  Philippines,  and  the  United  States  are  the  only  countries  who 
operate  on  a  first-to-invent  system  as  we  do.  Therefore,  at  the  present 
tijne,  of  the  first  to  file,  about  09.5  percent  of  all  patents  issued  in  the 
Ignited  States  are  in  fact,  on  a  first-to-file  basis.  We  are  only  discussing 
tho  ono-half  potront  of  the  cases  that  go  to  a  fii-st-to-file  system. 

Thru,  to  look  ni  I  he  advantage,  under  first-to-file  system,  the  first 
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inventor  who  took  the  active  step  to  come  into  the  Office  to  protect 
his  patent  and  exploit  it  gets  the  patent  if  he,  in  fact,  has  an  invention. 
This  is  the  same  as  filing  on  a  deed.  It  is  not  the  fellow  who  sits  there 
and  conceives  that  this  is  his  land.  It  is  the  fellow  who  takes  the  action 
and  gets  the  necessary  protection.  The  advantages  of  the  first  to  file 
are  that  it  encourages  an  inventor  to  divulge,  to  tell,  to  make  public 
the  patent  which  he  is  seeking;  it  removes  the  prior  inventorship 
defense  which  beclouds  every  patent ;  and  it  encourages  prompt  filing 
of  patent  applications  rather  than  delaying  the  system. 

Jacob  Kabinow,  who  is  one  of  the  U.S.  most  interesting  people  and 
one  of  its  most  interesting  and  prolific  inventors — who  does  not  agree 
with  everything  in  this  bill,  by  the  way — says  that  under  the  present 
practice,  the  law  says  that  inventors  have  to  be_  diligent;  under  the 
first  to  file,  their  attorneys  will  also  have  to  be  diligent. 

This  system  of  first  to  file  will  reduce  the  special  patent  record- 
keeping that  has  to  be  maintained  in  every  laboratory  in  every  tech- 
nical organization  in  the  United  States.  I  was  a  director  of  a  laboratory 
with  500  technical  people  in  it,  a  budget  of  $20  million  a  year,  and  I 
can  attest  to  the  unnecessary  recordkeeping  that  goes  on  so  as  to  protect 
that  first  conception  in  some  notebook  that  somebody  wrote  down,  and 
all  through  the  life  of  the  patent,  and  the  record  has  to  be  kept.  It  is 
an  unnecessary  business  expense. 

The  first  to  file  would  eliminate  costly  and  time-consuming_  inter- 
ferences. It  would  eliminate  defensive  patenting.  And  most  impor- 
tantly, I  think,  it  removes  a  discrimination  against  foreig-ners  who 
cannot  prove  the  acts  abroad. 

Senator  McClellan.  Is  this  requirement  that  the  one  first  to  file 
will  be  given  the  patent,  going  to  cause  many  people  to  fiie  too  quickly 
before  they  have  really  perfected  their  invention  so  as  to  make  it 
patentable? 

Mr.  HoLLOMON.  Senator,  what  we  require  in  this  legislation  of  first 
to  file  is  a  preliminary  application.  He  then  has  a  year  in  which  to 
file  the  detailed  application.  The  establishment  of  the  preliminary 
application  is  to  establish  a  priority  date  and  only  for  the  purposes 
of  establishing  a  priority  date. 

Speaker  INIcClellan.  He  then  has  a  year  to  perfect  his  invention, 
so  to  speak. 

Mr.  HoLLOMON.  Yes :  that  is  correct.  Some  detail  must  be  in  the  pre- 
liminary. He  can  file  supplemental  applications  to  perfect  it,  but  then 
he  has  a  year  to  make  his  full  applicat]on. 

Senator  McClellan.  In  other  words,  he  has  to  say  something  more 
than  "I  have  invented  a  spaceship"  ? 

Mr.  HoLLOMON.  Yes,  sir;  that  is  correct.  That  is  not  sufficient. 
Now,  importantly,  this  provision  would  remove  the  discrimination 
against  foreigners  who  cannot  prove  the  acts  abroad.  At  the  present 
time,  we  do  not  allow  the  foreigner  coming  into  the  Office  to  go 
behind  his  filing  date.  In  other  words,  he  cannot  bring  notebook  infor- 
mation into  the  present  system.  It  harmonizes  with  74  out  of  the  77 
Paris  Convention  countries. 

The  present  cases,  all  of  them  that  are  filed  first  in  the  United  States 
and  filed  abroad,  are  on  the  first-to-file  svstcm.  And  I  think  that  the 
Commissioner  may  speak  to  some  of  the  progress  we  are  making 
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abroad  to  develop  an  international  patent  system  which  would  allow 
examination  in  various  countries,  and  then  other  countries  would 
accept  that  examination  so  that  they  do  not  have  to  go  through  the 
same  process  over  again.  We  are  making  good  and  preliminary  prog- 
ress in  negotiation,  in  discussions  with  various  countries  abroad  m 
the  international  forum. 

One  of  the  requirements  of  that  international  system  would  be  that 
we  accept  the  first-to-file  principle,  as  do  all  the  other  countries.  And 
we  see  no  way  to  negotia;te  our  way  out  of  it,  with  74  against  three. 

Other  provisions  of  the  bill,  as  I  have  mentioned,  would  permit  an 
informal  preliminary  application  to  secure  an  early  filing  date.  An- 
other would  require  a  20-year  patent  term  from  filing  rather  than  the 
now  17  from  date  of  grant.  The  20-year  tenn  would  encourage  pex^ple 
to  set  the  work  done  in  the  Office  promptly,  because  the  delay  in  the 
Office  then  does  not  give  you  an  advantage  over  the  lifetime  of  the 
patent.  .  . 

The  bill  provides  for  a  citation  period  after  the  patent  is  prelimi- 
narily granted — not  an  opposition  period  but  a  citation  period.  What 
happens  now  is  that  the  examiner  cannot  possibly  examine  all  the  art, 
all  the  things  in  the  world — records,  and  papers  published,  and  so  on. 
He  cannot  do  it.  We  believe  the  citation  period  during  which  some- 
body can  come  in  and  say,  I  read  something  that  you  apparently  did 
not  read  is  important.  This  person  cannot  contest  the  patent:  he  can 
just  bring  in  other  art.  That  means  the  whole  world  can  sort  of  partici- 
pate in  this  patent  search.  We  think  that  will  make  for  a  sounder  patent 
when  it  is  issued. 

Automatic  publication  after  24  months  means  that  we  Avould  publish 
the  technology  when  it  is  fresh,  and  the  businessman  will  know  some- 
thing of  his  and  his  competitor's  rights. 

The  bill  would  put  another  court  over  the  CCPA,  a  general  court, 
so  that  the  rulings  of  the  Court  of  Customs  and  Patent  Appeals  and 
the  District  Court  of  Washington  would  both  go  to  a  single  appeal 
point  with  the  result  that  we  could  have  some  rationality  l)etween  the 
decisions  of  the  two  courts  which  review  Patent  Office  decisions.^ 

The  bill  would  allow  assignee  filing  and  liberalize  the  naming  of 
invpntors. 

Tliese  are  some  of  the  provisions  of  the  act.  I  think  that  the  im- 
portant thing — the  thing  that  I  believe  in — is  that  it  is  not  just 
the  patent  attornevs  or  the  inventors  or  the  businessmen  who  have  to 
be  taken  into  account.  It  is  all  of  them.  And  more  particularly,  I  think 
we  have  to  take  into  account  the  fact  that  this  private  monopoly  is 
granted  if  there  is  full  disclosure  and  availability  of  information  to  the 
public.  We  think  that  this  system  which  is  being  proposed  will 
strengthen  the  patent  system  of  the  T"'^nited  States,  will  make  patents 
stronger,  more  valuable,  and  more  than  anything  else,  will  lead  to  an 
international  system  Avhich  would  substantially  reduce  the  cost  to  T"^.S. 
business  firms.  But  I  think  even  more  than  that,  tlie  patent  system,  like 
tlie  svstem  of  law  and  of  private  property,  sort  of  rides  under  the 
whole  oronomic  svstem  that  we  believe  in.  Tf  Ave  can  strengthen  it 
throughout  the  Avorld,  I  think  that  it  strengthens  our  Avhole  system 
of  o-overnment  and  our  Avhole  system  of  enterprise. 

Thank  you  very  much.  Senator. 

(The  complete  statement  of  Mr.  ITollomoii   follows:) 
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Statement  of  J.  Herbert  Hollomox,  Acting  Undb^i  Secretary  of  Commerce 

Mr.  Chairman  and  Members  of  the  Subcommittee,  I  appreciate  very  much  the 
opportunity  to  be  here  today  in  support  of  "The  Patent  Reform  Act  of  1967," 
S.  1042,  introduced  by  Senator  McClellan.  Accompanying  me  is  the  Honorable 
Edward  J.  Brenner,  Commissioner  of  Patents,  who  will  discuss  in  some  detail 
the  key  provisions  of  S.  1042  and  other  legislation  now  pending  before  this 
Subcommittee. 

The  Patent  Reform  bill,  transmitted  by  the  President  to  the  President  of  the 
Senate  on  February  21,  1967,  is  designed  to  aid  this  Country's  economic  growth 
by  strengthening  and  modernizing  the  U.S.  patent  system  to  cope  with  today's 
problems  and  tomorrow's  challenges.  It  is  designed  to  strengthen  the  U.S. 
patent  system  so  that  it  may  better  serve  its  constitutional  purpose  :  "to  promote 
the  progress  of  science  and  the  useful  arts." 

The  patent  system  has  played  an  indispensable  role  in  the  scientific  achieve- 
ments and  economic  growth  of  this  Nation.  In  a  literal  sense,  the  history  of  this 
Nation's  economic  and  social  progress  is  recorded  in  the  more  than  3,000,000 
U.S.  patents  issued  by  the  Patent  Office. 

From  the  patenting  of  the  cotton  gin  by  Eli  Whitney  in  1794  to  the  development 
and  perfection  of  Xerography  by  Chester  F.  Carlson  in  modern  times,  the 
patent  system  has  spurred  the  creative  and  ingenious  work  of  inventors  and 
scientists ;  and  it  has  stimulated  American  business  to  translate  this  work  into 
products  and  processes  that  have  enriched  our  national  life.  It  has  helped  to 
create  whole  new  industries.,  and  to  increase  innovation  and  competition  in 
existing  industries.  It  has  fostered  the  most  revolutionary  scientific  and  techno- 
logical advances  in  the  history  of  civilization,  and  it  has  thereby  contributed  to 
the  social  and  economic  gains  not  only  of  the  United  States  but  of  the  world  at 
large. 

But  if  the  patent  system  is  to  continue  to  serve  as  an  effective  instrument  of 
progress  it  must  be  strengthened  to  cope  with  the  challenges  foreseeable  in 
the  decades  ahead.  It  must  keep  pace  with  the  technological  advances  it  has 
served  to  foster. 

An  there  is  serious  concern  that  the  patent  system  has  not  kept  pace 
with  these  advances. 

The  criteria  and  procedures  for  examining  and  issuing  patents  were  established 
in  1836  and  have  remained  fundamentally  unchanged  in  the  intervening  years. 
Meanwhile,  the  United  States  has  undergone  a  dramatic  transformation,  creat- 
ing and  utilizing  an  enormously  complex  technology,  to  emerge  as  the  world's 
most  productive  industrial  community. 

We  have  progressed  from  a  basically  agrarian  economy,  through  the  in- 
dustrial revolution,  into  the  maturing  years  of  the  space  age.  Men  have  the 
tools  today  to  do  in  moments  what  previously  was  impossible  or  took  years  to 
accomplish.  Giant  rockets  free  man  for  the  first  time  from  the  confines  of  the 
earth,  while  miniaturization  makes  possible  electronic  prosthetic  implants  to  save 
lives  here  on  earth.  Pharmaceutical  advances  have  dramatically  increased  the 
span  of  man's  life,  while  microbiological  studies  explore  into  the  very  nature 
of  life  itself.  Never  before  has  man  been  able  to  unlock  so  many  secrets  of  nature 
and  to  apply  the  knowledge  acquired  with  such  meaningful  results. 

All  of  this  intensifies  the  need  for  an  effective  and  up-to-date  patent  system, 
while  at  the  same  time  increasing  the  difficulties  which  must  be  overcome. 

The  world's  scientific  and  technical  information,  which  must  be  reviewed 
by  the  Patent  Office  prior  to  the  grant  of  a  patent,  is  being  generated  in  such 
quantity  that  it  is  becoming  unmanageable  by  conventional  storage  and  re- 
trieval methods.  And  as  technology  becomes  more  sophisticated,  disclosures 
become  increasingly  complex.  All  of  this  makes  more  difficult  the  task  of  the 
Patent  Office  in  determining  which  inventions  are  really  new  and  which  are 
obvious  modifications  of  existing  technology. 

What  has  been  called  the  "technology  explosion"  is  reflected  in  the  number 
and  complexity  of  patent  applications.  Despite  the  streamlining  of  methods  and 
procedures  in  the  Patent  Office,  and  despite  the  cooperation  of  the  patent  bar 
in  expediting  the  examination  of  patent  applications,  the  Patent  Office  still  has 
a  backlog  of  approximately  200,000  pending  applications.  The  average  period 
of  pendency  of  a  patent  application  from  its  filing  imtil  its  final  disposition 
is  now  two  and  one-half  years,  with  a  substantial  number  of  applications  pending 
three  or  more  years.  And  under  present  law,  once  an  inventor  satisfies  the  legal 
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requirements  for  a  so-called  "reduction  to  practice"  of  the  invention,  lie  bas- 
in effect  an  indefinite  period  of  time  in  which  to  file  a  patent  application  and 
claim,  against  competing  applicants,  that  he  is  the  first  inventor. 

These  delays  in  the  Patent  Office  and  in  filing  patent  applications  cause  un- 
certainties for  businessmen  who  must  rely  on  patents.  More  seriously,  in  my 
view,  they  retard  the  public  disclosure  of  technological  advances,  a  major  con- 
stitutional objective  of  the  patent  system. 

The  sharp  increase  in  patent  applications  filed  in  this  country  and  world- 
wide in  the  last  decade  is  due  not  only  to  the  accelerated  pace  of  scientific  and 
technological  progi-ess ;  it  reflects  also  the  unprecedented  expansion  of  inter- 
national trade  and  the  requirement  of  companies  to  obtain  patent  protection 
coextensive  with  their  international  markets.  This  has  resulted  in  multiple 
filings  of  patent  applications  on  the  same  invention  in  more  than  one  country. 

Roughly  half  of  the  estimated  650,000  patent  applications  filed  world-wide 
each  year  are  duplicates  or  substantial  duplicates  of  other  applications  filed 
elsewhere.  It  is  estimated  that  in  1972,  of  the  100,000  patent  applications  which 
will  be  filed  in  this  country.  30.000  will  originate  abroad  and  be  duplicates  of 
foreign-filed  cases.  And.  in  turn,  30.000  of  the  70.000  applications  oi'iginating 
in  this  country  will  be  filed  in  an  average  of  five  foreign  countries,  giving  rise 
to  an  additional  I.IO.OOO  applications  world  wide.  Not  only  is  there  unnecessary 
duplication  of  effort  in  prosecuting  and  examining  applications  for  the  same 
invention  in  more  than  one  country,  companies  and  individuals  seeking  pro- 
tection for  their  inventions  must  make  their  way  through  a  complex  maze  of 
divergent  patent  lav.-s  and  procedures. 

These  factors  increase  the  cost  of  securing  multinational  patent  pi'otection  and 
thus  serve  as  an  ai'tificial  barrier  to  international  trade. 

Concern  that  the  patent  system  is  inadequately  equipped  to  deal  either  with 
the  ever-accelerating  pace  of  technological  development  or  with  the  expansion 
of  world  trade  has  led  some  commentators  to  question  the  very  need  for  a  patent 
system  in  today's  context. 

Adopting  a  far  more  realistic  approach,  the  President,  in  1965.  established  a 
Commission  of  leading  citizens  to  analyze  the  contemporary  needs  of  the  patent 
system   and    to   suggest   any  necessary  modifications  and  improvements. 

Prior  to  the  establishment  of  the  President's  Commission  on  the  Patent  System, 
the  Commissioner  of  Patents  with  the  approval  of  the  Secretary  of  Commerce 
had  instituted  a  series  of  administrative  reforms — referred  to  as  "streamline<l 
examination"  to  simplify  Office  procedures  and  reduce  unnecessary  delays  in 
obtaining  a  patent.  These  reforms  have  increased  by  more  than  2.5  percent  the 
disposal  of  patent  applications  and  reduced  by  an  average  of  six  months  the 
time  required  to  process  patent  applications.  But  these  administrative  reforms 
do  not  represent  a  long-range  solution  to  the  problem.  It  was  clear  when  the 
Commission  was  established,  and  it  is  clear  today,  that  more  must  be  done — 
that  basic  revisions  of  the  system  are  essential  for  it  to  serve  effectively  to 
stimulate  the  development  and  public  disclosure  of  new  technology  and  to  pro- 
vide incentives,  rather  than  barriers,  to  international  trade. 

THE  president's  COMMISSION  ON  THE  PATENT  SYSTEM 

By  Executive  Order  No.  1121.5  issued  April  8.  1965  (Appendix  A),  which 
established  the  Commission,  the  President  charged  this  Commission  with  a 
duty — 

(1)  to  ascertain  "the  degree  to  which  our  patent  system  currently  serves 
our  national  needs  and  international  goals"  ;  and 

(2)  to  recommend  to  the  President  "steps  to  ensure  that  the  patent  sys- 
tem will  be  more  effective  in  serving  the  public  interest  in  view  of  the 
complex  and  rapidly  changing  technology  of  our  time." 

Ten  of  this  Nation's  leading  citizens  representing  the  business,  scientific  and 
academic  communities  and  the  bar  served  on  the  Commission  together  witli 
representatives  of  the  Secretary  of  Commerce,  the  Secretary  of  Defense,  the 
Administrator  of  the  Small  Business  Administration,  and  tlie  Director  of  the 
National  Science  Foundation.  The  Secretary  of  State  and  the  President's  Science 
Adivsor,  as  observers,  were  also  represented  on  the  Commission. 

Di'.  Harry  Huntt  Ransom,  Chancellor  of  the  University  of  Texas,  and  Simrtn 
11.  Kifkind,  a  retired  Federal  Judge  and  noted  trial  attorney,  served  as  co-chair- 
men of  the  Commission.  The  other  public  members  of  the  Commission  included  : 

Dr.  .Tohn  Bardeen.  Inventor  and  Scientist,  University  of  Illinois,  Nobel  Lau- 
reate for  his  work  in  developing  the  transistor  ; 
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James  Birkenstock,  Vice  I'rosident  for  Commercial  Development,  IBM 
Coi'iwration ; 

Howard  Nason,  President,  Monsanto  Reseai'ch  Corporation  : 

Sidney  Xeuman,  patent  attorney,  Pendleton,  Neuman,  Seibold  and  Williams; 

Bernard  Oliver,  Vice  President,  Research  and  Development,  Hewlett-Packard 
Cor  IX)  rati  on  ; 

Dr.  Horton  Gnyford  Stever,  President,  Carnegie  Institute  of  Technology ; 

Charles  B.  Thorton.  Chairman  of  the  Board,  Litton  Industries. 

The  Commission  invited  comments  on  the  patent  system  from  bar  and  patent 
law  associations,  business  and  trade  associations,  universities,  scientific  and  en- 
gineering societies,  and  the  public  at  large.  I  imderstand  that  the  views  and 
comments  on  the  patent  system  which  you  had  solicited  from  our  Nation's  lead- 
ing corporations,  inventors,  economists  and  the  patent  bar,  Mr.  Chairman,  w^ere 
made  available  to  the  Commission  and  were  quite  helpful  in  their  work.  The 
Commission  also  had  available  to  it  the  hundreds  of  published  articles  and  studies 
on  invention,  innovation  and  the  patent  system,  including  a  large  number  of 
Governmental  and  Congressional  reports  and  hearings,  many  resulting  from  the 
work  of  this  Subcommittee. 

A  special  committee  of  the  American  Patent  Law  Association,  estalished  to 
study  the  U.S.  patent  system,  submitted  a  comprehensive  report  to  the  Commis- 
sion containing  a  number  of  recommendations  which  were  considered  and  some 
ultimately  adopted  by  the  Commission.  A  similar  special  committee  of  the  Ameri- 
can Bar  Association  Patent  Section,  as  well  as  many  local  patent  law  associations, 
supplied  much  useful  information  to  the  Commission  and  its  staff. 

All  of  the  comments  received  were  carefully  considered  by  the  Commission 
both  in  making  its  choice  of  areas  to  be  studied  and  in  later  deliberations  in 
these  areas. 

After  more  than  a  year  of  intensive  study,  the  Commission  submitted  its  re- 
port to  the  President.  This  report  has  been  reprinted  in  Senate  Document  No.  5. 

The  membei-s  of  the  Commission  were  unanimous  in  their  conclusions  that  "a 
patent  system  today  is  capable  of  continuing  to  provide  an  incentive  to  reseai'ch, 
development,  and  innovation"  and  that  there  is  "no  practical  substitute  for  the 
unique  service  it  renders." 

After  identifying  broad  areas  where  improvement  was  necessary,  the  Com- 
mission formulated  an  integrated  plan  of  thirty-five  recommendations,  most  of 
which  are  closely  interrelated,  to  bring  about  what  it  decided  was  a  long-overdue 
modernization  of  the  patent  system. 

In  releasing  the  report  of  the  Commission  last  December,  the  President  refer- 
red it  to  the  Department  of  Commerce,  the  Department  of  Justice  and  to  his 
Science  Advisor  to  consider  it  carefully  and  to  develop  legislative  proposals  to 
carry  out  its  objectives.  The  Patent  Reform  Act  of  1967  is  the  resvUt  of  this  in- 
tensive review,  and  incorporates  most  of  the  Commission's  recommendations. 

THE  PATENT  REFORM  ACT  OF  196  7 

A  sectional  analysis  of  how  S.  1042  would  change  present  law  was  forwarded 
by  the  President  with  the  bill.  This  analysis  appears  in  House  Document  No.  59. 
Commissioner  Brenner  will  discuss  in  some  detail  the  major  provisions  of  the 
bill,  how  these  provisions  will  be  implemented,  and  how  they  will  contribute  to 
the  objectives  of  the  Commission's  report  and  of  the  bill. 

Broadly  stated,  the  purpose  of  the  bill  is  to  improve  and  modernize  the  U.S. 
patent  system  so  that  it  may  better  serve  its  constitutional  purpose. 

More  specifically,  the  purposes  of  the  bill  are — 

(1)  to  raise  the  quality  and  reliability  of  U.S.  patents  ; 

(2)  to  reduce  the  time  and  expense  of  obtaining  and  protecting  a  patent : 

(3)  to  speed  the  public  disclosure  of  scientific  and  technological  advances ; 
and 

(4)  to  bring  the  U.S.  patent  system  more  closely  into  harmony  with  those 
of  other  nations,  whenever  cottsistent  with  the  objectives  of  the  U.S.  patent 
system,  as  an  indispensable  step  toward  closer  international  cooperation  in 
the  protection  of  intellectual  property. 

Each  of  the  recommendations  of  the  Commission  adopted  in  the  bill  contributes 
to  one  or  more  of  these  objectives ;  and  a  number  of  the  provisions  of  S.  1042 
contribute  directly  to  achieving  all  of  these  goals.  Let  me  illustrate  this  point 
in  the  context  of  what  is  perhaps  the  most  significant  and  far-reaching  of  the 
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Commission's  recommendations:   that  the  United  States  adopt  a  "first-to-file" 
system  of  priority. 

Under  present  law,  patents  are  theoretically  issued  to  the  first  person  to  "com- 
plete" an  invention,  in  the  legal  sense  of  the  term,  and  in  cases  where  there  are 
competing  claims  to  an  invention,  the  issue  of  who  invented  first  is  resolved  in 
what  is  called  an  "interference  procedure." 

The  issue  turns  substantively  on  an  interplay  of  a  number  of  technical  legal 
criteria  involving  "conception"  of  the  invention,  "actual  reduction  to  practice" 
and  "constructive  reduction  to  practice"  of  the  invention,  "diligence"  of  the 
parties,  and  "abandonment,  suppression  or  concealment"  of  the  invention  by 
the  parties.  The  parties  to  an  interference  attempt  to  prove  their  case  through 
oral  testimony  and  whatever  supporting  documents  and  physical  exhibits  may 
be  available.  The  procedural  complexities  and  the  strict  requirements  of  proof 
imposed  reflect  a  legitimate  concern  that  where  dates  are  not  ofiicially  recorded, 
there  may  be  a  tendency  for  a  self-serving  interpretation  of  past  events  by  the 
parties  to  an  interference. 

Interference  proceedings  can  be,  and  typically  are,  long  and  drawn  out.  In  one 
celebrated  case,  the  interference  proceeding  consumed  over  twenty  of  the  twenty- 
three  years  an  application  was  pending  in  the  Patent  Office  While  this,  of  course, 
was  unusual,  a  study  of  647  interference  proceedings  indicated  an  average  delay 
of  534  days. 

More  serious  than  the  delays  in  the  Patent  OflBce,  however,  is  the  fact  that 
under  the  present  system,  an  inventor  who  has  "completed"  an  invention  may 
have  no  sense  or  urgency  in  filing  a  patent  application.  Instead,  he  may  delay 
filing  an  application  until  someone  else  either  publishes  the  invention  or  in  good 
faith  obtains  a  patent  on  the  invention.  The  "first"  inventor  then  has  a  one- 
year  period  in  which  to  file  an  application  claiming  that  he — and  not  the  one 
who  took  active  steps  to  make  the  invention  available  to  the  public^is  the 
"first"  inventor  and  therefore  entitled  to  the  patent.  And  under  present  law,  he 
may  succeed  in  his  claim. 

Under  the  patent  system  there  is,  in  effect,  an  exchange  between  the  inventor 
and  society.  In  return  for  disclosure  to  the  public,  the  state  will  grant  a  legal 
monopjy  when  a  person  has  made  an  invention.  This  monoply  is  granted — and 
quite  properly  and  beneficially  in  my  view — notwithstanding  the  aversion  to 
monopolies  which  characterizes  our  free  enterprise  system.  Based  upon  this 
concept  of  the  patent  system,  however,  it  is  an  anomaly  for  the  state  to  give 
a  monopoly  to  anyone  but  the  inventor  who  first  took  steps  under  the  patent 
system  to  make  the  invention  available  to  the  public. 

All  of  these  factors  led  the  President's  Commission  to  conclude  that  where 
there  are  competing  claims  to  the  same  invention  it  would  be  far  more  equita- 
ble— and  certainly  more  in  keeping  with  the  disclosure  promoting  concept  un- 
derlying the  patent  system — to  award  the  limited  monopoly  which  a  patent 
confers  to  the  inventor  "who  first  appreciated  the  worth  of  the  invention  and 
promptly  acted  to  make  the  invention  available  to  the  public."  Since  the  first 
step  in  making  the  invention  available  to  the  public  under  the  patent  system  is 
the  filing  of  a  patent  application,  the  Commission  recommended,  and  S.  1042 
would  establish,  a  system  which  gives  at  patent  to  the  first  to  file. 

To  provide  inventors  with  a  reasonable  period  of  time  in  which  to  develop  and 
test  their  inventions,  inventors  would  be  permitted  to  file  an  informal  technical 
disclosure  of  an  invention  with  a  nominal  fee,  for  example  $10.  to  establish  an 
early  legal  filing  date.  As  will  be  explained  by  Commissioner  Brenner,  this  "pre- 
liminary application"  could  then  be  perfected  within  one  year  by  the  filing  of  a 
formally  prepared  patent  application  which  would  date  back  to  the  date  of  the 
"preliminary  application." 

The  first-to-file  system  proposed  would  increase  the  quality  and  reliability 
of  U.S.  patents  and  thereby  contribute  to  the  first  of  the  objectives  of  the 
bill.  It  would  accomplish  this,  first,  by  removing  the  uncertainties  which  neces- 
sarily arise  when  events  and  dates  prior  to  filing  an  application  are  proved  by 
oral  testimony  or  aflSdavits,  and  secondly,  by  removing  the  defense  of  "prior 
inventorship"  which  can  now  be  urged  by  someone  who  took  no  active  steps 
to  make  his  invention  available  to  the  public.  Of  coiirse,  as  an  overriding  con- 
sideration, the  i>erson  who  is  awarded  a  patent  must  be  a  true  inventor  or 
originator  and  not  a  copier  of  an  invention. 

As  a  i)ractical  matter,  only  a  small  percentage  of  applications  actually  become 
involved  in  interferences — currently  approximately  2,400  of  the  204,000  applica- 
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tions  pending  in  the  Office,  or  less  than  two  i)ercent,  are  in  interference  pro- 
ceedings— but  the  fact  that  we  now  operate  on  a  "first  to  invent"  basis  casts  a 
cloud  of  invalidity  over  every  patent  issued,  since  an  infringer  may  always 
contend  that  he  or  someone  else  was  the  first  inventor.  This  reduces  the  worth 
of  a  patent  to  businessmen  who  should  be  able  to  place  reliance  on  it  being 
sustained  in  court. 

The  first-to-file  system  complemented  by  the  preliminary  application  ap- 
proach, will  also  achieve  the  second  of  the  bill's  objectives  by  reducing  the  time 
and  expense  of  obtaining  and  protecting  a  patent.  In  addition  to  eliminating 
the  burdensome  interference  practice,  such  a  system  will  obviate  the  necessity 
for  the  elaborate  record  keeping  now  employed  by  knowledgeable  or  sophisti- 
cated companies  either  to  support  their  own  patents  or  to  use  as  a  defense  against 
the  patents  of  their  competitors.  A  corollary  of  this  is  that  the  proposed  system 
will  remove  the  presently  existing  bias  against  individuals  and  small  companies 
Avho  are  unfamiliar  with  the  "ground  rules"  as  to  which  records  will  be  effective 
in  proving  prior  inventorship  and  which  will  not  meet  the  required  procedural 
standards. 

The  preliminary  application  technique,  of  course,  will  be  of  obvious  advantage 
to  small  businesses  and  individual  inventors  who  may  wish  to  establish  an 
early  filing  date,  but  who  are  not  ready  to  pay  the  substantial  fees  for  the 
preparation  and  filing  of  a  formal  patent  application. 

The  recommended  system  of  priority,  coupled  with  the  publication  of  patent 
applications  within  twenty-four  months  after  filing — Commissioner  Brenner 
will  discuss  this  latter  point  in  more  detail — will  achieve  the  third  of  the 
bill's  purposes  by  accelerating  the  public  disclosure  of  scientific  and  technological 
advances.  As  I  noted  earlier,  under  the  present  law  there  is  no  requirement  that 
an  inventor  promptly  file  a  patent  application  on  a  "completed"  invention  so 
long  as  he  has  not  actually  "abandoned,  suppressed,  or  concealed  it."  Moreover, 
patent  applications  are  now  maintained  in  secrecy  by  the  Patent  Office  until 
a  patent  is  issued,  and  this  can,  and  frequently  does,  occur  many  years  after 
the  filing  of  an  application.  In  the  more  leisurely  days  of  yesterday,  these  delays 
may  not  have  been  critical ;  in  today's  fast  moving  scientific  world  they  are 
intolerable. 

Those  who  have  expressed  opposition  to  the  Commission's  recommendations 
base  their  opposition  in  part  on  the  premise  that  the  patent  system  was  in- 
tended under  the  Constitution  to  secure  an  inventor's  natural  or  moral  rights 
to  his  invention.  Those  who  take  this  position  either  overlook  or  ignore  the 
fact  that  the  Supreme  Court  has  emphasized  that  the  Constitution  makes  no 
provision  for  the  moral  or  inherent  rights  of  the  inventor.  In  tracing  the  history 
of  the  U.S.  patent  system,  Mr.  Justice  Clark,  speaking  for  a  unanimous  Supreme 
Court  in  Graham  v.  John  Deere  Corp.,  383  U.S.  1  (1966),  was  clear  and  precise 
in  the  conclusion  that  "the  patent  monopoly  was  not  designed  to  secure  the 
inventor  his  natural  right  in  his  discoveries.  Rather,  it  was  a  reward,  an  in- 
ducement, to  bring  forth  new  knowledge."  The  patent  system  was  indeed  intended 
to  serve  the  interests  of  scientists  and  inventors ;  but  overriding  this,  the  sys- 
tem was  intended  to  serve  the  interests  of  the  public. 

The  proposed  revisions  of  the  patent  law — and  especially  those  provisions  which 
I  have  mentioned — will  by  design  necessitate  prompt  filing  of  patent  applications 
by  inventors  and  their  attorneys,  and  it  will  require  publication  of  these  ap- 
plications by  the  Patent  Office  within  twenty-four  months.  By  so  doing,  it 
will  better  serve  an  overriding  constitutional  objective  of  the  patent  system. 

This  brings  me  to  the  final  objective  of  S.  1042,  and  that  is  to  bring  U.S. 
patent  laws  and  practice  more  closely  into  harmony  with  those  of  other  na- 
tions as  an  indispensable  step  toward  closer  international  cooperation  in  pro- 
tecting intellectual  property. 

Before  discussing  this  objective,  I  would  like  to  emphasize  that  each  of  the 
major  provisions  of  S.  1042  is  intended  to  improve  the  U.S.  patent  system  and 
would  be  actively  supported  if  this  were  the  only  country  in  the  world.  They 
take  on  an  added  dimension,  however,  in  the  context  of  international  patent 
practice. 

As  I  mentioned  earlier,  60,000  of  the  estimated  100.000  applicatiojis  which 
will  be  filled  in  the  U.S.  in  1972  will  have  one  or  more  duplicate  applications 
filed  in  other  countries.  Under  current  international  practice,  each  of  these 
applications  will  be  searched  and  examined  in  each  country  which  requires  a 
search  or  examination,  individually,  as  if  no  search  or  examination  were  be- 
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ing  performed  in  other  countries  on  the  same  invention.  This  multiple  filing 
and  examination  has  clogged  the  dockets  of  the  patent  ofiices  of  the  world; 
it  causes  wholly  unnecessary  expense  for  inventors  and  businessmen  engaged 
in  international  trade;  and  it  has  created  what  has  been  referred  to  as  the 
"international  patent  crisis." 

There  is  an  International  Convention  for  the  Protection  of  Industrial  Prop- 
erty, referred  to  as  the  Paris  Union,  which  affords  to  citizens  of  the  member 
countries  the  right  to  file  patent  applications  in  the  other  countries,  and  to  be 
treated  the  same  as  nationals.  It  also  affords  citizens  of  member  countries  the 
right  to  rely  for  priority  puriwses,  under  certain  circumstances,  upon  the  date 
of  the  first  filing  in  any  member  country.  The  United  States,  along  with  seventy- 
six  other  countries,  is  an  adherent  to  the  Paris  Union. 

In  contrast  to  the  international  protection  afforded  in  the  copyright  area  under 
the  Universal  Copyright  Convention,  the  Paris  Union  does  not  provide  for  the 
international  recognition  of  patents  issued  by  member  countries ;  nor  does  it  pro- 
vide for  a  single  filing,  search  and  examination  of  applications  filed  interna- 
tionally. 

Active  steps  are  now  being  taken  by  the  Secretariat  of  the  Paris  Union,  with 
the  active  support  and  cooperation  of  the  United  States  and  the  other  leading 
industrialized  countries,  to  explore  ways  of  improving  international  cooperation. 

A  long-range  goal  of  this  country  and  other  nations  of  the  world  is  an  interna- 
tional patent  system  which  would  reduce  unnecessary  duplication  in  filing  and 
examining  patent  applications.  The  objective  is  to  provide  incentives  on  an  inter- 
ational  scale  for  creativity  and  innovation  Mhich  are  essential  for  the  economic 
development  of  all  people.  The  first-to-file  and  other  provisions  of  S.  1042  take 
on  added  significance  in  the  context  both  of  our  immediate  plans  for  international 
cooperation  and  this  long-range  goal. 

Of  the  seventy-seven  member  countries  to  the  Paris  Union,  only  three,  the 
United  States,  Canada  and  the  Philippines,  base  priority  on  a  "first-to-invent" 
basis.  And  a  Royal  Commission  in  Canada,  empaneled  to  study  their  patent 
system,  strongly  urged  in  1960  that  Canada  amend  its  laws  to  award  priority  ou 
a"  first-to-file  basis.  With  respect  to  one  of  the  fundamental  premises  of  patent 
protection,  therefore,  the  U.S.  is  not  in  step  with  the  rest  of  the  world.  This, 
perhaps  now  and  surely  in  the  future,  would  be  a  major  obstacle  to  full  participa- 
tion by  the  T'.S.  in  any  really  meaningful  multinational  patent  system. 

I  have  emphasized,  perhaps  labored,  the  first-to-file  provision  of  the  bill.  I  have 
done  this,  first  because  this  provision  is  one  which  contributes  materially  to  all 
four  of  the  objectives  of  the  bill,  and  secondly,  bec-ause  it  affords  an  insight  into 
the  approach  of  the  Commission  ;  it  demonstrates  clearly  the  public  policy  factors 
considered  by  the  Commission  in  shaping  this  and  the  other  equally  significant 
recommendations. 

As  noted  by  the  President  in  his  letter  of  transmittal,  S.  1042  contains  a  series 
of  far-reaching  and  fundamental  proposals  which  will,  in  the  President's  words, 
"serve  the  interest  of  all  Americans,  as  the  Constitution  mandates,  by  promoting 
the  progress  of  .science  and  the  useful  arts  in  the  decades  ahead."  We,  therefore, 
strongly  urge  enactment  of  this  important  legislation. 

We  welcome  this  opportunity  to  express  our  views  on  the  Patent  Reform  P>ill, 
and  we  would  be  pleased  to  provide  any  additional  assistance  or  advice  desired 
by  the  Committee  in  its  study  on  this  matter. 


[From  the  Federal  Register,  Apr.  10,  1965] 

Presidential  Documents 

Title  3— The  President 

executive    ORUE14    112  15 

EKtahlishing  the  President's  Commission  on  the  Patent  Si/stem 

Whereas  the  patent  system  established  under  the  Constitution  of  the  Ignited 
States  has  contributed  materially  to  the  development  of  this  country  by  further- 
ing increased  productivity,  economic  growth,  and  an  enhanced  standard  of  living 
and  lias  strengthened  the  comi)etitiveness  of  our  products  in  world  markets;  and 
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Whereas  we  have  exi>erience»]  vast  technolo^^ical  advances,  particularly  in  re- 
cent decades,  and  industrial  development  continues  to  depend  increasingly  upon 
scientitic  and  inventive  endeavors  ;  and 

Whereas  other  industrial  nations  may  he  expected  to  exert  visiorous  efforts  to 
obtain  the  greatest  economic  and  social  heneht  from  inventive  activity;  and 

Whereas  we  and  other  nations  are  concerned  with  improving  systems  for  the 
protection  of  industrial  projterty  to  promote  the  beneficial  exchange  of  products 
and  services  across  national  boundaries ;  and 

Whereas  the  extensive  international  economic  interests  of  the  United  States 
require  tliat  this  Uoverunient  take  a  leading  role  in  international  cooperation  for 
the  proiection  of  industrial  property  ;  and 

Whereas  the  patent  system  of  the  United  States  has  developed  a  continuing 
backlog  of  patent  applications  and  the  cost  of  processing  such  applications  in- 
creases constantly ;  and 

Whereas  the  general  character  of  our  patent  system  has  undergone  no  substan- 
tial change  since  1836 ;  and 

Whereas  it  is  now  necessary  to  evaluate  our  patent  system  and  to  identify  pos- 
sible improvements  in  it : 

Now,  therefore,  by  virtue  of  the  authority  vested  in  me  as  President  of  the 
United  States,  it  is  ordered  as  follows  : 

Section  1.  ('otnmission  etstahli-shed.  (a)  There  is  hereby  established  the  Pres- 
ident's Commission  on  the  Patent  System,  hereinafter  referred  to  as  the  Com- 
mission. The  President  shall  designate  the  Chairman  of  the  Commission  from  its 
members. 

(b)  The  Commission  shall  be  composed  of  the  Secretary  of  Commerce,  the 
Secretary  of  Defense,  the  Administrator  of  the  Small  Business  Administration, 
and  the  Director  of  the  National  Science  Foundation,  or  their  respective  desig- 
nees, and  not  to  exceed  ten  other  members  appointed  by  the  President  from  the 
public  at  large. 

(c)  The  Secretary  of  State  and  the  Director  of  the  Office  of  Science  and  Tech- 
nology, or  their  designees,  may  sit  with  the  Commission  as  observers. 

Sec.  2.  Functions  of  the  Vo^nmisulon.  The  Commission  shall  recommend  to  the 
President  steps  to  ensure  that  the  patent  system  will  be  more  effective  in  serv- 
ing the  public  interest  in  view  of  the  complex  and  rapidly  changing  technology 
of  our  time.  Specifically,  it  shall  direct  its  efforts  toward  (1)  ascertaining  the  de- 
gree to  which  our  patent  system  currently  serves  our  national  needs  and  interna- 
tional goals,  (2)  identifying  any  aspects  of  the  system  which  may  need  change, 
(3)  devising  possible  improvements  in  the  system,  and  (4)  recommending  any 
legislation  deemed  essential  to  strengthen  the  United  States  patent  system.  lu 
carrying  out  its  evaluation,  and  in  achieving  these  objectives,  the  Commission 
shall  make  an  independent  study  of  the  existing  patent  system  of  the  United 
States  including  its  relationship  to  international  and  foreign  patent  systems,  in- 
ventive activity  and  the  administration  of  the  system. 

Sec.  3.  Administrative  arrangement,  (a)  Each  member  of  the  Commission 
who  does  not  concurrently  hold  other  compensated  office  or  employment  under 
the  United  States  shall  receive  such  compensation  as  shall  be  fixed  in  accordance 
with  the  standards  and  procedures  of  the  Classification  Act  of  1*.»4!»,  as  amended, 
or  .such  other  laws  or  procedures  as  may  be  applicable,  and  may  also  receive 
travel  expenses  and  per  diem  in  lieu  of  subsistence  as  authorized  by  law  (5 
U.S.C.  73b-2)   for  per.sons  in  the  Government  service  employed  intermittently. 

(b)  The  Department  of  Commerce  is  hereby  designated  as  the  agency  which 
principally  shall  provide  the  Commission  with  necessary  administrative  facili- 
ties and  services,  including  such  advice  as  may  be  necessary  to  aid  the  Commis- 
sion in  the  performance  of  its  functions  hereimder. 

(c)  Each  Federal  department  or  agency  the  head  of  which  is  referred  to  in 
Section  1(b)  of  this  order  shall,  as  may  be  necessary,  furnish  assistance  to  the 
Commission  to  ac-c-omplish  the  puriK)ses  of  this  order,  in  accordance  witli  the 
provisions  of  Section  214  of  the  Act  of  May  3,  1M5  (59  Stat.  134 ;  31  U.S.C.  691). 
Such  assistance  may  include  the  detailing  of  employees  to  the  Commission,  one 
of  whom  may  serve  as  its  Exec-utive  Secretary,  to  perform  such  functions 
consistent  with  the  purposes  of  this  order  as  the  Commission  may  assign  to 
them. 

(d)  Each  Federal  department  or  agency  shall,  consonant  with  law  and  within 
the  limits  of  available  funds.  cooi>erate  with  the  Commission  in  carrying  out 
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its  fnnctions  under  this  order.  Such  cooperation  shall  include,  as  may  be 
appropriate.  (1)  furnishing  relevant  available  informtion,  (2)  preparing  re- 
ports or  studies  pursuant  to  requests  by  the  Chairman,  and  (3)  advising  the 
Commission  on  its  wo^rk  pursuant  to  requests  by  the  Chairman. 

(e)  The  Commission  shall  have  access  to  the  records  of  the  Patent  Office 
and  to  other  records  of  the  Department  of  Cimimerce  relating  to  patents,  insofar 
as  is  not  inconsistent  with  law. 

Sec.  4.  Reports;  ivrniinuiion  of  Cornmisxio)!.  (a)  The  Commission  shall  trans- 
mit to  the  President  a  preliminary  report  within  one  year  after  the  date  of  this 
order  and  such  interim  reports  as  it  shall  deem  appropriate.  It  shall  submit  its 
final  report  and  recommendations  to  the  President  not  later  than  18  months  after 
the  date  of  this  order. 

(b)  The  Commission  shall  terminate  not  later  than  thirty  days  after  date  of 
transmittal  of  its  final  re'port  to  the  President. 

Sec.  5.  Revocation.  Executive  Order  Xo.  S977  of  December  12,  1941,  entitled 
'•Establishing  the  National  Patent  Planning  Commi-ssion,"  is  hereby  revoked. 

Lyndon  B.  Johnson. 

The  White  House,  April  S.  i9G5. 

Senator  McClellax.  Tliaiik  you  very  much,  Mr.  Secretary. 

Any  questions,  Senator  ? 

Senator  Burdick.  No  questions.  I  just  want  to  thank  the  Secretary 
for  his  contribution. 

Senator  McClellan.  I  am  becoming  more  interested  in  this  as  j'ou 
folks  testify. 

Mr.  Commissioner,  you  tell  us  why,  now. 

Mr.  HoLLOMON.  May  I  be  excused,  Senator  ? 

Senator  ^McClell.vx.  Yes. 

stati:ment  of  edward  j.  beennee,  commissioner  of  pat- 
ents, ACCOMPANIED  BY  GEEALD  J.  MOSSINGHOFF 

Mr.  Brenner.  Thank  you  very  much,  Mr.  Chairman.  I  appreciate 
very  much  the  opportunity  to  be  here  to  present  certain  information 
regarding  S.  1042.  I  have  a  prepared  statement,  but  I  would  propose 
inserting  this  in  the  record,  if  that  is  agreeable  with  you,  and  then 
commendng  on  three  major  points  that  relate  to  the  administration 
bill. 

Senator  McCleli^n.  Very  well.  It  may  be  inserted. 

Mr,  Brenner.  The  first  point  I  would  like  to  cover  is  the  relation- 
ship between  some  of  our  activities  at  the  present  time  in  the  U.S. 
Patent  Office  and  some  of  our  plans  for  the  future  as  the}-  relate  to 
the  total  picture,  and  particularly  to  several  of  the  provisions  of 
S.  1042. 

First  of  all,  we  are  doing  all  we  can  within  the  present  law  and 
within  our  appropriations  to  improve  the  quality  of  the  patents  we 
grant  and,  secondly,  reduce  the  period  of  pendency  of  patent  appli- 
cations. We  have  been  able  to  reduce  this  time  from  about  3,5  years 
down  to  about  2,5  years,  and  we  hope  within  the  next  several  years 
to  be  able  to  reduce  this  down  to  about  18  months. 

Specifically,  our  major  programs  involve  our  streamlined  examina- 
tion program  which  Dr.  Hollomon  just  referred  to,  which  has  in- 
creased our  productivity.  Secondly,  we  have  plans  to  strengthen  our 
staffing,  which  include  our  requests  now  pending  before  Congress  to 
add  150  examiners,  plus  the  necessary  supporting  nonprofessional 
people;  and,  secondly,  our  career  de\elopment  program  in  which  we 
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are  trying  to  provide  better  rraining  in  local  uni\ersitie.s  in  the  lield 
of  law  and  the  fields  of  science  and  technology,  as  well  as  to  make  it 
more  possible  for  our  examiners  to  visit  industry  in  order  to  see  at 
lirsthand  the  technology  as  it  develops. 

Third,  we  have  plans  and  programs  to  modernize  and  mechanize 
our  operations,  which  include  the  plans  to  try  to  get  all  of  our  opera- 
tions together  in  a  new  building,  to  move  into  the  field  of  microfilm 
to  solve  some  of  our  space  problems;  and  to  intensify  our  efforts  on 
mechanized  search  in  order  to  eliminate  a  i)art  of  the  workload  on 
our  examiners;  namely,  in  the  field  of  search. 

Finally,  we  have  recently  initiated  a  (luality  audit  program  in 
which  now,  I  think,  we  have  a  tool  to  analyze  our  quality  and  to  help 
us  improve  our  operations. 

All  of  these  features  of  our  programs  have  been  strongly  endorsed 
by  the  recommendations  of  the  Presidential  Commission  report. 
'Xow,  with  regard  to  how  these  relate  to  S.  1042,  I  would  like  to 
call  your  attention  to  three  of  the  provisions  in  S.  1042.  First,  section 
■41  ]5rovides  that  the  Commissioner  of  Patents  would  be  authorized 
to  establish  Patent  Office  fees  within  broad  guidelines  established  by 
Congress,  and  the  Patent  Reform  Act  specifically  provides  that  these 
fees^should  be  set  to  recover  in  the  range  of  65  to  75  percent  of  our 
costs.  The  reason  that  this  range  was  selected  is  that  during  the  recent 
hearings  on  Patent  Office  fees,  which  resulted  in  the  new  Patent  Fee 
Act,  it  seemed  to  be  the  consensus  that  recovery  in  the  range  of  two- 
thirds  to  three-quarters  of  our  costs  was  appropriate. 

So,  as  to  our  needs  for  the  future,  with  regard  to  manpower,  to 
modernization  and  mechanization,  we  feel  it  would  be  appropriate 
to  maintain  our  recovery  at  an  appropriate  range  as  established  by 
Congress  and  under  any  guidelines  that  Congress  would  feel  to  be 
desirable. 

Senator  McClellax.  That  is  65  or  75  percent ;  does  that  mean  the 
total  cost  of  operating? 

JNIr.  Bkexxek.  Yes.  Mr.  Chairman.  This  would  be  65  to  75  percent 
of  the  annual  Patent  Office  appropriation. 

Secondly,  I  would  like  to  refer  to  section  123  of  the  act,  which 
provides  that  i)ending  applications  would  ])e  published  within  18  to 
24  months  after  their  earliest  effective  filing  date.  Now,  there  has 
been  some  concern  exjn-essed  with  regard  to  this  provision  that  an 
applicant  might  not  obtain  an  examination  by  the  examiner  before 
it  became  time  to  publish  the  application.  Now,  in  accordance  with 
our  present  plans,  we  hope  and  expect  to  be  sufficiently  current  that 
it  would  be  possible  to  provide  a  complete  examination  of  the  applica- 
tion by  one  of  our  examiners  before  the  question  of  mandatory  pub- 
lication arose,  so  that  the  applicant  then  would  be  able  to  abandon 
his  case  in  secrecv.  if  he  wished,  withottt  publication. 

On  the  other  hand,  if  the  case  were  allowed— that  is,  we  considered 
it  patentable— it  would  be  published  as  an  allowed  application,  open 
to  citation  of  prior  art  bv  the  public. 

Third,  if  the  applicant  decided  to  appeal  the  case,  the  application 
in  that  case  would  be  published  in  order  to  make  available  the  tech- 
nology and  let  the  public  know  what  sort  of  patent  coverage  is  shaping 
up  from  the  Patent  Office. 
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As  I  look  at  this  pro\isioii,  then,  in  ett'ect,  it  would  become  pri- 
marily a  guarantee  for  the  future  that  the  patent  system  would  oi)er- 
ate  with  prompt  disclosure,  and  it  would  not  slip  back  into  the  long 
delays  that  have  been  characteristic  of  the  past  situation. 

Fourth,  I  would  like  to  refer  to  sections  191 

Senator  Burdick.  Excuse  me.  Just  for  my  information,  at  what 
point  does  publication  occur  now? 

Mr.  Brenner.  At  the  present  time,  publication  only  occurs  upon 
the  grant  or  issuance  of  a  patent.  As  I  said  before,  the  average  time 
now  is  21^  years.  That  is  30  months.  Of  course,  this  is  an  average,  and 
a  substantial  number  of  applications  run  much  longer  than  that. 

Senator  McClellan.  Commissioner  Brenner.  That  was  a  call  for  a 
vote  in  the  Senate  Chamber.  We  will  have  to  hurry  over  there.  I 
wonder  if  you  could  come  back  a  few  minutes  in  the  morning  and 
finish  up? 

Mr.  Brenner.  I  would  be  very  pleased  to  do  that. 

Senator  McClellan.  We  will  recess,  then,  until  10  o'clock  in  the 
morning,  and  Commissioner  Brenner,  you  can  come  back  and  finish  up. 

(Whereupon,  at  3 :40  p.m.  the  hearing  recessed  until  the  following 
day.  May  18,  1967,  at  10  a.m.) 
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THURSDAY,   MAY    18,    1967 

U.S.  Senate, 

SUBCOMMITI'EE  OX  PaTEXTS,  TRADEMARKS,  AND  COPYRIGHTS 

OF  THE  Committee  ox  the  Judiciary, 

Washington.,  D.C. 

The  subcommittee  met,  pursuant  to  recess,  at  10:10  a.m.  in  room 
3;>02,  New  Senate  Office  Building,  Senator  John  L.  McCleUan  (chair- 
man) presiding-. 

Present :  Senators  McCleUan  and  Rurdick. 

Also  present :  Thomas  C.  Brennan,  chief  counsel ;  Edd  N.  Williams, 
Jr.,  assistant  counsel ;  Stephen  G.  Haaser,  chief  clerk.  Subcommittee 
on  Patents,  Trademarks,  and  Copyrights:  Clyde  DuPont,  represent- 
ing Senator  Fong. 

Senator  McClellax.  The  committee  will  come  to  order. 

Mr.  Commissioner,  we  regret  we  had  to  interrupt  your  testimony 
yesterday  and  recess  over  until  today  to  give  you  an  opportunity  to 
conclude.  You  may  resume  where  you  left  oif  yesterday. 

STATEMENT  OF  EDWAUD  J.   BRENNER,   COMMISSIONER 
OF  PATENTS— Resumed 

Mr.  Brex^xer.  Thankyou,  Mr.  Chairman. 

As  the  session  closed  yesterday,  I  had  just  started  to  refer  to  sec- 
tions 191  to  194  of  the  Patent  Eeform  Act,  which  relate  to  a  system 
of  deferred  examination.  These  sections  would  provide  standby  au- 
thorization to  institute  such  a  system  if,  in  the  future,  it  appeared  to 
be  in  the  public  interest.  This  would  provide  for  either  initiation  of 
deferred  examination  on  a  I'egular  Ijasis  or  on  a  pilot  basis.  However, 
based  on  present  Patent  Office  ]:>lans  and  programs,  as  I  outlined 
yesterday,  as  well  as  good  prospects  for  international  patent  coopera- 
tion, we  have  no  plans  at  the  present  time  to  institute  a  system  of  de- 
ferred examination,  either  on  a  regular  basis  or  on  a  pilot  basis. 
However,  we  feel  the  provision  for  such  a  system  on  a  standby  basis 
is  a  good  idea  in  view  of  the  fact  that  we  cannot  predict  with  accuracy 
the  future;  namely,  the  budget  situation  in  the  office,  our  ability  to 
recruit  the  people  we  need,  the  likelihood  that  international  patent 
cooperation  will  come  to  pass  in  the  future.  So  as  we  see  it,  this  would 
be  a  means  by  which  the  system  could  react  if  all  our  other  plans 
should  fail  and  it  should  become  necessary  to  utilize  the  advantages  of 
a  deferred  system  in  relieving  the  workload  on  the  Patent  Office. 

Secondly,  I  would  like  to  make  this  morning  a  few  brief  comments 
on  the  matter  of  international  patent  cooperation.  Yesterday,  Dr. 
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Hollomon  indicated  that  the  United  States  expected  in  1972  to  receive 
about  100,000  patent  aplications  a  year  and  that  our  patent  applicants 
would  file  about  150,000  patent  applicatioiis  in  foreign  countries.  So 
the  United  States  woukl  be  involved  in  a  total  of  250,000  patent  appli- 
cations worldwide  out  of  a  total  amounting  to  about  750,000  estimated 
for  the  world  at  that  particular  time.  This  all  means  to  every  one 
involved  in  the  patent  situation  a  considerable  amount  of  duplication 
and  multiplication  of  effort  which  creates  problenis  in  patent  offices 
and  creates  considerable  problems  for  patent  applicants. 

Now,  we  have  been  active  in  trying  to  develop  international  patent 
cooperation  along  two  general  lines.  First  of  all,  bilateral  efforts  in 
M'hich  we  have  conducted  studies  with  individual  foreign  patent  offices 
and  secondly,  a  multilateral  effort  in  working  through  the  interna- 
tional bureau  in  Geneva  with  other  patent  offices  of  the  world. 

As  a  step  toward  closer  international  cooperation,  we  have  launched 
a  series  of  experimental  bilateral  exchanges  of  search  results  to  eval- 
uate the  usefulness  of  the  searching  work  product  of  commerce  in  one 
country  in  facilitating  the  examination  of  a  corresponding  applica- 
tion in  another  country.  An  experimental  exchange  of  search  results 
with  the  Patent  Office  of  the  Federal  Republic  of  Germany,  involving 
2,000  pairs  of  crossfiled  cases,  recently  has  been  completed.  Results 
indicate  that  in  a  sizable  number  of  cases,  the  search  results  were  of 
material  assistance  to  both  offices.  The  trial  program  demonstrated,  I 
believe,  that  a  continuous  exchange  would  result  in  considerable 
improvement  in  quality  in  both  countries  and  would  also  have  a  poten- 
tial for  time  savings  to  the  examiner.  A  similar  experiment  in  process 
with  the  Swiss  Patent  Office  appears  to  be  producing  excellent  results. 
Other  exchange  proposals  are  in  various  stages  of  development  with 
other  countries. 

These  exchange  programs  provide  us  with  a  sound  data  base  upon 
which  to  move  ahead  intelligently.  The  payoff'  from  an  extensive  and 
continuing  exchange  agreement  could  be  substantial,  both  to  the 
Patent  Offices  which  would  participate  in  the  plan  and  to  patent  appli- 
ca,nts  in  participating  countries.  Under  such  an  exchange  program,  in 
full  operation,  a  large  portion  of  the  search  or  examining  work  in  any- 
where from  15  to  80  percent  of  the  applications,  depending  upon  the 
country,  could  be  eliminated  if  all  the  examining  countries  partici- 
pated. In  order  to  initiate  a  broad-based  international  approach  the 
solution  to  the  worlds  patent  problems,  the  United  States  projiosed  at 
the  executive  committee  meeting  of  the  Paris  Union  on  October  27, 
1966,  a  resolution  that  the  Director  of  BIRPI,  which  is  the  United 
International  Bureau  for  the  Protection  of  Intellectual  Property,  and 
the  Secretariat  of  the  Paris  Union,  that  this  organization  should 
undertake  a  study  of  ways  to  reduce  the  duplication  of  effort,  both  for 
applicants  and  National  Patent  Offices.  This  resolution  was  unani- 
mously adopted. 

Under  it,  BIRPI  has  been  developing  a  plan  within  the  framework 
of  the  Paris  Union  wliieli  would  reduce  unnecessary  duplication  in 
securing  interiiational  patent  protection. 

Mr.  Chairman,  I  am  pleased  to  be  able  to  state  today  that  we  under- 
stand from  BIRPI  that  as  of  about  May  31  of  this  year,  namely, 
within  about  2  weeks,  the  International  Bureau  plans  to  publish  the 
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first  draft  of  an  international  patent  cooperation  treaty.  We  will  cer- 
tainly make  sure  that  copies  of  this  treaty  are  sent  to  your  subcom- 
mittee for  your  consideration  on  these  impotrant  patent  matters  you 
now  have  under  consideration. 

In  our  judoment,  this  patent  cooperation  ti'eaty  lias  a  tremendous 
potential  in  that  it  will  basically  provide  for  a  single  international 
patent  filing,  a  single  search,  a  single  examination,  ajid  a  single  patent 
prosecution.  We  feel  that  under  this  plan,  there  are  possibilities  to 
counteract  on  a  long-range  basis  the  ever-increasing  volume  and  com- 
plexity of  patent  work  resulting  from  the  explosion  of  science  or  tech- 
nology and  the  increase  of  international  trade.  We  feel  that  in  the  case 
of  the  U.S.  Patent  Office,  such  a  plan  could  reduce  the  increasing  work- 
load and  stabilize  our  workload  in  the  Patent  Office;  and  U.S.  patent 
a])plica,nts  would  save  tens  of  millions  of  dollars  in  effort  that  now  is 
involved  in  foreign  patent  filing. 

Xow,  this  plan  is  very  much  related  to  the  Patent  Reform  Act  and 
jnany  of  the  features  provided  in  the  Patent  Reform  Act,  and  just 
briefly  to  mention  a  few  of  the  key  provisions,  I  would  call  your  atten- 
tion to  the  first-to-file  provisions  of  section  102;  the  preliminary  ap- 
l^lications  set  forth  in  sections  111  and  120;  provisions  for  universal 
prior  art  set  forth  in  section  102(a),  the  20-year  patent  term  set  forth 
in  section  154(b)  ;  the  prior  art  citation  period  set  forth  in  sections 
136  and  151 ;  the  provision  for  filing  by  the  owner  of  an  invention  set 
forth  in  section  111(a).  These  are  all  most  important  with  regard  to 
our  hopes  for  effective  international  patent  cooperation  in  the  future. 

Finally,  Mr.  Chairman,  I  would  like  to  make  a  few  comments  on 
the  other  bills  that  are  before  your  committee  that  you  referred  to  yes- 
terday, as  well  as  tlie  amendments  recently  introduced  by  Senator 
Long  of  Missouri. 

Amendment  No.  182,  introduced  by  Senator  Long,  would  amend 
section  105  of  the  bill  to  provide  a  6-month  personal  grace  period 
prior  to  the  filing  of  a  complete  application.  During  this  period,  a 
^publication,  public  use,  or  sale  of  an  invention  b}'  or  derived  from  the 
inventor  would  not  bar  his  obtaining  a  patent,  although  such  acts 
would  constitute  prior  art  against  anyone  else.  Since  a  personal  grace 
])eriod  does  not  secure  an  early  filing  date,  the  protection  it  provides  an 
inventor  is  not  as  effective  as  that  provided  bv  a  preliminary  applica- 
tion in  that,  first,  possible  foreign  patent  rights  would  be  destroyed 
by  the  inventor's  publication;  and  second,  independent  disclosure  by 
another  true  inventor  prior  to  the  U.S.  filing  would  be  good  prior  art. 
However,  j^roviding  a  personal  grace  period  would  be  fully  consistent, 
or  at  least  inconsistent  with  establishing  a  first-to-file  procedure.  Since 
the  number  of  administration  spokesmen  in  the  hearings  being  con- 
ducted by  the  House  subcounnittee  have  suggested  the  desirability  of 
such  a  personal  grace  period,  this  subcommittee  may  wish  to  carefully 
consider  whether  this  amendment  as  a  supplement  to  preliminary 
applications  would  improve  the  bill. 

Senator  McClellax.  Do  you  have  anv  objection  to  this  amendment, 
Xo.  182? 

Mr.  Brexner.  Well,  Mr.  Chairman,  as  I  stated,  we  do  not  see  that 
it  would  be  inconsistent  vrith  the  basic  thrust  of  the  Patent  Reform 
Act  or  its  first-to-file  provisions.  We  have  some  reservations  about  how 
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effective  and  advantiio;eous  it  would  be  for  inventors,  but  there  is 
considerable  merit  in  this  provision.  I  think  that  although  we  do  not 
strongly  endorse  it,  we  would  not  vigorously  oppose  any  such 
amendment. 

Senator  McClellan.  You  do  not  endorse  it,  but  you  are  not  unalter- 
ably opposed  to  it  ^ 

Mr.  Brexxer.  Xo,  sir,  we  believe  that  it  has  definite  advantages  and 
that  the  advantages  may  be  sufficient  that  it  would  be  a  good  addition 
to  the  Patent  Reform  Act. 

Senator  McClellan.  Very  well. 

Mr.  Brexxer.  Proposed  amendment  No.  183  would  implement  the 
President's  Commission's  recommendation  Xo.  22.  The  Connnission 
concluded  that  this  recommendation  would  clarify  the  rights  of  the 
patent  owner  in  licensing  his  patent  by  making  clear  that  a  rule  of 
reason  would  constitute  the  guideline  for  determining  patent  misuse. 
The  recommendation  also  would  specifically  permit  field-of-use  restric- 
tions in  license  provisions. 

Recommendation  No.  22  vras  not  included  in  the  administration's 
bill  since,  in  its  present  form,  its  probable  effect  is  less  than  clear.  It 
was  conckided  that  the  matter  needs  further  study  and  development 
before  anj^  legislation  would  be  appropriate.  Accordingly,  we  do  not 
sujiport  inclusion  of  this  recommendation  by  the  proposed  amendment. 

Senator  McClellan.  You  are  opposed  to  this  one,  then?  Am  I  to 
understand  that  you  oppose  amendment  No.  183  ? 

Mr.  Brexxer.  Yes,  sir. 

Proposed  amendment  No.  181:  relates  to  section  271(b)  of  S.  1012, 
which  implements  to  an  extent  a  recommendation  of  the  Commission 
concerning  the  importation  into  the  United  States  of  a  product  made 
abroad  by  a  ]:)rocess  patented  in  the  United  States.  Such  importation 
is  not  presently  an  act  of  infringement.  A  process  patent  owner  may 
now  seek  to  have  the  offending  product  excluded  from  this  coinitry 
under  the  Tariff  Act  of  1930  on  the  ground  that  importation  will  tend 
to  cause  substantial  injury  to  an  efficiently  and  economically  operated 
domestic  industry.  The  Commission  concluded,  however,  because  of 
these  requirements,  that  tlie  patent  owner  had  little  prospect  for 
success.  The  problem  is  particularly  relevant  in  cases  where  patent 
protection  for  the  i)rocess  is  not  a\'ailable  in  the  country  of  origin.  To 
alleviate  this  problem,  section  271(b)  worild  provide  that  whoever 
without  authority  of  the  patentee  imports  into  the  United  States  for 
purposes  of  trade  or  use  in  trade  or  industry  a  product  made  in  another 
country  by  a  process  patented  in  the  United  States  shall  be  liable  as 
an  infringer  provided  patent  protection  for  the  process  is  not  available 
in  such  country. 

Proposed  amendment  No.  181-  would  expand  this  section  and  i>rovide 
a  remedy  to  the  process  patent  owner,  whetliei-  or  not  he  could  have 
patented  the  product  in  the  countiy  of  origin  of  the  imported  jirodiict. 
A  J'eal  need  for  an  ex})anded  pi-ovision  has  not  been  demonstrated, 
and  thus  we  do  not  support  proposed  amendment  No.  184. 

Amendment  No.  185  would  establish  the  so-called  i-ight  of  j)rior  user, 
lender  this  provision,  which  is  patterned  after  the  intervening  rights 
section  of  the  reissue  section  252,  a  court  of  equity  could  permit  so)ne- 
ono  who  practiced  an  invention  prior  to  a  patent  test  filing  date  the 
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personal  right  to  continue  to  use  the  patented  invention.  The  Coni- 
mission  eonsidered  sueli  a  proposal  and  concluded  such  a  })rovision 
was  undesirable  in  detracting  from  the  rights  of  the  patentee,  es- 
pecially to  the  extent  that  it  would  protect  someone  who  secretly  used 
:in  invention  against  a  patentee  who  sought  to  use  the  patent  system 
for  its  intended  purpose. 

Amendment  Xo.  18G  would  permit  the  tiling  of  a  continuation 
application  after  the  filing  of  an  appeal  to  the  Patent  Office  Board 
of  Appeals  in  the  preceding  or  parent  case.  It  would  also  exclude  the 
preceding  case  from  being  prior  art  against  the  second  filed  or  con- 
tinuation in  part  application.  Although  the  Commission  did  not 
recommend  such  a  provision,  it  does  not,  in  our  view,  represent  a  basic 
departure  from  the  Commission's  plan. 

S.  2,  introduced  by  Senator  Smith,  would  exclude  from  prior  art 
the  previous  publications  of  an  inventor  describing  an  invention  pro- 
vided (1)  the  description  is  published  incident  to  a  claim  for  copyright 
under  chapter  3,  title  17,  United  States  Code,  and  (2)  the  publication 
gives  notice  that  the  person  has  made  or  intends  to  file  a  patent 
application  on  the  invention. 

Presumably,  this  would  estaljlish  an  indefinite  personal  grace  period 
for  an  inventor  coming  within  the  purview  of  the  provision.  He  could 
bar  anyone  else  from  getting  a  patent  by  his  publication,  but  he  would 
not  himself  be  required  to  file  an  application  during  any  fixed  period 
thereafter.  This  would  permit  an  inventor  to  delay  his  filing  and,  in 
effect,  extend  his  period  of  monopoly.  Because  of  tliis,  S.  2  would 
appear  at  cross-purposes  with  S.  1042,  and  we  therefore  do  not 
recommend  its  enactment. 

S.  loT7,  introduced  by  Senator  Xelson  on  March  23,  would  clarity 
the  existing  authoritv  of  the  Commissioner  by  specifically  authorizing 
the  establishment  of  patent  search  centers  in  economically  strategic 
locations  throughout  the  country.  At  the  present  time,  the  only  place 
where  patents  are  arranged  by  ^subject  matter  for  convenient  search 
or  study  is  in  the  public  searchroom  in  the  Patent  Office  at  Washing- 
ton. The  Patent  Office  has  for  several  years  been  interested  in  the 
establishment  of  field  search  centers  to  enable  interested  members  of 
the  public  to  make  patent  searches  in  various  parts  of  the  country. 
Also,  establishment  of  such  centers  would  provide  national  security 
of  this  invalual)ie  technical  information  against  fire  or  other  disaster. 
The  Patent  Office  has  an  ongoing  program  of  placing  the  patent 
search  files  on  microfilm.  When  this  is  completed,  the  cost  of  copies,  as 
vrell  as  space  requirements,  will  be  greatly  reduced.  Senator  Nelson's 
proposal!  therefore,  is  very  timely  and  has  considerable  merit. 

S.  1691,  introduced  by  Senator  Dodd  on  May  4  as  a  substitute  for 
S.  1042,  in  essence,  adopts  four  of  the  Commission's  recommendations. 
These  include  the  recommendations  on  filing  of  patent  applications 
by  assignees  and  the  naming  of  inventors,  the  20-year  patent  term,  the 
importation  of  a  product  made  abroad  by  a  patented  process,  and  an 
expanded  research  and  development  program  by  the  Patent  Office. 

Adoption  of  these  recommendations,  in  our  view,  would  improve  the 
patent  system.  S.  1691,  however,  falls  far  short,  of  the  Commission  s 
plan  and  of  the  improvements  which  would  be  achieved  by  enactment 
of  S.  1042.  Thus,  S.  1691  is  not  an  adequate  substitute  for  the  patent 
reform  bill. 
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Mr.  Chairman,  I  would  be  pleased  to  answer  any  questions  you  may 
now  have  and  to  return  at  any  time  as  the  issues  develop  before  this 
subcommittee.  It  is  my  firm  conviction  that  this  revision  is  essential 
to  insure  the  vitality^md  effectiveness  of  the  patent  system  in  the 
decades  ahead,  and  I  therefore  strongly  urge  enactment  of  S.  1042. 

(The  full  statement  of  Mr.  Brenner  follows:) 

Statement  of  Edward  J.  Brenner,  Commissioner  of  Patents 

Mr.  Chairman  and  Members  of  the  Subcommittee,  I  appreciate  the  opportunity 
to  be  here  today  to  discuss  the  major  provisions  of  the  Administration's  Patent 
Reform  bill,  S.  i042.  I  will  also  contrast  a  substitute  measure,  S.  1691  introduced 
by  Senator  Dodd  and  discuss  amendments  182  through  186  of  S.  1042.  which 
amendments  were  introduced  by  Senator  Long  of  INIissouri.  Finally.  I  will  com- 
ment on  two  other  bills,  S.  2  and  S.  1377.  pending  before  this  subcommittee. 

As  Dr.  Hollomon  has  stated,  the  Patent  Reform  bill  will  bring  about  the  first 
major  revisions  of  the  U.S.  patent  system  in  more  than  130  years.  The  bill  con- 
tains a  number  of  significant  provisions.  These  complement  and  reinforce  each 
other  irt  many  respects,  so  that  taken  together  they  achieve  three  major  objec- 
tives of  the  bill.  These  provisions  will  also  pave  the  way  for  closer  international 
cooperation  which  ultimately  will  reduce  the  workload  of  the  patent  offices  of 
the  world,  and  reduce  materially  the  costs  of  securing  international  patent 
protection. 

In  the  time  available  this  morning,  it  will  be  difficult  to  review  in  detail  all  of 
the  features  of  S.  1042.  Instead.  I  propose  to  explain  the  key  provisions  of  the 
bill,  how  they  would  change  existing  law.  and  how  they  would  be  implemented. 
This  will  give  the  Subcommittee  an  overview  of  the  hill  and  the  President's 
Commission's  plan,  and  afford  a  basis  for  more  detailed  questions  and  discus.sion. 

As  President  Johnson  noted  in  transmitting  S.  1042  to  the  Congress,  its  pur- 
poses are : 

1.  To  raise  the  quality  and  reliability  of  U.S.  patents. 

2.  To  reduce  the  time  and  expense  of  obtaining  and  protecting  a  patent. 

3.  To  speed  public  disclosure  of  scientific  and  technological  information. 
The  President  also  noted  that  "these  changes  will  accomplish  another  im- 
portant objective— they  will  bring  the  U.S.    patent  system   more   closely   into 
harmonv  with  those  of  other  nations.'" 

Although  each  provision  of  the  bill  is  part  of  an  integrated  plan  which 
in  sum  achieves  the  objectives  of  the  bill,  it  would  perhaps  be  helpful  to  discuss 
the  major  provi.sions  of  the  bill  in  the  context  of  the  individual  objectives  of 
the  bill." 

TO  IMPROVE  THE  QUALITY  AND  RELIABILITY  OF  U.S.  PATENTS 

A  number  of  the  recommendations  of  the  President's  Commission  on  the 
Patent  System,  which  are  included  in  S.  1042.  are  designed  to  improve  the 
quality  and  reliability  of  U.S.  patents.  Greater  i-eliability.  which  results  from 
high  (jnality  in  the  issuance  of  patents  together  with  public  recognition  of  this 
high  quality,  wiU  result  in  greater  respect  for  patents  on  the  part  of  botli 
potential  infringers  and  the  courts.  This,  in  turn,  hopefully  will  reduce  the  extent 
to  which  litigation  is  necessary  to  enforce  patent  rights.  Such  patents  would 
become  more  akin  to  hard  currency  rather  than  mere  licenses  to  sue. 

To  reduce  the  likelihood  of  issuing  patents  which  will  later  he  declared  invalid 
in  the  courts,  under  sections  13()  and  l.")l  of  the  bill,  third  parties  would  be 
iK-!"i)iitted — ^prior  to  the  i.ssuance  of  a  patent — to  submit  evidence  to  the  Patent 
Office  that  the  patent  should  not  be  granted.  Under  present  law,  patent  applica- 
tions are  maintained  in  secrecy  until  a  patent  is  is.^ined.  Section  ITil  would  require 
publication  of  and  api>lication  after  the  ca.se  is  found  to  be  allowable,  but  before 
the  grant  of  a  patent.  Section  13(>  would  then  give  third  parties,  during  a  period 
of  from  three  to  six  months,  the  right  to  argup  that  a  patent  should  not  be  issued 
either  because  of  "pri(>r  art"  or  because  the  inventor  named  in  the  application 
derived  the  invention  from  .scHueone  else.  This  will  suj)plement  the  information 
now  available  to  the  examiner  in  deciding  whether  to  issue  a  patent. 

Another  key  provision  of  the  bill  in  upgrading  the  quality  of  U.S.  patents  is 
section  137  wlrich  would  provide  that  whenever  the  patentability  of  an  invention 
is  in   issue  before  the   Patent    Office,   "the  applicant   shall   have   the   burden   of 
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persuading  the  Office  that  the  chiim  is  allowable."  This  would  overrule  the 
so-called  "rule  of  doubt"  now  followed  by  the  Court  of  Customs  and  I'atent 
Appeals — one  of  the  two  appellate  courts  which  review  Patent  Otlice  dec-isions — 
under  which  doubts  as  to  the  patentability  of  an  invention  are  resolved  in  favor  of 
an  applicant.  The  I'resident's  Commission  felt  that  resolving  doubts  in  favor 
of  applicants  for  patents  would  inevitably  downgrade  the  worth  of  patents. 

Section  148  of  the  bill  would  provide  that  after  a  patent  examiner  and  a 
three-member  panel  of  the  I'atent  Office's  Board  of  Appeals  have  i-efused  an 
applicant's  claim,  this  decision  "shall  be  given  a  presumption  of  correctness,  and 
such  decision  shall  be  upheld  unless  it  is  without  substantial  basis  or  not  in 
accordance  with  law." 

Under  present  law  there  are  two  routes  of  appeal  from  Patent  Office  decisions : 
An  applicant  may  either  file  a  civil  action  in  the  District  Court  for  the  District 
of  Columbia  under  35  U.S.C.  145  or  he  may  seek  direct  appellate  review,  on  the 
record,  in  the  Court  of  Customs  and  Patent  appeals  (C.C.P.A.).  Under  this  dual 
line  of  review,  therefore,  the  Patent  Office  may,  and  often  does,  find  itself  faced 
with  conflicting  interpretations  of  the  law.  And,  of  course,  as  a  practical  matter, 
an  apx.lieant  will  choose  that  line  of  review   most  favorable  to  his  pasition. 

To  eliminate  possible  conflicts  in  interpretation,  the  Commission  recommended, 
and  S.  1042  would  provide,  in  section  147,  that,  in  patent  cases,  decisions  of  the 
C.C.P.A.  as  well  as  those  of  the  District  Court  be  subject  to  review  by  the  Court 
of  Appeals  for  the  District  of  Columbia. 

In  section  12  of  the  bill  the  Commissioner  of  Patents  is  directed  to  "conduct 
a  program  of  research  and  development  to  improve  and  expedite  the  handling, 
classification,  storage  and  retrieval  of  patents  and  other  scientific  and  technical 
information."  As  stated  by  Pi'esident  Johnson  : 

"As  the  world's  library  of  scientific  and  engineering  information  increases  and 
as  inventions  become  more  complex,  conventional  information  retrieval  systems 
are  becoming  roadblocks  to  rapid  and  effective  patent  searches.  These  roadblocks 
must  be  eliminated  through  expanded  research  and  development  and  increased 
international  cooperation." 

Under  section  15  of  the  bill,  a  Statutory  Advisory  Council  would  be  established 
to  provide  a  continuing  appraisal  of  how  the  patent  system  is  serving  the  public 
interest.  This  Council  would  report  to  the  Secretary  of  Commerce,  on,  among 
other  things,  the  quality  of  U.S.  patents.  This  would  dovetail  with  the  quality 
control  program  of  the  Patent  Office,  already  established  along  the  lines  sug- 
gested by  the  Commission. 

Feeling  strongly  that  ail  inventions  should  be  required  to  meet  a  high  standard 
of  novelty,  utility  and  unobviousness,  the  President's  Commission  recommended 
that  patent  protection  not  be  granted  for  plants,  ornamental  designs  or  computer 
programs.  The  Commission  concluded  that  this  subject  matter  cannot  be  re.idily 
examined  for  adherence  to  their  criteria. 

Plants  and  designs  are  currently  patentable  under  special  provision  of  title  35. 
The  Patent  Office  has  taken  the  view  that  computer  programs  are  not  patentable 
under  present  law,  and  no  patent  has  been  issued  on  a  computer  program  per  se. 
Section  106  of  the  bill  would  codify  this  interpretation  by  providing  that  com- 
])uter  programs  are  not  patentable.  Studies  are  now  being  made,  as  suggested 
by  the  Commission,  on  possible  alternate  means  for  protecting  designs  and  plants. 
Meanwhile,  sections  161-164  and  171-173  would  continue  to  provide  patent  pro- 
tection in  these  areas. 

TO    REDUCE   THE   TIME    AND    EXPENSE    OF    OBTAINING   AND   PROTECTING   A   PATENT 

As  Dr.  Hollomon  noted,  the  establishment  of  a  first-to-file  .system  of  priority, 
principally  in  section  102  of  the  bill,  would  reduce  the  time  and  expense  of  ob- 
taining a  patent  by  obviating  the  costly  and  time-consuming  "Interference  pro- 
cedure" now  used  when  two  persons  claim  to  be  the  first  inventor  of  the  same 
invention.  Millions  of  dollars  in  legal  and  technical  resources  would  be  saved  the 
public  for  other  uses.  It  would  also  reduce  to  some  extent  the  witnessed  record- 
keeping which  companies  and  individuals  must  now  practice  to  estblish  their 
dates  of  inventor.ship  either  to  sustain  their  patents  or  to  invalidate  those  of 
other  concerns. 

Also,  the  establishment  of  a  first-to-file  system  in  the  U.S.  will  make  easier 
our  participation  in  current  plans  for  international  cooperation  as  well  as  the 
eventual  adoption  of  a  multinational  patent  system.  This  will  materially  reduce 
the  time  and  expense  of  obtaining  international  patent  protection. 
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Dr.  Hollomon  also  mentioned  the  '-preliminary  ai'plications"  which  would  be 
authorized  under  sections  111  and  120  of  the  bill.  These  could  be  informal  techni- 
cal disclosures  of  an  invention  tiled  with  a  nominal  fee.  for  example  $10.  to 
secure  an  early  legal  tiling  date.  Under  current  practice,  only  formally  prepared 
patent  appliciitions  may  be  filed.  An  applicant  typically  must  spend  several 
hundred  dollars  in  attorney's  fees  to  have  this  prepared,  and  must  pay  a  tiling 
fee  which  avei-ages  approximately  .$8.j. 

In  connection  with  the  adoption  of  a  first-to-file  s.vstem  of  priority,  the  Patent 
Otfice  is  now  considering  the  feasibility  of  amending  its  rules  to  provide  that  the 
tiling  date  of  patent  applications  and  papers  would  be  the  date  they  were  de- 
p(!sited  with  a  T'.H.  post  office  as  registered  mail,  i)rovided,  of  course,  they  meet 
all  legal  requirements. 

Operationally,  the  Patent  Office  would  receive  "preliminary  applications," 
record  their  date  of  tiling  and  store  them.  Applicants  wishing  to  i>erfect  their 
patent  applications  would  then  have  one  year  in  which  to  file  a  "complete 
application"'  complying  with  present  formal  reipiirements.  If  after  a  year,  the 
person  filing  a  preliminary  application  did  not  file  a  complete  application  and 
claim  the  prior  date  of  the  preliminary,  the  preliminary  application  would  be 
destroved. 

The  one-year  period  between  the  preliminary  and  complete  application  could 
be  used  for  further  research,  and  any  resulting  improvements  could  be  included 
in  the  complete  application  when  filed.  More  than  one  preliminary  application 
could  be  filed  by  an  applicant,  each  one  adding  new  disclosure  with  its  own 
filing  date  as  the  invention  is  developed  or  modified ;  and  all  of  these  could  he 
combined  into  a  single  complete  application  filed  within  one  year  of  the  earliest 
preliminarv  application  relied  upon. 

Under  the  present  35  V.^.V.  102(b),  an  applicant  has  an  absolute  one-year 
grace  period  following  publication,  use  or  sale  of  an  invention  in  which  to  file 
a  patent  application.  It  does  not  matter  under  existing  law  whether  the  publi- 
cation, use  or  sale  is  by  the  inventor  or  by  third  parties.  The  new  section  102 
of  the  bill  would  eliminate  this  grace  period  in  favor  of  the  preliminary  applica- 
tion apnroach. 

During  the  period  which  follows  the  filing  of  a  preliminary  application,  an 
inventor  may  publicly  discuss,  seek  support  for.  or  market-test  an  invention, 
prior  to  expending  the  time  and  funds  needed  to  prepare  and  file  a  formal  ap- 
plication. In  effect,  then,  the  preliminary  application  provides  a  substitute  for 
the  (ine-vear  grace  period,  following  an  inventor's  publication,  use  or  sale  of 
his  invention,  during  which  he  may  file  an  application.  An  important  difference, 
and  a  positive  benefit  for  U.S.  inventors,  is  that  the  date  of  the  preliminary 
application  will  be  recorded  by  the  Patent  Office;  an  inventor  need  not  prove 
his  date  of  invention  by  oral  testimony  or  unofficial  documents.  P^ven  more  im- 
portant, with  the  preliminary  application  conferring  a  filing  date,  an  inventor's 
subsequent  public  disclosure  will  not  destroy  the  availability  of  foreign  patent 
rights,  as  now  happens  when  an  inventor  publishes  his  invention  during  the 
"grace  period"  prior  to  the  filing  of  an  application. 

To  protect  an  inventor  from  losing  his  patent  rights  upon  publication  of  his 
invention  by  someone  having  an  obligation  not  to  disclose  it,  section  105  of  the 
l)iLl  would  provide  that  such  an  "unauthorized"  disclo.sure  will  not  bar  a  patent 
so  long  as  a  complete  application  is  filed  within  six  months  of  the  disclosure. 

Amendment  No.  182  introduced  by  Senator  Long  of  Missouri  would  amend  this 
section  105  of  the  bill  to  provide  a  six-month  -personal  grace  period"  prior  to 
the  filing  of  complete  applicati<m.  During  this  period  a  publication,  public  use  of 
sale  of  an  invention  by  or  derived  from  the  inventor  v.-ould  not  bar  his  obtaining 
a  patent,  although  such  acts  would  constitute  prior  art  against  anyone  else. 
Since  a  personal  grace  period  does  not  secure  an  early  filing  date,  the  protection 
it  provides  an  inventor  is  not  as  effective  as  that  provided  by  a  preliminary 
application,  in  that,  first,  possible  foreign  patent  rights  would  be  destroyed  by 
the  inventor's  publication,  and  second,  independent  disclosure  by  another  true 
inventor  prior  to  the  U.S.  filing  would  be  good  prior  art.  However,  providing  a 
personal  grace  period  woidd  be  fully  consistent  with  establishing  a  first-to-file 
pi-ocedure.  Since  a  number  of  Administration  spokesmen,  in  the  Hearings  being 
conducted  by  the  House  Subconunittee,  have  suggested  the  desirability  of  such 
a  personal  grace  period,  this  Subcommittee  may  wish  to  carefully  consider 
whether  this  amendment,  as  a  supplement  to  preliminary  applications,  would 
improve  the  bill. 
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To  encourai^e  diligent  prosecution  of  patent  applications,  and  to  discourage  de- 
lays in  the  Patent  Office,  tlie  term  of  a  patent,  now  seventeen  years  from  the 
srant  of  a  patent,  would  be  measured  from  the  lilinj;  date  of  a  patent;  but  this 
Term  would  be  increased  under  section  ir)4(b)  of  tlie  l)i.ll  to  twenty  years.  In 
instances  where  a  patent  .iijrant  was  delayed  because  of  national  .security  reasons, 
the  term  of  the  patent,  under  section  l.">4(c),  would  be  increased  to  take  this 
delay  into  account. 

When  an  applicaut  relied  upon  the  lilinj;-  date  of  a  previously  tiled  applica- 
tion— for  example,  a  foreign-tiled  case  or  a  preliminary  ap])licatiou — he  would 
be  required  under  .sections  IIU  and  120  of  the  bill  to  claim  this  date  at  the  time 
of  tiling  the  later  application  so  that  the  Patent  Oliice  would  know  at  the  out- 
set what  would  constitute  prior  art  against  the  application.  This,  too,  would  tend 
to  expedite  search  and  examination. 

To  simplify  filing  for  patents  resulting  from  organized  and  cooperative  re- 
search and  development,  the  owners  of  inventions,  as  well  as  inventors,  would 
be  permitted  under  section  111(a)  to  file  patent  applications.  Also,  under  sec- 
tions 111(d)  and  256,  in  any  application  or  patent,  omission  of  an  inventor's 
name  or  inclusion  of  the  name  of  one  not  an  inventor,  without  de<:-eptive  intent, 
may  be  corrected  at  any  time. 

Patents  typically  contain  a  number  of  "claims,"  each  defining  the  invention 
in  varying  "terms.  Section  ll(i(b)  simplifies  the  pre.sent  requirement  where  an 
invention  resulted  from  the  work  of  two  or  more  inventors,  by  providing  that 
"it  shall  not  be  necessary  for  each  person  named  as  joint  inventor  to  be  a  joint 
Inventor  of  the  invention  r.sserted  in  each  claim."  This  removes  a  technical  re- 
quirement which  gives  ri.se  to  unnecessary  problems  under  the  present  law. 

In  the  event  that  the  preferred  full  examination  system  cannot  function  satis- 
factorily, standby  authority  would  be  provided  to  institute  a  system  of  "deferred 
examination"  of  applic-ations — one  of  the  more  recently  developed  techniques 
employed  in  the  examination  of  patents. 

Under  this  system,  an  applicant  could  elect  to  have  the  application  published 
immediately  and  have  the  examination  of  his  application  deferred  for  up  to  five 
years  from  its  filing.  At  the  end  of  five  years,  if  a  request  for  examination  is  not 
made,  the  application  becomes  abandoned.  The  purpose  of  deferred  exandnation 
is  to  avoid  the  costly  and  time-consuming  examination  procedure  for  inventions 
that  are  of  little  economic  significance. 

In  operation  of  "deferred  examination,"  an  applicant  would  have  two  options: 
He  could  submit  an  examination  fee  with  the  application  upon  filing  and  request 
that  the  application  be  placed  on  the  dockets  for  immediate  examination.  Al- 
ternatively, the  applicant  could  choose  not  to  pay  the  examination  fee.  in  which 
case  he  would  pay  a  publication  fee.  and  the  application  would  be  examined 
as  to  form  and  published  as  a  deferred  application.  Within  five  years  after  filing, 
either  the  applicant,  or  any  other  person  on  a  confidential  basis,  could  have  the 
application  examined  upon  payment  of  the  examination  fee.  As  I  said,  if  no  one 
requests  an  examination  within  five  years,  the  application  vpould  become  aban- 
doned. To  the  extent  that  examinations  are  never  requested,  there  would  be  a  re- 
sultant saving  in  cost  and  manpower  both  for  the  Patent  Offiice  and  for 
applicants. 

The  deferred  examination  system  is  now  in  use  in  the  Netherlands,  and  a  new 
patent  law  adopting  such  a  system  is  now  pending  before  the  W^est  German 
parliament. 

While  the  President's  Commission  and  the  Administration  recognize  the  merits 
in  providing  an  immediate  examination  of  all  applications  Hied,  standby  author- 
ity for  a  deferred  examination  system  was  recommended  by  the  Commission  and 
is  included  in  sections  191-li^  of  S.  1042.  These  sections  would  authorize  the 
Secretary  of  Commerce  to  issue  regulations  instituting  the  deferred  examination 
system,  "if  he  determines  such  action  to  be  in  the  public  interest."  There  are 
no  present  intentions  to  adopt  the  deferred  examination  system,  unless  other 
steps  to  reduce  the  backlog  are  inadequate. 

To  further  encourage  diligent  prosecution  of  applications,  time  limitations 
would  be  imposed  on  the  filing  of  "continuing"  applications,  those  applica- 
tions which  may  date  back  to  a  related  earlier  application,  but  which  require 
additional  examination.  Under  section  120(b)  in  order  to  date  back  to  an  earlier 
application,  a  "continuation"  application  must  be  filed  before  the  abandonment 
or  publication  upon  allowance  of  the  earlier  application,  or  before  an  appeal  to 
the  Patent  Ofllce  Board  of  Appeals  in  the  earlier  case.  These  provisions,  coupled 
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with  section  251(c),  whicli  would  prevent  an  applicant  from  broadening  the 
scope  of  ihs  patent  claims  in  a  reissue  patent  (as  he  may  now  do)  will  reduce 
the  period  of  time  before  the  public  will  be  completely  informed  as  to  what  an  in- 
ventor regards  as  his  invention. 

To  clarify  the  rights  of  the  public  with  respect  to  patents  which  have  been 
litigated,  a" patent  or  claim  of  a  patent  once  finally  held  invalid  by  a  federal 
court  would  be  cancelled  under  section  294.  Under  present  law,  a  holding  of 
invalidity  of  a  patent  in  one  federal  court  does  not  bar  additional  suits  based 
on  the  patent  in  (ither  circuits. 

The  bill  would  also  allow  any  person,  within  three  years  of  the  issuance  of 
a  patent,  to  petition  the  Patent  Office  to  cancel  one  or  more  claims  from  the 
patent  on  the  basis  that  they  are  invalid  over  prior  patents  or  publications. 
The  procedure  would  be  ex  parte  and  to  prevent  patentees  from  being  harassed,, 
a  $500  fee  would  be  imposed,  and  the  patent  owner's  defense  costs  (up  to 
SI, 000)  could  be  assessed  against  one  who  unsuccessfully  seeks  such  cancella- 
tion. Moreover,  unless  the  Patent  Office  initially  agreed  with  the  petitioner  that 
a  claim  should  not  have  allowed,  the  matter  would  be  ended,  and  the  iiatentee 
would  not  incur  any  costs  or  legal  fees. 

Finally,  to  reduce  the  costs  of  patent  litigation,  and  particularly  the  pretrial 
discovery  phases,  the  positions  of  Civil  Commissioners  would  be  established  by 
adding  section  757  to  title  28,  U.S.  Code.  These  Commissioners  would  be 
authorized  to  "regulate  and  control  the  conduct  of  all  discovery  proceedings, 
preside  at  any  oral  examination  for  discovery  of  parties  .  .  .  ,  preside  over 
any  pretrial  hearings,  and  make  any  necessary  order  with  respect  thereto."' 
It  is  hoped  that  these  Commissioners  will  expedite  patent  litigation,  and  make 
such   litigation  less  burdensome  to   small  business  and   individual   inventor.s. 

TO    SPEED    PUBLIC    DISCLOSURE    OF    SCIENTIFIC    AND    TECHNOLOGICAL    INFORMATION 

The  first-to-file  system  of  priority  which  would  be  established  by  section  102 
of  S.  1042  would,  as  Dr.  Hollomon  pointed  out.  encourage  prompt  filing  of  i«iteut 
applications  by  awarding  the  patent  to  the  first  inventor  to  take  positive  action 
under  the  patent  system  to  make  the  invention  available  to  the  public.  This 
will  create  a  sense  of  urgency  on  the  part  of  inventors  and  their  attorneys  to 
take  prompt  action  to  protect  the  invention  under  the  patent  system. 

To  further  accelerate  the  public  disclosure  of  new  technology,  section  123 
of  the  bill  would  require  the  publication  of  pending  patent  applications  within 
18  to  24  months  of  their  "effective  filing  date,"  regardless  of  their  status,  unless 
to  defer  publication  will  permit  the  examiner  more  quickly  to  dispose  of  the 
application.  "Effective  filing  date"  means  the  legal  date  of  the  application :  for 
example,  in  cases  where  a  complete  application  is  based  upon  a  preliminary 
application,  it  would  be  the  date  the  preliminary  was  filed. 

Under  present  law,  patent  applications  are  maintained  in  secrecy  by  the 
Patent  Office  until  the  patent  is  granted.  This  frequently  occurs  three  or  more 
years  after  the  aiiplication  is  filed. 

Under  the  bill,  therefore,  inventors  will  be  encouraged  to  file  promptly  and 
the  Patent  Office  would  be  required  to  publish  applications  after  a  given  period 
of  time.  This  will  promote  advances  based  upon  the  disclosed  work  and  prevent 
duplication  of  effort.  Equally  important,  it  will  apprise  businessmen  at  an 
early  date  of  the  invention  and  of  the  inventor's  rights. 

To  protect  the  rights  of  inventors  whose  applications  have  been  published, 
section  273  of  the  hill  w^ould  permit  the  owner  of  an  invention,  under  certain 
circumstances,  to  collect  dan.ages  for  the  unauthorized  practice  of  the  invention 
by  third  parties  after  publication  of  an  application  but  prior  to  the  grant  of  a 
patent. 

TO    BRING    THE    U.S.    PATENT    SYSTEM    MORE    CLOSELY    INTO    HARMONY'    WITH    THOSE 

op   OTHER   NATIONS 

A  number  of  the  provisions  of  S.  1042  would  bring  U.S.  patent  practice  more 
closely  into  harmony  with  those  of  the  major  industrialized  nations  of  the 
world. 

One  provision  which  has  not  yet  been  discussed  and  which  would  contribute 
directly  to  this  objective  appears  in  section  102(a).  This  would  establish  what 
is  sometimes  referred  to  as  "universal  prior  art,"  under  which  public  knowl- 
edge, use  or  sale  of  an  invention  anywhere  in  the  world  prior  to  the  filing  date 
of  a  patent  application  would  bar  the  grant  of  a  patent.  Under  present  law,. 
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patenting  or  publication  of  an  invention  anywhere  in  the  world  can  bar  the 
grant  of  a  patent,  but  prior  knowledge,  public  use  or  sale  is  relevant  "prior  art" 
only  if  it  occiu's  "in  this  country." 

The  President's  Coniniission  concluded  that  to  adopt  a  universal  definition  of 
prior  art  would  eliminate  ihe  present  anouially  of  excluding  from  prior  art  public 
knowledge,  use  or  sale  in  a  border  town  of  Canada  or  Mexico,  and  including  the 
same  kind  of  disclosure  in  Alaska  or  Hawaii. 

The  change  would  also  be  an  important  step  toward  acceptance  of  a  common 
definition  of  universal  prior  art.  While  not  all  of  the  industrialized  countries 
operate  on  a  universal  prior  art  basis,  the  trend  is  definitely  toward  adopting 
this  standard.  The  Council  of  Europe  Treaty  on  the  Unification  of  Certain 
Points  of  Substantive  Patent  Law  (which  has  been  signed  by  the  Europeau 
countries,  but  is  not  yet  ratified  or  in  force)  provides  that  prior  use  or  sale 
anywhere  in  the  world  be  considered  as  prior  art.  Similarly,  the  "Model  Law 
for  Developing  Countries  on  Inventions,"  written  by  the  Secretariat  of  the 
Paris  Convention,  includes  this  same  universal  standard.  Adoption  of  this 
standard  by  the  United  States  would,  therefore,  add  impetus  to  these  efiiorts 
to  agree  upon  a  vuiiversal  definition  of  prior  art. 

Dr.  HoUomon  has  discussed  briefly  the  need  for  international  cooperation.  I 
would  like  to  amplify  his  statement  and  express  my  conviction  that  such  coop- 
eration is  essential  for  the  patent  systems  of  the  world  to  provide  effective 
protection  of  intellectual  property. 

As  a  start  toward  closer  international  cooperation,  we  have  launched  a  series 
of  experimental  bilateral  exchanges  of  search  results  to  evaluate  the  usefulness 
of  the  searching  work  product  of  examiners  in  one  country  in  facilitating  the 
examination  of  a  corresponding  application  in  another  country. 

An  experimental  exchange  of  search  results  with  the  Patent  OflBce  of  the 
Federal  Republic  of  Germany  involving  2,000  pairs  of  cross-filed  cases  recently 
has  been  completed.  The  results  indicate  that  in  a  sizeable  number  of  cases  the 
search  results  were  of  material  assistance  to  both  oflices.  The  trial  program 
deinonstrated,  I  believe,  that  a  continuous  exchange  would  result  in  considerable 
improvement  in  quality  in  both  countries  and  would  also  have  a  potential  for 
time  savings  to  the  examiner.  A  similar  experiment  in  process  with  the  Swiss 
Patent  Office  appears  to  be  producing  excellent  results.  Other  exchange  proposals 
are  in  various  stages  of  development  with  other  countries. 

These  exchange  programs  provide  us  with  a  sound  data  base  upon  which  to 
move  ahead  intelligently.  The  payoff  from  an  extensive  and  continuing  exchange 
agreement  could  be  substantial,  both  to  the  patent  offices  which  would  partici- 
pate in  the  plan  and  to  patent  applicants  in  participating  coimtries.  Under  such 
an  exchange  program  in  full  operation,  a  large  portion  of  the  search  or  exam- 
ining work  in  anywhere  from  15  to  80%  of  the  applications,  depending  on  the 
country,   could  be  eliminated  if  all  of   the  examining  countries  participated. 

In  order  to  initiate  a  broad-based  international  approach  to  solutions  to  the 
world's  patent  problems,  the  United  States  proposed  at  the  Executive  Committee 
meeting  of  the  Paris  Union  on  October  27,  1966,  a  re.solution  that  the  Director 
of  BIRPI  [United  International  Bureaux  for  the  Protection  of  Intellectual 
Property,  the  Secretariat  of  the  Paris  Union]  undertake  a  study  of  ways  to 
reduce  the  duplication  of  effort  both  for  applicants  and  national  patent  oflices. 
This  resolution  was  unanimously  adopted.  Under  it,  BIRPI  has  been  developing 
a  plan  within  the  framework  of  the  Paris  Union  w^hich  would  reduce  unnecessary 
duplication  in  securing  international  patent  protection. 

OTHER   PROVISIONS   OF   S.    1042 

To  provide  added  flexibility  to  the  Patent  Oflice  in  shaping  its  program,  the 
President's  Commission  proposed  that  patent  fees,  now  established  by  statute, 
be  determined  by  regulations  issued  by  the  Commissioner  of  Patents.  Because 
Patent  Office  costs  may  rise,  and  since  there  is  presently  no  provision  for  a 
corresponding  increase  in  its  service  charges,  the  Conmiission  concluded  that 
any  long  term  fixed  relationship  between  fees  received  and  Office  expenditures 
could  not  be  maintained  without  continuing  and  prompt  legislative  adjustments. 
In  preference  to  this,  the  Commission  recommended  that  fees  be  set  by  regulation 
rather  than  by  statute  with  Congress  specifying  a  desired  rate  of  recovery  and 
reviewing  the  fee  structure  during  the  yearly  budget  process. 

This  recommendation  is  implemented  in  section  41  of  the  bill. 

Section  271(b)  implements  to  an  extent  another  recommendation  of  the  Com- 
mission concerning  the  importation  into  the  United  States  of  a  product  made 

86-218 — 68— pt.  1 10 


142 

abroad  l»y  a  iirocess  patented  in  the  United  States.  Such  importation  is  not  pres- 
ently an  "act  of  infringement.  A  process  patent  owner  may  now  seelc  to  have  the 
offending  product  excluded  from  this  country  imder  the  Tariff  Act  of  1930,  on 
the  ground  that  importation  will  tend  to  cause  substantial  injury  to  an  efficiently 
and  economically  operated  domestic  industry.  The  Commission  com-!nded,  how- 
ever, because  of  these  requirements,  that  the  patent  owner  has  little  prospect 
for  success.  . 

The  problem  is  particularly  relevant  in  cases  where  patent  protection  tor  the 
proce.ss  is  not  available  in  tlie  country  of  origin.  To  alleviate  this  problem,  sec- 
tion 271  { b )  would  provide  that : 

"Whoever  without  authority  of  the  patentee,  imports  into  the  United  States,  for 
purposes  of  trade  or  use  in  trade  or  industry,  a  product  made  in  another  country 
by  a  process  patented  in  the  United  States  shall  be  liable  as  in  infringer  pro- 
vided patent  protection  for  the  process  is  not  available  in  such  country." 

Proposed  amendment  No.  IM  would  expand  this  section,  and  provide  a  remedy 
to  the  process  patent  owner  whether  or  not  he  could  have  patented  the  product 
in  the  countrv  of  origin  of  the  imported  product.  A  real  need  for  an  expanded  pro- 
vision has  not  been  demonstrated  and  thus  we  do  not  support  amendment  No.  184. 

To  endorse  an  interpretation  now  given  the  present  statute  by  the  Patent  Office 
w^ith  respect  to  double  patenting,  i.e.,  the  acquiring  by  a  person  of  more  than  one 
patent  on  a  single  Invention,  section  253 (c)  would  provide  that: 

"The  fact  that  two  patents  which  have  been  or  may  be  issued  expire  at  the 
same  time  by  means  of  a  terminal  disclaimer  or  dedication  under  this  section  or 
otherwi.se,  shall  have  no  effect  in  the  determination  of  the  patentability  or  validity 
of  a  claim  in  either." 

Under  sections  3  and  7  of  Title  35.  as  they  would  be  rewritten,  the  Assistant 
Commissioners  of  Patents  and  the  examiners-in-chief  who  constitute  the  Board 
of  Appeals,  now  appointed  by  the  President  by  and  with  the  advice  and  consent 
of  the  Senate,  would  be  appointed  by  the  Secretary  of  Commerce.  This  change 
was  prompted  by  the  conclusion  that  the  President's  involvement  in  such  ap- 
pointments is  an  unwarranted  burden  on  him. 

The  Assistant  Commissioners,  while  providing  policy  guidance  to  the  Patent 
Office,  are  in  turn  under  the  general  direction  of  the  Commissioner  and  Secre- 
tarial officers  of  the  Department  of  Commerce.  And  at  least  as  early  as  1875,  the 
appointments  of  examiners-in-chief  have  been  made  by  promotion  of  experienced 
examiners  on  the  basis  of  merit.  Also,  incumbent  examiners-in-chief,  while  Presi- 
dential appointees,  have  uniformly  not  left  office  on  changes  of  party 
administration. 

Under  section  7,  also,  the  number  of  members  on  the  Board  of  Appeals  is 
increased  from  fifteen  to  twenty-four  and  the  functions  now  performed  by  the 
Board  of  Patent  Interferences  (which  would  be  abolished  under  the  bill) 
would  he  assimilated  by  the  expanded  Board  of  Appeals.  These  functions  involve 
re.solving  "interference  proceedings"  for  cases  filed  before  the  establishment  of 
the  first-to-flle  sy.stem  of  priority.  They  also  include  determinations  of  ownership 
of  inventions  under  section  l.")2  of  the  Atomic  Energy  Act  of  10."4.  42  U.S.C. 
2182.  and  section  305  of  the  National  Aeronautics  and  Space  Act.  42  T'.S.C.  2457. 

Other,  more  technical,  matters  are  detailed  in  the  sectional  analysis  of  the 
bill  which  was  forwarded  by  the  President  with  the  bill  and  which  has  been 
printed  by  the  House  of  Representatives  in  House  Document  No.  59. 

A  table  showing  the  relationship  between  the  Commission's  recommendations 
and  S.  1042  is  attached  hereto  as  Appendix  A.  Those  recommendations  identified 
by  an  asterisk  do  not  require  statutory  implementation  at  this  time. 

There  are  a  few  tyjiographical  errors  in  the  bill,  and  these  will  be  called  to 
the  attention  of  the  Counsel  for  the  Subcommittee.  Also,  in  putting  the  bill 
together,  the  second  paragraph  of  pre.sent  section  114 — relating  to  the  furnish- 
ing of  specimens  or  ingredients  tothe  Patent  Office  for  purpose  of  inspection  or 
experiment — was  inadvertently  omitted.  We  suggest  that  this  paragraph  be 
included  in  S.  1042  when  it  is  reported. 

AMENDMENT    NOS.    183    THROUGH    180 

I  have  alr(>ady  di-scussed  Amendment  Nos.  182  and  184  projwsed  by  Senator 
Long  of  Missouri. 

Proposed  Amendment  No.  183  would  implement  the  President's  Commission's 
Recommend.ation  No.  XXII.  The  Commission  concluded  that  this  recommenda- 
tion would  clarify  the  rights  of  the  patent  owner  in  licensing  his  patent  by 
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making  clear  that  a  "rule  of  reason"  would  constitute  the  guideline  for  deter- 
mining patent  misuse.  The  rt'coniniendation  also  would  specifically  permit  field 
of  use  restrictions  in  license  provisions. 

Recommendation  No.  XXII  was  not  included  in  Ihe  Administration's  Tnll  since, 
in  its  present  form,  its  probably  clTect  is  less  Llian  (-lear.  It  was  concluded  that 
the  matter  needs  further  study  and  development  before  any  legislation  would 
be  appropriate.  Accordingly,  we  do  not  support  iuclusicm  of  this  recouunendation 
by  the  proposed  amendment. 

Amendment  No.  1S."»  would  establish  the  so-called  right  of  prior  u.ser.  Under 
this  provision,  which  is  patterned  after  the  "intervening  rights  sections"  of 
the  reissue  section  2.'i2.  a  court  of  etiuity  could  permit  .someone  who  practiced 
an  invention  prior  to  a  patentee's  tiling  date  the  personal  right  to  continue  to  use 
the  patented  invention. 

The  Commission  considered  such  a  proposal  and  concluded  that  such  a  pro- 
vision was  undesirable  in  detracting  from  the  rights  of  a  patentee,  especially 
to  the  extent  that  would  protect  someone  v.ho  secretly  used  an  invention  against 
a  patentee  who  sought  to  use  the  patent  system  for  its  intended  purpose. 

Amendment  No.  186  would  permit  the  filing  of  a  continuation  application  after 
the  filing  of  an  appeal  to  the  Patent  Office  Board  of  Appeals  in  a  preceding 
(or  parent)  case.  It  would  also  exclude  the  preceding  case  from  being  prior  art 
against  a  second  tiled,  or  continuation  in-part,  application.  Although  the  Com- 
mission did  not  recommend  such  a  provision,  it  does  not,  in  our  view,  represent 
a  basic  departure  from  the  Commission's  plan. 


S.  2  introduced  by  Senator  Smith  would  exclude  from  "prior  art"  the  previous 
publications  of  an  inventor  describing  an  invention  provided  (1)  the  decription 
is  published  incident  to  a  claim  for  copyright  under  Chapter  3,  title  17,  U.S. 
Code,  and  (2)  the  publication  gives  notice  that  the  person  has  made  or  Intends 
to  tile  a  patent  application  on  the  invention. 

Fi'esumably,  this  would  establish  an  indefinite  personal  grace  period  for  an 
inventor  coming  within  the  purview  of  the  provision.  He  could  bar  anyone  else 
from  getting  a  patent  by  his  publication,  but  he  would  not  himself  be  required  to 
file  an  application  during  any  fixed  period  thereafter.  This  would  permit  an 
inventor  to  delay  his  filing  and,  in  effect,  extend  his  period  of  monopoly.  Be- 
cause of  this,  S.  2  would  appear  at  cross  purposes  with  S.  1042,  and  we  therefore 
do  not  recommend  its  enactment. 

S.    1377 

S.  1377,  introduced  by  Senator  Nelson  on  March  23,  would  clarify  the  existing 
authority  of  the  Commissioner  by  specitically  authorizing  the  establishment  of 
jtatent  search  centers  in  economically  strategic  locations  throughout  the  country. 
At  the  present  time,  the  only  place  where  patents  are  arranged  by  subject  matter 
for  convenient  search  or  study  is  in  the  public  search  room  in  the  Patent  Office  at 
Washington.  The  Patent  Office  has  for  several  years  been  interested  in  the  estab- 
lishment of  field  search  centers  to  enable  interested  members  of  the  public  to 
make  patent  .searches  in  various  parts  of  the  country.  Also,  establishment  of 
such  centers  would  provide  national  security  of  this  invaluable  technical  infor- 
mation against  fire  or  other  disaster. 

The  Patent  Office  has  an  on-going  program  of  placing  the  patent  search  files 
on  microfilm.  When  this  is  completed,  the  co.st  of  copies,  as  well  as  space  re- 
quirements, will  be  greatly  reduced.  Senator  Nelson's  proposal,  therefore,  is 
very  timely  and  has  considerable  merit. 


S.  1691,  introduced  by  Senator  Dodd  on  May  4  as  a  substitute  for  S.  1042, 
in  essence,  adopts  four  of  the  Commission's  recommendations. 

These  include  the  recommendations  on  filing  of  patent  applications  by  as- 
signees and  the  naming  of  inventors,  the  twenty-year  patent  term,  the  importa- 
tion of  a  product  made  abroad  by  a  patented  process,  and  an  expanded  research 
and  development  program  by  the  Patent  Office. 

Adoption  of  these  recommendations,  in  our  view,  would  improve  the  Patent 
System.  S.  1691,  however,  falls  far  short  of  the  Commission's  plan  and  of  the 
improvements  which  would  be  achieved  by  enactment  of  S.  1042.  Thus,  S.  1691 
is  not  an  adequate  substitute  for  the  Patent  Reform  Bill. 
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Appendix  B  of  my  statement  is  a  table  showing  those  recommendations  of 
the  Commission  which  are  included  in  S.  1691. 

I  realize,  of  course,  that  it  is  impossible  to  cover  in  any  detailed  way  in  the 
time  available  this  morning  a  revision  as  comprehensive  as  the  Patent  Reform 
Bill. 

I  would  be  pleased  to  answer  any  questions  you  may  have,  and  to  return  at  any 
time  as  the  issues  develop  before  this  Subcommittee.  It  is  my  firm  conviction 
that  this  revision  is  essential  to  insure  the  vitality  and  effectiveness  of  the 
patent  system  in  the  decades  ahead.  I,  therefore,  strongly  urge  enactment  of 
S.  1042. 

Senator  McClellan.  Thank  jou,  Mr.  Commissioner. 

Senator  Burdick,  an}^  questions? 

Senator  Burdick.  Tlie  only  amendment  that  yon  accept,  or  would 
not  oppose,  let's  put  it  that  way,  is  Amendment  No.  182  i 

Mr.  Brenner.  Well,  amendment  186  apears  to  have  merit  and  we 
feel  it  should  be  given  serious  consideration  by  the  subcommittee. 

Senator  BuimiCK.  You  do  not  oppose  ls(;,  then '( 

]Mr.  Brenner.  That  is  correct.  We  do  not  oppose  it.  We  feel  it  could 
be  a  valuable  addition  to  the  act. 

Senator  Burdick.  But  you  oppose  the  others  ? 

Mr.  Brenner.  Yes,  sir;  as  of  the  moment,  based  on  the  information 
that  is  available.  We  will  be  interested  in  following  the  testimony  be- 
lor  your  subcommittee  for  furdier  light  and  information  ori  those 
i:)roposals. 

Senator  Burdick.  I  just  came  in  when  you  were  discussing  182.  I 
wonder  if  you  would  mind  just  restating  what  that  does. 

Mr.  Brenner.  Amendment  182  would  provide  what  is  called  a  per- 
sonal grace  period  for  the  inventor,  during  which  his  own  acts,  such  as 
publication  or  public  use  or  sale,  w^ould  not  bar  him  filingfor  a  patent 
application  within  6  months  thereafter.  Under  the  provisions  of  the 
Patent  Eeform  Act,  S.  1042,  any  acts  on  the  part  of  the  inventor  prior 
to  filing  would  be  a  bar  to  him. 

Senator  Burdick.  That  is  all.  Thank  you. 

Senator  McCleelan.  Very  well.  In  the  course  of  further  considera- 
tion of  this  bill  we  may  very  w^ell  want  your  comments  on  suggestions 
that  we  will  hear,  testimony  that  may  be  presented  by  others  in  oppo- 
sition to  the  bill,  if  that  develops,  and  I  anticipate  it  will.  We_ appre- 
ciate your  appearance  before  us  now  and  the  staff  will  work  with  you 
from  time  to  time  and  submit  to  you  for  your  examination  any  testi- 
mony that  we  think  you  would  be  interested  in  commenting  upon  or 
refuting.  We  want  your  assistance.  The  committee  has  not  interest  but 
to  try  to  improve  our  jDresent  patent  law.  I  know  you  will  follow  this 
bill  closely  and  give  all  the  help  you  can.  We  appreciate  it  very  much, 
Mr.  Commissioner. 

Thank  you. 

(By  order  of  the  chairman  a  letter  from  Dr.  Donald  F.  Hornig 

appears  as  follows:) 

Executive  Office  of  the  President, 

Office  of  Science  and  Technology, 

Washington,  August  24,  1967. 
Hon.  John  L.  McClellan, 

Chairman.  Subcommittee  on  Patents,  Trademarks  and  Copyrights, 
Committee  onJudiciari/.  U.S.  Senate,  Washington,  D.C. 

Dear  Mr.  CHAiRjfAN :  I  regret  that  I  was  unable  to  appear  personally  before 
jour  Committee  at  the  scheduled  time  in  connection  with  its  consideration  of 
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"The  Patent  Keform  Act  of  1967,"  S.  1042.  However,  I  am  pleased  to  respond  to 
your  invitation  to  submit  the  attached  statement  of  my  views  for  the  record. 
Sincerely  yours, 

Donald   F.   Hoknig, 

Director. 

Statement  of  Dr.  Donald  F.  Hornig,  Director,  Office  of  Science  and  Tech- 
nology, Executive  Office  of  the  President 

The  Patent  System  has  .served  the  nation  well  during  its  175-yoar  history.  Its 
basic  objective,  to  promote  the  progress  of  science  and  useful  arts,  remains  as 
important  today  as  it  was  in  earlier  days. 

However,  there  is  need  for  certain  reforms  that  build  on  and  reinforce  the 
demonstrated  strengths  of  the  Patent  System.  Certain  weaknesses  have  emerged 
with  the  passage  of  time  and  with  changing  conditions.  The  technological-indus- 
trial invironment  is  changing  both  at  home  and  abroad.  We  are  in  a  period  of 
rapid  change — in  the  rate  of  obsolescence  of  technology,  in  the  growth  of  research 
and  development  and  its  output  of  scientific  and  technical  information,  and  in 
the  expanding  trade  of  high  technology  products  among  industrially  advanced 
countries.  In  my  view,  we  should  strive  for  reforms  in  the  Patent  System  that 
will  enable  it  to  function  effectively  for  many  years  to  come. 

The  cornerstone  of  the  proposed  patent  reform  is  the  introduction  of  a  first- 
to-rile  system  for  determining  the  person  to  whom  the  patent  would  issue.  This 
would  provide  an  essential  means  for  speeding  up  the  identification,  filing  and 
processing  of  inventions  and  the  resultant  disclosure  to  the  public,  a  basic  objec- 
tive of  the  Patent  System. 

In  turn,  this  will  spur  additional  scientific  and  technological  advances  based 
■on  inventions  which  have  been  disclosed  to  the  public.  It  will  avoid  unnecessary 
duplication  of  research  and  development  effort,  and  it  will  inform  .scientists  and 
businessmen  of  the  work  of  others  and  of  their  competitors  legal  claim  to  new 
inventions. 

I  am  aware  of  the  concerns  that  have  been  expressed  concerning  this  change, 
that  it  might  force  the  premature  filing  of  applications  before  the  breadth  of  the 
invention  has  been  fully  developed,  and  it  might  inhibit  or  delay  exchange  of 
information  resulting  from  academic  and  industrial  research. 

I  am  convinced  that  the  value  of  the  first-to-file  system  far  outweights  these 
possible  diflSculties. 

The  provision  in  the  Act  for  filing  a  Preliminary  Application  with  a  year's  time 
to  refine  it  into  a  final  application  should  offset  the  concerns  of  those  who  are 
worried  about  the  problem  of  hasty  filing  of  applications.  It  would  benefit  the 
independent  inventor  and  the  small  company  by  reducing  the  burdens  of  keeping 
detailed  notebooks  concerning  the  invention  and  by  eliminating  the  possibility  of 
costly  interference  proceedings— both  of  which  are  generally  more  easily  handled 
by  the  larger  companies. 

With  respect  to  the  exchange  of  information  prior  to  filing  a  patent  application, 
it  may  be  desirable  to  consider  according  the  inventor  a  "personal  grace  period" 
during  which  an  inventor's  own  use  or  disclosure  of  an  invention  would  not  bar 
the  grant  of  a  patent.  Amendment  No.  182  to  S.  1042,  introduced  by  Senator  Long 
of  Missouri,  would  establish  such  a  personal  grace  period.  This  amendment  is  not 
in  consistent  with  the  first-to-file  concept  and  I  would  not  oppo.se  the  amendment 
if  the  Subcommittee  concludes  it  would  improve  the  system  which  would  be 
established  by  S.  1042. 

In  fact,  the  change  to  a  first-to-file  system  would  not  constitute  a  major  depar- 
ture from  existingpatent  practices.  It  is  estimated  that  in  1972,  of  the  100,000 
patent  applications  which  will  be  filed  in  this  country.  30,000  will  originate 
abroad.  On  the  other  hand,  some  30,000  of  the  70,000  applications  originating  in 
this  country  will  be  filed  abroad.  Since  all  of  the  other  countries  in  the  world 
except  Canada  and  the  Philippines  follow  the  flrst-to-file  concept,  almost  two- 
thirds  of  the  applicants  who  file  in  the  U.S.  Patent  Office  in  1972  would,  in  effect, 
be  operating  on  a  flrst-to-file  basis  even  under  existing  law.  Beyond  this,  an 
increasing  percentage  of  applicants  can  be  expected  to  operate  on  this  basis 
because  of  the  procedural  advantages  in  the  present  operations  of  the  U.S.  Patent 
System  given  to  the  first-to-file. 

In  addition  to  the  foregoing  observations,  a  change  to  first-to-file  is  essential 
if  the  U.S.  Patent  Svstem  is  to  be  brought  into  harmony  with  the  patent  .=;ystems 
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of  many  other  inclustrially  advanced  countries.  This  is  important  not  merely  to 
achieve  international  consistency,  but  it  has  a  direct  bearing  on  our  international 
trade  performance.  The  technological  sophistication  of  products  is  an  increasingly 
important  factor  in  the  export  trade  of  an  industrially  advanced  country  and  of 
U  S  direct  investments  abroad.  The  commercial  returns  to  U.S.  industry  from  the 
licensing  of  domestic  inventions  in  foreign  countries,  from  cross-licensmg  of  in- 
ventions of  foreign  origin,  and  from  the  manufacture  of  patented  products  abroad 
can  be  expected  to  increase  along  with  the  levels  of  national  economic  develop- 
ment throughout  the  vs'orld.  ^     tt  o.    i 

A  first-to-file  sy.s'tem  will  not  only  avoid  the  inadvertent  loss  by  U.S.  business 
interests  of  patent  protection  in  foreign  countries,  but  makes  possible  full  scale 
international  cooperation  that  can  both  accelerate  and  lessen  the  cost  of  se- 
curing foreign  patent  protection.  It  would  facilitate  U.S.  adherence  to  the  pro- 
posed Patent  Cooperation  Treaty,  prepared  by  the  United  International  Bureau 
for  the  Protection  of  Intellectual  Property  (BIRPI),  with  the  attendant  ad- 
vantages of  this  treaty  to  U.S.  applicants;  namely: 

The  elimination  of  multiple  filing  of  patent  applications  on  the  same  in- 
vention which  under  today's  practice  must  meet  a  variety  of  diverse  re- 
quirements ; 

the  establishment  of  a  uniform  application  format ; 

a  single  world-wide  novelty  search  ; 

a  single  examination  resulting  in  an  internationally  accepted  certificate 

of  patentability.  .       ,  ^     ^  ^v,     «     4. 

I  hope  that  there  will  be  an  expression  of  Congressional  support  of  the  hrst- 
to-file  principle  because  of  its  importance  in  relation  to  the  long-range  interests 
of  this  Government  in  international  patent  cooperation  and  such  multilateral 
projects  as  the  proposed  BIRPI  treaty. 

While  I  have  stressed  the  critical  importance  of  the  flrst-to-file  feature  to 
the  proposed  reform  of  U.S.  patent  law,  there  are  other  aspects  of  the  Patent 
Reform  Act  to  which  I  would  like  to  refer. 

First,  there  is  the  matter  of  its  quality  of  issued  patents. 

Valid  and  enforceable  patents  are  the  foundation  of  the  U.S.  Patent  Sys- 
ten!.  In  this  respect  the  System  is  in  difliculty  today.  It  will  be  in  even  deeiier 
trouble  tomorrow  if  corrective  actions  are  not  taken.  As  you  know,  the  Supreme 
Court  observed  what  it  called  a  notorious  difference  between  the  standards  of 
invention  applied  bv  the  Patent  Oflice  and  by  the  courts.  In  saying  this  the 
Court  recognized  the  difficult  task  of  the  Patent  Office  in  being  confronted  with 
almost  100,000  new  applications  for  patents  each  year  and  having  a  backlog 
of  over  200,000  applications. 

A  number  of  the  provisions  of  S.  1042  are  directly  aimed  at  improving  the 
quality  of  U.S.  patents.  First,  it  deals  with  the  long-standing  problem  facing 
the  patent  examiner  in  searching  the  prior  art,  in  the  face  of  the  mounting 
volume  and  ever  greater  complexity  of  the  world  .scientific  and  technical  litera- 
ture. The  proposed  Act  would,  in  effect,  greatly  extend  the  search  capabilities 
of  the  patent  examiner  by  affording  the  public  an  opportunity  to  cite  pertinent 
prior  art  during  the  period  the  patent  application  is  pending.  The  act  also 
recognizes  the  parallel  need  for  the  Patent  Office  to  conduct  a  research  pro- 
gram to  expedite  the  handling,  storage,  and  retrieval  of  patents  and  other 
relevant  scientific  and  technical  literature,  in  order  to  assure  the  ready  ac- 
cessibility of  that  literature  in  the  patent  examination  process. 

Another  determinant  of  the  quality  of  the  patent  is  the  standard  of  in- 
vention applied  by  the  Patent  Office  and  the  courts.  The  proposed  -Art  would 
strengthen  the  hand  of  the  Patent  Office  in  maintaining  a  high  standard  of 
invention  by  placing  on  the  applicant  the  burden  of  persuading  the  Office  that 
his  claims  are  allowable.  This  provision  is  needed  to  maintain  the  high  standard 
of  invention  reiiuired  by  the  public  interest  and  to  assure  patents  of  high 
quality  and  enforceability. 

In  addition  to  the  foregoing  measures  to  upgrade  the  quality  of  issued  patents, 
the  Act  further  iirovides  for  the  initiation  of  a  deferred  examination  system 
when  this  is  determined  by  the  Secretary  of  Commerce  to  be  in  the  iMiblic 
interest.  If  instituted,  such  a  deferred  examination  system  would  have  the 
advantage  of  focusing  the  attention  of  the  Patent  Office  Examiners  on  those 
applications  where  there  is  serious  interest  on  the  part  of  the  applicant  in 
securing  patent  i)rot(>ction.  If  the  Patent  Office  backlog  of  applications  were 
to  grow   to  unacceptable   proportions,   it   would   be   necessary    to  provide   some 
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system  of  deferred  examination.  Therefore,  I  believe  that  the  authority  pro- 
posed in  the  Act  should  be  siven  to  the  Secreatry  of  Commerce,  and  that  he 
be  given  encouragement  to  initiate  deferred  examinaiton  on  a  pilot  scale  in  a 
suitable  class  of  inventions,  in  order  to  gain  experience  with  a  possibly  im- 
portant means  of  maintaining  the  long-term  quality  of  the  system. 

There  is  another  provision  in  S.  1042  concerning  an  international  problem 
of  some  significance.  I  refer  to  Section  27  1(b)  which  provides  that  the  un- 
authorized importation  of  a  product  into  the  U.S.  which  is  made  in  another 
country  by  a  process  patented  in  the  U.S.  would  constitute  an  infringement, 
provided  that  patent  protection  for  the  process  is  not  available  in  the  country 
of  origin.  Similar  laws  are  in  force  in  other  countries.  Not  to  accord  the  U.S. 
I>atent  holder  this  protection  in  the  U.S.  under  circumstances  where  he  had 
no  other  way  to  .secure  protection  on  his  invention  would  be  inconsistent  with 
the  spirit  of  the  U.S.  Patent  System. 

Section  1(>6  of  S.  1042  states  that  "a  plan  of  action  or  set  of  operating  instruc- 
tions, in  whatever  form  presented,  to  cause  a  controllable  data  processor  or 
computer  to  pt^rform  selected  operations  .shall  not  be  patentable."  It  has 
become  clear  that  there  are  some  very  genuine  and  difficult  questions  of  philoso- 
phy as  well  as  practicability  involved  in  the  question  of  patentability  of  com- 
puter programs.  It  presents  a  substantial  problem  of  precise  definition.  Sec- 
tion 106  is  an  attempt  to  codify  or  clarify  existing  law.  But  because  of  the 
complexity  of  this  matter,  the  Committee  may  wish  to  consider  further  the 
adequacy  of  the  definition  contained  in  Section  106. 

In  this  Statement  I  have  concentrated  on  certain  features  of  S.  1042  which 
especially  bear  on  the  progress  of  science  and  technology  and  the  useful  arts 
in  the  United  States.  I  wish,  in  summary,  to  record  my  strong  support  for  the 
Patent  Reform  Act  as  embodied  in  S.  1042. 

STATEMEIiiT    OF    DONALD    F.    TURNER,    ASSISTANT    ATTORNEY 
GENERAL,  ACCOMPANIED  BY  RICHARD  H.  STERN 

Mr.  Turner.  I  am  Assistant  Attorney  General  Donald  Turner,  De- 
partment of  Justice.  I  am  accompanied  by  Mr.  Richard  H.  Stem  of 
the  Antitrust  Division. 

Senator  McClellan.  Do  you  have  a  prepared  statement? 

Mr.  Turner.  Yes,  I  do. 

Senator  McClellan.  Do  you  want  to  read  it  or  insert  it  in  the 
record  ? 

Mr.  Turner.  That  is  at  your  pleasure,  Mr.  Chairman.  It  is  a  rather 
long  statement.  I  would  be  happy  to  read  it  if  you  would  like  to 
hear  it. 

Senator  McClellan.  If  you  can  highlight  it.  we  believe  it  would 
be  better.  We  do  not  want  to  crowd  anybody.  We  want  to  give  you 
full  opportunity. 

It  might  be  well  if  you  proceed  to  read  it.  It  may  be  expedited 
better  that  way  after  all. 

Mr.  Turner.  Thank  you. 

We  appreciate  the  opportunity  to  appear  before  you.  This  bill,  as 
you  know,  is  the  first  complete  revision  of  the  Patent  Act  since  1836. 
As  you  know,  the  bill  is  based  primarily  on  the  recommendations  of 
a  Commission  of  leading  American  citizens,  appointed  by  the  Presi- 
dent in  July  1965,  to  study  ways  "to  insure  that  the  patent  system  will 
be  more  effective  in  serving  tlie  public  interest."  When  the  President 
received  the  Commission's  report  last  December,  lie  directed  the  Com- 
merce Department,  the  Justice  Department,  and  his  Science  Adviser 
to  consider  it  and  to  develop  legisative  proposals  to  carry  out  its 
objectives  to  the  extent  deemed  appropriate.  The  patent  reform  bill 
of  1967,  S.  1042,  is  the  result  of  that  review. 
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There  has  been  ajjreenient  among  us  that  the  mam  thrust  of  the 
Commission  report  should  be  incorporated  in  the  patent  code  revision, 
as  it  is  in  this  bill. 

The  Department  of  Justice  stronfjly  supports  the  objectives  of  the 
Hll  to  (1)  improve  the  quality  and  reliability  of  U.S.  patents:  (2)  to 
reduce  the  time  and  expense  of  obtaining  patents;  (3)  to  speed  public 
disclosure  of  scientific  and  technological  information,  and  (4)  to 
move  toward  a  more  harmonious  body  of  international  patent  laws. 

We  support  the  implementing  provisions  of  the  bill.  I  will  now 
turn  to  its  major  features. 

The  first-to-file  proposal  is  the  central  feature  of  the  proposed 
new  Patent  Act.  This  is  the  first  recommendation  in  the  report  of  the 
President's  Commission  on  the  Patent  System.  Under  the  first-to-file 
system,  when  two  or  more  persons  separately  apply  for  patents  on  the 
same  invention,  the  patent'is  granted  to  the  person  who  is  first  to  file 
his  apjdication.  ITncler  the  present  system,  when  there  are  two  appli- 
cants, the  first  one  of  them  to  file,  is,  with  certain  exceptions,  granted 
the  patent,  and  an  interference  procedure  is  available  to  determine 
which  one  is  the  first  inventor.  The  party  who  is  last  to  file  may  prevail 
if  he  succeeds  in  proving  that  he  conceived  the  invention  first  and 
diligently  sought  to  rediice  it  to  practice  continuously  until  he  was 
successful,  when  such  diligence  was  commenced  at  a  point  in  time 
before  the  other  party  conceived  the  invention. 

As  you  know,  the  administrative  proceeding  in  which  relative 
priority  between  applicants  is  determined  is  called  an  "interference." 
Ti;e  law  applicable  to  such  proceedings  has  become  so  complex  and 
the  procedure  so  complicated  that  its  elimination,  provided  for  in  the 
bill,  seems  to  us  desirable.  The  procedure  lends  itself  to  collusion  and 
fraud,  as  past  hearings  before  House  and  Senate  committees  have 
indicated.  The  social  benefits  to  be  derived  from  our  present  inter- 
ference system  seem  so  minimal  that  they  do  not  warrant,  in  our 
view,  the  high  cost  of  maintaining  the  system. 

The  President's  Commission  found,  and  we  believe,  that  a  first-to- 
file  system  encourages  prompt  disclosure  of  newly  discovered  tech- 
nology, and  at  the  same  time  substitutes  for  the  delay  and  ex])ense  of 
the  complicated  proceedings  now  necessary,  a  fair  and  inexpensive 
means  by  which  an  inventor  can  establish  his  priority. 

The  Commission  stated  that  it  believed,  and  we  believe  with  it, 
that  it  is  as  equitable  to  grant  the  patent  to  the  first  to  file  as  to  the 
one  who  wins  an  interference.  Moreover,  it  is  more  in  keeping  with 
the  constitutional  pur])ose  of  the  patent  system- — "to  ]-)romote  the 
progress  of  *  *  *  useful  arts" — to  reward  with  the  patent  the  per- 
son who  first  makes  available  to  the  public  the  technological  innova- 
tion in  question. 

Now,  it  may  be  Ihouglit  that  the  bill,  if  enacted,  would  deprive 
inventors  of  the  opporlunity  to  develop  their  ideas  more  fully  or  test 
their  commercial  potentialities,  before  making  patent  applications. 
Under  existing  law,  an  inventor  has  a  grace  period  of  a  year  for  iniblic 
use,  and  he  may  conduct  experimentation  under  secret  or  confidential 
conditions.  The  new  law  would  not  afll'ect  the  latter  type  of  experi- 
mentation, but  it  would  mal^e  the  former  type  a  bar  against  the  in- 
ventor's securing  a  ])atent.  Tt  has  been  suggested  that  inventors  sliould 
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be  allowed  some  personal  "grace  period"'  such  as  3  months  or  G  months. 
The  bill  adopts  the  administratively  simpler  solution  of  doing  away 
with  the  grace  period.  And  as  you  know,  an  amendment  to  the  bill 
has  now  been  proposed  which  relates  to  this,  an  amendment  which  I 
will  discuss  in  somewhat  more  detail  later.  Another  suggestion  is  that 
an  inventor  who  claims  priority  over  the  person  first  to  hie  should  be 
able  to  assert  such  priority  as  a  personal  defense.  In  other  words,  he 
would  not  be  entitled  to  a  patent  on  this  basis,  but  would  in  effect 
obtain  a  "shop  right"  to  practice  the.  invention.  This,  too,  has  been 
proposed  in  the  form  of  an  amendment.  Both  suggestions  may  merit 
consideration  by  the  committee,  although  in  our  view  they  appear  on 
balance  to  be  undesirable;  I  will  come  back  to  them  later. 

In  not  granting  rights  of  this  kind  the  bill  does  not,  howevor,  leave 
inventors  unable  to  protect  themselves  during  the  period  of  time  in 
wliich  they  perfect  their  inventions.  The  bill  provides  for  prehmmary 
applications,  which  inventors  may  use  to  secure  a  filing  date  for  all 
the  features  of  their  invention  which  they  disclose  in  it;  later,  they 
can  file  a  conventional,  complete  application  and  secure  a  patent, 
after  they  have  completed  their  marketing  or  technological  studies. 
It  is  to  be  hoped  that  the  Patent  Office,  if  this  bill  passes,  will  develop 
short  forms  for  inventors  to  use  in  filing  preUminary  applications, 
so  that  inventors  will  be  able  to  secure  the  benefits  of  an  early  filmg 
date  without  undue  inconvenience.  The  Patent  Office  has  indicated 
to  us  that  they  believe  they  can  develop  such  procedures.  We  believe 
these  measures  will  protect  the  interests  of  small  inventors,  who  are 
particularly  disadvantaged  by  the  burdens  and  costs  of  the  present 
interference  system. 

I  now  turn  to  a  second  major  recommendation,  on  "prior  art." 
Closely  related  to  the  first-to-fi'le  system  is  the  Oommission's  recom- 
mendation, again  part  of  the  first  one  of  its  recommendations,  that 
prior  art  shaft  comprise  any  information  known  to  the  public,  or  d^is- 
closed  to  the  public,  prior  to  the  filing  date  of  the  application.  Under 
present  law,  it  is  possible  for  an  applicant  to  avoid  the  impact  of  prior 
art  by  filing  an  affidavit  "swearing  back"  of  the  prior  art.  That  is, 
the  applicant  asserts  that  he  made  the  invention  before  the  publication 
or  public  use  that  preceded  his  filing.  It  is  believed  that  this  procedure 
is  highlv  conducive  to  the  commission  of  fraud  on  the  Patent  Office. 
The  problem  is  very  similar  to  that  involved  in  tlie  fraudulent  settle- 
ment of  patent  interferences,  which  the  Supreme  Court  recently  dealt 
with  the  Singer— in  the  Sivger  Mamifacfurmg  Gowpanj^  case,  an 
antitrust  prosecution  brought  by  the  Department  of  Justice.  More- 
over, the  present  system  involves  time-consuming  consideration  of  af- 
fidavits, requires  applicants  to  maintain  extensive  records  to  corrobo- 
rate their  affidavits,  and  generally  creates  uncertainty  both  in  the 
Patent  Office  and  among  patent  applicants  as  to  their  position. 

The  second  major  feature  of  the  bill  is  the  institution  of  a  system 
that  will  make  it  possible  for  members  of  the  public  (1)  to  draw  prior 
art  to  the  attention  of  the  Patent  Office,  in  order  to  prevent  the  issu- 
ance of  a  patent  which  should  not  be  issued,  or  (2)  to  secure  the  revoca- 
tion of  an  already  issued  patent  that  never  should  have  been  granted. 
To  the  first  end,  section  136  permits  any  person  to  notify  the  Patent 
Office  about  patents  or  publications  having  a  bearing  on  the  patent- 
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ability  of  pending;,  published  applications.  The  same  section  permits 
any  person  to  notify  the  Patent  Office  if  the  invention  claimed  in  the 
application  was  actually  in  public  use  or  on  sale  before  the  elfective 
filing  date  of  tlie  application,  or  that  the  inventor  claimed  to  have 
made  the  invention  did  not  really  oriirinate  it.  This  procedure  should 
go  a  long  way  to  assist  the  Patent  Office  in  sifting  out  applications  for 
patents  which  would  not  meet  the  constitutional  standard. 

Section  257  permits  any  person,  or  any  Federal  agency,  to  petition 
the  Patent  Office  to  institute  an  administrative  proceeding  to  revoke  an 
invalid  patent— provided  action  is  taken  within  3  years  from  the  date 
of  issuance  of  the  patent.  If  the  Patent  Office  finds  that  the  patent 
should  not  have  been  allowed,  then  the  owner  of  the  patent  is  given 
an  opportunity  to  present  his  position.  The  patent  can  then  be  modified 
by  the  Patent  Office  to  the  extent  appropriate.  I  strongly  support  this 
portion  of  the  bill,  which  implements  recommendation  No.  15  of  the 
President's  Commission.  Under  present  law,  there  is  no  way  for  the 
Patent  Office  administratively  to  cancel  any  part  of  a  patent  once  it 
is  issued,  even  where  the  claim  appears  to  be  clearly  invalid  in  the 
light  of  subsequently  discovered  evidence  of  prior  art.  Under  present 
law,  only  the  courts  may  do  this.  As  the  President's  Commission 
pointed  out,  the  result  of  this  is  that  the  patent  owner  may  often 
continue  to  assert  his  claims  because  no  one  is  willing  or  able  to 
extend  the  resources  necessary  to  obtain  a  court  decision. 

This  section  of  the  bill  also  contains  a  provision  to  prevent  vexatious 
harassment  of  a  patentee.  Any  person  who  persuades  the  Patent  Office 
to  institute  a  revocation  proceeding  against  a  patentee  may  be  com- 
pelled to  pay  costs  to  the  patentee,  up  to  $1,000,  if  it  turns  out  that  the 
claim  made  against  the  patent  was  unfair  and  improper.  Thus,  section 
257(d)  pi-ovides  that  "in  appropriate  cases''  the  Office  may  require  a 
petitioner  to  pay  to  the  patent  owner  the  reasonable  cost  of  defending 
the  claim,  up  to  $1,000.  On  the  other  hand,  the  section  is  so  worded 
to  prevent  costs  from  being  assessed  against  a  bona  fide,  even  though 
wrong,  charge  of  invalidity. 

Chapter  13  of  the  patent  reform  bill,  sections  141  through  148,  con- 
tains housekeeping  changes  and  also  implements  recommendations  of 
the  President's  Commission  in  respect  to  tlie  judicial  review  of  Patent 
Office  decisions.  One  of  the  principal  changes  here  is  the  addition  of  a 
new  section,  section  148,  which  attaches  a  presumption  of  correctness  to 
decisions  of  the  Patent  Office.  The  Court  of  Appeals  for  the  District 
of  Columbia  and  the  CCPA  have  differed  in  their  standard  of  review. 
We  believe  the  standard  in  section  148  of  the  proposed  bill  is  the  proper 
one,  for  it  contributes  to  one  of  the  chief  objectives  of  this  bill — im- 
proving the  qualitv  and  reliability  of  T^.S.  patents. 

A  closely  related  provision  of  the  bill  is  section  137,  which  requires 
applicants  for  patents  to  bear  the  burden  of  persuading  the  Patent 
Office  that  a  patent  should  issue.  This  is  the  rule  followed  in  the 
Court  of  Appeals  for  the  District  of  Columbia.  The  Court  of  Customs 
and  Patent  Appeals  follows  a  contrary  rule.  It  is  appropriate,  it  seems 
to  us,  to  resolve  this  question,  and  improve  the  quality  of  patents  by 
prescribing  the  proj^er  test  in  the  code.  We  believe  section  137  incor- 
porates the  T)roper  test,  and  accordingly  strongly  support  this  provi- 
sion of  tl'.ebill. 
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Another  related  matter  is  covered  in  section  147  of  the  hilh  The 
section  implements  recommendation  Xo.  14  of  tlie  Pi-esident's  Commis- 
sion, that  decisions  of  tlie  Court  of  Customs  and  Patent  Appeals  be 
made  reviewable  in  the  Court  of  Appeals  in  the  District  of  Columbia 
Circuit.  As  the  Commission  points  out,  an  applicant  may  presently 
seek  review  of  a  Patent  Office  decision  by  two  alternative  routes.  He 
may  appeal  either  to  the  Court  of  Customs  and  Patent  Appeals  on 
the  record  made  before  the  Patent  Office,  or  else  he  may  bring  a  new 
action  in  the  U.S.  District  Court  for  the  District  of  Columbia,  where 
he  may  present  new  evidence.  The  decision  of  the  district  court  may 
be  appealed  to  the  U.S.  Court  of  Appeals  for  the  District  of  Columbia. 
The  decision  of  that  court,  like  that  of  the  Court  of  Customs  and 
Patent  Appeals,  may  be  taken  further  only  to  the  Supreme  Court,  by 
petition  for  writ  of  certiorari. 

When  the  court  of  appeals  and  the  CCPA  render  conflicting  deci- 
sions, as  frequently  happens,  then  the  Patent  Office  must  choose  which 
of  tlie  two  decisions  to  follow,  for  the  sake  of  uniformity  within  the 
Office.  Usually  the  Office  will  be  under  pressure  to  adopt  the  rule 
most  favorable  to  the  applicant,  since  the  applicant  is  the  one  who 
cliooses  which  court  he  will  go  to,  in  seeking  review  of  the  Patent 
Office's  adverse  decision. 

Although  the  Supreme  Court  may  eventually  settle  conflicts  be- 
tween the  two  tribunals,  the  heavy  press  of  certiorari  petitions  involv- 
ing a  multitude  of  other  important  issues  necessarily  results  in  a 
reluctance  of  that  Court  to  take  up  many  patent  issues  as  soon  as  they 
arise.  Thus,  it  seems  quite  appropriate  to  eliminate  confliicts  by  pro- 
viding a  place  for  review  short  of  the  Supreme  Court. 

I  turn  now  to  another  major  change  in  the  bill,  designed  to  bring 
about  a  greater  degree  of  uniformity  in  law,  namely  the  provision 
for  an  estoppel  in  section  294.  The  estoppel  provision  implements 
recommendation  No.  23  of  the  Presidential  Commission,  that  a  final 
Federal  determination  declaring  a  patent  claim  invalid  should  apply 
to  subsequent  litigation.  Under  present  law,  the  patentee  may  relitigate 
the  validity  of  his  patent  in  every  circuit  in  the  United  States.  It  has 
happened,  often,  that  after  patents  are  held  invalid  in  one  case,  the 
patentee  continues  to  sue  alleged  infringers  in  other  jurisdictions.  The 
uncertainty  whicli  this  creates  for  business  is  a  serious  obstacle  to  enter- 
prise and  innovation. 

Section  294  provides  that  in  any  action  in  a  Federal  court  in  which 
the  issue  of  validity  or  scope  of  a  patent  is  involved,  the  court's  decision 
adverse  to  the  patentee  becomes  effective  in  any  subsequent  action, 
so  long  as  procedural  notice  requirements  were  complied  with  which 
gave  the  patentee  a  fair  chance  to  present  his  position.  We  agree  with 
the  Presidential  Commission  in  the  view^  that  a  patentee,  having  been 
afforded  the  oppoitunity  to  litigate  his  case  once,  has  had  his  day  in 
court.  He  should  not  be  allowed  to  harass  others  in  other  circuits  on  the 
basis  of  an  invalid  claim.  By  the  same  token,  there  is  no  reason  to  per- 
mit crowded  court  dockets  to  be  cluttered  with  costly  and  unnecessary 
liti^ration  of  this  type.  It  should  be  noted  that  section  294  makes  the 
judgment  an  estoppel  in  any  subsequent  Federal  action  and  it  would 
also  be  an  estoppel  in  any  pending  Federal  proceeding,  where  tlie 
judge  in  the  latter  case  determines  that  this  is  appropriate.  This  provi- 
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sion  was  added  to  prevent  a  patentee  from  negating  the  effect  of  the 
estoppel  principle  by  racing  to  file  a  flood  of  actions  prior  to  the  entry 
of  a  final  judgment  in  a  case  where  it  appeared  that  the  patentee  would 
lose. 

Along  the  line  of  technical  changes,  I  think  it  would  be  appropriate 
to  point  out  that  subsection  5(f)  of  the  bill,  which  refers  to  the  effee- 
tivo  date  of  the  Patent  Reform  Act  of  1967,  should  be  clarified  in  a 
minor  particular.  As  it  presently  reads,  it  is  said  that  the  act  does  not 
affect  any  existing  rights  or  liabilities.  It  should  be  made  clear  that 
the  act  does  not  atfect  any  existing  "substantive"  rights  or  liabilities, 
although  it  does  affect  certain  procedural  rights  or  liabilities.  Thus,  hi 
was  the  intention  of  the  draftsmen  that  the  estoppel  provision  should 
become  effective  immediately,  and  not  have  to  wait  for  17  or  20  years 
before  it  became  fully  effective.  In  order  to  make  it  clear  that  the  estop- 
pel provision,  or  other  procedural  provisions,  are  to  be  applicable  to 
preexisting  patents,  it  should  be  made  explicit  that  the  rights  or  liabil- 
ities referred  to  in  subsection  (f)  are  only  ''substnntive"  rights,  and^ 
I  would  suggest  that  the  word  '"substantive"  be  inserted  before  the 
word  "rights," 

Subsection  3  of  the  bill  seeks  to  create  "civil  commissioners"  for 
patent  cases.  The  Department  of  Justice  suggests  that  the  committee 
may  wish  to  study  whether  it  is  appropriate  to  single  out  patent  cases 
for  this  type  of  provision.  It  may  be  preferable  to  deal  with  the  matter 
of  civil  commissioners  for  patent  cases  at  the  same  time  that  civil  com- 
missioners for  all  other  types  of  cases  is  dealt  with  by  Congress,  We 
understand  that  the  Judiciary  Committee  of  the  Senate  will  be  con- 
sidering legislation  of  general  applicability  to  all  civil  cases,  I  believe 
that  the  Judicial  Conference  has  also  been  considering  this  matter 
for  some  time.  The  committee  may  wish  to  refer  this  question  to  the 
Judicial  Conference  for  its  views  on  the  subject. 

To  Slim  up  our  position,  the  Department  of  Justice  supports  this 
legislation.  Let  me  refer  again  to  the  most  important  points.  We  believe 
that  the  first-to-file  system  and  the  new  definition  of  prior  art,  coupled 
with  the  new  preliminary  application  procedure,  will  help  to  ^diminate 
the  backlog  of  the  Patent  Office,  shorten  the  time  it  takes  to  obtain  a 
patent,  and  adequately  protect  the  interests  of  inventors.  Moreover, 
the  new  prior  art  citation  period  and  revocation  proceeding  should 
help  upgrade  the  quality  and  reliability  of  issued  patents.  We  believe 
the  judicial  review  measures  offer  a  practicable  solution  to  a  problem 
plaguing  the  Patent  Office  at  this  time.  We  strongly  support,  finally, 
the  new  estoppel  provision,  which  will  put  an  end  to  a  trou.blesorne 
and  unnecessary  type  of  litigation,  that  has  unfairly  harassed  business- 
men and  unnecessarily  burdened  the  courts. 

Finally,  I  would  like  to  comment  on  some  alternative  versions  which 
have  been  pro]x>sed  for  the  Patent  Reform  Act  of  1967.  I  will  take  up, 
first,  several  amendments  which  have  been  proposed  for  the  adminis- 
tration bill.  Then  I  will  take  up  S,  1691,  a  completely  alternative 
version, 

PERSONAL   (JRACE    PERIOD 

Amendment  Xo,  1S2  proposes  the  creation  of  u  personal  grace  i)erio(l, 
by  amending  section  105,  This  provision  v>-ould  make  public  disclosure 
by  (or  derived  from)  the  inventor  no  bar  against  patentability  for  a 
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6-montli  period.  It  would  also  make  public  use  or  sale  of  the  invention 
by  ( or  on  behalf  of )  the  inventor  no  bar  for  6  months. 

The  Department  does  not  oppose  this  provision,  but  we  have  grave 
doubts  as  to  its  desirability.  The  protection  to  the  inventor  afforded 
by  the  grace  period  is  considerably  inferior  to  the  protection  he  would 
gain  by  filing  a  preliminary  application.  In  the  first  place,  the  inventor 
who  relies  on  the  personal  grace  period  may  lose  his  foreign  rights, 
since  many  foreign  systems  do  not  allow  such  a  grace  period.  In  the 
second  place,  the  inventor  is  likely  to  get  into  a  dispute  with  other 
persons  who  publish  or  use  the  invention  during  the  6-month  period; 
in  these  circumstances  it  will  become  necessary,  either  in  the  Patent 
Office  itself  or  in  the  course  of  infringement  litigation,  to  make  a  deter- 
mination of  whether  such  use  by  others  was  actually  derived  from 
the  inventor. 

Thus,  it  appears  that  providing  a  personal  grace  period  might  well 
tempt  those  inventors  who  are  insufficiently  advised  by  counsel  into 
reliance  on  relatively  slender  protection  when  the  inventors  could  pro- 
tect themselves  fully  by  use  of  a  preliminary  application.  It  may  be 
that  the  Congress  will  consider  the  advantages  of  the  personal  grace 
period  to  outweigh  the  disadvantages,  but  on  balance,  it  appears  to  me, 
as  of  now,  that  the  amendment  would  do  more  harm  than  good. 

Senator  Burdick.  Mr.  Chairman,  what  kind  of  proceedings  would 
be  used  to  challenge  a  patent  as  being  in  use  longer  than  6  months? 
What  kind  of  proceedings  would  we  have? 

Mr.  Turner.  This  would  be  in — what  w^ould  happen  is  he  would 
make  his  application  and  then  the  question  would  come  up  as  to  whether 
there  had  been  public  use  for  a  period  of  longer  than  6  months.  It 
might  be,  I  think.  Senator,  an  ex  parte  determination  in  the  Patent 
Office.  Section  136  of  the  proposed  act  authorizes  the  Commissioner 
to  prescribe  regulations  for  ex  parte  or  inter  partes  hearings,  in  such 
cases,  as  would  be  appropriate. 

Senator  Burdick.  And  it  would  be  a  fact  cpestion  again  ? 

Mr.  Turner.  That  is  right. 

Senator  Burdick.  Subject  to  appeal  and  everything  else? 

Mr.  Turner.  That  is  right,  except  that  section  136(e)  makes  Patent 
Office  refusals  to  reject  a  claim  not  directly  reviewable.  The  review 
would  be  only  in  an  infringement  suit,  in  an  indirect  fashion,  if  the 
infringer  raised  the  issue. 

patent  misuse 

Amendment  No.  183  is  based  on  recommendation  No.  22  of  the  Patent 
Commission.  The  Department  of  Justice  is  strongly  opposed  to  includ- 
ing any  such  provision  in  a  patent  bill.  The  amendment  has  two  subsec- 
tions, which  I  will  take  up  in  turn. 

The  first  part  of  the  amendment  would  create  a  new  section  263(a) 
of  the  Patent  Code,  permitting  patentees  to  license  any  part  of  the 
field  of  use  to  which  the  subject  matter  of  the  claims  of  a  patent  are 
applicable.  The  effect  of  this  provision  is  quite  unclear.  If  subsection 
(a)  is  intended  merely  to  declare  that  field-of-use  licensing  is  not  illegal 
per  se,  in  any  and  all  circumstances,  then  the  legislation  is  wholly 
unnecessary,  because  that  is  the  present  state  of  law.  It  would  appear, 
however,  that  the  purpose  of  subsection  (a)  is  more  broad — that  it 
might  well  be  construed  to  legitimate  the  use  of  any  field-of-use  restric- 
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tion  whatever.  We  consider  that  the  proposal  as  so  i]iterpreted  would 
be  hio-hly  objectionable,  because  field-of-use  restrictions  in  some  con- 
texts have  a  severe  and  unjustifiably  adverse  effect  on  competition. 

Proposed  section  263(b)  would  permit  patentees  to  impose  such 
licensing  conditions  as  would,  in  the  words  of  the  proposal,  secure  to 
the  patentee  the  full  benefit  of  the  invention  and  patent  grant.  This 
language  is  clearly  based  on  the  opinion  of  the  Supreme  Court  in 
United  States  v.  General  Electric  Company,  272  U.S.  476  (1926).  In 
that  decision,  the  Supreme  Court  held  it  lawful  for  a  patentee  to  fix  the 
price  that  his  licensees  could  charge  buyers  for  the  patented  article  that 
they  manufactured.  Ever  since  the  decision,  the  Department  has  been 
trying  to  get  the  Court  to  overrule  it,  and  we  have  secured  considerable 
narrowino;  of  the  holding.  In  recent  years,  the  Court  has  twice  split 
4  to  4  on  the  issue  of  whether  to  overrule  General  Electric.  In  the  more 
recent  case.  United  States  v.  Huck  ManufacHirmg  Co.,  a  procedural 
error  in  the  lower  court  hampered  the  Government's  position.  We  have 
reason  to  believe  that  when  the  question  is  properly  presented  to  the 
Supreme  Court,  the  Court  will  completely  overrule  the  General  Elec- 
trie  doctrine. 

Moreover,  the  sweep  of  the  General  Electric  language  is  so  broad 
that  it  is  meaningless  as  a  guide  for  action.  Any  restriction  imposed  by 
a  patentee,  unless  the  patentee  is  irrational,  is  imposed  for  the  purpose 
of  making  more  money.  Taken  literally,  the  language  of  proposed  sec- 
tion 263(b)  would  make  lawful  tie-in  sales  and  virtually  every  other 
form  of  misuse  or  abuse  of  patents  that  the  courts  have  condeiniie<l  in 
the  past.  I  assume,  of  course,  that  the  courts  would  not  take  this  lan- 
guage literally.  But  the  statute,  then,  is  at  best  an  invitation  for  a 
protracted  course  of  litigation  to  test  is  interpretation. 

For  the  reasons  I  have  given,  we  are  strongly  opposed  to  this  amend- 
ment. 

IMrORTATION 

Amendment  No.  184  would  delete  from  section  271(b)  of  the  pro- 
posed bill  the  proviso  that  patent  protection  for  the  process  not  be 
available  in  the  foreign  country ;  that  is,  the  proposal  would  outlaw  any 
importation  into  the  United  States  of  a  product  made  abroad  by  a 
process  patented  in  the  United  States,  whether  or  not  the  patenee  could 
have  secured  process  patent  protection  abroad.  We  strongly  oppose 
this  amendment. 

Section  271  (b)  of  the  administration  bill,  as  it  now^  stands,  represents 
a  compromise.  As  I  indicated  a  few  weeks  ago  in  my  testimony  on  this 
bill  l>efore  the  House  subcommittee,  there  was  no  showing  of  com- 
pelling need  for  a  broad  importation  provision.  Moreover,  a  broad  im- 
portation provision  would  appear  to  pose  a  serious  threat  to  small 
importers,  or  indeed  all  importers,  who  would  be  faced  with  the  costly 
task  of  determining  whether  the  products  they  imported  were  made 
in  the  foreign  countiy  by  one  process  or  another,  the  facts  being  un- 
available in  the  United  States.  In  these  circumstances,  the  limitation  of 
the  importation  provision  to  those  cases  where  foreign  countries  have^ 
no  law  allowing  process  ])atent  protection  appears  to  be  a  reasonable 
compromise.  Without  the  limitation  of  this  proviso,  the  proposed  legis- 
lation would  assume  much  V>roader  scope  and  pose,  in  our  view,  a  far 
more  serious  threat  to  the  public  interest. 
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PRIOR   RIGHTS 


Amendment  No.  185  would  create  third  party  rijrhts  for  those  who 
lose  the  race  of  dili<2:ence  in  Hlino-  their  patent  a])plications.  It  would 
permit  any  person  who  used  the  invention  prior  to  the  effective  filing 
date  to  continue  his  use,  generally,  or  only  to  the  extent  and  under  such 
conditions  as  a  court  may  deem  equitable  for  the  protection  of  pre\ious 
investments. 

We  are  opposed  to  such  a  provision.  The  provision  would  appear 
to  frustrate  the  policy  of  the  proposed  Patent  Reform  Act  to  en- 
courage prompt  disclosure  and  penalize  secret  users,  who  attempt  to 
retain  a  monopoly  by  secrecy  rather  than  by  the  statutory  route.  In- 
deed, one  of  the  principal  purposes  of  the  grant  of  a  patent  monopoly 
has  always  been  to  encourage  prompt  disclosure  of  inventions.  For 
these  reasons,  I  suggest  that  the  creation  of  this  third  party  right  for 
prior  users  is  inconsistent  with  the  general  purpose  of  this  legislation. 

AMENDMENT   NO.    186 

I  will  not  comment  on  amendment  No.  186,  since  I  believe  it  to  be 
a  matter  more  appropriately  commented  on  by  the  Patent  Office. 

S.     1691 

Finally,  I  wish  to  comment  briefly  on  S.  1691,  wliich  has  been  pro- 
posed as  a  complete  alternative  to  the  admhiistrat  ion  bill.  This  bill 
would  enact  only  a  few  of  the  many  important  recommendations  of 
the  President's  Com^mission  on  the  Patent  System.  It  also  includes 
several  recommendations  of  the  Commission  which  we  have  expressly 
rejected,  for  reasons  which  I  have  already  given  in  my  testimony. 
Finally,  S.  1691  introduces  a  few  new^  proposals  not  contained  in  the 
Commission's  report,  and  to  which — at  least  some  of  them — we  are 
opposed.  I  will  comment  only  on  a  few  principal  provisions  of  S.  1691. 

This  bill  would  preserve  the  interference  proceeding,  substantially 
as  it  exists  in  the  present  Patent  Code.  For  the  reasons  I  have  given 
in  my  testimony,  we  oppose  such  a  proposal. 

S.  1691  did  not  follow  the  Presidential  Commission's  recommenda- 
tion that  decisions  of  the  CCPA  be  made  T'eviev.a'ole  in  the  I'.S.  Court 
of  Appeals  for  the  District  of  Columbia.  Instead,  the  bill  would 
abolish  the  existing  trial  de  nono  route  of  review  in  the  District  of 
Columbia  courts.  Although  the  bill  is  unclear  on  the  point,  it  appears 
that  it  would  convert  the  CCPA  into  a  trial  court,  perhaps  akin  to 
the  Court  of  Claims.  I  have  already  indicated  in  my  testimony  why  I 
consider  the  proposal  of  the  administration  bill  to  be  preferable.  I 
w^ould  simply  add  the  observation,  however,  that  this  proposal  would 
further  divorce  the  trial  of  patent  cases  from  the  trial  of  other  types 
of  lawsuit,  and  that  such  separation  and  specialization  seems,  on 
balance,  a  step  in  the  wrong  direction. 

For  the  foregoing  reasons,  the  Department  of  Justice  is  opposed  to 
the  various  alternatives  proposed  to  the  administration  bill.  As  we 
have  indicated,  we  think  that  the  administration  bill,  as  it  now  stands, 
incorporates  the  more  desirable  approach  in  all  major  particulars. 
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Thank  you,  Mr.  Chairman. 

Senator  McClei>i.ax.  Thank  you,  sir. 

Any  questions,  Senator? 

Senator  Burdick.  Yes.  In  discussing  amendment  No.  183,  you  re- 
fer to  this  jfield  of  use  restriction. 

Mr.  TuBKTER.  Yes,  sir. 

Senator  Burdick.  Could  you  give  an  example  of  field  of  use 
restriction  ? 

Mr.  Turner.  Yes.  I  may  have  a  patent  on  a  manufacturing  process 
which  can  be  utilized  for  the  production  of  a  variety  of  types  of 
goods.  I  may  license  a  particular  manufacturer  to  use  tliat  process  for 
the  production  of  only  one  of  those  kinds  of  goods.  For  example,  a 
patented  glass  bottlemaking  process.  You  could  say  I  will  license  you 
to  produce  only  bottles  of  a  pint  or  less,  but  you  cannot  use  it  for  the 
production  of  bottles  of  a  larger  size.  This  is  just  an  example. 

Senator  Burdick.  Well,  how  would  this  amendment  affect  it? 

Mr.  Turner.  I  beg  your  pardon  ? 

Senator  Burdick.  How  would  amendment  183  affect  tliat? 

Mr.  Turner.  As  I  indicated,  we  do  not  know  for  sure.  What  we  are 
afraid  of  is  that  the  passage  of  the  amendment  would  say  that  a 
patentee  can  do  this  and  can  fragment  his  fields  in  all  circumstances. 
We  feel  very  strongly  that  this  would  be  an  inappropriate  result,  that 
there  are  situations  in  which  the  patentee  should  not  be  allowed  to 
utilize  field  of  use  restrictions. 

They  have  been  used  in  the  past  on  many  occasions  as  a  device 
for  setting  up  a  series  of  monopolies  within  the  industry  for  eliminat- 
ing competition.  A  patentee  licenses  two  or  three  of  his  competitors ; 
they  just  divide  up  the  field.  Such  a  division  of  the  field  eliminates  the 
incentive  on  the  part  of  the  competitors  to  invent  around  the  patent, 
to  develop  new  innovations. 

Let  me  just  give  you  an  example  of  the  kind  of  considerations  that 
have  been  going  on  in  this  area.  I  mentioned  this  also  in  my  testimony 
before  the  House  connnittee. 

There  has  recently  been  published  a  very  long,  very  scholarly  article 
on  the  patent  license  restrictions  generally — it  appeared  in  the  Yale 
Law  Journal — in  which  the  author  suggests  that  a  patentee  should 
never  be  allowed  to  give  an  exclusive  field  of  use  to  somebody  else; 
that  he  ought  to  be  permitted  to  protect  his  own  manufacturing — that 
is  to  say,  he  can  say  to  somebody,  you  can  use  the  patent  on  any  use 
except  the  one  that  I  am  using  it  for — but  that  he  cannot  confer  on 
that  licensee  a  submonopoly,  that  if  he  does  give  him  a  limited  field  of 
use,  he  must  stand  ready  to  give  that  same  license  to  any  qualified 
applicant. 

Now,  I  do  not  want  to  pass  judgment  on  whether  that  is  an  ai)pro- 
priate  solution  or  not.  I  merely  cite  it  as  evidence  of  the  proposition 
that  there  are  very  good  reasons  for  not  giving  patentees  an  absolutely 
unqualified  right  to  use  field  of  use  restrictions  in  all  circumstances. 

We  are  afraid  that  his  proposed  amendment  might  well  do  that. 

Senator  Burdick.  Thank  you. 

Senator  McClellan.  Thank  you  very  much,  Mr.  Turner. 

Mr.  Arnold? 
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Mr,  Akxoli).  My  name  is  Tom  Arnold.  I  am  in  the  private  practice 
of  patent  law  in  Houston,  Tex.  I  appear  before  you  on  behalf  of  the 
State  Bar  of  Texas. 

I  consider  it  my  role  here  to  contribute  what  I  can  to  value  judg- 
ments about  patent  law.  In  that  context,  I  would  point  out  that  Judge 
Kifkind's  repetitive  language  yesterday  was  "Let  me  sumniarize  the 
advantages  of  this  proposal,  or  that  proposal."  Not  once  did  he  men- 
tion a  disadvantage  of  any  one  of  his  proposals.  Not  once  did  lie  sug- 
gest that  we  weigh  the  disadvantages  in  the  context  of  the  advantages. 

Senator  McClellax.  Mr.  Arnold,  if  I  may  interrupt  you,  I  see 
before  me  here  quite  a  lengthy  statement  you  have  prepared.  Do  you 
want  to  insert  that  in  the  record  ? 

Mr.  Arnold.  Mr.  Chainnan,  I  would  like  veiy  much  to  have  that 
inserted  in  the  record.  I  have  abandoned  it  in  the  light  of  yesterday's 
testimony  almost  completely,  about.  80  percent.  I  will  be  very  brief 
in  terms  of  the  sul)ject  matter  that  is  in  that  report  and  my  remarks 
today  will  be  largely  in  response  to  other  testimony  that  I  have  heard. 

Senator  McClellan.  Do  you  want  it  I  I  do  not  know. 

Mr.  Arnold.  I  do  wish  it  printed  in  the  record. 

Senator  McClellan.  It  will  be  printed  in  the  record  at  the  con- 
clusion of  your  remarks. 

You  may  proceed. 

jSlr.  Arnold.  Thank  you  very  much,  sir. 

Continuing  this  not  very  briefly.  Dr.  Holloman  focused  exclusively 
yesterday  on  the  need  for  refonn.  Not  once  did  he  mention  the  cost 
of  the  reforms  which  he  proposes.  He  did  not  mention  the  cost  in  loss 
of  equity  to  small  investors,  or  more  particularly,  to  small  business. 
He  did  not  mention  the  cost  in  lost  legal  rights.  He  did  not  mention  the 
monetary  cost  increase  of  several  of  his  proposals.  Most  important,  he 
did  not  mention  the  cost  in  loss  of  incentive  to  the  commitment  of 
capital  to  researcli  and  development. 

Senator  McCleli.an.  ]May  I  inquire,  do  you  represent  generally 
small  inventors  or  individual  inventors,  or  do  you  represent  large 
corporate  entities,  'i 

Mr.  Arnold.  My  office,  Mr.  Chairman,  and  I  personally  represent 
the  spectrum.  We  have  represented  people  from  the  largest  corpora- 
tions to  the  smallest  inventor.  Certainly  1  think 

Senator  McClellan.  You  have  clients  at  all  levels? 

Mr.  Arnold.  We  have  clients  at  all  levels ;  a  significant  number  of 
private  inventors,  but  certainly  it  would  be  fair  to  say  that  the  bulk 
of  our  dollar  charges  go  to  small  business  and  to  medium  size  busi- 
nesses, perhaps  only  20  percent  to  really  big  business  and  10  percent 
to  independent  inventors. 

The  State  Bar  of  Texas  feels  strongly  the  burden  to  be  constructive, 
to  propose  change  where  improvement  may  be  effected,  to  propose  re- 
tention of  those  ideas  of  long  ago  that  are  still  the  best  idea  today. 

I  note  that  my  car  has  the  same  number  of  wheels  that  the  covered 
wagon  had  in  183G.  This  is  not  because  car  designers  are  reactionary 
or  resistant  to  change.  It  is  because  four  wheels  was  a  good  idea  then 
and  it  is  a  good  idea  now.  So,  too,  are  the  basic  features  of  title  35  of 
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the  United  States  Code  which  is  our  present  patent  law.  Basically 
those  ideas  were  good  in  the  time  of  the  covered  wagon,  when  four 
wheels  were  a  good  idea,  and  in  basic  principle  they  are  also  sound 
now,  just  as  four  wheels  are  a  sound  idea  now. 

The  bar  groups  of  which  I  have  been  a  member  believe,  however,  m 
improvement.  Present  title  35,  our  present  patent  law,  is  bar  drafted 
in  totality  and  it  is  only  15  years  ago.  It  represented  a  then  thorough 
restudy  of  the  patent  law.  But  since  then,  the  patent  bar  and  in  the 
particular  instance  that  I  now  refer  to,  the  American  Patent  Law 
Association,  drafted  S.  3007  of  the  88th  Congress,  which  Senator  Mc- 
Clellan  introduced  at  bar  request  in  the  88th  Congress,  to  solve  a  part 
of  the  problem  of  defensive  patent  applications. 

The  State  Bar  of  Texas  still  believes  in  S.  3007,  88th  Congress,  as 
a  better  constructive  effort  in  its  area,  than  S. 10-12. 

The  bar  has  sponsored  bills  in  the  last  two  Congresses  on  appeals 
from  the  Patent  Office.  The  bar  has  drafted  and  sponsored  in  several 
different  Congresses  a  more  appropriate  protection  for  industrial  de- 
signs than  the  patent  law  now  affords  in  certain  instances.  The  State 
Bar  of  Texas  still  believes  in  that. 

The  bar  drafted  and  supports  S.  54  introduced  by  Senator 
McClellan  in  this  current  Congress  and  related  to  unfair  competition 
at  the  periphery  where  the  patent  law  does  not  quite  reach. 

The  bar  has  proposed  and  drafted  and  introduced  this  week  bills 
by  Representatives  Bush  and  Casey,  relating  to  patents.  This  bill  is 
not  in  detail  my  personal  preference,  but  it  is  consistent  with  the 
views  of  the  State  Bar  of  Texas,  and  it  is  in  direct  conflict  with  S.1042. 
I  therefore  commend  to  you,  consideration  of  those  two  bills  by  Con- 
gressman Bush  and  Casey. 

The  President's  Commission's  report  and  S.  1042  have  agreed  witli 
previously  established  bar  positions  in  10  or  12  issues,  like  measuring 
the  terms'  of  the  patent  for  a  term  of  20  years  from  the  date  of  filing 
an  application.  The  State  Bar  of  Texas  has  approved  this  provision 
in  the  past.  Since  these  points  of  agreement  with  the  President's  Com- 
mission are  recited  in  my  written  paper  which  is  on  file,  I  will  not 
spend  any  more  time  on  the  topics  of  agreement,  except  this  one, 
which  is  very  important. 

Commissioner  Brenner  has  gotten  tremendous  good  work  out  of 
the  Patent  Office,  probably  more  good  work  per  dollar  than  any  Com- 
missioner tefore  him.  But  he  needs  help  in  the  form  of  money  for  a 
large  data  retrieval  program,  for  better  facilities  for  his  examiners, 
and  for  more  examiners. 

The  data  retrieval  problem  has  "exploded"  in  recent  years.  The  term 
is  not  too  large ;  it  has  exploded.  Only  big  success  with  a  big  electronic 
data  retrieval  program  can  solve  it.  That  costs  money. 

Let  me  get  back  to  the  value  judgments,  however,  where  the  State 
Bar  of  Texas  disagrees  with  the  President's  Commission  or  with 
S.  1042,  and  the  background  for  your  construction  of  the  judgments 
by  the  bar. 

It  is  significant  to  note  that  clients  of  U.S.  lawyers  file  many  foreign 
patent  applications  and  try  foreign  patent  infringement  suits,  that 
U.S.  lawyers  often  do  this  work  and  visit  foreign  patent  offices  and 
courts.  The  U.S.  lawyers  not  only  observe  and  study,  they  work  in 
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both  the  U.S.  and  foreign  patent  systems  to  a  very  major  degree.  This 
teaches  several  thoughts. 

First,  patent  systems  work  differently  and  in  many  ways  better  in 
large  economic  units  like  the  United  States  than  in  small  ones  like 
Holland  and  Denmark.  I  allude  in  my  written  statement  to  the  dif- 
ference between  United  States  and  English  premises  that  makes  some 
of  England's  lessons  not  applicable  to  our  practice,  and  the  diil'erence 
between  United  States  and  Dutch  premises  that  makes  some  Dutch 
lessons  not  applicable  to  the  United  States. 

Also,  the  patent  offices  of  the  world  can  save  much  by  appropriate 
cooperation  of  their  tasks.  This,  of  course,  they  should  do.  But  first 
to  fde  is  not  important  to  such  cooperation.  The  deputy  director  of 
BIIIPI  itself  lias  acknowledged  tliat  first  to  file  is  not  important  to 
this  cooperation.  And  one-worldism  in  patents  is  not  nearly  so  im- 
portant as  that  the  United  States  have  a  strong  incentive  for  the  com- 
mitment of  private  capital  to  research,  technical  development,  and 
market  development. 

Senator  McClellan.  Do  I  understand  that  you  oppose  the  first-to- 
file  provision  ? 

^Ir.  Arnold.  Violently. 

The  U.S.  industry  is  far  outrunning  its  European  counterpart  in 
all  areas  of  technology,  particularly  in  the  private  sector,  so  much  so 
as  to  be  shocking  to  whole  nations.  Time  magazine  wrote  a  whole 
essay  on  the  technology  gap  in  its  January  13  issue  of  this  year,  indi- 
cating the  nature  and  the  severity  of  the  lag  of  other  countries  behind 
our  country. 

Some  of  the  European  countries,  France  and  Italy  in  particular, 
have  over  the  years  tolerated  weaknesses  in  their  patent  systems  with 
a  resultant  low  investment  in  R.  &  D. 

I  will  take  time  to  point  only  to  one  dramatic  example,  pharrnaceu- 
ticals.  Italy's  patent  protection  of  its  drugs  is  de  minimis.  This  no- 
protection  rule  was  adopted  in  Italy  under  the  guise,  or  erroneous 
thought,  of  public  welfare.  But  the  result  is  that  Italian  drug  com- 
panies commit  almost  no  money  to  research  and  development  and  have 
produced  essentially  no  new  drugs  during  a  period  of  time  when  the 
U.S.  companies,  with  the  world's  largest  R.  &  D.  budgets,  have  brought 
forth  many  improvements  in  the  sulfa  drugs,  the  penicillins,  the 
tetracyclines,  and  hundreds  of  other  wonder  drugs  and  vaccines,  in 
addition  to  those  brought  forth  by  public  grant. 

Senator  Burdick.  In  other  words,  to  keep  this  in  context  here,  what 
do  you  say  about  the  testimony  given  here  yesterday  on  the  first-to-file 
issue,  that  in  all  cases,  the  first  to  file  would  have  had  the  patent  any- 
way. It  would  only  be  a  question  of  a  fraction  of  1  percent  of  the 
patentees  who  would  not  be  first  to  file  anyway. 

Mr.  Arnold.  I  am  going  to  devote  myself  to  that  in  extension  in  a 
few  minutes,  but  I  would  like  to  lay  a  couple  of  predicates  if  I  may, 
sir. 

Senator  Burdick.  You  may. 

Mr.  Arnold.  The  point  of  my  present  comment  is  that  the  U.S. 
system  in  the  past  and  now  has  proven  to  be  the  best  as  measured  by 
the  public  benefit  of  the  citizens. 

In  my  written  paper  on  file  are  40  specific  statements  of  principle 
and  a  brief  commentary  on  each,  including  the  first  to  file.  But  I  will 
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depart  from  that  to  treat  in  summary  several  topics  \Yliicli  cut  across 
several  of  those  lines. 

My  first  topic  is  the  features  of  S.  1042  which  decrease  the  return 
of  capital  investment  in  research  and  development  versus  features 
which  increase  return  of  capital  investment  in  research  and  develop- 
ment. I  mention  this  first  because  all  of  us  in  patent  law  revision 
efforts  of  the  past  few  years  have  been  reacting  to  proposals  for  re- 
form in  procedural  detail  and  have  lost  sight  of  the  real  purpose  of 
the  system,  which  is  to  promote  progress  of  the  useful  arts. 

All  of  our  judgment  should  be  rooted  in  tliis  constitutional  purpose. 

Let  us  consider  briefly  some  of  the  features  of  this  S.  1042  which  are 
anticapital  return  features  in  that  they  tend  to  reduce  return  on 
capital  investment  in  research  and  development. 

First,  it  commonly  happens  that  an  invention  is  made  on  the  com- 
mercial assembly  line,  as  by  the  foreman  of  a  line,  seeing  a  jiroblem 
and  setting  about  to  solve  it.  He  tinkers  with  it  this  day  and  that 
day  and  the  next  day,  conceiving  his  invention,  going  to  the  shop 
and  working  with  it.  He  installs  it  on  the  assembly  line  and  that 
invention  is  already  in  commercial  use  at  the  moment  of  its  making. 
It  is  patentable  under  present  title  35.  The  first  to  file  system  of 
S.  1042  denies  any  patent  on  that  invention  or  any  other  inventions 
of  that  class. 

Admittedly,  most  inventions  are  not  so  made.  But  hundreds,  at 
least,  are  made  every  year.  The  administration  and  the  President's 
Commission  have  not  determined  how  many  such  patents  there  are, 
nor  what  their  value  would  be  as  a  loss  item,  in  return  on  research 
and  development. 

Should  we  deny  those  patents  as  an  aid  to  administrative  expedi- 
ency, or  is  it  socially  desirable  to  construct  the  patent  system  so  as  to 
award  patents  on  those  inventions  and  give  a  return  on  the  capital 
that  is  invested  in  them?  This  is  one  place  where  the  first  to  file  sys- 
tem of  S.  1042  works  badly,  in  that  it  takes  away  incentive  to  invest 
in  research  and  development. 

Visualize  the  second  example.  An  invention  relating  to  the  manu- 
facture of  watches  is  made  in  a  Swiss  hamlet  and  used  there  com- 
mercially. It  is  not  published  or  patented.  It  is  ke])t  known  to  only 
a  dozen  workers  there.  Or  perhaps  this  occurs  in  China  or  Russia  or 
Latvia.  Under  present  U.S.  law  we  grant  patents  to  the  TT.S.  inventor 
who  independently  invents  here  and  gives  the  public  the  benefit  of 
that  invention  here. 

Under  S.  1012,  the  first-to-file  system,  we  will  deny  the  patent  on 
that  invention  and  all  like  it. 

The  present  law,  title  35,  draws  a  line  by  a  weighted  value  judg- 
ment. It  is  to  this  effect :  If  the  foreign-made  invention  does  not  reach 
the  state  of  being  a  printed  publication,  either  in  the  foreign  country 
or  in  this  country;  if  it  does  not  reach  the  stage  of  being  patented  iii 
either  the  foreign  country  or  this  country;  and  if  it  does  not  reach  the 
stage  of  being  imported  into  this  country  and  either  used  in  this  coun- 
try or  sold  in  this  country^ — if  it  does  not  reach  the  notoriety  of  any 
one  of  those  acts,  present  title  35  views  that  foreign  invention  as  n()t 
available  to  the  U.S.  citizen  for  practical  purposes  and  orants  a  patent 
to  tho  T^.S.  iiu'cntor. 
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How  many  such  patents  are  there  that  title  ■)^)  allows,  and  that 
S.  1042's  first  to  file  system  denys?  No  one  has  a  good  guess.  What  is 
their  significance  to  the  profit  return  on  capital  investment  in  K.  &  D.  ? 
No  proponent  of  S.  1042  has  shown  any  interest  in  this  topic  what- 
soever. The  focus  seems  to  be  on  a  cure  for  an  alleged  disease  without 
any  attention  to  whether  the  cure  may  be  worse  than  (he  disease.  In 
this  instance,  I  cannot  even  find  the  disease. 
Skipping  some  examples,  let  us  try  two  more. 

Under  title  35,  a  long-term  development  is  awarded  a  patent  in 
spite  of  any  intentional  or  accidental  ofi'er  for  sale  or  publication,  a 
day  or  a  week  or  a  month  before  the  attorney  works  througli  his 
backlog  in  his  office  and  gets  the  application  for  patent  actually  on  file. 

The  Patent  Office  is  running  a  2i/4  year  backlog ;  we  attorneys  run 
a  2-  to  6-month  backlog  normally.  S.  10-1-2  denies  all  patents,  offered 
for  sale  or  publicly  used  while  the  application  matures  through  the 
attorney's  office,  no  matter  how  important  the  development  and  no 
matter  how  long  term  the  development.  I  do  not  know  how  many  such 
patents  there  will  be  that  will  be  lost  by  S.  1042"s  first-to-file  system 
that  are  granted  under  title  35,  but  experience  under  the  foreign  first 
to  file  law  makes  it  clear  that  there  will  be  many  lost  patents.  You  see, 
many  patent  lawyers  are  already  experienced  with  the  first  to  file 
concept.  We  practice  under  it  every  day,  in  connection  with  our  client's 
foreign  patents. 

A  fifth  example.  Applicants  have  in  the  past  enjoyed  what  is 
known  as  the  "rule  of  doubt"  about  which  Judge  Rifkind  testified, 
that  if  the  examiner  could  not  find  close  enough  prior  art  to  be  sure 
there  was  no  nonobvious  invention,  he  should  resolve  a  doubt  in  favor 
of  granting  the  patent,  of  course  preserving  to  the  possible  infringer 
the  later  right  to  bring  in  good  prior  art  and  to  argue  for  invalidity 
of  a  patent  in  the  court. 

This  further  point  of  understanding  the  rule  of  doubt  is  very  criti- 
cal :  If  the  examiner  could  not  find  a  reference  which  showed  the 
inv^ention  literally,  and  if  the  examiner  could  not  find  a  reference 
which  was  so  close  to  the  invention  as  to  render  him  certain  that  the 
invention  would  be  obvious  to  a  man  of  skill  in  the  art,  if  he  could 
not  find  either  one  of  those  references,  the  granting  of  a  patent  was 
granting  of  a  })atent  on  something  that  the  public  did  not  have,  did 
not  then  enjoy.  There  was  no  taking  away  from  the  public  1)y  the 
granting  of  a  patent  under  this  circumstance,  l^ecause  if  the  {niblic 
was  already  enjoying  it,  the  examiner  had  a  perfect  anticipatory 
reference. 

Now,  thinking  in  the  context  that  patents  are  good  things,  basic- 
ally, for  research  and  development  and  market  development,  thinking 
in  the  context  that  profitable  return  on  E.  S:  D.  investment  and  the 
protection  of  new  companies  during  new-market  development,  in  the 
context  that  these  are  good  for  society,  this  rule  of  doubt  favoring 
patents  seems  like  a  good  thing.  It  granted  the  good  thing,  the  patent, 
in  a  doubtful  case  without  taking  anything  away  from  the  public  was 
then  using  and  while  still  affording  a  full  measure  of  protection  for 
the  accused  infringer,  who  still  had  his  opportunity  to  argue  his  case 
in  court. 

S.  1042  would  deny  all  those  patents  that  were  granted  under  that 
rule,  even  though  under  Supreme  Court  authoritv.  quite  properly, 
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the  evidence  which  will  resolve  the  doubt  frequently  does  not  come 
into  existence  until  after  the  examiner's  ruling  has  been  made  final. 

S,  1042  would  deny  the  doubtful  patents  even  though  the  evidence 
that  the  applicant  could  bi-hig  m  to  resolve  the  doubt,  does  not  come 
into  existence  until  after  the  examiner's  ruling  has  been  made  final. 

How  many  patents  will  be  affected  by  this  change  in  the  law?  Wliat 
is  its  effect  on  the  profitable  return  on  E.  &  D.  investment  that  is  made 
by  this  change  ?  I  do  not  know. 

There  are  many  more  anti-capital-return  features  in  S.  1042.  S.  1042 
also  has  a  couple  of  features  aiding  in  return  of  private  investment 
in  K.  &  D.  But  the  administration  in  drafting  S.  1042  watered  those 
features  down  to  markedly  less  than  recommended  by  the  President's 
Commission,  as  Mr.  Nayson  has  testified  and  Mr.  Turner  also  has 
testified. 

But  what  is  the  value  of  all  these  things,  together  the  value  judg- 
ment on  balance?  Among  the  changes  in  S.  1042  there  are  some  15-odd 
more  anti-capital-return  features  than  there  are  pro-capital-return 
features.  The  effect  of  most  of  them  on  both  sides  we  can  reasonably 
estimate  as  being  modest  to  moderate.  But  as  to  all  of  them  taken 
together:  nobody,  certainly  not  the  administration  or  the  President's 
Commission  on  the  patent  system,  has  undertaken  any  evaluating  job, 
any  value  accounting,  to  determine  the  dollar  significance  of  tliose 
<'hanges  in  S.  1042  on  return  in  research  and  development  capital. 

I  think  it  not  unreasonable  to  speculate  that  as  many  as  10  or  20 
percent  of  all  patents  valid  under  title  35  could  be  invalid  under  S. 
1042. 

That  is  a  rank  speculative  guess,  but  at  least  is  from  one  who  has 
made  an  effort  to  make  a  guess. 

S.  1042  in  net  result  is  at  least  a  serious  threat  to  the  return  on 
R.  &  D.  and  market  development  investment  and  that  is  the  name  of 
tlie  game  that  brings  us  here — return  on  R,  &  I),  and  market  de^'elop- 
ment  investment. 

The  result  of  S.  1042  would  be  loss — or  might  well  be  loss  of  our 
technological  lead  in  the  world  on  an  insidiously  gradual  basis  in 
which  we  do  not  recognize  that  S.  1042  has  cost  us.  Likely  we  would 
then  increase  our  dependency  on  government  R.  &  D.  when  we  should 
be  trying  to  decrease  it. 

If  I  could  find  a  way,  I  would  increase  rather  than  decrease  the 
return  on  private  investment. 

ITow  nnu'h  pie  the  inventor  is  to  get,  is  a  social  decision  to  be  made 
by  Congress.  Likewise,  how  big  a  slice  of  the  pie  to  those  who  finance 
inventions.  But  let  the  Congress  not  crowd  the  line  so  close  as  to  risk 
loss  of  the  admitted  value  of  the  system  as  an  incentive  to  research 
capital. 

My  second  topic  relates  to  tlie  first  objective  recited  by  the  Presi- 
dent's Commission  and  by  the  administrative  witnesses,  namely,  to 
raise  the  quality  and  reliability  of  patents. 

This  is  a  noble  objective,  and,  of  course,  we  all  favor  it.  Let  us  first 
iji'ike  reference  to  the  item  that  was  focused  on,  provide  l>etter  examiner 
facilities,  provide  better  data  retrieval.  This  is  an  important  stej)  in 
that  direction.  But  laying  that  one  important  issue  aside,  theproi)osals 
of  the  l^resident's  Connnission  are  extremely  expensive  in  money, 
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exti-emely  expensive  in  lost  leo-al  rights,  as  Avell  as  extremely  complex, 
and  in  not  effect  npon  this  monster  of  a  proljjem,  th&se  other  proposals 
are  merely  drops  of  water  cast  into  the  ocean,  producing  no  notable 
improvement. 

Tlie  Commission  proposes  two  steps  of  solicitation  by  the  Patent 
Office  of  citation  by  the  public  of  prior  art  against  the  application  for 
patent.  The  first  is  before  allowance  of  the  patent.  The  second  is  dur- 
ing the  first  3  years  after  allowance  of  the  patent.  Those  without  an 
interest  will  not  cite  prior  references.  They  will  be  reading  comic 
books  and  novels  rather  than  reading  what  patents  are  issning  if  they 
have  no  interest.  They  will  not  cite  references.  Only  potential  in- 
fringers will  conceivably  have  any  motivation  to  incur  the  trouble  and 
expense  of  even  knowing  what  patents  are  about  to  issue,  much  less 
citing  references.  But  the  potential  infringer  wull  not  cite  prior  art 
either,  except  on  the  rarest  occasion. 

It  is  a  long  story,  explained  in  my  written  paper  already  filed  so  I 
will  not  go  into  it  here.  But  suffice  to  say  that  every  lawyer  who  fights 
patent  infringement  suits  in  the  courthouse  knows  this  to  be  true :  The 
iS.  1042  proposal  to  solicit  ex  parte  citations  to  the  Patent  Office  will 
be  little  used,  in  2, 3, 4  percent  of  all  the  patent  applications,  and,  there- 
fore, it  will  not  materially  affect  patent  quality  because  it  will  be  so 
little  used,  even  by  potential  infringers. 

The  potential  infringer  has  incentive  not  to  cite — the  potential  in- 
fringer does — and  there  is  no  realistic  incentive  to  cite  prior  art.  But 
as  elsewhere  developed  the  S.  1042  proposal  is  expensive  in  requiring 
publication  before  the  patent  issues  and  a  delay  for  public  readership 
and  citation  of  art  before  the  patent  issues  and  more  citation  after- 
ward. 

Why  not  issue  the  patent  as  promptly  as  the  examiner's  search  and 
study  will  permit  and  permit  ex  parte  citation  of  art  after  the  patent 
issues?  Do  it  only  once  instead  of  twice,  and  thereby  avoid  one  publica- 
tion and  the  expense  of  that  publication,  thereby  avoid  one  reading 
of  this  by  the  public  and  the  expense  of  that ;  thereby  avoid  6  months 
delay  in  issuing  the  patent. 

The  President's  Commission  is  so  much  for  promptness  of  patent 
issue,  but  they  build  in  a  new  6-month  delay  that  affects  every  patent. 

The  underlying  idea  of  public  citation  of  art  is  not  evil  and  it  is  not 
opposed.  But  it  will  be  so  little  used  that  it  should  be  adopted  only  if 
its  expense  in  money  and  its  expense  in  harassment  to  the  small  in- 
ventor and  small  business  and  delay  of  patent  issues  can  be  kept  at 
a  de  minimis  level,  which  S.  1042,  with  its  double-dip  approach,  de- 
finitely does  not  do. 

My  third  topic  is  another  objective  recited  in  the  report  of  the 
President's  Commission  and  by  administration  witnesses,  to  reduce 
the  time  and  expense  of  obtaining  and  protecting  a  patent.  Obviously, 
again,  this  is  clearly  a  noble  objective.  But  S.  1042  does  not  succeed 
on  balance  of  its  more-expense  and  more-time  proposal  by  comparison 
with  the  less-expense  and  less-time  proposals.  The  view  of  a  consid- 
erable majority  of  the  patent  bar  is  that  S.  1042,  on  balance,  will  in- 
crease arther  than  decrease  the  cost  to  patent  applicants  and  o\ynei'S. 
This  burden,  interestingly,  will  fall  more  onerously  upon  the  middle- 
sized  business  and  the  small  business  than  upon  the  large  business,  in 
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my  judgment,  although  admittedly  this  is  something  that  you  can 
debate  either  way. 

Further,  it  will  increase  the  related  patent  cost  to  society  as  a  whole 
and,  as  indicated,  will  delay  the  issuance  of  all  patents  6  months  beyond 
necessity.  Thus,  this  objective  to  reduce  time  and  expense  cannot  prop- 
erly be  used  in  support  of  S.  1042;  not  because  the  objective  is  not 
good,  but  because  S.  1042  j  ust  does  not  accomplish  it.    ^ 

This  judgment  concerning  cost  of  patents  under  S.  1042  should  be 
questioned  because  it  is  not  unanimous  and  it  is  based  upon  speculative 
judgment  on  various  factors.  But  at  least  it  is  speculation  by  the  bar- 
by  those  who,  in  number,  are  closest  to  the  problem.  For  me  personally, 
I  assure  you  that  in  my  practice  I  will  charge  more  total  money  for 
relatively  less  protection  under  S.  1042  than  under  title  35. 

It  would  take  days  adequately  to  explore  all  significant  pro  and  con 
features  of  cost  in  time  and  money  of  S.  1042  versus  title  35.  But  let  us 
attempt  a  quick  stab  at  just  a  few  of  the  expense  items  in  which  we 
also  have  another  interest  for  our  discussion.  I  therefore  take  up 
interference. 

Interferences,  which  affect  less  than  1  percent  of  all  applications, 
are  proposed  to  be  eliminated  by  the  first-to-file  system,  both  because 
they  are  expensive  and  because  they  affect  so  very  few  patents — less 
than  1  percent.  Has  anybody  considered,  however,  the  effect  which 
confidence  in  interference  practice  has  on  other  things  like  prompt 
development,  marketing,  and  publication,  of  the  99  percent  of  the 
patents  that  do  not  get  involved  in  interferences  ? 

Interferences  are  bona  fide  lawsuits,  involving,  on  occasion,  a  rnil- 
lion  dollar  property  right,  a  contest  between  two  or  more  people  claim- 
ing to  have  invented  the  same  thing. 

'We  are  told  by  S.  1042  that  the  first  to  file  should  win  the  potentially 
million  dollar  property  right.  This  means  that  as  a  long-term  program 
of  development  progress,  month  by  month,  the  inventor  must  file  daily 
on  each  item  of  new  thought  that  occurs  to  him  lest  he  lose  the  benefit 
of  his  date  on  that  item  of  thought. 

Most  of  the  preliminary  thoughts  turn  out,  when  he  gets  through 
with  his  long-term  development,  to  be  trash.  He  has  found  better  ways 
of  doing  it  this  step  or  that.  The  first  thought  was  wrong  in  the  first 
place.  But  he  does  not  know  at  the  time  of  conception  of  each,  item  by 
item,  which  of  these  concepts  are  good  and  which  will  turn  out  to  be 
bad.  So  S.  1042  gives  him  a  choice:  Do  not  file  until  you  finish  your 
work  and  risk  loss  of  the  entire  investment  to  a  possible  later  inventor 
or  miscellaneous  publication  in  Eussia  or  Timbuktu ;  or  the  alternative, 
since  we  are  looking  at  this  potentially  million  dollar  right,  file  a  note- 
book in  the  Patent  Office  on  a  daily  basis  that  is  as  complete  as  the 
records  Dr.  Holloman  suggested  the  inventor  should  not  have  to  keep 
at  all. 

As  a  matter  of  fact,  if  ho  is  going  to  get  the  full  benefit  out  of  this, 
he  has  to  file  more  complete  records  in  the  Patent  Office  than  he  nor- 
mally keeps  in  his  laboratory. 

To  my  clients  that  I  advise,  I  say,  "Keep  a  sketchy  notebook,  make 
a  short  entry  eveiy  week,  get  it  witnessed  every  week.  "When  you  make 
an  ini|)ortant  conception,  sketch  it  out  fully  in  the  notebook,  develop 
sometliiug  that  you  can  use  as  a  tool  of  corroboration.''  It  is  simple;  it 
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is  brief;  it  is  short;  and  it  takes  relatively  few  minutes.  But  it  is  very 
important  to  keep  it,  not  just  for  patent  purposes.  It  is  important  to 
keep  it  as  a  control  on  the  pi-oduction  of  the  researchnian.  1  f  he  has  to 
report  to  somebody  else's  witness  wliat  he  has  done  duriiio;  the  week, 
he  works  instead  of  spending  his  time  at  the  coifee  bar.  That  record 
has  to  be  kept  anyway. 

But  the  preliminary  application  has  to  be  a  great  deal  more  complete 
document  tlian  the  kind  that  my  clients  normally  keep  if  it  is  to  serve 
the  equivalent  purpose.  And  it  must  include  at'^ least  everything  that 
is  now  normally  kept  by  industry  and  that  S.  1042  is  argued  to 
eliminate. 

This  choice  is  forced  upon  even  the  inventor  under  S.  1042,  on  all 
his  inventions,  just  to  avoid  the  1-percent  interference  problem.  He 
must  make  this  choice  of  filing  every  notebook  entry,  plus  more,  in  the 
Patent  Office  or  risking  loss  of  his  million  dollar  value. 

The  British  practice  teaches  us,  in  part,  how  that  choice  will  be 
made.  More  often,  it  will  be  made  by  risking  the  loss  of  the  right  than 
it  will  be  made  by  filing  every  idea  in  the  Patent  Office.  But  let  us  look 
at  the  difference  between  the  British  practice  and  ours. 

The  economic  unit  of  Britain  is  very  small  by  comparison  with  ours. 
A  5 -percent  return  on  a  car  door  latch  or  photocopy  patent  in  Britain 
is  woi-th  peanuts  by  comparison  with  a  5-percent  return  on  the  same 
patent  in  the  United  States,  simply  because  there  are  more  cars  in 
the  United  States  and  there  are  more  Xerox  machines  in  the  United 
States. 

So  in  Britain,  the  risk  of  loss  is  this  size  [indicating  small]  if  the 
inventor  does  not  file  all  these  j)reliminary  applications,  whereas,  in 
the  United  States  the  risk  of  loss  is  this  size,  20,  30,  40,  50  times  larger 
if  they  do  not  file  all  these  preliminary  applications. 

Thus  it  is  reasonable  to  expect  that  the  flood  of  paper  into  the  U.S. 
Patent  Office  will  be  3, 4,  5,  8, 10  times  more — I  do  not  know  how  much. 
More  in  this  country  than  it  is  in  Britain,  where  they  have  the  prelimi- 
nary application  system. 

Incidentally,  I  quarrel  with  the  story  that  interferences  are  such 
horrendous  technical  cases.  They  are  teclmical  and  they  are  large  cases, 
but  I  have  handled  several  and  the  stories  are  exaggerated.  They  are 
cheaper  than  most  big  litigations,  cheaper  than  patent  infringement 
suits,  than  antitrust  suits,  quicker.  No,  they  are  not  cheaper  than  un- 
contested divorce,  but  they  are  in  bounds. 

I  earlier  said  the  State  Bar  of  Texas  is  in  favor  of  constructive  pro- 
posals. What  is  constructive  in  my  suggestions  concerning  interference 
practice?  First,  title  35  is  strongly  preferred  to  S.  1042. 

Second,  try  this.  I  feel  strongly  about  this  as  being  a  complete  cure 
for  the  interference  headache,  w^ithout  having  to  out  off  the  head. 
Under  this  alternative,  first  award  the  patent  to  the  first  to  file  without 
delay  for  interference.  That  will  be  final  in  98  or  99  percent  of  the 
cases.  But  permit  the  second  to  file  to  swear  that  his  invention  was 
made  before  the  senior  party's  filing  date  if  he  can.  If  he  so  swears, 
issue  his  patent  promptly  to  him,  but  with  the  claims  that  do  not 
patentably  distinguish  the  senior's  party's  case  only  conditionally  al- 
lowed. Tlien,  if  he  wants  to,  if  he  thinks  this  invention  is  the  million 
dollar  value  where  it  is  worth  his  while  to  fight  the  issue,  permit  the 
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second  man  to  file  to  precipitate  the  ''interference"  lawsuit  out  of 
which  he  asserts  his  right  because  he  was  the  first  inventor.  If  he  wins 
the  right  to  the  patent,  then  the  first  to  file — if  he  can  do  so — may 
reissue  his  patent  to  distinguish  the  subject  matter  to  the  second  to  file. 

By  this  procedure,  we  issue  the  patent  without  delay  to  the  senior 
party's  patent  and  get  publication  out  of  it  promptly.  We  do  this 
without  delay.  And  that  ends  the  issue  in  99  percent  of  the  cases. 

Fear  of  loss  of  a  million-dollar  value  does  not  force  the  awkward 
choice  upon  the  inventor  that  he  either  has  to  risk  his  loss  or  file  all 
this  paper  in  the  Patent  Office  on  a  day-by-day,  week-by-week  basis. 

Tliis  procedure  is  a  good  procedure  that  accomplishes  the  cure  of  the 
headache  without  cutting  olf  the  head. 

By  this  procedure,  coupled  with  preservation  of  the  grace  period, 
with  S.  1042  also  expurgates  by  radical,  unneeded  surgery,  we  can 
preserve  to  the  inventor  the  five  graces  recited  on  page  21  of  my 
written  paper  which  follows. 

I  will  not  take  time  to  repeat  them  now.  But  to  eliminate  the  grace 
period  and  interferences  and  thereby  to  eliminate  all  of  those  five 
graces  is  a  step  forward  only  when  the  person  stepping  has  already 
turned  around  and  faced  the  rear,  where  he  sees  all  of  those  TO  nations 
who  lag  behind  the  United  States  in  technical  development. 

But  my  theme,  for  the  moment,  is  supposed  to  be  cost  and  that  the 
idea  is  to  do  it  once  and  do  it  right. 

Item:  S.  1042  provides  for  preliminary  applications  which  are  sup- 
posed to  be  done  quickly  and  done  wrong,  followed  later  by  com- 
plete applications.  Preliminary  apj)lications  are  full  of  booby  traps, 
one  of  which  JMr.  Birkenstock  referred  to.  He  suggested  a  cure  which 
unfortunately  has  its  own  booby  trap. 

I  agree  with  him,  the  problem  he  suggested  is  critical.  The  point  I 
make  here  is  that  S.  1042  suggestion  of :  Do  it  twice  and  do  it  wrong  the 
first  time. 

Are  there  any  other  places  where  S.  1042  does  this  same  thing?  Yes; 
S.  1042  provides  for  public  citation  of  prior  art  after  the  allowance  of 
the  application  during  a  period  in  which  all  of  the  applicants  will  be 
withheld  from  issue,  and  no  pertinent  prior  art  will  be  filed  in  more 
than  2  percent  of  the  cases.  Then  it  provides  for  further  public  cita- 
tion of  prior  art  after  the  patent  issues.  Wh}^  not  do  it  once  instead 
of  twice  and  save  time  and  money  ? 

S.  1042  provides  for  publication  of  all  applications  about  24  months 
after  filing,  without  any  editing  or  screening  for  any  of  the  trash. 

If  we  issue  and  publish  interfering  patent  applications  as  we  have 
proposed,  and  take  care  of  a  couple  of  other  little  details,  we  can  get 
pul)lication  after  final  allowance  within  24  months.  We  are  doing  it 
right  now  within  ?>0  months.  But  S.  1042  proposes  that  we  do  it  first 
and  do  it  wrong;  that  is,  we  publish  first  with  no  editing,  no  elimina- 
tion of  trash.  We  publish  everything,  and  we  make  everybody  read 
it  and  we  make  everybody  index  or  classify  it  and  make  libraries  store 
it.  We  do  it  once  and  do  it  wrong;  we  then  do  it  a  second  time. 

S.  1042  proposes  that  we  publish  again  in  some  abbreviated  or  ab- 
stract form,  but  we  do  publish  again  under  S.  1042  after  allowance  of 
the  patent.  This  publication  of  already  published  material  is  of  course 
trash  in  our  paper  explosion.  It  adds^io  new  technology.  If  the  trash 
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is  to  serve  a  purpose,  it  must  be  printed,  mailed,  stored,  not  only  in 
the  Patent  Office  but  in  every  library  throughout  the  country,  in  my 
office,  every  corporation  office.  College  level  people  must  read  it,  they 
must  classify  it  for  retrieval.  This  trash  is  a  horribly  expensive  thing, 
purely  apart  from  the  printing.  Instead  of  four  publications,  one 
without  any  editing  of  the  material,  why  not  do  it  once  and  do  it 
right  ? 

I  submit  that  the  material  can  be  edited  by  patent  examiners'  doing 
their  job  right  as  they  do  under  35  and  proper  publication  within  24 
months  after  the  filing  of  the  application. 

Here,  lest  I  mislead,  I  must  say  that  the  bar  associations  I  know 
of  are  not  opposed  to  the  concept  of  public  citation  of  art,  which  is 
involved  in  vrhat  I  have  discussed.  We  are  discussing  the  problems  of 
expense  relative  to  that,  as  provided  in  S.  1042. 

There  are  many  others  which  I  must  pass  over.  The  point  is  that 
S.  1042  increases  rather  than  decreases  the  total  patent  system  expense 
rather  than  decreasing  it  as  its  proponents  infer. 

The  third  objective,  to  speed  the  public  disclosure  of  scientific  and 
technological  information.  xYgain,  the  objective  is  laudable.  We  ap- 
prove, but  the  S.  1042  proposal  does  not  reasonably  support  the  objec- 
tive. That  is  developed  in  my  written  paper,  so  1  wiii  pass  over  tiiat 
here. 

The  concept  of  deferred  examination  is  subtle  in  its  mischief  and 
little  understood  by  the  technical  community.  It  is  known  only  in 
Holland  and  therefore  is  not  even  known  well  by  a  large  part  of  the 
bar,  because  Holland  is  a  little  country  where  not  everybody  prac- 
tices. I  will  file  in  a  week  or  so  a  supplemental  paper  on  deferred  ex- 
amination per  se,  which  I  will  ask  be  included  as  addendum  to  my 
written  paper  following  these  remarks,  and  I  would  hope  the  com- 
mittee will  consider  it.  The  State  bar  of  Texas  is  violently  opposed  to 
deferred  examination  in  an}'  form. 

Skipping  the  other  miscellaneous  ]X)ints  that  other  speakers  liave 
referred  to,  I  will  mention  finally  in  response  to  yesterday's  inquiry, 
that  it  was  Galileo  who  sponsored  the  first  patent  statute  known  to  me 
in,  I  believe,  about  1472.  As  I  recall  it,  off  the  cuff,  and  interestingly, 
in  language  that  is  almost  an  exact  paraphrase  of  our  present  con- 
stitutional language. 

You  have  honored  me  by  permitting  me  to  be  here,  the  vStnte  bar 
of  Texas  and  I  appreciate  it.  I  certainly  A'olunteer  to  the  committee 
as  many,  many  hours  as  might  be  found  by  you  to  be  of  convenience 
to  you  in  any  further  consideration  of  the  bill. 

I  thank  you  very  much. 

(Mr.  Arnold's  statement  in  full  follows :) 

Statement  By  Tom  Arnold  Concerning  S.  1042,  90th  Congress 

My  name  is  Tom  Arnold.  I  reside  in  Houston,  Texas,  where  I  am  a  partner  in  a 
private  law  tirm  whose  practice  is  restricted  to  patent  and  related  areas  of  law. 

My  office  is  Arnold,  Roylance,  Kruger  &  Durkee,  2220  Tennessee  Building, 
Houston.  Texas. 

I  appear  before  you  on  behalf  of  the  Stale  Bar  of  Texas,  whose  position  is  one 
favoring  certain  patent  law  revision,  but  strongly  disapproving  S.  1042  as 
presently  drafted. 

The  State  Bar  of  Texas  joins  the  President's  Commission  on  the  Patent  System 
in  this :  Patents  are  good.  Good  not  just  for  the  inventor.  Good  for  the  public. 
Good  for  the  economy  of  the  nation. 
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The  point  of  proper  focus  is  not  tlie  patent,  but  a  patent  system,  by  wliich 
people  have  faith  in  a  return  on  their  investment  of  time  and  money  in  research 
and  development,  when  it  is  conducted  by  ordinary  men  of  skill  in  the  art. 

The  patent  uot  only  rewards  the  inventor  ;  it  protects  his  investor's  commitment 
of  capital  to  the  new  company  being  built  around  the  invention,  and  without  which 
protection  the  small  new  company  must  often  succumb  to  the  marketing  prowess 
of  the  giants. 

It  does  not  take  anything  from  the  public  enjoyment,  for  it  is  granted  only  as  to 
things  the  public  is  not  enjoying,  and  which  are  not  obvious  to  those  of  skill  in 
the  art  who  know  all  the  art.  It  is  granted  only  for  new  things. 

As  backgroimd  for  construction  of  the  judgments  of  the  bar,  it  is  significant 
to  note  that  clients  of  United  States  lawyers,  file  many  foreign  patent  applications, 
try  foreign  patent  infringement  suits,  and  United  States  lawyers  often  visit 
foreign  patent  offices.  They  not  only  observe,  but  work  in  both  the  United  States 
and  foreign  patent  systems. 

This  teaches  several  thoughts :  Patent  systems  work  differently  and  in  many 
ways  better,  in  large  economic  units  like  the  United  States,  than  small  ones  like 
Denmark.  The  Patent  Offices  of  the  world  can  save  much,  by  appropriate  coopera- 
tion of  their  tasks. 

But  one-worldism  in  patents  is  not  nearly  so  important  as  that  the  United 
States  have  a  strong  incentive  for  the  commitment  of  private  capital  to  research, 
technical  development,  and  market  development  by  which  innovation  is  rendered 
available  to  the  public. 

United  States  industry  is  far  outrunning  its  European  counterpart  in  all  areas 
of  new  technology.  So  much  so  as  to  be  shocking  to  whole  nations.  See,  for  example. 
Time's  essay  on  "The  Technology  Gap",  Time,  January  13,  1967,  explaining  the 
nature  and  severity  of  U.S.  technology's  lead  over  Europe. 

Some  of  the  European  countries,  France  and  Italy  in  particular,  have  over 
the  years  tolerated  weaknesses  in  their  patent  systems  with  a  resultant  low 
investment  in  R&D. 

One  dramatic  example  is  in  pharmaceuticals.  Italy's  patent  protection  of  drugs 
is  de  minimis,  this  rule  of  no  patent  protection  on  drugs  being  adopted  in  Italy 
tinder  the  guise  of  public  welfare.  But  the  result  is  that  Italian  drug  companies 
commit  almost  no  money  to  R  &  D  and  have  produced  essentially  no  new  drugs 
during  the  period  that  U.S.  companies,  with  the  world's  highest  R&D  budgets, 
have  produced  many  improvements  in  the  sulfas,  the  penicillins,  the  tetracyclines, 
and  hundreds  of  other  wonder  drugs  and  vaccines — these  in  addition  to  those  dis- 
covered under  public-funds  grant. 

In  my  lifetime  of  patent  law  work,  including  trying  law  suits  for  inventors  and 
for  accused  infringers,  including  working  experience  with  the  United  States  sys- 
tem and  with  foreign  systems,  convinces  me  of  this  : 

The  United  States  system  is  and  has  been  the  best  system  in  the  world  since 
1836,  and  by  a  very  important  amount  when  measured  by  the  public  benefit. 

Insofar  as  patent  law  revision  issues  surrounding  S.  1042  and  the  report  of 
the  President's  Commission  are  concerned,  the  State  Bar  of  Texas  has  used  the 
outline  of  the  report  of  the  President's  Commission  in  arriving  at  a  statement  of 
some  fory-odd  principles,  and  a  brief  explanation  in  support  of  each  of  those 
principles.  These  principles,  and  supporting  commentary,  are  attached  to  this 
paper  and  in  truth  constitute  the  heart  of  the  views  I  wish  to  present  to  you ;  but 
they  are  too  numerous  for  me  to  treat  orally. 

I  should  like,  therefore,  to  edit  and  summarize  those  forty-odd  discussions, 
by  taking  up  selected  topics  which  cut  across  lines  and  groups  of  those 
principles. 

TOPIC    ONE    :  R.    &    D.    INVESTMENT 

My  first  topic  concerns  features  of  S.  1042  which  decrease  return  of  capital 
investment  in  Research  and  Development,  vs  features  which  increase  return  of 
capital  investment  in  research  and  development. 

I  mention  this  first,  because  almost  all  of  us  in  patent  law  revision  efforts  of 
the  last  few  years,  have  been  reacting  to  proposals  for  reform  in  procedural 
detail,  and  have  lost  sight  of  the  real  jturpose  of  the  system  :  To  pronuite  progress 
of  the  useful  arts. 

All  our  judgments  should  be  rooted  in  this  constitutional  purpose. 

The  President's  Connnission  and  the  Administration  join  in  chaininoning  our 
patent  system,  because  of  its  contribution  to  market  devel()i)ment  as  well  as 
technical  development. 
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Yet  (leaving  out  for  present  argument  the  monetary  cost  of  patents  and  patent 
suits),  their  proposals  take  away  from  the  patent  owner  in  some  half  of  the 
instances,  do  not  materially  aftect  his  econoiiiic  reward  in  many  instances, 
grant  additional  economic  rights  in  only  a  couple  of  instances. 

Let's  consider  briefly  some  of  the  features  of  K.  1042  which  are  anti-capital- 
relurn  features,  in  that  they  tend  to  iedu<  e  the  return  on  investment  in  11  &  D. 

(1)  It  commonly  happens  that  an  invention  is  made  on  a  commercial  assembly 
line,  as  by  the  foreman  of  the  line  seeing  a  problem  and  setting  about  to  solve  it, 
conceiving  his  invention  and  installing  it.  That  invention  is  in  commercial  use 
at  the  moment  of  its  making.  It  is  patentable  under  present  title  'A'j  of  USC.  The 
first-to-file  system  of  S.  1042  denies  him  any  patent  on  that  invention. 

Admittedly,  most  inventions  are  not  so  made.  But  hundreds  at  least,  if  not 
thousands,  are  so  made  every  year.  The  administration  and  President's  Com- 
mission have  not  determined  how  many  there  are. 

Should  we  deny  those  patents  in  aid  of  administrative  expediency ;  or  is  it 
socially  desirable  to  construct  the  patent  system  so  as  to  award  patents  on  those 
inventions,  and  give  a  return  on  the  capital  invested  in  them? 

(2)  Visualize  another  example:  An  invention  relating  to  the  manufacture  of 
watches  is  made  in  a  Swiss  hamlet,  and  is  used  there  commercially.  It  is  not 
published  or  patented  but  is  kept  known  to  only  a  dozen  workers  there.  Or 
perhaps  in  China,  Russia  or  Latvia. 

Under  present  United  States  law,  we  grant  patents  to  the  United  States 
inventor  who  independently  invents  here  and  gives  the  public  the  benefit  of  that 
invention  ;  under  S.  1042  we  will  deny  that  patent  and  all  like  it. 

Under  present  law  we  draw  a  line  by  a  value  judgment:  If  the  foreign-made 
invention  does  not  reach  the  stage  of  a  printed  publication  either  there  or  in 
this  country ;  and  if  it  does  reach  the  stage  of  a  patent  either  there  or  in  this 
country ;  and  if  it  does  not  reach  the  stage  of  being  imported  into  and  used  or 
sold  in  this  country — if  it  does  not  reach  the  notoriety  of  any  of  those  acts,  pres- 
ent Title  35  United  States  Code  views  it  as  not  available  in  the  United  States  for 
practical  purpo.ses,  and  grants  a  patent  to  a  U.S.  inventor. 

How  many  such  patents  are  there?  No  one  has  a  good  guess.  What  is  their 
dollar  significance  to  the  profit  return  on  R&D  investment?  Xo  proponent  of 
S.  1042  has  yet  shown  in  their  testimony  any  interest  in  the  topic  whatsoever. 
The  focus  seems  to  be  on  a  cure  for  a  disease,  without  attention  to  whether  the 
cure  may  be  worse  than  the  disease. 

(3)  Another  example.  Under  Title  35  USC.  inventors  commonly  protect  a 
long-term  development  by  filing  a  first  application,  a  .continuation-in-part  appli- 
cation adding  new  matter  recently  discovered,  and  thence  a  further  continuation- 
in-part  application  when  still  further  new  matter  is  discovered.  S.  1042  restricts 
this  practice  severely  in  not  one  but  two  ways,  indulging  what  1  call  "overkill" 
of  the  disease  and  at  great  expense. 

What  is  the  dollar  significance  of  that  restriction  on  retuni  on  R&D  invest- 
ment? I  can  only  make  a  guess  out  of  experience  in  patent  law.  It  is  small,  but 
quite  significant  and  important. 

(4)  A  fourth  example:  Under  Title  35  a  long  term  development  is  awarded 
a  patent,  in  spite  of  any  offer  for  sale  or  publication,  a  day  or  a  week  or  a  month 
before  the  attorney  works  through  his  backlog  and  gets  the  application  for 
patent  actually  filed.  S.  1042  denies  all  those  patent  no  matter  how  important 
or  long  term  the  development. 

I  don't  know  how  many  such  patent  there  will  be,  but  experience  under  foreign 
first-to-file  law  makes  it  clear  there  will  be  many  many  lost  patents. 

(5)  And  a  fifth  example.  Applicants  have  in  the  past  enjoyed  what  is  known 
as  the  rule  of  doubt:  That  if  the  examiner  could  not  find  close  enough  prior  art 
to  be  sure  there  was  no  nonobvious  invention,  he  should  resolve  the  doubt  in 
favor  of  granting  the  patent — of  course  preserving  to  the  possible  infringer  the 
later  right  to  bring  in  good  prior  art  and  argue  for  invalidity  of  the  patent  before 
the  courts. 

Thinking  in  context  that  patents  are  good  things;  thinking  in  context  that 
profitable  return  on  R  &  D  investment  is  a  good  thing  for  siciety,  this  iiile  of 
doubt  favoring  patents  seemed  like  a  good  thing.  It  granted  the  good  thing — the 
patent — in  the  doubtful  cases,  while  still  affording  a  reasonable  measure  of 
protection  against  error,  for  the  benefit  of  any  accused  infringer. 

S.  1042  will  deny  those  patents,  even  though  the  doubt  is  resolvable  under 
Supreme  Court  authority  only  by  evidence  which  often  does  not  come  into  exist- 
ence luitil  after  the  examiner's  ruling  has  become  final. 
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How  many  pateuts  will  be  so  affected?  What  is  the  effect  upon  profitable  return 
of  R  &  D  investment  that  results  from  this  change  V 

S.  1042  has  also  a  couple  of  features  aiding  return  on  private  investment  in 
R  &  D,  but  the  Administration  in  drafting  S.  1042  watered  those  features  down 
to  markedly  less  than  recommended  by  the  President's  Commission. 

What  is  the  balance? 

In  S.  1042  there  are  some  fifteen  more  anti-capital-return  features  than  pro- 
capi ta  1-return  f ea ut res. 

The  effect  of  most  of  them  on  both  sides,  we  can  expect  to  be  morlest  to  mod- 
erate. But  all  of  them  together?  Nobody,  certainly  not  either  the  Administration 
or  the  President's  Commission  on  the  Patent  System,  has  undertaken  any  value- 
engineering  job  on  the  net  economic  result  of  these  features  of  S.  1042. 

Their  attitude  seems  impliedly  to  be  that  since  the  Patent  System  has  served 
us  well  in  the  past,  it  is  strong  enough  to  carry  any  number  of  additional  small 
burdens  and  still  serve  us  equally  well ;  so  we  do  not  need  to  look  at  whether  our 
proposed  changes  will  affect  the  progress  of  the  useful  arts.  I  disagree  with  that. 

The  largest  single  influence  on  the  President's  Commis.sion  was  that  of  our 
Department  of  Commerce's  Dr.  Holloman  and  Commissioner  of  Patents  P>renner 
and  their  staffs;  and  this  is  also  the  largest  single  influence  in  the  drafting 
of  S.  1042. 

Dr.  Holloman  and  Commissioner  Brenner  quite  properly  and  understandably 
have  their  attention  focused  importantly  upon  Patent  Office  administrative 
details.  I  commend  them  for  it,  and  would  find  them  derelict  if  they  did  not 
bring  forth  a  nia.ior  focus  in  the  area  of  their  direct  responsibility. 

I  comment  to  the  Congress  however,  the  thought  that  Congress  must  recognize 
this  over-focus,  and  must  aggressively  pursue  looks  at  broader  topics. 

The  most  fundamental  of  which  is  a  guarantee  of  a  liberal  return  on  R&D 
investment,  therehij  to  progres^i  the  useful  arts. 

We  don't  have  the  kind  of  records  either  in  the  Patent  Law  office,  or  elsewhere 
to  my  knowledge,  that  enable  us  to  draw  reliable  statistics  on  the.se  points.  I 
can  estimate,  quite  roughly  but  against  the  experience  of  our  office  and  practice, 
that  something  on  the  order  of  10%  or  20%  of  the  proper  patent  applications 
our  office  filed  in  1966  under  present  title  35,  USC,  would  be  invalid  or  improper 
filings  under  S.  1042. 

Return  on  R  &  D  is  vague  and  sometimes  indirect  and  hard  to  define.  But 
suppose  S.  1042  tipped  the  scales  just  enough,  that  six  per  cent  of  the  gross 
return  vt-as  lost  out  of  the  nation's  R&D  investment. 

The  R&D  investment  vs  return  on  it,  is  nearly  always  at  a  point  of  critical 
balance  except  in  the  most  successful  R&D  operations. 

To  lose  on  average,  six  per  cent  of  the  i-eturn  of  R  &  D  money,  which  seems 
to  me  quite  likely  under  S.  1042,  is  to  risk  business  being  forced  to  cut  its 
R&D  investment  by  50%.  All  the  present  R  &  D  operations  that  are  pre.sently 
marginal  in  their  return  on  investment,  v/ould  become  lo.sing  operations.  Some 
would  be  kept  operating  out  of  other  motivation  but  some  would  be  closed  in 
totality,  owing  to  the  simple  fact  of  lack  of  funds.  Those  that  now  make  six  to 
ten  per  cent,  would  be  making  less  on  average  than  a  savings  account  at  the 
corner  loan  association,  and  some  of  them  would  be  closed  or  cut  back. 

The  result  of  this  phenomena  would  be  loss  of  our  technological  lead  in  the 
world,  on  an  insidionsly  gradual  basis  in  which  we  do  not  recognize  ivhat  >^.  10//2 
cost  us.  And  likely  we  would  increase  our  dependency  upon  government  R&D 
when  we  should  be  trying  to  decrease  that  dei>endency. 

How  much  pie  the  inventor  is  to  get,  is  a  social  decision  to  be  made  by  the 
Congress.  But  let  the  Congress  not  crowd  the  line  .so  close,  as  to  risk  loss  of  the 
admitted  value  of  the  system  of  incentive  to  development  capital. 

Because  R  &  D  is  a  high  risk  investment  at  best,  those  who  carry  responsibilty 
for  making  modest  R&D  programs  carry  their  own  weight,  are  quite  sen.sitive 
to  any  reduction  in  return  on  private  R&D  dollars,  lest  private  R&D 
capital  investment  gradually  dissipate  away. 

If  I  could  find  an  equitable  way,  I  would  increase  rather  than  decrease  the 
return  on  private  capital  invested  in  R  &  D. 

TOPIC  two:    "to  raise  the  quality  of  patents"   is   largely  fiction   in    S.    1042; 
AND  the  small  GAIN  IS  OBTAINED  AT  HIGH  COST 

Mv  second  topic  relates  to  the  first  objective  recited  by  the  President's  Com- 
mission and  by  the  Administration  witnesses  before  the  House  Committee, 
namely :  To  raise  the  quality  and  reliability  of  patents. 
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This  is  a  noble  objective.  We  all  favor  it. 

But  the  proposals  of  the  President's  Commission  are  extremely  expensive  in 
money  and  legal  rights,  as  well  as  complex.  And  in  net  effect  upon  this  monster 
of  a  problem  these  proposals  are  merely  drops  of  water  in  the  ocean,  producing  no 
noticeable  improvement  in  result. 

The  Commission  proposes  two  steps  of  solicitation  by  the  Patent  Office  of 
citation  bv  the  public  of  prior  art  against  an  application  for  patent.  The  first 
is  before  allowance  of  the  patent,  and  the  second  is  during  the  first  three  years 
after  allowance. 

Those  without  an  interest  will  not  cite  prior  art  references.  Why  should  they 
take  the  time  and  incur  the  expense.  Only  potential  infringers  will  conceivably 
have  anv  motivation  to  incur  the  trouble  and  expense  of  even  knowing  what 
patents  might  be  issuing.  But  the  potential  infringer  will  not  often  cite  prior 
art  either.  Here's  why : 

Prior  art  not  found  by  the  examiner  is  rarely,  repeat  rarely,  and  that  means 
not  even  a  little  bit  often,  of  absolute  total  anticipatory  form.  It  is  almost  always 
subject  to  argument  as  to  its  real  meaning  and  as  to  the  importance,  with  respect 
to  non-obviousness,  of  the  difference  between  the  prior  art  reference  and  the 
patent  application. 

Therefore,  when  a  company  is  arguably  an  infringer  of  a  patent  pending  in  or 
recently  issued  by  the  Patent  Office,  it  wants  the  privilege  of  arguing  and  ex- 
plaining the  meaning  and  effect  of  the  prior  art  it  desires  to  assert. 

Accordingly,  the  public-with-an-interest,  the  potential  infringer,  will  not  cite 
the  prior  art  to  the  Patent  Office,  because  there  the  applicant  is  privileged  to 
argue  around  the  reference  without  this  company  being  given  a  chance  to  rebut 
the  argument. 

If  the  art  is  saved  and  asserted  in  Court  in  an  infringement  action,  the 
company  has  a  chance  to  get  full  mileage  out  of  the  teaching  of  the  prior  art 
reference. 

This  is  not  an  argument  for  permitting  potential  infringers  to  argue  prior  art 
to  the  Patent  Office.  If  foreign  practice  has  taught  us  anything,  it  is  that  op- 
positions of  this  nature  are  evil  things  and  neither  the  President's  Commission 
nor  S.  1042  suggests  an  idea  carrying  with  it  such  hideous  results. 

Rather,  this  is  an  argument  for  the  merit  of  present  practice  to  this  extent :  The 
public's  art,  which  the  examiner  cannot  tvith  liberal  searching  budget  find,  is  best 
presented  (as  under  present  Title  35  U.S.C.)  in  court  in  the  infringement  suits 
and  in  the  conference  room  during  license  or  suit  settlement  negotiations. 

And  the  S.  1042  proposal  to  solicit  ex  parte  citations  to  the  Patent  Office 
will  not  materially  affect  average  patent  quality  because  it  will  be  so  very  little 
used. 

But  as  elsewhere  developed,  the  proposal  Is  expensive  in  requiring  publication 
before  the  patent  issues,  and  a  delay  for  public  i-eadership  and  citation  of  art 
before  the  patent  issues. 

Why  not  issue  the  patent  as  promptly  as  the  examiner's  search  and  study  will 
permit,  and  permit  ex  parte  citation  of  art  after  the  patent  issues — do  it 
only  once  instead  of  twice  and  thereby  avoid  one  publication  and  one  reading 
by  the  public  and  avoid  6  months  delay  in  patent  issuance. 

The  underlying  idea  of  public  citation  of  art  is  not  evil ;  but  it  will  be  so  little 
used  that  it  should  be  adopted  only  if  the  expense  of  it  in  money,  and  more  im- 
portant, in  harrassment  of  the  small  inventor  and  in  delay  of  patent  issuance, 
can  be  kept  de  minimus — which  the  S.  1042  double-dip  approach  does  not  do. 

To  increase  the  quality  of  patents,  the  only  significant  thing  to  do  is  to  impi-ove 
the  examiner's  search — which  the  President's  Commission  recommended. 

This  costs  money  ^  for  a  liberal  Patent  Office  research  and  development  effort 
in  electronic  data  retrieval. 

This  costs  money  ^  in  better  facilities  and  salaries  for  more  examiners,  thereby 
to   attract  and  keep  better  examiners. 

This  costs  money ;  ^  but  it  is  the  only  way  that  is  likely  to  have  a  really 
important  effect.  It  is  essential,  as  the  President's  Commission  states  and  S.  1042 
impliedly  contemplates. 

All  the  rest  of  S.  1042's  proposals  to  this  end  are  by  comparison  of  de  minimis, 
microscopic,  practical  effect.  And  all  the  cost  of  administering  the  other  pro- 
posals, ought  really  be  put  into  that  effort,  for  that  is  the  one  from  which 
real-size  results  can  be  obtained. 


1  However,  the  amount  of  money  it  costs  is  on  the  order  of  .01 9o  of  the  nation's  private- 
capital  research  and  development  expenditures.  Let  us  not  let  this  dimunitive  tail  wag  the 
dog. 
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TOPIC    THREE  :    TO   BEDUCE   TIME   AND   EXPENSE 

My  third  topic  is  another  objective  recited  in  the  report  of  the  President's 
Commission  and  by  the  Administration  witnesses,  namely :  To  reduce  the  time 
and  expense  of  obtaining  and  protecting  a  patent. 

Obviously  again,  this  is  clearly  a  noble  objective.  But  does  S.  1042  succeed  on 
balance  of  its  more-expense  and  more-time  proposals  by  comparison  with  its 
other  proposals? 

The  view  of  a  considerable  majority  of  the  patent  bar  is  that  S.1042,  on 
balance,  will  increase  rather  than  decrease  the  cost  to  patent  applicants  and 
owners.  Further  it  will  increase  the  patent-related  cost  to  society. 

Thus,  this  objective  cannot  properly  be  used  in  support  of  S.  1042. 

This  judgment  of  the  bar  should  be  questioned,  because  it  is  not  unanimous 
and  it  is  based  on  a  lot  of  speculation.  But  at  least  it  is  speculation  by  those 
who  in  number  are  closest  to  the  problem. 

For  me,  personally,  I  assure  you  that  in  my  practice  I  will  charge  more  total 
money,  for  relatively  less  protection,  under  S.  1042  than  under  present  Title 
35  use 

It  would  take  days  adequately  to  explore  all  the  significant  pro-and-con  fea- 
tures of  cost  in  time  and  money  of  S.  1042  vs.  Title  35.  Let's  attempt  a  quick 
stab  at  it : 

Interferences,  which  affect  less  than  two  percent  of  all  applications,  are  pro- 
posed to  be  eliminated  both  because  they  are  expensive  and  because  they  affect 
so  few  patents,  and  with  little  if  any  regard  to  the  effect  which  confidence  in 
interference  practice  has  on  other  things  like  prompt  marketing  and  publication. 

Interferences  are  bona  fide  law  suits  involving  on  occasion  a  million  dollar 
property  right,  a  contest  between  two  or  more  people  who  claim  to  have  invented 
the  same  thing.  We  are  told  by  S.  1042  that  the  first  to  file  should  win  the  poten- 
tially  million-dollar  property   right. 

Is  this  not  like  saying  that  the  first  to  file  a  claim  in  case  of  an  automobile 
acident,  should  win  his  claim  just  because  he  is  first  to  file?  Not  quite  like,  but 
closer  than  S.  1042  admits. 

Why  not  award  the  patent  to  the  first  to  file,  in  the  first  instance?  That  will 
be  the  final  action  in  98%  of  the  cases.  But  why  not  permit  the  second  to  file 
his  application,  if  he  can  swear  his  invention  was  made  earlier  than  the  first-to- 
file"s  filing  date,  to  have  his  patent  also,  with  conditional  claims  therein  as  to 
the  subject  matter  not  patentably  distinguishing  the  first-to-file's  disclosure? 
Then  permit  the  second-to-file  to  press  an  interference  if  he  desires,  and  get  his 
claims  allowed  if  he  wins  the  interference ;  if  he  wins,  then  the  first-to-file  may 
reissue  his  patent  to  distinguish  the  subject  matter  awarded  to  the  second  to  file. 

By  this  procedure  we  issue  the  patent  promptly  and  without  delay  to  the  senior 
party— and  that  ends  the  issue  98%  of  the  time.  But  we  also  permit  the  junior 
party  to  assert  his  right  in  those  few  instances  where  he  thinks  the  issue  is  worth 
fighting  over.  By  this  procedure  each  party  tries  to  win  his  own  claims  in  the 
laliguage  he  drafts,  instead  of  trying  to  take  away  claims  the  other  party 
drafted ;  thereby  the  time  and  expense  of  the  motion  period  of  interferences  is 
cut  to  10%  of  present  practice. 

By  this  procedure,  we  retain  the  essential  merit,  the  equity,  of  permitting  liti- 
gants to  assert  their  rights,  without  delaying  issuance  of  patents,  and  without 
expen.se  to  anybody  other  than  a  litigant  who  has  enough  at  stake  to  justify  the 

law  suit. 

The  headache  of  interferences  is  cured,  without  the  radical  surgery  of  cut- 
ting off  the  head,  as  proposed  in  S.  1042. 

I  have  not  heard  any  administration  oflScial  or  President's  Commission  mem- 
ber attack  this  proposal  as  unreasonable,  though  I  have  communicated  to  the 
Oflace  of  Legislative  Planning  of  the  Patent  Office  and  to  some  members  of  the 
President's     Commission. 

Let  me  here  digress  for  a  moment. 

All  of  the  basic  philosophies  which  I  am  discussing  here  under  my  topics.  Two, 
Three  and  Four,  Five  and  Six  concern  principles  considered  and  acted  upon  now 
by  the  American  Bar  Association's  Patent  Section,  by  the  Americnn  Patent  Law 
Association,  and  by  the  Houston  Patent  Law  Association,  as  well  as  the  State 
Bar  of  Texas.  Likely  by  others  as  well  which  I  do  not  know  of. 

And  in  basic  principle,  all  of  these  associations  concur  in  most  of  what  I  am 
relating. 
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On  this  point  of  interference  practice,  the  detail  of  implementing  the  principle 
by  which  the  first  to  file  gets  his  patent,  and  the  scH,ond  man  keeps  his  right  to 
fight  for  his  patent,  is  differtMit  as  proposed  by  the  ABA  and  again  different  as 
proposed  by  the  Houston  i'atent  Law  Association  in  a  bill  introduced  by  Con- 
gressman Bush  and  Casey  just  this  week. 

I  muchly  like  the  proposal  I've  just  related.  But  its  difference  from  other  bar 
proposals  is  in  detail,  not  principle. 

By  this  procedure  coupled  with  a  preservation  of  the  "grace  period"  which 
S.  1042  also  expurgates  by  radical  unneeded  surgery,  we  can  preserve  to  the 
inventor  the  five  graces : 

(1)  Grace  to  make  a  physical  embodiment  of  his  invention,  before  he  must 
rush  himself  and  his  attorney  to  the  Patent  Office  with  half-baked  ideas. 

(2)  Grace  to  test  his  invention  experimentally,  before  he  is  forced  to  rush 
to  the  Patent  OflSce,  lest  his  right  be  lost  to  a  foreign  publication  a  day  before 
his  filing  on  his  still  untested  idea. 

(3)  Grace  to  modify  his  original  thought  to  render  the  first  erroneous 
thought  a  practical  one,  before  being  forced  to  race  to  the  Patent  OflSce  with 
multiple  filings  of  every  change  in  thought  as  it  occurs  over  the  months  of 
development  work. 

(4)  Grace  promptly  to  publish  invention,  without  regard  to  his  patent 
attorney's  backlog. 

(5)  Grace  to  try  out  his  invention  commercially  to  arrive  at  a  preferred 
embodiment — provided  he  gets  to  the  Patent  Office  within  a  year. 

Requiring  an  inventor  to  file  his  application  within  a  year  of  first  reduction 
to  practice,  or  publication,  instead  of  within  a  year  of  first  public  use  or 
publication,  might  be  beneficial  in  some  few  instances. 

But  preservation  of  those  five  graces,  for  a  limited  period,  is  equitable, 
reasonable  and  fair. 

To  eliminate  the  grace  period  and  interferences  and  thereby  to  eliminate  those 
five  graces,  is  a  step  forward,  only  ivlien  the  person  stepping  has  already  turned 
around  a)id  faecd  the  rear  and  all  those  who  lag  behind  hiut  in  technical 
development. 

The  value  of  these  graces  to  society,  to  inventors,  their  attorneys  and  the 
Patent  Office,  far  outweighs  the  cost  of  granting  the  equity  they  represent. 

But  my  theme  at  the  moment  is  supposed  to  be  cost,  and  that  it  is  best  to  "Do  it 
once,  and  do  it  right." 

Item :  S.  1042  provides  for  preliminary  applications  prior  to  invention  evalua- 
tion, development,  thought.  Thereafter  S.  1042  calls  for  complete  applications 
and  sometimes,  litigation  over  whether  they  are  supported  by  the  preliminary 
half-baked  expressions.  Our  foreign  filing  deadlines  for  complete  applications  run 
from  the  filing  date  of  the  half-baked  thought.  The  time  for  development  of 
the  parameters  of  the  invention,  the  critical  pressures,  times,  temperatures, 
mixes,  substitute  ingredients,  runs  from  the  half-baked  thought. 

So  here  8.  1042  suggests  a  do-it-twice,  and  do  it  wrong  (at  the  least  the  first 
time),  approach.  Does  S.  1042  repeat  that  error  any  place  else?  Yes. 

Item :  S.  1042  provides  for  a  public  citation  of  prior  art  after  allowance  of 
the  application  during  a  period  in  which  ALL  100  percent  of  patents  are  with- 
held from  issue — and  this  though  no  pertinent  controlling  art  is  expected  to  be 
filed  in  95  percent  of  the  cases.  Then  S.  1042  provides  for  a  further  public  cita- 
tion of  art  for  three  years  after  issue.  Wh.v  hold  up  the  allowance  of  all  100 
percent  of  patents,  for  public  citation  of  art  prior  to  issue,  if  we  are  also  going 
to  permit  public  citation  of  art  after  issue?  Why  not  do  it  once,  instead  of  twice. 

Item:  Then  S.  1042  provides  for  publication  of  all  applications  about  18  to 
24  months  after  filing,  without  any  editing  or  screening  whatsoever. 

If  we  issue  and  publish  interfering  patent  applications  as  above  proposed,  and 
issue  applications  on  appeal  to  the  courts  with  the  appealed  claims  conditionally 
appearing  therein,  we  can  get  publication  AFTER  ALLOWANCE  averaging 
about  24  months  on  present  workload  and  Patent  Office  budget. 

But  S.  1042  proposes  to  do  it  first,  and  do  it  wrong  with  no  editing-out  of  the 
trash  filings,  without  any  important  gain  in  publication  time. 

Then  S.  1042  suggests  we  publi.sh  again,  in  some  abbreviated  or  abstract  form 
presumably,  but  still  publish  again,  after  allowance  and  before  issue  of  the 
patent.  This  second  publication  of  already  published  nmterial  is  trash  in  the 
context  of  our  paper  explosion.  I.e.  it  adds  no  new  technology  to  publish  arts. 
86-218— 68— pt.  1 12 
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Then  S  1042  calls  for  another  full  publication  (and  presumably  another 
abstracted  publication  in  the  O.G.)  upon  issuance  of  the  patent,  creating  more 
trash  for  the  paper  explosion.  „      .   ^.  ^ 

If  the  trash  is  to  serve  a  purpose  its  merit  must  justify  the  cost  of  printing,  ot 
mailing,  of  storing  and  of  college-level  people  both  reading  it  and  classifying  it 

for  retrieval.  „  ^     .  ,       , 

Instead  of  four  publications,  one  without  any  editing  of  the  material,  why  not 
"Do  it  once,  and  do  it  right."  .    .       ^ 

I  submit  that  the  material  can  be  edited  by  patent  examiners  examining  for 
merit  and  then  publishing  only  allowed  patents  and  O.G.  abstracts  thereof,  for 
less  money  than  the  total  cost  to  society  of  repetitive  publication— particularly 
when  you  add  the  cost  to  society  of  college-level  people  Avho  must  read  all  the 
trash  publications  to  get  their  "notice"  value  from  them. 

Item  :  S.  1042  provides  for  Civil  Commissioners  in  patent  cases,  running  directly 
contrary  to  the  views  of  the  Judicial  Conference  which  recommends  a  single 
jud^e  for  all  facets  of  long  and  protracted  cases  such  as  patent  cases.  Who  must 
"paj^the  cost  of  the  Civil  Commissioner  who  sits  in  on  endless  days  of  depositions, 
and  examination  of  documents,  when  he  is  really  needed  only  now  and  again? 
Why  not  use  the  money  for  more  judges  so  we  can  get  the  now-and-again  dis- 
covery motions  heard  promptly  by  judges  who  will  try  our  cases? 

It  is  noteworthy  that  in  his  testimony  to  the  House  Committee,  even  the 
Commissioner  of  Patents  only  "hoped"  that  Civil  Commissioners  as  in  S.  1042 
would  be  helpful  on  balance.  As  against  so  thin  a  recommendation,  let  us  prefer 
the  view  of  the  Judicial  Conference. 

The  cost  savings  of  S.  1042  are  only  in  eliminating  priority  contests  such  as 
interferences — which  contests  are  expensive  but  affect  only  two  per  cent  or  so 
of  all  patents. 

But  the  expenses  in  money  (and  in  delay  of  patent  issuance  while  awaiting 
public  citation  of  prior  art),  affect  ALL  patents  and  society  through  the  burden 
S.  1042  gives  to  study  all  competitor's  unedited  trash  publications. 

The  net  change  by  S.  1042  over  present  Title  35,  is  toward  higher  costs. 

Here,  lest  I  mislead,  I  must  say  that  the  bar  associations  I  spoke  of,  are 
not  opposed  to  citation  of  art  to  the  Patent  Office — certainly  not  on  the  merits 
of  the  principle.  The  point  I  here  make  is  cost,  in  totality,  being  greater  under 
S.  1042  than  present  Title  35,  and  a  need  for  elimination  of  repetitive  publica- 
tions of  little  value. 

And  as  a  cure  for  defensive  application  problems,  the  State  Bar  of  Texas,  the 
American  Patent  Law  Association,  and  others,  favor  S.  3007  SSth  Congress  which 
Senator  McClellan  introduced  at  bar  request.  And  we  favor  it  in  spite  of  the  fact 
that  it  begets  a  little  publication  of  what  may  be  argued  as  trash  publication 
under  my  development  here. 

TOPIC  four:  speed  in  public  disclosure 

The  third  objective  expounded  by  the  President's  Commission  Report  and  the 
administration  witnesses,  is  "To  speed  the  public  disclosure  of  scientific  and 
technological  information." 

As  to  publication  of  technology,  the  theme  of  S.  1042  is  focused  erroneously 
narrowly.  It  presumes  that  the  only  important  publication  channels  and  only 
publication  motivations,  are  patents  per  se.  This  is  false.  And  S.  1042  errs  in 
forcing  patent  publication  at  the  expense  of  all  else  in  the  functioning  of  society 
under  present  Title  35  USC. 

Just  last  week  I  was  talking  to  a  Ph.  D.,  a  research  man  at  the  University  of 
Texas  Department  of  Chemical  Engineering.  In  the  academic  world,  I  was  in- 
formed, the  publication  prior  to  patent  application,  while  more  work  is  being 
done  in  development  with  aid  of  participation  of  students  and  other  Ph.  D.'s 
and  candidates  therefor,  is  the  everyday  common  rule,  not  the  exception. 

There  is  reliance  upon  this  fact :  Title  35  gives  them  a  year  in  which  to  file 
their  patent  applications,  and  they  find  benefit  in  using  it  following  their  publica- 
tions. 

Their  publications  in  technical  and  academic  journals  reach  the  readership 
important  for  future  developments,  much  more  so  than  patents  per  se.  and  more 
promptly  than  S.  1042  provides. 

For  the  sake  of  this  argument,  let  us  leave  out  miscellaneous  gadgetry  of  no 
significance  and  inventions  that  never  merit  any  market  acceptance — let  us  set 


175 

those  unimportant  inventions  aside.  Then  let  us  ask  what  percentage  of  the  sig- 
nificant inventions  are  used  publicly  or  published  in  one  form  or  another,  be- 
fore of  within  a  few  weeks  of  the  filing  of  applications  for  patent,  i.e.,  long  prior 
to  S.  1042's  requirements  of  publication  18  to  24  months  after  filing. 

Again  here  we  don't  have  any  reliable  facts.  Each  the  President's  Commis- 
sion and  the  Administration  have  relied  on  assumptions.  Permit  me  to  do  the 
same,  and  rely  on  assumptions  based  on  the  experience  of  our  office.  I  .suggest 
that  something  on  the  order  of  80%  or  90%  of  the  significant  inventions  are 
now  published  or  in  use  in  public,  under  present  Title  35,  earlier  than  the  patent 
publication  date  of  S.  1042:  i.e.,  slow  publication  is  not  a  significant  problem 
now.  And  more  prompt  patent  issuance  under  Title  35,  would  and  could  equal 
S.  1042's  planned  publication  schedule  of  patents. 

Farther,  as  to  many  of  those  that  are  not  so  published,  S.  1042  produces  a  re- 
verse effect,  an  incentive  to  keep  the  invention  secret.  For  example,  an  invention 
is  not  uncommonly  made  in  the  commercial  use  environment  of  an  oil  well  in- 
stallation or  the  factory  production  line,  where  at  its  very  conception  it  is  al- 
ready in  public  use.  S.  1042  cannot  speed  the  publication  of  such  invention ;  it 
only  denies  all  patent  protection  of  them  and  incites  the  inventor  to  keep  them 
as  secret  as  possible,  as  his  only  means  of  limited  protection. 

S.  1042  must  put  the  patent  lawyer  iu  the  pu1)lication-clearing-house  business. 
We  must  instruct  our  clients,  "Don't  publish  and  don't  use  until  you  first  get 
a  clearance  from  me  that  I've  got  the  application  on  file  and  a  receipt  from  the 
Patent  Office.  Don't  move  until  I  say  you  can,  and  for  sake  don't  de- 
posit your  Ph.  D  dissertation  in  the  University  librai'y  or  offer  to  sell  even  the 
experimental  specimen  of  your  new  invention,  until  the  invention  clears  the  six 
month  backlog  in  the  patent  lawyer's  office." 

By  erroneous  over- focus  on  the  patent  publication,  the  open-communication 
feature  of  the  present  system  is  lost  or  in  significant  part  destroyed  by  S.  1042. 

By  permitting  applications  for  patent  within  a  year  of  first  publication,  offer 
for  sale,  or  public  use,  you  encourage  an  early  first  publication  and  offer  for 
sale  and  public  use,  and  you  avoid  loss  of  all  those  patents  which  by  slip-up 
Avould  be  barred  by  the  rule  of  S.  1042. 

As  aforesaid,  if  we  issue  interfering  patents  promptly  with  conditional  claims 
in  the  .iunior  party's  patent,  and  issue  applications  on  appeal  with  conditional 
expression  the  claims  on  appeal,  we  can  average  now  under  Title  35,  publication 
within  about  24  months  of  filing,  after  allowance  and  proper  editing-out  of 
the  trash. 

In  this  context,  is  it  bad  to  indulge  the  equity  to  the  inventor,  of  letting  him 
know  pretty  well  w.hat  his  patent  protection  wi.ll  be,  before  he  is  forced  to  pub- 
lish, i.e.,  to  give  him  his  quid  of  protection  before  we  take  from  him  his  quo  of 
publication?  In  this  context,  clearly  we  can  afford  this  equity  to  him. 

And  we  can  save  a  lot  of  money  in  publication  expense,  mailing  expen.se, 
classification  expense,  reading  expense,  etc.,  at  the  same  time,  by  publishing 
once  and  publishing  right — after  examination  and  allowance  norma.lly  of  at 
least  the  nonquestionable  claims. 

TOPIC    FIVE  :    DEFERRED    EXAMIXATIOX 

The  concept  of  deferred  examination  is  subtle  in  its  mischief,  and  little  under- 
stood in  the  technical  community,  and  also  among  certain  bar  groups  whose 
experience  is  limited. 

I  will  file  in  a  week  or  so,  a  separate  paper  treating  of  deferred  examination 
more  completely.  I  hope  it  will  be  published  in  the  Congressional  Record  as  an 
addenda  to  these  present  remarks,  and  will  be  considered  by  each  of  the 
Committee. 

Suffice  here  to  hit  a  few  points  briefly. 

We  now  have,  on  average  of  all  patents,  a  two  and  a  half  year  deferred  exam- 
ination system,  the  2^/^  years  deferrenee  being  involuntarily  forced  upon  us  by 
virtue  of  the  Patent  Office  backlog.  It  seems  strange  indeed,  to  propose  as  a  cure 
for  the  evils  of  2V2  years  of  //(voluntary  deferred  examination,  an  additional 
voluntary  five  or  so  years  of  the  same  mischief. 

What  are  those  mischiefs?  They  are  all  of  the  mischiefs  of  the  French 
registration  system,  and  of  the  registration  system  tried  out  for  over  40  years 
in  the  United  States  and  rejected  by  the  Patent  Act  of  1836.  For  deferred  exam- 
ination is,  in  all  practical  effect,  a  registration  system  for  35  or  40%  of  the  net 
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life  of  the  patent.  dei>encling  upon  hoAv  long  the  examining  backlog  is  after  the  5 
years  of  deferrence.  And  it  is  during  this  first  35  or  40%  of  patent  life,  that 
most  of  the  licensing  and  litigation  occurs. 

The  United  States  bar  is  acquainted  with  the  registration  system  of  France, 
and  universally  condemns  it.  As  do  almost  all  industrial  nations. 

Patents  are  at  best  noses  of  putty.  Patent  applications  are  entii'e  bodies  of 
putty,  able  to  be  twisted  in  their  scope  and  coverage  in  often-times  extreme 
degree — at  least  until  there  has  been  restriction  by  the  examiner  and  quitclaim- 
ing by  applicant's  having  reframed  his  claims  in  the  light  of  prior  art  references. 

The  President's  Commission  and  P.  1042's  drafters  and  the  Commissioner  of 
Patents,  are  so  concerned  about  changing  patent  scope,  that  they  have  condemned 
broadened  reissues  of  patents,  even  though  reissue  procedure  is  protected  by 
the  rule  of  "intervening  rights" — that  a  person  who  prior  to  the  reLssue  makes 
an  invention  may  continue  to  use  it  without  liability  to  the  broadened  scope  of 
the  patent. 

But  under  deferred  examination,  under  this  s.vstem  of  registration-for-40%- 
of-the-patent-life,  all  the  evils  of  broadened  reissues  are  rigidly  built  in  for  7  or 
8  years  of  the  patent's  life — much  longer  than  under  Title  35  and  without  the 
protection  of  "intervening  rights." 

S.  1042  gives  to  the  Secretary  of  Commerce,  a  man  who  has  no  patent  exper- 
ience, the  right  to  determine  whether  to  initiate  deferred  examination  "if  the 
Secretary  determines  it  to  be  in  the  public  interest"  and  without  any  hearings, 
public  testimony,  or  the  like.  The  public  interest  is  for  the  Congress  to  determine, 
not  the  Secretary. 

The  Dutch  experiment  on  deferred  examination,  when  closely  scrutinized  must 
be  translated  from  the  Dutch  economic  context  to  ours.  In  Holland,  80%  of 
applications  are  from  foreign  sources  and  can  reasonalily  be  expected  to  be 
examined  in  foreign  countries  in  time  for  informed  abandonment  of  all  hope- 
less cases  before  the  deferred  Dutch  examination  occurs.  Even  so,  the  Dutch 
deferred  examining  load  appears  to  be  reduced  only  a  minor  amount,  and  other 
original  mischief  has  set  in  upon  the  Dutch  Patent  Office.  In  the  U.S.  nearly  80% 
of  the  applications  are  U.S.  applications,  and  less  than  2  or  3%  of  them  can 
reasonably  be  expected  to  be  examined  in  a  foreign  country  before  time  for 
deferred  examination  here. 

Deferred  examination  forces  all  kinds  of  weak  spots  into  the  patent  system, 
without  any  real  promise  of  any  net  advantage  in  exchange. 

The  State  Bar  of  Texas,  feels  strongly  that  there  should  be  no  deferred  exam- 
ination, standby  or  otherwise. 

TOPIC  SIX :  THE  president's  commission  has  proposed 

MANY   valuable    IMPROVEMENTS 

I  have  used  my  time,  .so  harshly  limited  for  so  many  many  subjects,  to  argue 
those  areas  of  disagreement  with  the  President's  Commission  and /or  S.  1042. 
But  let  it  be  also  understood  that  the  State  Bar  of  Texas  (and  the  other  bar  groups 
agreeing  with  it)  are  not  against  every  innovation  or  against  everything  the 
President's  Commission  has  recommended. 

The  bar  initiated  S.  3007  88th  Congress,  which  we  still  favor  as  an  improvement 
in  patent  law.  The  bar  initiated  a  bill  for  the  protection  of  ornamental  designs 
that  has  been  in  each  of  the  last  several  Congresses.  The  bar  initiated  the  present- 
ly pending  S.  1154  introduced  by  Senators  McClellan  and  Scott,  relating  to  imfalr 
competition  at  the  border  and  fringe  of  eac  h  the  patent  and  trademark  law. 

The  State  Bar  of  Texas  strongly  endorses  many  proposals  of  the  President's 
Commission. 

I  speak  particularly  to  Recommendation  XXII  by  the  President's  Commission, 
which  for  some  unsatisfactory  reason  is  not  in  S.  i042. 

The  boundary  between  patent  rights  to  exclude  others,  and  anti-trust  law  for- 
bidding monopolies,  is  a  muddy,  sticky  boundary  visited  upon  the  patentee  who 
seeks  reasonably  to  settle  law  suits  by  licensing,  to  supply  the  public  demand  by 
licensing  in  a  manner  that  does  not  put  the  patentee  out  of  business,  etc. 

Some  courts  have  gone  off  to  absurd  extremes  of  anti-patent  .iudgment,  by  giv- 
ing overly  literal  meaning  to  language  found  in  anti-trust  decisions. 

The  President's  Commission  in  Recommendation  XXII  sought  a  toner  on  the 
issue,  a  balance  wheel.  It  sought  not  to  re-define  the  law  in  detail,  but  to  give  to 
patent  licensing  the  "rule  of  reason"  applicable  in  other  anti-trust  cases,  in  just 
those  terms  "reasonable  under  the  circum.stances." 
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The  State  Bar  of  Texas  commends  to  the  Coii^^ress,  the  addition  of  this  con- 
cept to  any  patent  law  revision. 

There  are  many  other  good  things  in  the  report  of  the  President's  Commission, 
that  are  incorporated  in  S.  1042.  These  are  identified  in  the  attached  formal  reso- 
lution of  the  State  Bar  of  Texas.  1  shall  not  take  time  for  oral  discussion  of  them, 
since  on  them  we  seem  in  agreement  with  each  the  Commission  and  S.  1042. 

You  will  in  due  course,  hear  from  tlie  American  Patent  Law  Association,  which 
took  action  on  S.  1042  and  its  principles  only  last  week  in  Boston.  You  will  find 
that  Association  has  rejected  the  early  report  of  its  Special  Committee  which 
was  persuasive  to  the  President's  Commission,  and  has  in  most  of  the  fundamen- 
tal principles  acted  consistently  with  what  1  have  presented— against  first-to-lile 
and  against  deferred  examination. 

The  American  Bar  Patent  Section  acted  last  month  in  Washington,  and  it  too 
has  adopted  principles  in  general  consistent  with  what  I  have  expounded,  dif- 
fering in  minor  detail  of  implementation. 

Finally  I  will  mention  the  draft  patent  law  revision  bill  that  had  its  genesis 
in  a  special  committee  of  the  American  Bar  Association  that  was  appointed  be- 
fore the  President's  Commission  was  appointed.  That  bill  which  is  still  in  process 
of  further  revisions  in  drafting,  incorporates  at  least  the  essential  philosophy 
of  most  of  the  points  I  have  raised.  Neither  I  nor  the  State  Bar  of  Texas  can  give 
it  blanket  approval  now,  for  its  final  form  is  not  known  to  me  and  in  some  minor 
detail  I'd  like  to  change  it. 

But  I  commend  it  to  you  for  your  most  thorough  consideration  when  it  is 
made  available,  as  one  approach  at  improvement  in  the  patent  system,  without 
the  mischief  of  abandoning  interferences  and  going  to  first-to-file  system  .so 
thoroughly  disproven  in  certain  foreign  countries. 

You  will  also  find  that  the  Bush  and  Casey  patent  law  revision  bills,  which  were 
introduced  this  week  in  the  House  of  Repre.sentatives,  are  generally  consistent 
in  principle  with  these  views  I  have  expressed  here,  though  different  in  one  minor 
detail. 

Both  I,  and  the  State  Bar  of  Texas,  are  muchly  appreciative  of  the  privilege 
of  presenting  these  views,  and  participating  in  the  value-engineering  job  that 
must  be  done  on  all  patent  law  proposals. 

We  look  forward  to  giving  your  committee  every  aid  you  can  request  of  us, 
by  way  of  further  study  of  the  myriads  of  important  features  of  S.  1042  and  any 
other  patent  law  revision  effort. 

Resolution 

Be  it  resolved,  that  the  Board  of  Directors  of  the  State  Bar  of  Texas,  in  meet- 
ing assembled  and  after  advance  consideration  of  the  written  proposals  and  after 
oral  examination  of  representatives  of  the  Patent,  Trademark  and  Copyright 
Section,  believes  and  adopts  as  its  views  and  the  views  of  the  State  Bar  of  Texas, 
the  principles  as  follows  : 

commission's  recommendation  I 

"Prior  art  shall  comprise  any  information,  known  to  the  public,  or  made  avail- 
able to  the  public  by  means  of  disclosure  in  tangible  form  or  by  use  or  placing  ou 
sale,  anywhere  in  the  world,  prior  to  the  effective  filing  date  of  the  application. 

"A  disclosure  in  a  U.S.  patent  or  published  complete  application  shall  con- 
stitute prior  art  as  of  its  effective  (United  States  or  foreign)  filing  date." 

The  Commission's  report  discusses  five  effects  of  this  proposal,  and  we  shall 
take  them  up  seriatum  : 

(a)  Issue  of  patents  to  first  to  file,  elimination  of  interferences 

We  disapprove  the  Commission  proposal  to  eliminate  all  interferences  between 
multiple  applicants  for  patents  on  the  same  invention. 

In  lieu  thereof,  we  favor  issuance  of  patents  to  the  first  applicant  to  file  ap- 
plication for  patent  on  any  given  invention,  in  the  first  instance,  thereby  getting 
promptly  issued  what  usually  will  be  the  only  patent  on  the  subject  invention ; 
and  we  favor  other  improvements  in  interference  practice.  But  we  favor  leaving 
to  the  junior  applicant  the  burden  if  he  so  elects,  and  the  privilege,  of  precipi- 
tating an  interference  against  the  already  issued  patent. 

The  reasons  are  many  but  include  these  thoughts  : 

Basic  ju.stice  to  applicants  commands  that  a  race  of  the  mails  or  messengers 
or  typists,  be  not  the  basis  for  final  determination  of  what  may  be  million-dollar 
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property  rights.  No  demand  for  expediency  in  legal  administration,  should 
pervert  the  basic  concepts  of  justice  such  that  speed  of  messenger-foot  or  typing- 
hand  or  mail  determines  absolutely  the  property  rights  of  inventors. 

The  interferences  that  would  be  fought  under  such  a  modification  of  the 
present  rule  of  law  as  herein  recommended,  would  tend  significantly  to  be  inter- 
ferences where  important  rights  are  involved,  justifying  to  the  parties  and  to 
society's  general  concept  of  justice,  the  expense  in  time  and  money  of  those  inter- 
ference proceedings. 

The  Commission  proposal  is  radical  in  its  surgery  to  our  historic  concepts  ol 
equity,  beyond  any  present  need,  and  certainly  is  unnecessarily  radical  by  com- 
parison with  the  admitted  imperfections  of  the  proposal  to  issue  patents  to  the 
first  to  file,  subject  thereafter  to  interferences  precipitated  by  applicants. 

[Patent  Section  voted  94%  approval  of  this  statement.] 

(h)   Elimination  of  grace  period 

We  disapprove  the  Commission  proposal  to  eliminate  the  entirety  of  the  "grace 
period".  The  focus  of  our  disapproval  is  particularly  acute  as  to  uses  by  the 
inventor  or  those  deriving  from  him. 

A  publication  by  a  party  never  intending  to  offer  an  invention  to  the  public 
in  the  market,  one  day  prior  to  the  post  office  delivery  of  an  application  for 
patent  to  the  Patent  Office,  under  the  Commission  proposal  defeats  patent  pro- 
tection on  what  may  have  been  a  two  or  five  year  development  as  tremendous 
expense  and  personal  sacrifice. 

It  is  a  step  backward  in  justice  and  equity,  to  place  such  a  premium  on  the 
speed  of  the  inventor's  typist  or  messenger  to  the  Patent  Office. 

But  particularly  as  to  the  inventor's  own  work:  Many  inventions  can  be 
experimented  with,  can  be  tested,  only  in  the  open.  e.g..  only  in  oil  wells  from 
which  oil  will  be  produced  during  the  tests.  The  language  of  the  Commission's 
proposal  may  not  have  intended,  but  does  seem,  to  cut  off  the  patent  on  such 
an  invention,^  because  of  the  inventor's  own  experimental  work  in  the  development 
of  his  invention. 

Finally  in  these  necessarily  abbreviated  comments,  it  is  noted  that  the  Com- 
mission "proposal  is  an  anti-patent  proposal,  in  that  it  would  defeat  patents  on 
many  a  clearly  meritorious  invention.  And  to  the  extent  it  precludes  a  patent 
on  a"  meritorious  invention,  it  is  an  influence  toward  permanent  secrecy  of  the 
invention. 

To  the  extent  it  is  anti-patent,  it  is  against  the  incentive  of  the  patent  system 
to  produce  progress  of  the  useful  arts  and  is  against  the  equitable  concept  that 
an  inventor  should  be  given  property  rights  in  his  brain  child. 

The  grace  period  was  originally  developed  as  a  concept  of  equitable  juris- 
prudence, and  was  later  adopted  by  Congresses  who  recognized  its  equity.  It 
should  be  retained — particularly  as  regards  the  inventor's  own  prior  uses, 
publications  in  technical  journals,  and  the  like. 

It  is  noted,  however,  that  the  goal  partially  served  by  this  provision,  of 
eliminating  the  incentive  of  masses  of  government  and  major  corporate  "defen- 
sive" applications  for  patent,  is  a  goal  that  should  be  pursued  vigorously,  but  by 
means  other  than  elimination  of  the  grace  period.  See,  e.g.  S.  3007  McClellan, 
88th  Congress. 

[The  Patent  Section  voted  98%  approval  of  the  foregoing  statement]. 

(c)  Foreign  Icnowledge  use  and  sale  as  prior  art 

We  disapprove  the  Commission  proposal  to  make  legally  effective  prior  art 
out  of  foreign  knowledge,  use  or  sale,  in  the  absence  of  publication,  or  of 
importation  and  public  use  into  the  United  States. 

We  think  reasonably  equitable  incentive  to  research  and  develop  is  good  public 
policy.  We  submit  it  "should  be  a  purpose  of  the  patent  system,  to  reward  an 
inventor  who  produces  for  United  States  citizens,  an  invention  previously  made 
in  Russia  or  Upper  Mongolia  but  which  has  not  gained  such  public  recognition 
or  public  availability  as  to  have  been  either  disclosed  in  a  publication  or  imported 
into  and  publicly  used  in  the  United  States.  A  prior  foreign  u.se  which  is  still 
effectively  .secret  from  the  United  States,  should  not  bar  a  United  Sts-.tes  patent. 

De  minimis  are  those  instances  in  which  prior  foreign  knowledge  use  or  sale 
which  have  not  also  reached  the  state  of  publication  or  of  importation  into  and 
public  use  in  the  United  States,  are  prior  art  rqtiitahly  applicable  to  preclude 
a  United  States  patent. 
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It  is  more  anomalous  bwause  of  knowledge  not  rpasonably  available  in  this 
country  to  deny  a  patent  from  our  fellow  citizen  who  has  invested  his  sweat  and 
worth  to  brinji  forth  an  invention  that  has  never  been  published  anywhere  nor 
otherwise  made  iivailable  to  our  citizens,  than  to  draw  a  line  at  the  borders  of  the 
United  States  and  say  that  to  be  "prior  art"  knowledjie  from  across  that  line  must 
either  reach  the  published  form  or  be  imported  into  the  United  States  in  physical 
form. 

Afe'ain,  it  is  noted,  that  the  Commission  proposal  is,  to  an  extent,  an  anti- 
patent  proposal.  To  the  extent  it  prevents  rewards  for  research  and  development, 
it  discourases  the  private  sector  of  our  economy  from  work  there  and  relej^ates 
the  econcimy  more  and  more  to  government  tinanced  research  and  development. 

Also,  we  "note  that  one  of  the  Commission's  stated  premises  is  flat  wrong.  The 
Commission  recites  that  this  proposal  is  a  "step  toward  conformity  with  Euro- 
pean patent  laws."  But  nine  European  nations  (not  to  mention  .Japan,  South 
Africa.  Australia,  etc.)  all  have  law  on  this  point  like  the  U.S.  law  that  foreign 
public  use  is  not  prior  art.  It  is  the  Commission's  proposal,  not  U.S.  law,  that 
lacks  conformity  with  the  majority  of  advanced  nations  of  Europe  and  the  world. 

Finally  we  point  out  that  the  expense  of  search  for  and  proof  of  foreign  public 
uses,  gives  a  major  advantage  to  large  corporate  defendants  which  advantage  is 
derived  from  money  alone. 

[The  Patent  Section  vote:  88%  approval  of  this  statement.] 

( d )  Revision  of  criteria  as  to  form  of  prior  art 

We  approve  the  Commission  proposal  that  "printing"  be  no  longer  a  necessity 
for  a  publication  to  constitute  prior  art.  and  that  any  information  made  avail- 
able to  the  public  in  tangible  (non-oral)  form,  prior  to  the  effective  date  of  an 
application,  should  serve  as  prior  art. 

This  approval,  however,  is  subject  to  these  provisos  inherent  in  other  parts 
of  this  instrument:  That  foreign  art  not  reduced  to  written-published  form  shimld 
not  be  prior  art  and  that  the  grace  period  should  be  preserved,  particularly  with 
regard  to  acts  by  the  inventor  and  those  deriving  from  him  as  well  as  witli  re- 
gard to  other  prior  art. 

[The  Patent  Section  vote  :  94%  approving  the  foregoing  statement.] 

(e)  Effective  date  of  reference 

We  favor  the  Commission  proposal  that  a  disclosure  in  a  U.S.  patent  or 
published  complete  application  shall  constitute  prior  art  as  of  its  effective 
(United  States  or  foreign)  filing  date,  for  all  purposes. 

[The  Patent  Section  vote :  94%  approving  the  foregoing  principle.] 

commission's  EECOMMENDATION  II 

The  Commission's  Recommendation  II  reads : 

"A  preliminary  application  may  be  used  to  secure  a  filing  date  for  all  fea- 
tures of  an  invention  disclosed  therein,  if  the  disclosure  subsequently  appears 
in  a  complete  application.  Requirements  as  to  form  shall  be  minimal  and  claims 
need  not  be  included. 

"One  or  more  preliminary  applications  may  be  consolidated  into  one  complete 
application  filed  within  twelve  months  of  the  earliest  preliminary  or  foreign 
application  relied  on." 

If  a  grace  period  of  at  least  the  order  of  the  present  one  year  is  not  preserved 
as  we  recommend,  then  we  favor  the  above  Commission  Recommendation  II. 

If  any  proposal  to  grant  patents  to  the  first  applicant  to  file  is  adopted,  we 
favor  Commission  Recommendation  II. 

If  present  interference  practice  and  grace  period  practice  is  retained,  we 
by  clear  majority  though  not  unanimously,  di-sapprove  Recommendation  II  as 
being  administratively  too  expensive  for  any  purpose  then  served  by  the  recom- 
mendation. 

However,  the  whole  concept  is  burdened  with  several  hidden  booby  traps. 
E.g.,  the  Commission  suggests  that  non-lawyers  may  file  such  disclosures  but 
suggests  no  solution  to  problems  of  disconformity  of  foreign  applications  based 
thereon. 

And  this  recommendation  coupled  with  others,  has  the  effect  of  forcing  in- 
vention development  and  the  filing  of  complete  U.S.  and  foreign  applications  all 
within  one  year  of  conception — a  burden  we  view  as  impractical,  unreasonable 
and  not  necessary  to  any  public  purpose. 
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[Patent  Section  vote:  88%  approving  the  foregoing  statement.  But  of  the 
dissenters  6%  expressed  a  more  violent  disagreement  with  the  President's  Com- 
mission recommendation  than  the  foregoing  statement,  i.e.  expressed  opposi- 
tion to  preliminary  applications  irhethcr  or  not  interferences  and  grace  period 
are  eliminated.] 

commission's  recommend ATION  III 

If  the  grace  period  is  eliminated  as  elsewhere  recommended  by  the  Com- 
mission, then  we  favor  the  entirety  of  the  Commission's  Recommendation  III 
which  reads : 

"Prior  art  shall  not  include,  as  to  the  inventor  concerned,  disclosures  of  an  in- 
vention resulting  from : 

(1)  A  display  in  an  official  or  officially  recognized  international  exhibi- 
tion ;  or 

(2)  An  unauthorized  public  divulgation  of  information  derived  from  the 
inventor : 

As  provided  below  [in  the  Commission  Report]." 

However,  if  the  grace  period  is  retained  as  herein  recommended,  we  disapprove 
the  second  numbered  sentence  of  the  Commission  Recommendation  III  for  this 
reason :  The  grace  period  itself  is  all  the  protection  needed  with  respect  to  art 
derived  from  the  inventor. 

[Patent  Section  vote :  96%  approving  this  statement] 

COMMISSION    RECOMMENDATION    IV 

"The  classes  of  patentable  subject  matter  shall  continue  as  at  pi-esent,  except : 

(1)  All  provisions  in  the  patent  statute  for  design  patents  shall  be  deleted, 
and  another  form  of  protection  provided. 

(2)  All  provisions  in  the  patent  statute  for  plant  patents  shall  be  deleted, 
and  another  form  of  protection  provided. 

(3)  A  series  of  instructions  which  control  or  condition  the  operation  of  a 
data  processing  machine,  generally  referred  to  as  a  "program",  shall  not  be 
considered  patentable  regardless  of  whether  the  program  is  claimed  as:  (a) 
an  article,  (b)  a  process  described  in  terms  of  the  operations  performed  by 
a  machine  pursuant  to  a  program,  or  (c)  one  or  more  machine  configurations 
established  by  a  program." 

(1)  Design  patents 

We  approve  the  recommendation  eliminating  the  protection  of  designs  by  the 
present  system  of  design  patents,  but  only  when  the  recommended  alternative 
form  of  protection  is  a  concurrent  and  simultaneous  part  of  the  elimination  of 
present  design  protection. 

[Patent  Section  vote:  90%  approval.] 

(2)  Plant  patents 

While  we  do  not  deny  need  for  further  study  and  a  need  for  statutory  revision 
in  the  area,  we  disapprove  the  Commission  recommendation  of  abolition  of  plant 
patents. 

Rather  we  recommend  that  under  the  basic  theory  of  the  patent  law  (or 
perhaps  the  copyright  law's  variation  on  the  same  theme)  the  protection  of  plant 
patents  should  be  extended  to  all  biological  arts,  including  paticularly  the  micro- 
biology arts  so  critical  to  pharmaceutical  work  and  portions  of  which  are  outside 
present  protection. 

If  the  incentives  of  the  patent  system  are,  as  the  Commission  notes,  effective 
to  obtain  commitment  of  private  capital  to  research  in  other  technical  arts  such 
as  chemistry,  it  follows  that  these  same  incentives  will  also  be  effective  in  ap- 
plication to  microbiology,  portions  of  which  (bacteria  for  example)  are  now  out- 
side the  area  of  available  protection. 

The  Commission  has  apparently  placed  much  too  much  focus  on  a  single  plant 
patent  examiner's  alleged  failure  to  examine  for  obviousness.  His  failui*e  to  so 
examine  is  no  excuse  for  throwing  out  the  system,  but  prima  facie  it  might  be  a 
ground  for  disciplining  the  examiner. 

More  significant,  in  almost  all  i)hint  patent  areas  we  find  that :  Mere  distinctive 
novelty,  by  flie  unpredictable  nature  of  biological  arts  is  inherently  its  own  proof 
of  nonobviousness,  fully  justifying  an  examiner  in  not  looldng  furtlicr  when  once 
he  finds  biologically  distinctive  novelty.  On  the  other  hand  sonu'  few  plant  in- 
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novations  are  obvious  to  those  skilled  in  the  art,  making  the  retention  of  the 
non-obviousness  test,  an  important  concept  at  least  in  connection  with  sexually 
reproduced  plants. 

We  know  of  no  evidence  that  the  plant  patent  system,  restricted  as  it  is  to 
asesually  reproduced  plants,  has  not  worked  in  its  limited  area  essentially  as 
well  as  in  other  areas. 

Thus,  while  urging  further  study  of  the  area  and  expansion  of  the  system  to  all 
biological  arts  with  such  refinement  as  may  be  proven  desirable,  we  cannot  ap- 
prove the  Commission  recommendation  to  abolish  plant  patents — at  least  not  un- 
til we  see  the  alternative  form  of  protection. 

[Patent  Section  vote :  92%  approval.] 

(3)  Computer  programs 

Concerning  computer  programs  we  feel  strongly  the  following : 

The  Commission's  reference  to  copyright  protection  of  computer  programs  Is 
misleading,  for  such  form  of  protection  is  ineffective  for  reasonable  conunercial 
purposes  in  the  context  of  the  forms  of  commerce  that  exist  in  such  programs. 

The  Commission's  comment  concerning  development  of  computer  programs  in 
the  past  is  misleading,  because  such  development  has  been  largely  financed  by  the 
computer-hardware  industry  and  thus  has  been  indirectly  financed  by  the  motiva- 
tion to  sell  largely-patented  computer  hardware. 

But  the  present  status  of  the  industry  is  such  as  to  command  more  and  more^ 
the  energy,  time,  and  money  of  persons  engaged  only  in  the  creation  of  "computer 
software"  i.e.  computer  programs  and  the  incentives  of  the  patent  system  should 
be  provided  to  such  persons. 

Further,  it  is  equitably  sound  to  protect  such  persons  in  the  work-product  of 
their  brains,  as  much  so  as  to  protect  those  who  design  the  hardware. 

We  do  not  believe  that  society  or  its  members  now  have  enough  experience 
with  computer  "software"  to  know  positively  what  should  be  done  with  respect 
to  protection  thereof;  but  we  do  feel  strongly  that  any  statutory  negativing  of 
patent-type  protection  of  programs  as  a  class,  is  wrong. 

We  strongly  favor  letting  the  law  of  patent  protection  of  programs  develop 
on  a  case  by  case  basis  both  within  the  Patent  Ofiice  and  the  courts,  for  at 
least  some  years  to  come.  This  is  surely  the  most  likely  approach  at  an  ultimate 
sound  solution  to  this  difficult  problem.  It  does  not  risk  a  major  loss  resulting 
from  an  obstructive  statute  drawn  in  ignorance  now  common  to  all  society, 
on  this  issue  of  how  best  to  protect  computer  programs. 

[Patent  Section  vote:  92%  approval  of  this  statement] 

COMMISSION   RECOMMEXDATION    V 

The  Commission  has  recommended : 

(1)  Either  the  inventor  or  assignee  may  file  and  sign  both  the  preliminary 
and  complete  applications.  Any  application  filed  by  the  assignee  shall  in- 
clude a  declaration  of  ownership  at  the  time  of  filing  and,  prior  to  publica- 
tion of  the  application,  shall  include  a  declaration  of  originality  by  the 
inventor  and  evidence  of  a  recorded  specific  assignment. 

(2)  Every  application  shall  include,  at  the  time  of  filing,  the  name  of 
each  person  believed  to  have  made  an  inventive  contribution. 

(3)  Omission  of  an  inventor's  name  or  inclusion  of  the  name  of  a  person 
not  an  inventor,  without  deceptive  intent,  shall  not  affect  validity,  and 
can  be  corrected  at  and  time." 

We  approve  this  recommendation.  It  is  consistent  with  previously  expressed 
views  of  various  bar  groups. 

Further  in  a  similar  vein,  we  submit  that  the  statute  should  be  amended 
expressly  to  recite  that  different  inventorship  of  the  subject  matter  of  different 
claims  of  the  same  patent,  shall  not  invalidate  the  patent  or  any  claims  thereof, 
the  claims  being  otherwise  properly  joined  in  a  single  patent. 

[Patent  Section  vote:  98%  approval.] 

RECOMMENDATION   VI 

The  Commission  Recommendation  VI  reads : 

"Claim  for  a  priority  date  must  be  made  when  a  complete  application  is 
filed." 

We  approve  the  recommendation.    [Patent   Section   vote:   92%    approval]. 
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COMMISSIOJS'    RECOMMENDATION   VII 

The  Commission  Recommendation  VII  reads: 

"Publication  of  a  pending  application  shall  occur  eighteen  to  twenty-four 
months  after  its  earliest  effective  filing  date,  or  promptly  after  allowance  or 
appeal,  which  ever  comes  first." 

"An  applicant,  for  any  reason,  may  request  eai'lier  publication  of  his  pending 
complete  application. 

"An  application  shall  be  'republished'  promptly  after  allowance  or  appeal 
subsequent  to  initial  publication,  and  again  upon  issuance  as  a  patent,  to  the 
extent  needed  to  update  the  initially  published  application  and  give  notice 
of  its  status." 

Assuming  for  this  statement,  no  deferred  examination  of  applications,  we 
favor  an  applicant's  right  to  learn  what  protection  is  being  allowed  him  by 
the  Patent  Office  before  forcing  publication  of  his  invention.  Accordingly  we 
disapprove  the  Commission's  recommendation. 

We  note  that  if,  as  hereinabove  suggested,  a  patent  is  issued  as  between 
interfering  applications  to  the  first  to  file,  with  any  interference  following 
thereafter,  and  if  the  Patent  Office  continues  its  recent  level  of  work,  essentially 
all  applications  will  normally  be  published  after  allon-ance  within  roughly 
twenty-four  months;  the  degree  of  non-accompli.shment  of  this  goal  will  be 
small  indeed. 

An  unstated  premise  that  seems  to  be  fundamental  to  several  Commission 
proposals  including  this  one,  is  that  delay  in  issuance  of  patents,  results  in  delay 
of  publication  of  technology  and  hence  inhibits  technological  advancement. 
We  believe  this  premise  to  be  erroneous  for  the  most  part,  though  admittedly 
not  totally  so. 

We  believe  that  in  reliance  upon  the  right  to  win  interferences  and  to  file 
applications  within  a  reasonable  time  after  publication,  most  important  scien- 
tific advancements  are  rushed  to  publication  in  technical  journals  and  are  de- 
livered as  papers  at  technical  institutes,  long  before  any  patent's  possible  issue 
or  publication,  and  often  even  before  an  application  is  filed. 

To  eliminate  the  protections  against  loss-of-patent-right-hy-early-publication. 
contrary  to  Commission  assumption  is  likely  to  delay  publication  in  industrial 
circles  while  the  subject  matter  clears  the  backlog  in  the  engineering  depart- 
ment and  the  patent  attorney's  office.  It  is  also  certain  to  encourage  trade  secrecy 
of  processes  of  uncertain  patentability. 

Patent  publication  date  is  not  nearly  so  important  as  tcchvoloffii  publication 
date.  And  the  present  system  gets  most  important  new  technology  published 
long  prior  to  18  months  after  patent  application  filinsc  dates. 

We  note  that  the  Commission  proposal  calls  for  publication  of  all  non-allowed 
applications  for  patent,  and  for  duplicitons  publication  of  many  allowed  applica- 
tions for  patent.  The  expense  of  this  publication  endeavor,  plus  the  expense  of 
then  keeping  copies  of  it.  indexing  it  for  use.  etc.,  seems  to  us  to  be  entirely 
out  of  proportion  to  the  likely  benefit  of  publication  of  abandoned  and  otherwise 
non-allowed  applications  and  of  duplicitons  publication  of  allowed  applications. 
In  time  of  what  has  been  referred  to  as  a  "paper  explosion"  a  law  enlarging 
that  explosion  should  be  enacted  only  if  important  benefits  are  gained  thereby. 

However,  favoring  as  we  do.  the  elimination  of  incentive  for  prosecution  of  so- 
called  "defensive"  patent  applications,  including  the  volume  of  applications  filed 
by  the  government  or  its  contractors  at  government  request,  we  would  favor 
publication  at  the  request  of  applicants  who  elect  not  to  prosecute  their  applica- 
tion, with  interference  rights  to  be  afforded  such  published  applications  to  the 
same  extent  as  other  applications  prosecuted  to  allowance.  See,  e.g.  S.  3007 
McClellan.  8Sth  Congress. 

[Patent  Section  vote  :  88%  approval  of  the  statement.] 

COMMISSION    REC0MMEND.\TI0N    VIII 

"T'nless  a  later  filed  application  is  : 

fl)  A  continuation  application  and  is  filed  before  the  occurrence  of  any 
of  the  following  events:  fa)  the  abandonment  of.  (b)  the  allowance  of  all 
pending  claims  in,  or  (c)  the  filing  of  an  appeal  to  the  Board  of  Appeals 
as  to  any  claim  in.  the  original  ])arent  application  ;  or 

(2)  A  continuation-in-part  application  and  is  filtnl  before  the  publication 
of  any  of  its  parent  applications  :  or 
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(3)   A  divisional  applitation  filed  (a)  on  one  of  the  inventions  indif  ated  to 
be  divisible  in  a  restriction  requirement  and  is  filed  durinj;  the  pendency 
of  the  application  in  which  the  restriction  was  first  required,  or  (b)  during 
the  pendency  of  the  orisinal  parent  application  ; 
"The  later  filed  application  shall  not  be  entitled  to  the  effective  filing  date  of  a 
parent  application  for  matter  disclosed  in  the  parent,  and  the  parent.  If  pub- 
lished, shall  constitute  prior  art  against  the  later  filed  application." 

We  disapprove  the  entirety  of  this  proposal,  insofar  as  it  departs  from  present 
practice. 

The  Commission  does  not  negate  the  critical  need  for  continuation  practice, 
but  would  silently  throw  out  the  merit  of  this  practice  because  of  some  abuses- 
would  outlaw  such  a  valuable  tool  as  a  knife  because  it  can  be  used  for  destruc- 
tive purposes. 

A  perhaps  better  cure  is  to  make  special,  all  applications  based  on  any  priority 
date  more  than  three  years  old,  requiring  of  Patent  Office  and  applicant  alike, 
responses  within  two 'weeks  plus  mail  time  and  "hardship"  time,  and  if  an 
application  reaches  four  years  of  age  subsecpient  to  any  claimed  priority  date, 
requiring  prosecution  to  disposition  in  one  continuous  sitting  with  the  examiner. 
Such  a  procedure  supported  by  adequate  Patent  Office  staff,  would  take  the 
incentive  out  of  abuses  of  continuation  practice  w^hile  preserving  the  merit  of 
such  practice  with  only  minor  burden.  And  it  requires  no  change  in  the  statute ; 
the  Commissioner  can  himself  implement  the  program  under  present  law. 

If  Commission  Recommendation  XVIII  is  adopted,  limiting  patent  life  to 
twenty  years  from  the  filing  date,  the  bulk  of  the  mischief  to  which  Recommenda- 
tion Vlil  is  directed  is  cured  without  destroying  also  the  valuable  merit  of  the 
present  continuation-in-part  practice  with  respect  to  continuously  developing 
inventions,  and  other  circumstances  where  the  present  practice  is  important,  to 
justice  and  equity.  Thus,  Recommendation  VIII  plus  XVIII  constitute  "overkill" 
of  what  is  only  a  moderate  problem  at  most. 

Most  particularly,  publication  of  parent  application  subject  matter  (if  enacted) 
should  not  bar  the  same  inventor  in  solicitation  of  protection  on  related  subject 
matter  arising  out  of  continuity  of  his  development  effort  and  which  may  properly 
be  includible  in  a  continuation-in-part  application. 

Definition  of  intellectual  type  properties  for  the  protection  thereof,  is  at  best 
difficult  and  often  beyond  the  capacity  of  members  of  our  patent  bar  on  a  first 
effort  with  many  references  not  before  them.  The  latitudes  of  present  continuation 
practice,  in  this  context  and  in  the  context  of  imperfection  of  Patent  Examiner 
performance,  and  in  the  context  of  patent-life-limitation-to-twenty-years  from 
filing  date,  are  desirable  and  should  be  retained. 

[Patent  Section  vote  :  90%  approval  of  the  foregoing  statement.] 

COMMISSION  RECOMENDATIOX  IX 

The  Commission's  Recommendation  IX  reads  : 

"Standby  statutory  authority  should  be  provided  for  optional  deferred  exami- 
nation." 

We  oppose  deferred  examination,  on  the  basis  of  all  present  information 
available. 

We  oppose  standby  authority  to  do  something  we  oppose. 

AVe  have  two  experiments  in  deferred  examination  now  progressing  in  Europe. 
It  will  take  three  more  years  to  get  a  good  reading  upon  their  desirable  affects 
upon  Patent  Office  work  load— let's  not  move  before  the  experience  rating  is 
available  from  experiments  in  progress. 

More  important,  the  experience  with  deferred  examination  in  Holland  and 
Germanv  is  not  likely  to  be  meaningful  to  American  industry's  difficulty  in 
determining  infringement  issues  with  respect  to  publish  applications  subject  to 
deferred  examination. 

It  is  a  common  experience  that,  four  years  after  an  application  is  filed— and 
normally  issued— a  company  desires  to  build  a  million  dollar  plant.  With  any 
form  of  deferred  examination,  the  company  must  then  seek  examination  which 
may  thereafter  take  two  to  four  years,  of  several  pending  deferred  applications 
owned  by  other  parties,  whose  likely  coverage  would  be  infringed  by  the  new 
million  dollar  plant. 

The  problem  of  delay  in  knowing  the  exact  coverage  of  other  person  s  patents, 
when  deciding  upon  new  products  and  new  plants  is  more  acute  than  the  Patent 
Office  backlog  per  se  or  delay  in  publication  of  technology.  Any  form  of  dehiyed 
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examination  compounds  this  problem  many  fold,  and  forces  risks  of  major  in- 
fringements or  delay  through  market  seasons  in  deciding  what  products  or  plants 

to  build.  .       ,      ^     ,      ,,  ■     ^1,  J.  -4-  • 

Moreover,  a  delayed  examination  is  a  "hiding  m  the  bushes  m  that  it  is 
waiting  to  see  whether  somebody  else  uses  an  invention  in  a  big  way,  before 
decision  to  prosecute  the  application.  —And  with  benefit  of  the  accused  structure 
in  front  of  him,  any  patent  solicitor  can  very  often  revisualize  his  invention  and 
re-define  it  to  cover  commercial  structures  which  would  not  have  been  covered 
had  the  application  been  solicited  on  the  inventor's  concept  rather  than  the  com- 
petitor's commercial  structure. 

If  (as  the  Commission  argues  in  its  Recommendation  XVI)  there  is  any  merit 
to  precluding  the  broadening  of  patents  in  re-issues,  there  is  merit  in  preventing 
the  broadening  of  applications  for  patent  through  the  device  of  deferring  exam- 
ination until  you  see  what  the  competitor  is  building.  The  essence  of  the  concept 
of  "intervening  rights",  an  equitable  theory  of  total  uniformity  of  acceptance  m 
our  courts,  is  frustrated  by  deferring  examination  until  after  the  competitor's 
product  is  in  production. 

Excepting  as  applied  to  the  government  and  other  defensive  applications  for 
patent,  deferred  examination  is  fraught  with  mischief  in  exchange  for  speculative 
and  insignificant  real  benefit.  And  other  cures  for  the  defensive  application  situa- 
tion, without  appurtenant  mischief,  are  available,  one  of  them  being  elsewhere 
herein  suggested. 

We  disapprove  any  form  presenting  known  to  us,  of  deferred  examination. 

[Patent  Section  vote:  90%  approving  the  above  statement.] 

COMMISSION  RECOMMENDATION  X 

"The  applicant  shall  have  the  burden  of  persuading  the  Patent  Office  that  a 
claim  is  patentable." 

We  disapprove  this  recommendation. 

Patentability  is  an  issue  turning  upon  many  factors,  some  of  which  are  as  a 
matter  of  mechanics  and  timing  simply  not  presentable  to  the  Patent  Examiner. 

For  example,  a  patent  examiner  cannot  himself  either  experiment  with  the  in- 
vention or  prior  art  or  hear  live  testimony  or  cross-examine  experts  who  have, 
thereby  to  gain  accurate  feel  for  the  art.  And  at  time  of  prosecution,  an  inventor 
often  has  no  access  to  proof  that  other  researchers  tried  but  failed  to  effect 
the  same  invention.  This  and  other  'such  evidence  for  patentability  being  unavail- 
able to  an  examiner,  uncertain  doubts  should  not  justify  his  denying  an  applica- 
tion for  patent. 

Patentability  is  normally  a  gray  rather  than  black-and-white  issue ;  and  rea- 
sonable men  often  differ  as  to  important  invention's  patentability — and  this  in- 
cludes examiners. 

Patents,  by  and  large,  are  good  things  for  society  in  inciting  market  develop- 
ment (and  hence  availability  to  the  public)  of  inventions  of  all  sorts;  and  pat- 
ents are  equitahle  to  those  whose  brainwork  produced  the  subject  matter  covered 
thereby. 

If  there  is  doubt  as  to  whether  the  novelty  is  a  significant  unobvious  advance- 
ment in  the  art,  then  tlie  public's  interest  in  the  disclosure  is  equally  in  doubt — 
and  allowance  gains  publication  for  the  public  benefit  rather  than  relegation  to 
the  scrap  heap,  while  still  affording  defendants  their  day  in  court  to  preclude 
gross  injustice  by  any  error. 

Accordingly,  if  the  applicant  carries  the  persuasion  to  the  point  the  examiner 
considers  to  be  a  tie.  50%  of  the  issue,  it  is  reasonable  that  he  be  given  his  pat- 
ent— subject  of  course  to  an  infringer's  right  to  reverse  that  conclusion  by  evi- 
dence or  persuasion  in  court. 

It  is  our  recommendation  that  the  Patent  Office  practice  should  be  to  the  effect : 
In  proceedings  before  the  Patent  Office,  wherein  the  claimed  invention  differs  at 
least  somewhat  from  the  prior  art.  reasonable  doubt  as  to  obviousness  of  the 
invention  shall  be  resolved  in  favor  of  the  applicant. 

[Patent  Section  vote  :  88%;  approval  of  the  foregoing  statement.] 

COMMMISSION  RECOMMENDATION   XI 

"The  Patent  Office  shall  consider  all  patents  or  publications,  the  pertinency 
of  which  is  explained  in  writing,  cited  against  an  application  anytime  until  six 
months  after  tlie  publication  wliicli  gives  iiolice  (!in(    (he  ;iiiplic;u  i(i;i  has  been 
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allowed  or  appealed  to  the  Board  of  Appeals.  If  the  Patent  Office,  after  the  cita- 
tion period,  determines  that  a  claim  should  not  be,  or  have  been,  allowed,  the 
applicant  shall  be  notified  and  given  an  opportunity  ex  i)arte  both  to  rebut  the 
determination  and  to  narrow  the  scope  of  the  claim.  The  identity  of  the  party 
citing  references  shall  be  maintained  in  confidence. 

"Public  use  proceedings,  as  at  present,  may  be  instituted  during  the  citation 
period." 

We  oppose  publication  prior  to  allowance  of  an  application  for  patent;  but 
if  there  is  to  be  such  publication  we  approve  the  first  paragraph  of  the  recom- 
mendation, recommending  however  that  the  applicant  contemporaneously  be 
given  a  copy  of  every  citation  of  art  to  the  examiner,  or  writing  with  respect 
thereto. 

As  regards  public  use  proceedings,  however,  we  disapprove  for  the  reasons 
urged  by  the  Commission  itself  in  support  of  the  proposals  for  elimination  of 
interferences,  elimination  of  grace  period,  and  deferred  examination. 

Public  use  proceedings  are  a  form  of  opposition.  They  are  exi>ensive  and 
burdensome  upon  the  applicant  at  a  time  when  the  real  commercial  significance 
of  the  invention  is  often  still  not  determined.  They  cause  lengthy  delay  in  issu- 
ance of  patents,  and  burdens  upon  the  Patent  Office  w^ork  load.  In  the  context 
of  publication  of  applications,  they  afford  the  monied-corporation  a  convenient 
tool  for  harassment  and  delay  of  issuance  of  a  patent  until  they  can  design 
around  the  invention. 

The  percentage  of  public  use  proceetlings  that  preclude  or  limit  the  scope  of 
eventual  patent  coverage,  is  not  known  to  us  accurately  but  is  believed  to  be  a 
very  modest  percentage — comparable  to  but  less  than  the  percentage  of  junior 
parties  who  win  interferences  and  whose  rights  are  to  be  cut-off  by  the  elimina- 
tion-of-interferenres  proiwsal. 

"Public  use  proceedings  as  at  pre-seyit"  which  is  the  phrase  in  the  Commission's 
proposal,  is  luifortunately  misleading.  At  present,  such  proceedings  are  not 
sponsored  by  advertisement  or  publication  as  in  the  Commission  proiX)sal,  and 
hence  almost  never  arise  other  than  ancillary  to  an  interference;  but  after  pub- 
lication the  public  use  proceedings — if  German  practice  is  any  measure  as  we 
think  it  is — are  burdened  with  many  of  the  mischiefs  the  Commi.ssion  has  con- 
demned. The  merit  of  such  proceedings,  while  theoretically  important,  is  in  fact 
de  minimis. 

Public  use  prweedings.  following  advertisement  by  publication  should  not  be 
permitted.  The  public  and  those  who  have  commercial  interest  in  developing 
and  offering  such  evidence,  are  on  balance  with  other  factors,  better  served  by 
permitting  such  evidence  in  the  trial  of  infringement  cases  as  at  present. 

[Patent  Section  vote :  94%  for  the  foregoing  statement.] 

COMMISSION    RECOMMENDATION    XII 

'The  Patent  Office  shall  develop  and  maintain  an  effective  control  program 
to  evaluate,  on  a  continuing  basis,  the  quality  of  the  patents  being  issued  by 
the  examining  groups  and  art  units  therein,  and  to  furnish  information  for 
the  publication  of  an  annual  rating  of  the  overall  quality  of  the  patents  issued 
each  year." 

We  of  coui-se  approve  the  general  concept  of  this  recommendation,  partic- 
ularly every  reasonable  effort  at  quality  control  by  the  Patent  Office. 

However,  it  is  patently  impractical,  or  rather  impossible  to  establish  a  mean- 
ingful annual  "rating"  of  the  "overall  quality  of  patents  issued  each  year". 

Often,  even  after  a  patent  has  been  litigated,  the  quality  of  that  patent  is 
still  subject  to  totally  different  views  by  lawyers  and  engineers  who  have  spent 
months  of  study  of  it— and  often  to  judges  who  later  judge  that  patent  once 
again. 

To  suggest  such  a  "rating"  is  to  beget  mischief,  in  exchange  for  no  correspond- 
ing benefit.  Certainly,  no  court  system  should  be  permitted  to  look  at  such  a 
rating  in  determining  the  validity  of  a  given  patent,  as  is  implied  by  the 
Recommendation. 

Thus  we  disapprove  publication  of  a  "rating  on  the  overall  quality  of  the 
patents  issued  each  year"  as  an  unrealistic,  meaningless,  and  potentially  mis- 
chievous publication. 

[Patent  Section  vote:  100%  approval.] 
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COMMISSION     RECOMMENDATION     XIII 


"A  Patent  Office  decision  refusing  a  claim  sliall  be  given  a  presumption  of 
correctness,  and  shall  not  be  reversed  unless  clearly  erroneous." 

We  disapprove  the  recommendation. 

The  patent  examiner  is  by  the  nature  of  the  job  and  the  sources  of  personnel 
available  for  the  job,  a  man  normally  enjoyins'  no  true  practical  experience  in 
the  art  which  he  examines.  He  is  presented  the  issue  of  patentability  with  the 
aid  of  hindsight,  which  renders  obvious  much  that  which  by  foresight  was  obscure. 

If  the  issue  is  determined  by  Board  of  Appeals  or  by  Court  of  Appeals  on 
the  record  before  the  examiner,  there  is  no  reason  why  that  appellate  tribunal 
should  not  be  given  freedom  to  consider  the  record  before  it  as  fully  as  the 
examiner,  and  without  bias  in  favor  of  the  examiner's  view. 

But  if  before  the  court  there  be  new  evidence  introduced,  as  for  example 
evidence  of  twelve  researchers  who  tried  and  failed  to  produce  the  novel  result 
of  the  invention,  there  is  all  the  more  logic  and  reason  that  the  apiiellate  tribunal 
should  be  afforded  freedom  to  act.  unbiased  by  the  action  of  the  patent  examiner. 
To  preclude  the  court  from  responding  freely  to  evidence  before  it  that  was 
not  before  the  examiner,  is  to  denigrate  the  concept  of  trial  de  novo  and  the 
purpose  of  introduction  of  new  evidence. 

Past  experience  does  not  suggest  that  the  rule  the  Commission  suggests  is 
needed  to  prevent  excessive  numbers  of  appeals  to  the  Courts,  and  does  suggest 
that  the  rule  we  favor  is  practical  to  administrative  practice  with  respect  to 
Patent  Office  issues. 

The  United  States  Supreme  Court  has  repeatedly  reversed  concurrent  findings 
by  trial  and  appellate  courts  below  on  the  patentability  of  a  claim,  on  such 
grounds  as  this :  The  issue  of  patentability  is  such  a  law-burdened  mixture  of 
fact  and  law  as  to  command  their  review  unbiased  by  FRCP  52(a).  The  logic 
of  that  court's  common  action  is  fully  applicable  here. 

We  favor  for  all  Courts  reviewing  Patent  Office  actions,  the  rule  established  in 
the  Court  of  Customs  and  Patent  Appeals,  that  the  decision  of  the  Patent  Office 
shall  not  bias  the  decision  in  the  review  of  Patent  Office  decisions. 

[Patent  Section  vote  :  98%  approval  of  the  foregoing  statement] 

COMMISSION   RECOMMENDATION  XIV 

"Either  the  applicant  or  the  Patent  Office  may  appeal  from  a  decision  of  the 
Court  of  Customs  and  Patent  Appeals  to  the  United  States  Court  of  Appeals  for 
the  District  of  Columbia  Circuit,  and  from  a  decision  of  the  latter  court  either 
petition  the  Supreme  Court  for  a  writ  of  certiorari." 

We  disapprove  of  this  recommendation,  favoring  in  lieu  thereof  a  correspond- 
ing recommendation  of  the  Patent  Trademark  and  Copyright  Section  of  the 
American  Bar  Association  to  this  general  effect : 

Let  there  be  a  uniformity  of  chains  of  judicial  review  from  Patent  Office 
decisions,  by  establishing  trials  de  novo  within  the  framework  of  a  Court  of 
Patent  Office  Appeals  (such  as  the  present  CCPA  though  preferably  without 
Custom's  jurisdiction),  one  judge  sitting  as  trial  judge  and  panels  of  three  judges 
(not  including  the  trial  judge),  sitting  as  appellate  courts  with  jurisdiction  over 
appeals  direct  from  the  Patent  Office  on  the  record  before  the  examiner  and  also 
over  appeals  from  the  trials  de  novo. 

The  Commission's  proposal  adds  a  new  appellate  step,  with  incident  expense  in 
both  time  and  money  and  no  significant  purpose  served  by  the  new  appellate  step, 
that  is  not  equally  served  by  this  alternative. 

Further,  feeling  as  we  do  that  any  reasonable  doubt  should  be  resolved  in  favor 
of  the  applicant  as  above  developed,  we  believe  that  the  Patent  Office  should  not 
be  pei-mited  to  appeal  or  petition  for  writ  of  certiorari  from  court  decisions 
adverse  to  it.  For  if  there  is  a  decision  of  either  the  Patent  Examiner,  or  of  the 
Board  of  Appeals,  or  of  any  Court,  allowing  the  patent,  that  decision  is  itself 
adequate  evidence  of  reasonable  doubt  sufficient  properly  to  tip  the  scales  in  favor 
of  the  applicant — until  such  time  as  the  invention  is  involved  in  commercial 
activity  and  controversy  begetting  a  challenge  to  its  validity  by  a  party  having 
commercial  interest  therein. 

Such  appeals  by  the  Patent  Office  are  expensive  to  the  Patent  Office  and  to  the 
applicant  in  money,  and  in  time  and  delay  in  patent  issuance,  and  often  with 
respect  to  inventions  the  real  commercial  value  of  which  is  still  not  determined 
to  be  worth  the  expense. 
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It  is  here  again  noted,  that  this  like  a  great  number  of  tlie  Commission's 
proposals,  are  anti-patent  in  that  they  operate  to  preclude  some  patents  the 
present  system  now  allows,  and  hence  to  this  extent  the  recommendation  is 
contrary  to  the  Commission's  view  that  the  system  is  an  effective  incentive  to 
public  benefit  through  private  capital  investment — investment  in  research  and 
also  in  market  development. 

[Patent  Section  vote  :  94%  approval.] 

COMMISSION  RECOMMENDATION  XV 

(1)  XV  paragraphs  one  and  three 

"The  Patent  Office,  upon  receipt  of  a  relatively  high  fee,  shall  consider  prior 
art  of  which  it  is  apprised  by  a  third  party,  when  such  prior  art  is  cited  and  its 
pertinency  explained  in  writing  within  a  three  year  period  after  issuance  of  the 
patent.  If  the  Patent  Office  then  determines  that  a  claim  should  not  have  been 
allowed,  the  patent  owner  shall  be  notified  and  given  an  opportunity  ex  parte 
both  to  rebut  the  determination  and  to  narrow  the  scope  of  the  claim.  Failure  to 
seek  review,  or  the  affirmance  of  the  Patent  Office  holding,  .shall  result  in 
cancellation  of  the  claim." 

:^  if  *  *  *  *  It 

"Anyone  unsuccessfully  seeking  Patent  Office  cancellation  of  claims  shall  be 
required  to  pay  the  patent  owner's  reasonable  cost  of  defending  such  claims, 
including  attorney's  fees.  The  Commissioner  shall  require  an  appropriate  deposit 
or  bond  for  this  purpose  at  the  start  of  the  action." 

We  oppose  the  Commission  recommendation. 

This  would  place  upon  a  patentee  the  burden  of  defending  his  patent  in  tlie 
Patent  Office  after  it  is  issued.  It  would  permit  any  third  party,  after  issuance  of 
the  patent,  to  inform  tie  Patent  Office  of  prior  art  and  if  the  Patent  Office 
determines  that  the  claims  should  not  have  been  allowed,  the  burden  is  then 
placed  upon  the  patentee  to  rebut  the  determination ;  and  if  he  fails  to  carry  the 
burden  of  proof  so  to  do,  his  claims  would  be  cancelled.  We  view  this  as  a  ready- 
made  vehicle  for  harassment. 

A.S  to  prior  public  use  evidence,  the  applicant  is  not  afforded  any  reasonable 
chance  to  rebut  because  the  proceeding  is  "ex  parte"  and  he  has  no  knowledge 
of  and  no  access  to  knowledge  of  the  alleged  prior  use.  Yet  the  applicant  is  by 
Commission  Recommendation  X  given  the  burden  of  persuasion  over  opposition- 
proofs  he  has  no  chance  to  attack ;  moreover,  the  Examiner's  cancellation  on 
failure  to  carry  this  impossible  burden  is  by  Commission  Recommendation  XIII 
given  a  presumption  of  correctness  of  major  evidentiary  weight,  but  founded  on 
one-.sided  proofs.  Once  the  patent  issues,  the  issue  of  its  validity  is  better  handled 
in  courts  where  discovery  is  available. 

The  jurisdiction  of  the  Patent  Office  should  not  be  extended  beyond  the 
issuance  of  the  patent  in  any  event,  because  of  a  sound  policy  against  indefinite 
continuity  of  argument  over  an  issue. 

From  the  date  of  the  issuance  of  the  patent  the  courts  alone  should  have  juris- 
diction of  all  questions  relating  to  its  validity.  Any  third  party  instituting 
proceedings  to  invalidate  a  patent  should  be  compelled  to  .show  that  his  cause 
meets  society's  requirements  of  ju.sticiable  controversy,  within  the  spirit  and 
philosophy  of  the  declaratory  judgment  law,  or  .some  other  applicable  presently 
existing  statute. 

Becau.se  in  this  instance,  a  .substantial  minority  [40  per  cent  of  the  Patent, 
Trademark  and  Copyright  Section  of  the  State  Bar]  took  a  contrary  view,  we 
also  express  it  here  for  completeness.  In  light  of  the  reasoning  expressed  in 
the  Report  of  the  President's  Commission  in  support  of  the  recommendation,  and 
in  light  of  the  high  likelihood  that  in  practice,  use  and  abuse  of  the  proposal 
will  turn  out  to  be  minor,  this  substantial  minority  "does  not  oppose  the 
recommendation." 

(2)  XV  paragraph  two 

"When  the  validity  of  a  claim  is  in  issue  before  both  the  Patent  Office  and  a 
court,  the  tribunal  where  the  issue  was  first  presented  shall  proceed  while  the 
other  shall  suspend  consideration,  unless  the  court  decides  otherwise  for  good 
cau.se." 

We  oppose  the  recommendation. 
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Regardless  of  any  Patent  Office  decision  allowing  a  claim  ex  parte  without 
live  testimony  and  cross-examination  of  experts,  the  court  must  still  decide  the 
issue  inter  partes  and  normally  with  benefit  of  cross-examination  of  those 
skilled  in  the  art. 

If  the  Patent  Examiner  cancels  the  claims  in  suit,  appeals  lie  to  two  or  three 
tribunals,  any  one  of  whch  may  reverse — particularly  those  who  may  consider 
new  evidence.  And  then  still  the  court  in  the  infringement  action  must  decide 
the  issue  again. 

The  delay  resulting  from  suspendng  court  action  pending  Patent  Office  action 
is  not  justifiable. 

A  patent  owner  would,  by  the  Commission  proposal,  be  biased  to  sue  before 
giving  notice  of  infringement,  lest  the  accused  infringer  initiate  Patent  Office 
action  for  purposes  of  delay  and  expense.  Neither  the  incentive  to  use  the 
Patent  Office  proceeding  to  delay  and  increase  litigation  cost,  nor  the  incentive 
to  sue  first  and  talk  later,  is  a  constructive  incentive. 

[Patent  Section  vote:  1007o  joining  in  the  above  statement.] 

COMMISSION  PROPOSAL  XVI 

"A  claim  shall  not  be  broadened  in  a  re-issue  application." 

We  disapprove  the  recommendation. 

The  established  doctrine  of  intervening  rights  adequately  protects  the  infringer 
in  need  of  protection. 

But  the  intellectual  difficulty  of  defining  inventions  adequately,  is  such  that 
inventors  need  the  protection  which  broadened  reissues  afford  against  errors 
by  their  attorneys  and  agents  who,  because  they  are  working  in  technology 
outside  their  own  expertise  or  for  some  other  reason,  often  erroneously  limit 
patents  by  immaterial  limitations. 

It  is  noted  that  all  arguments  in  support  of  amending  claims  after  publication 
in  accord  with  the  Commission  proposal,  would  seem  to  be  arguments  for 
olaim-ameudmeut  (including  broadening)  after  publication  under  the  present 
law  at  time  of  issuance — so  long  as  the  amendments  do  not  prejudice  those 
acting  prior  to  the  reissue. 

It  was  pointed  out,  however,  that  the  "intervening  rights"  doctrine  needs 
further  specification,  and  enlargement  clearly  to  authorize  a  continuation  after 
reissue  of  activity  by  a  party  who  commences  a  given  manufacturing  act  or 
the  like,  prior  to  the  reissue." 

[Patent  Section  vote:  88%  approval  of  the  statement  disapproving  the  recom- 
mendation of  the  President's  Commission.] 

COMMISSIOX-PROPOSAL     XVII 

"For  infringement  of  a  claim  which  appears  in  both  an  application  as 
initially  published  and  in  the  issued  patent,  damages  may  be  obtained  for  an 
interim  period  prior  to  issuance.  Such  period  shall  be  measured  from  after  the 
occurrence  of  all  of  the  following  events:  (1)  the  initial  publication,  (2)  a 
Patent  Office  holding  that  the  claim  is  allowable,  and  (.3)  a  transmittal  to  the 
alleged  infringer  of  actual  notice  reasonably  indicating  how  his  particular  acts 
are  considered  to  infringe  the  claim. 

"The  applicant's  election  to  create  such  interim  liability,  by  his  transmittal 
of  notice,  shall  constitute  the  granting  of  a  reasonable  royalty,  nonexclusive 
license,  (1)  extending  only  until  the  issuance  of  the  patent  for  any  infringement 
involving  a  process,  and  (2)  extending  to  and  beyond  issuance  for  any  infringe- 
ment involving  a  machine,  manufacture  or  composition  of  matter,  which  is 
made  prior  to  the  issuance  of  the  patent. 

"In  exceptional  cases,  damages  for  interim  infringement  up  to  treble  reason- 
able royalties  may  be  assessed." 

We  oppose  publication  of  patent  applications  prior  to  allowance  and  oppose 
deferred  examination.  The  obvious  awkwardness  and  complexity  of  this  proposal, 
and  the  need  for  it,  suggest  part  of  the  reason  for  such  opposition. 

But  if  there  be  such  publication,  we  approve  the  essence  of  the  recommendation 
provided  the  third  event  in  paragraph  one  be  amended  to  require  n-rlttcn  notice 
setting  forth  the  claims  in  issue  and  stating  belief  that  the  subject  matter  thereof 
is  lieiiig  manufactured,  used  or  sold  by  the  noticed  party. 

The  Commission's  how-the-acts-are-considered-to-infringe  sliould  not  be  re- 
quired in  the  notice. 
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The  Commissioirs  third  event  is  normally  impossible  to  conii»lv  with  in  respect 
of  manufactunug  processes  and  iutra-plant  maiiufactiiriiig  maciiinery 

Further,  we  see  no  need  that  the  claim  be  published.  If  the  disclosure  is 
pul)lished  and  the  claim  is  actually  noticed,  then  tills  would  seem  to  serve  ail 
needed  purposes. 

[Patent  Section  vote:  90%  approval  of  this  statement.] 

co:Mirissiox  recom.\u:xdatiox   xviii 

"The  term  of  a  patent  shall  expire  twenty  years  after  its  earliest  effective 
U.H.  filing  date." 

If  there  be  concurrent  acceptance  of  our  views  expressed  under  XIX  below  to 
relieve  the  patent  owner  of  delays  not  of  his  own  making,  the  concept  of  twenty 
years  from  the  earliest  effective  complete  application  filing  date  should  be 
accepted. 

In  this  connection,  we  note  our  information  that  certain  foreign  countries  have 
changed  from  measurement  from  earliest  effective  date,  to  a  measurement  from 
original  complete  application. 

[Patent  Section  vote:  54%  approving  the  foregoing  statement.] 

The  persuasion  of  the  views  of  the  large  [40%  of  the  Patent  Section]  minoritv. 
seem  sufficiently  interesting  so  as  to  command  brief  recitation  of  the  minority 
view : 

Long  pendency  is  more  commonly  the  fault  of  the  public  through  its  Patent 
Office,  than  the  fault  of  the  inventor  through  his  abuses  of  the  system  v.hose 
several  here-pertinent  provisions  each  have  important  merit. 

Long  pendency  is  curable,  to  all  socially  significant  degrees,  by  cures  directed 
at  each  abuse  without  the  inequity  of  treating  legitimate  practices  with  the 
purgative  medicine  appropriate  for  abuses. 

For  example,  prompt  issuance  of  a  patent  to  the  first  to  file  as  between  inter- 
fering applicants  (without  or  with  the  junior  party's  right  thereafter  to  precipi- 
tate interference  as  we  recommend)  substantially  eliminates  this  one  of  the 
major  causes  of  long  pendencj-. 

The  second  major  cause  ot  long  pendency,  a  series  of  continuation  or  con- 
tinuation-in-part applications,  may  be  treated  thusly  :  When  an  application  is 
claiming  credit  for  a  date  three  years  old,  first  give  notice  that  the  application  is 
made  special,  then  require  of  Patent  Office  and  applicant  alike,  that  further 
actions  on  that  or  any  continuation-in-part  therefrom  shall  be  rendered  within 
two  weeks  plus  mail  time  and  "hardship"  time ;  and  when  the  application  is 
claiming  credit  for  a  date  four  years  old,  initiate  a  continuous  sitting  of  examiner 
and  applicant  until  the  case  is  disposed  of,  the  decision  being  res  judicata 
(though  subject  to  appeal  as  the  other  cases). 

Most  applications  are  now  being  issued  in  much  less  than  three  years  so  that 
the  patents  now  on  average  expire  in  less  than  20  years  from  first  complete-appli- 
cation filing  date.  The  two  specific  medicines  above  stiggested  would  reach  essen- 
tially all  ca.ses  where  the  delay  was  in  any  significant  part  attributable  to  the 
applicant — except  where  the  delay  was  importantly  at  the  public's  own  hand  by 
its  failure  to  keep  a  Patent  Office  staff  capable  of  acting  rapidly  on  very  old 
cases. 

The  important  incentive  to  research,  development  and  marketing  of  inven- 
tions which  the  Commission  champions  as  the  important  contribution  of  the  .sys- 
tem, should  not  be  diluted  by  penalties  against  inventors  resulting,  as  is  most 
commonly  the  case,  from  Patent  Office  delays  beyond  his  control. 

COMMISSION    KECOMMENDATIOX    XIX 

"The  term  of  a  patent,  whose  issuance  has  been  delayed  by  reason  of  the  ap- 
plication being  placed  under  secrecy  order,  shall  be  extended  for  a  period  equal 
to  the  delay  in  issuance  of  the  patent  after  notice  of  allowability." 

We  approve  the  underlying  philosophy  of  this  recommendation  that  delays 
which  are  not  the  applicant's  fault  be  not  used  to  penalize  him,  and  we  approve 
the  recommendation  as  far  as  it  goes  and  urge  its  amendment  to  go  further. 

If  patent  life  is  measured  from  any  filing  date,  we  urge  extension  of  patent 
life  by  periods  of  time  : 

(o)   Resulting  from  public  tise  proceedings  and  prior  art  citation  after 
publication — for  these  delays  are  not  the  inventor's  fault ; 
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(b)  Resulting  from  prosecution  of  an  appeal  which  is  at  least  in  part 
successful— for  if  an  applicant  proves  his  right  at  least  in  part,  the  appeal 
was  not  frivolous  and  the  applicant  should  not  be  penalized ;  and  the  fail- 
ure to  excuse  him  if  he  loses  all  his  appeal  will  operate  to  discourage 
frivolous  appeals ;  and 

(c)  Resulting  from  Patent  Office  time  in  excess  of  18  months— for  the 
public  owes  to  the  inventor  a  freedom  from  penalty  attributable  to  Patent 
Office  backlog  exceeding  a  total  of  more  than  a  year  and  a  half. 

[Patent  Section  approval:  100%] 

COMMISSION    KECOMMENDATION    XX 

"The  filing  of  a  terminal  disclaimer  shall  have  no  effect  in  overcoming  a  hold- 
ing of  double  patenting." 

We  disapprove  the  Commission  recommendation. 

The  purpose  of  the  system  is  to  induce  commitment  of  private  capital  (in- 
cluding time)  into  research,  technical  development  and  market  development  by 
affording  an  exclusivity  for  a  limited  period  which  in  turn  affords  a  return 
on  the  capital. 

As  long  as  the  patents  are  in  common  ownership,  the  terminal  disclaimer  cures 
all  the  evil  of  "double  patenting."  Any  remnant  of  alleged  evil  not  in  this  con- 
text cured  by  terminal  disclaimer,  is  a  de  minimis  remnant  of  only  theoretical, 
not  real,  significance. 

The  Court  of  Customs  and  Patent  Appeals — a  court  of  peculiar  familiarity 
with  the  issue — has  so  held. 

To  the  public  and  to  industry,  it  matters  not  whether  (a)  a  given  concept 
has  all  its  applications  covered  in  one  patent,  or  (b)  the  first-conceived  appli- 
cation of  the  concept  is  covered  in  one  patent  and  an  obvious  but  second-con- 
ceived application  of  it  is  covered  in  a  second  patent,  if  the  two  patents  are 
owned  by  the  same  party  and  expire  concurrently. 

And  the  nature  of  invention  development  and  prosecution  of  patent  applica- 
tion coupled  with  the  extreme  difficulty  of  drawing  lines  between  two  closely 
related  concepts  as  being  either  one  or  two  separate  inventions,  command  the 
use  of  terminal  disclaimers  as  reasonable  and  useful  to  proper  protection  of 
intellectual  property  and  proper  incentive  to  research,  technical  development 
and  market  development. 

[Patent  Section  approval  of  this  statement:  96%] 

COMMISSION    RECOMMENDATION    XXI 

"The  importation  into  the  United  States  of  a  product  made  abroad  by  a 
process  patented  in  the  United  States  shall  constitute  an  act  of  infringement." 
We  approve  the  recommendation  :  98% 

COMMISSION    RECOMMENDATION    XXII 

"The  licensable  nature  of  the  rights  granted  by  a  patent  should  be  clarified 
by  specifically  stating  in  the  patent  statute  that:  (1)  applications  for  patents, 
patents,  or  any  interests  therein  may  be  licensed  in  the  whole,  or  in  any  speci- 
fied part,  of  the  field  of  use  to  which  the  subject  matter  of  the  claims  of  the 
patent  are  directly  applicable,  and  (2)  a  patent  owner  shall  not  be  deemed  guilty 
of  patent  misuse  merely  because  he  agreed  to  a  contractual  provision  or  imposed 
a  condition  on  a  licensee,  which  has  (a)  a  direct  relation  to  the  disclosure 
and  claims  of  the  patent,  and  (b)  the  performance  of  which  is  reasonable 
under  the  circumstances  to  secui'e  to  the  patent  owner  the  full  benefit  of  his 
invention  and  patent  grant.  This  recommendation  is  intended  to  make  clear 
that  the  "rule  of  reason"  shall  constitute  the  guideline  for  determining  patent 
misuse." 

We  approve  the  above-quoted  recommendation. 

And  we  approved  the  philosophy  of  contributory  infringement  of  35  USC  271 
as  within  that  rule  of  reason.  We  make  special  mention  of  this  because  the  last 
sentence  of  the  Commission's  discussion  of  the  rule  seems  uncertain  of  meaning 
as  applied  to  contributory  infringement. 

[Patent  Section  approval:  96%]. 
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COMMISSION    RECOMMENDATION    XXIII 

"A  final  federal  judicial  determiuation  declaring  a  patent  claim  invalid  shall 
be  in  rem,  and  the  cancellation  of  such  claim  shall  be  indicated  on  all  patent 
copies  subsequently  distributed  by  the  Patent  Office." 

We  approve  the  recommendation  insofar  as  it  applies  to  a  first  adjudication 
of  a  patent.  Here  the  logic  that  the  patentee  has  had  his  day  in  court  on  the 
issue  should  logically  prevail. 

But  if  the  same  patent  claim  has  been  previously  held  valid,  we  see  no  reason 
to  resolve  the  tie  of  judicial  viewpoints  in  favor  of  one  viewpoint. 

We  also  point  out  that  only  rarely  are  patents  re-litigated  after  a  holding  of 
invalidity ;  and  when  they  are  there  is  usually  a  good  reason.  The  use  of  the 
statutory  authority  to  award  attorneys'  fees  in  frivolous  eases,  works  well  to 
keep  frivolous  re-litigation  at  a  moderately  unimportant  level. 

[Patent  Section  vote :  56%  approval  of  foregoing  statement]. 

Those  who  recommend  disapproval  in  totality  of  that  Commission  recom- 
mendation, are  of  such  number  [44%  of  the  Patent  Section]  as  to  justify  a 
statement  of  their  view : 

Judgments  for  the  patent  cannot  be  in  rem,  for  future  defendants  have  not 
had  their  day  in  court  with  their  often-new  evidence.  When  there  is  one  judgment 
for  the  patet  followed  by  one  against,  it  is  illogical  to  declare  this  tie  against 
the  patent.  It  is  similarly  illogical  to  declare  "no-contest"  when  the  first  adjudi- 
cation is  for  the  patent,  and  declare  "invalid  in  rem"  when  the  first  adjudication 
by  the  luck  of  the  draw  happens  to  be  against  the  patent. 

The  problem  of  relitigation  of  patents  previously  held  invalid  is  statistically 
a  very  small  one,  and  adequately  controlled  by  the  statutory  authority  of  courts 
to  award  attorneys'  fees  in  instances  of  frivolous  protection  of  patents  already 
held  invalid. 

Hence,  the  recommendation  should  not  be  approved. 

COMMISSION    RECOMMENDATION    XXIV 

"Offices  of  'Civil  Commissioner'  shall  be  created  in  those  U.S.  district  courts 
where  justified  by  the  volume  of  patent  litigation.  In  patent  cases,  unless  other- 
wise ordered  by  "a  district  court  judge  for  good  cause,  a  Commissioner  shall 
conduct  pretrial  hearings,  preside  at  depositions  of  parties,  supervise  discovery 
proceedings  upon  an  accelerated  and  abbreviated  basis,  make  preliminary  rulings 
upon  the  admissibility  of  proofs,  and  be  empowered  to  vary  the  burdens  of  proof 
for  good  cause  in  secrecy  cases." 

While  the  objective  is  approved,  we  disapprove  the  recommendation. 

We  note  that  it  runs  contrary  to  the  views  expressed  by  the  .Judicial  Conference 
of  the  United  States  in  the  "Handbook  of  Recommended  Procedures  for  the 
Trial  of  Protracted  Cases",  25  F.R.D.  351,  to  the  effect  that  a  single  man  should 
have  jurisdiction  over  all  facets  of  protracted  cases  such  as  patent  litigation. 

By  what  ever  name  you  call  him.  Civil  Commissioner  or  Judge,  he  has  the 
same  issues  to  decide.  The  preferred  aid  to  the  problem,  is  to  appoint  enough 
judges  so  that  a  judge  can  and  will  give  a  patent  case  from  beginning  to  end, 
"the  time  such  a  case  requires  of  parties  and  judicial  bodies  alike. 

We  also  note  the  commonly  held  view  that  parties  are  entitled  to  have  their 
causes  (including  controverted  discovery  issues)  tried  before  a  court.  This  view 
has  been  judicially  approved.  Certainly  unless  the  "Civil  Commissioner"  were 
qualified  essentialiy  as  a  judge,  it  \vould  be  error  to  entrust  to  him  any  part 
of  the  judicial  process. 

[Patent  Secticm  vote:  92%  approval  of  the  foregoing  statement]. 

COMMISSION    RECOMMENDATION    XXV 

"A  party  to  a  patent  case  seeking  to  reduce  his  litigation  costs,  with  the  con- 
sent of  the  adverse  partv,  may  submit  his  case  to  the  court  on  a  stipulation  of 
facts  or  on  affidavits  without  the  usual  pretrial  discovery.  This  procedure  may 
be  used  where  no  injunctive  relief  is  asked  and  -only  limited  damages  are  sought. 
Incentives  shall  be  provided  to  consent  to  this  procedure,  as  set  forth  below. 

"The  Commission  does  not  seek  to  discourage  the  settlement  of  patent  infringe- 
ment controversies.  On  the  contrary,  public  policy  strongly  favors  this  method 
of  resolving  disputes.  However,  since  there  is  always  a  public  interest  or  asi)ect 
involved  in  a  patent  license,  a  strong  patent  system  requires  that  only  good 
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and  valid  patents  be  the  subject  of  licensing  arrangements.  Attainment  of  this 
desirable  objective  is  presently  hampered  by  the  many  settlements  and  patent 
licenses  brought  to  pass  in  order  to  avoid  high  litigation  exiienses.  But  just  as 
it  is  contrary  to  the  spirit  of  the  patent  laws  to  recognize  and  pay  tribute  to 
an  invalid  patent,  it  is  also  unfair  to  expect  individual  or  corporate  patent  owners 
of  limited  means  to  settle,  and  accept  less  than  their  just  due,  simply  because 
they  cannot  alford  expensive  litigation. 

"The  Commission  believes  that  a  truly  just  patent  system  should  provide  all 
patentees  fair  opportunity  for  a  "day  in  court."  Similarly,  all  alleged  infringers 
should  have  an  opportunity  to  test  judicially  the  validity  and  scope  of  patents 
asserted  against  them.  Neither  should  be  made  to  suffer  or  be  denied  access  to 
the  courts  because  of  intolerable  litigation  expenses. 

"The  expedited  procedure  recommended  should  be  made  applicable  to  both 
infringement  j^uits  and  declaratory  judgment  actions  involving  patents. 

"As  an  incentive  for  the  alleged  infringer  to  consent  to  this  procedure,  any 
subsequent  judgment  favoring  the  iiatent  owner,  under  this  procedure,  would 
omit  any  injunctive  relief  and  would  be  confined  to  a  reasonable  royalty  license 
for  future  infringement  and  reasonable  royalties  for  past  infringement.  Royal- 
ties, both  past  and  future,  could  not  exceed  a  fixed  amount,  such  as  $100,000, 
unless  a  higher  figure  is  agreed  to  by  the  parties.  In  addition,  if  an  alleged 
infringer  should  refuse  to  consent  to  this  procedure,  and  the  patent  owner,  after 
regular  proceedings,  is  successful,  he  would  be  entitled  to  a  mandatory  award 
of  all  reasonable  litigation  expenses,  including  attorney's  fees." 

Again  we  approve  the  goal,  but  insofar  as  this  proposal  is  new,  we  disapprove 
it  for  legislative  treatment  as  of  now. 

Parties  can  now  waive  discovery,  can  now  stipulate  the  testimony  in  affidavit 
form  or  otherwise,  and  the  Defendant  (or  declaratory  judgment  Plaintiff)  can 
now  proffer  judgment,  and  they  sometimes  do  all  these  things. 

.Tudging  froiu  the  Commission's  discussion  following  the  recommendation,  the 
point  of  novelty  which  we  detect  in  the  recommendation  is  that  a  patent  owner 
can  proffer  judgment  of  a  reasonable  royalt.v  license,  with  an  arbitrary  lid  on 
total  royalty  I>eing  set  by  statute  without  regard  to  quantity  of  commercial 
use,  and  if  he  wins  after  trial  more  than  his  offer  he  gets  judgment  for  attorney's 
fees  as  well  as  court  costs.  But  if  he  wins  less,  then  what? 

We  submit  the  likelihood  that  his  proposal  is  better  viewed  within  the  rule- 
making power  of  the  Supreme  Court,  rather  than  the  legislative  arena. 

And  it  must  be  studied  in  further  detail  from  both  sides  of  the  docket.  But 
generically  as  stated,  we  cannot  approve  the  recommendation. 

[Patent  Section  vote:  9096   approval  of  this  statement.] 

COMMISSION     RECOMMEJVDATION     XXVI 

"A  statutory  Advisory  Council,  comprised  of  pulilic  members  selected  to  rep- 
resent the  principal  areas  served  by  the  patent  system,  and  appointed  by  the 
Secretary  of  Commerce,  shall  be  established  to  advi.se  him,  on  a  continuing 
basis,  of  its  evaluation  of  the  current  health  of  the  patent  system,  and  specifi- 
cally, of  the  quality  of  patents  being  issued  and  the  effectiveness  of  any  internal 
patent  quality  control  program  then  in  operation,  and  whether  an  optional 
deferred  examination  system  should  be  instituted  or  terminated. 

"Every  fourth  year  the  Council  shall  publish  a  report  on  the  condition  of 
the  patent  system  including  recommendations  for  its  improvement. 

"The  membership  shall  consi.st  of  not  less  than  twelve  nor  more  than  twenty- 
four.  The  term  of  appointment  shall  be  four  years,  with  a  maximum  tenure  of 
eight  years.  An  executive  director,  and  other  support  as  deemed  necessary,  shall 
be  provided." 

We  disapprove  the  recommendation,  as  phra.sed. 

Of  course  we  approve  appropriate  continuous  review  of  the  patent  law  and 
the  system — and  the  budget  to  support  such  contiiuious  study.  However,  the 
patent  law  is  no  different  from  dozens  of  other  areas  of  law  in  its  need  for 
study  and  review. 

It  seems  to  us  more  appropriate  that  the  study  group  be  appointed  by  the 
Commissioner  of  Patents  than  the  Secretary  of  a  government  dejiartment  who 
will  have  no  familiarity  with  the  patent  system  or  the  patent  law. 

Further  we  strongly  reconnnend  that  the  Patent  ()ffi<'e  lie  removed  from  the 
Department  of  Commerce  or  of  Business  and  Labor,  and  be  given  spearate 
agency  status. 
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It  must  of  course  answer  to  the  Bureau  of  the  Bndjret  and  to  Congress,  but  its 
principal  functions  under  tlie  law  are  judicial  and  quasi  judicial,  not  logically 
subject  to  any  chain  of  connnand  under  the  Secretary  of  Commerce  or  of 
Business  and  Labor  on  any  point  of  policy. 

[Patent  Section  vote :  94 Vo  adoption  of  this  statement]. 

COilMISSION  EECOMMENDATIOX  XXVII 

"The  Patent  Office  should  be  supported  adequately  to  insure  first-class  staffing, 
housing  and  equipment,  and 

'•Patent  Office  financing  should  be  established  on  the  following  basis  : 

"(1)   The  Patent  Office  should  not  be  required  to  be  entirely  self-sustaining. 
"(2)   The  Commissioner  of  Patents  should  be  authorized  to  set  fees  for 
Patent  Office  services  within  broad  guidelines  established  by  Congress.  Such 
fees  shall  be  apportioned  in  accordance  with  the  cost  of  providing  the  services. 
"(3)   The  Patent  Office  should  be  authorized  to  establish  a  'revolving  fund' 
of  all  its  receipts  to  support  its  operation." 
An  80%  majority  (of  the  State  Bar  of  Texas  Section  on  Patent,  Trademark 
and  Copyright  Law)  approve  the  recommendation.  A  20%  minority  disapprove 
but  the  dis^ipproval  is  of  that  portion  only  which  permits  the  Conmiissioner 
of  Patents  to  set  fees.  Some  of  the  last  three  Commissioners  of  Patents  have 
supported  the  concept  of  "maintenance  fees"  which  has  been  repeatedly  dis- 
approved by  bar  groups  and  defeated  in  Congress,  and  fear  that  a  Commissioner 
might  adopt  maintenance  fees,  by  that  history  infects  the  entire  concept  in  the 
eyes  of  many. 

This  recommendation,  we  note,  is  again  logically  consistent  with  the  Patent 
Office  being  removed  from  the  Depaxtment  of  Commerce  or  the  Department  of 
Business  and  Labor,  and  made  an  independent  agency. 

COMMISSION  RECOMMEXDATION  XXVIII 

"The  applicant  should  be  permitted  to  amend  his  case  following  any  new 
ground  of  objection  or  rejection  l>y  the  Patent  Office,  except  where  the  new 
ground  of  objecticm  or  rejection  is  necessitated  by  amendment  of  the  application 
by  the  applicant." 

We  feel  that  a  rule  of  reason  should  apply  to  the  circumstance,  with  discretion 
in  the  examiner  to  apply  that  rule. 

We  approve  the  recommendation  as  an  expression  of  what  is  the  rule  of 
reason  in  most  but  not  all  applications. 

We  suggest  that  this  be  a  rule  of  Patent  Office  administration,  and  not  a  statu- 
tory provision. 

COMMISSION  RECOMMENDATIOX   XXIX 

"A  study  group  comprising  members  from  industry,  technical  societies  and 
government  should  be  established  to  make  a  comprehensive  study  of  the  applica- 
tion of  new  technology  to  Patent  Office  operations  and  to  aid  in  developing  and 
implementing  the  specific  recommendations  which  follow. 

(1)  The  United  States  with  other  interested  countries,  should  strive  toward 
the  establishment  of  a  unified  system  of  patent  classifcation  which 
would  expedite  and  improve  its  retrieval  of  prior  art. 

The  United  States  should  expand  its  present  reclassification  efforts. 

(2)  The  Patent  Office  should  be  encouraged  and  given  resources  to  continue, 
and  to  intensify,  its  efforts  toward  the  goal  of  fully  mechanized  search 
system. 

(3)  The  Patent  Office  should  acquire  and  store  machine-readable  scientific 
and  technical  information  as  it  becomes  available. 

The  Patent  Office  should  encourage  voluntary  submission  by  patent  ap- 
plicants of  copies  of  their  applications  in  machine-readahle  form. 

(4)  The  Patent  Office  should  investigate  the  desirability  of  obtaining  the 
services  of  outside  technical  organizations  for  specific,  short-term  clas- 
sification and  mechanized  search  projects." 

We  approve  the  recommendation.  [98%.] 

COMMISSION  RECOMMENDATION  XXX 

"The  Patent  Office  should  : 

(1)  Proceed  vigorously  with  the  implementing  of  its  plan  for  microfilm  re- 
production of  all  search  files  ;  and 


194 

(2)    Cooperate  witli  foreign  national  patent  oflBces  and  international  patent 
organizations  to  develop  a  worldwide  index  of  patents  and  published 
applications  for  patents." 
We  approve  the  recommendation.  [94%.] 

COMMISSION  KECOMMENDATION  XXXI 

"The  legislation  implementing  the  proposed  recommendations  of  the  Commis- 
sion should  become  effective  as  soon  as  practical  with  regard  to  both  patents  and 
pending  apiJlications." 

Limited  to  the  Commission's  recommendations  which  we  approve,  and  with 
focus  upon  as  soon  as  practical,  we  approve  the  recommendation. 

We  note  however  that  the  patent  system  is  as  complex  as  the  copyright  system. 
The  copyright  law  revision  has  been  years  in  gestation,  draft  bills,  criticism,  re- 

In  similar  fashion  we  think  enactment  of  any  new  patent  legislation  by  way  of 
many  major  changes  such  as  the  Commission  proposes,  in  less  than  two  years 
after  its  first  introduction,  is  not  likely  to  be  well  considered  or  practical. 

[Patent  Section  vote :  98%]. 

COMMMISSION  RECOMMENDATION  XXXH 

"The  Commission  has  noted  the  increasing  participation  of  the  Federal  Gov- 
ernment in  the  financing  of  research,  development,  testing  and  engineering,  and 
the  manv  problems  related  to  the  owership  of  patents  resulting  from  such  work. 

"The  Commission  decided  not  to  address  itself  to  the  question  of  the  distribu- 
tion of  rights  in  inventions  resulting  from  research  and  development  work 
financed  w^holly  or  in  part  by  the  Government.  This  question  is  being  considered 
actively  elsewhere  in  the  Executive  Branch  and  by  Committees  of  the  Congress. 

"Nevertheless,  it  is  the  Commission's  hope  that  any  action  Congress  may  take 
in  this  regard  will  promote  the  purposes  of  the  patent  system  to  encourage  in- 
vention and  innovation  and  the  resulting  economic  development  and  benefits." 

We  approve  the  Commission's  "hope"  that  the  action  Congress  may  take  in 
this  regard  will  promote  invention  and  innovation  and  market  development  of 
new  ideas. 

We  further  recommend  that  under  no  circumstances  should  the  government 
assert  against  any  of  its  citizens  the  patent  monopoly  right  however  it  may  have 
presumed  to  acquire  title  to  patents. 

[Patent  Section  vote :  98%  approval  of  this  statement]. 

COMMISSION  RECOMMENDATION  XXXIU 

"The  United  States  should  take  a  position  in  favor  of  the  proposed  revision  of 
the  Paris  Convention  whereby  a  right  of  priority  may  be  based  on  an  applica- 
tion for  an  inventor's  certificate." 

No  comment. 

This  has  not  been  given  enough  study  by  the  Patent,  Trademark  and  Copy- 
right Section  to  justify  present  adoption  of  a  position,  but  there  is  at  least  doubt 
as  to  the  merit  of  this  proposal. 

COMMISSION  RECOMMENDATION  XXXlV 

"Efforts  should  be  made  to  have  the  Paris  Convention  modified  to  remove  any 
obstacle  to  measuring  the  term  of  a  patent  from  an  effective  foreign  filing  date." 
We  oppose  the  recommendation  :  92%. 

COMMISSION    RECOMMENDATION    XXXV 

"Tlie  Commission  believes  that  the  ultimate  goal  in  the  protection  of  inven- 
tions should  be  the  establishment  of  a  universal  patent,  respected  throughout 
the  world,  issued  in  the  light  of.  and  inventive  over,  all  of  the  prior  art  of 
the  world,  and  obtained  quickly  and  inexpensively  on  a  single  application,  but 
only  in  return  for  a  genuine  contribution  to  the  progress  of  the  useful  arts. 

"To  this  end  the  Commi.ssion  specifically  recommends  the  pursuit  of:  (1) 
International  harmonization  of  patent  practice.  (2)  the  formation  of  regional 
patent  system  groups,  and  (8)  a  universal  network  of  mechanized  informa- 
tion storage  and  retrieval  systems." 

We  [92%  of  the  Patent  Section]  disapprove  the  focus  of  the  recommendation. 
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It  (coupled  with  certain  other  recommendations)  is  based  upon  the  unstated 
premise  that  there  is  major  advantage  to  the  United  States  in  copying  features 
of  European  patent  systems  just  for  the  salie  of  uniformity.  We  believe  this 
premise  to  be  false. 

That  each  patent  apply  to  a  relatively  large  economic  unit,  is  desirable — 
but  the  United  States  already  is  such  a  large  economic  unit. 

One-v^-orldism  in  patents  is  not  nearly  so  important  as  that  the  United  States 
have  a  strong  incentive  for  the  commitment  of  private  capital  to  research, 
technical  development,  and  market  development  by  which  innovation  is  rendered 
available  to  the  public. 

United  States  industry  is  far  outrunning  its  European  counterpart  in  all 
areas  of  new  technology.  So  much  so  as  to  be  shocking  to  whole  nations  (and 
to  Charles  deGaulle  in  particular).  See,  for  example  Time's  essay,  "The  Tech- 
nology Gap"  Time,  January  13,  1967. 

Some  of  the  countries  (France  and  Italy  in  particular)  have  over  the  years 
tolerated  weaknesses  in  their  patent  sy.stems  (which  the  U.S.  has  not  tolerated) 
with  a  resultant  low  im-estment  in  R  &  D.  One  dramatic  example  is  in  phar- 
maceuticals. Italy's  patent  protection  of  drugs  is  de  minimis,  this  rule  being 
adopted  under  the  guise  of  public  welfare.  But  the  result  is  that  Italian  drug 
companies  commit  almost  no  money  to  R  &  D  and  have  produced  essentially 
no  new  drugs  during  the  period  that  U.S.  drug  companies,  with  the  world's 
highest  R&D  budgets,  have  produced  sulfas,  penicillins,  and  hundreds  of  other 
wonder  drugs  and  vaccines — these  in  addition  to  those  discovered  under  public- 
funds  grant. 

Another  example :   Europe  even   today   does  not  enjoy  color  television. 

When  the  market  within  the  economic  unit  is  as  large  as  the  United  States, 
uniformity  with  other  nations  is  of  deminimis  importance  by  comparison  with 
strength  of  our  patent  system. 

Surley  the  interests  in  patent  law  of  the  United  States — where  we  generate 
80%  of  all  our  patent  applications — is  different  from  that  in  Holland  and 
other  countries  where  foreigners  generate  80%  to  99%  of  patent  applications 
and  where  foreigner's  ownership  of  patents  gives  to  foreigners  a  virtual 
stranglehold  on  the  new-product  economy  of  the  country. 

Thus  while  uniformity  of  patents  and  patent  law  would  of  course  be  nice 
and  cannot  be  opposed  as  such,  we  cannot  visualize  a  universal  patent  in  our 
time  that  would  not  sacrifice  more  than  it  gains. 

Further  we  strongly  question  the  focus  of  the  phrase  "only  in  return  for  a 
genuine  contribution  to  the  progress  of  the  useful  arts." 

The  point  of  focus  is  a  system  by  which  people  have  faith  in  a  return  on 
their  investment  of  time  and  money  in  research  and  development  when  con- 
ducted by  ordinary  men  of  skill  in  the  art. 

The  focus  must  not  be  so  specific  as  to  grant  a  patent  only  on  inventions 
of  the  stature  of  the  telephone,  electric  light,  phonograph,   and  radio-TV. 

For  if  the  only  patents  are  patents  on  the  few  startling  inventions,  the  budgets 
of  dollars  invested  in  ordinary  skilled  men's  R  &  D,  will  not  produce  a  return 
on  investment.  No  return  on  R  &  D  investment,  no  R  &  D  investment.  No 
R&D  investment,  no  inventions  startling  or  otherwise. 

Thus  the  focus  of  35  USC  103's  "obviousness"  test  is  the  proper  one  for  a 
functioning  system  inducing  capital  and  time  into  R&D,  while  protecting 
industry  and  the  public  from  spurious  monopolies. 

If  the  invention  is  either  disclosed  in  or  obvious  from  the  prior  art,  it  is 
within  the  public  availability  "merely"  by  searching  the  tremendous  mass  of 
technology  and  sifting  the  kernel  of  wheat  from  the  tremendous  hay  stack 
of  chaff.  But  if  the  invention  is  not  obvious  to  those  of  skill  in  the  art  even 
after  the  study  and  sifting  of  the  massive  prior  art,  then  the  invention  is  not 
then  available  to  the  public,  and  the  importance  of  the  system's  incentives 
commands  the  policy  judgment  that  a  patent  be  granted  however  minor  the 
new  contribution — so  long  as  it  is  nonobvious. 

By  such  a  system,  some  patents  are  granted  on  minor  improvements.  But  the 
patent  never  takes  from  the  present  public  availability ;  and  such  a  system  does 
afford  return  on  R  &  D  investment  and  hence  benefits  us  all  with  progress. 

Be  it  further  resolved  that  the  Officers  of  the  Patent.  Trademark  and 
Copyright  Section  of  the  State  Bar  of  Texas,  and  their  nominees,  are  authorized 
to  express  the  views  herein  adopted  (with  appropriate  explanation  also  of  the 
minority  views  hereinabove  expressed),  to  Congress  and  all  other  persons  in- 
terested therein,  and  to  advocate  for  legislation  consistent  with  the  above- 
expressed  views. 
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Supplemental  Remarks  Concerning  Deferred  Examination 

(A  supplement  to  the  May  18,  1067  testimony  of  Tom  Arnold,  on  behalf  of  the 
State  Bar  of  Texas,  to  the  Subcommittee  on  Patents,  Trademarks  and  Copy- 
rights of  the  Senate  Judiciary  Committee,  with  respect  to  S.  1042,  90th  Con- 
gress. ) 

The  first  question  to  consider  in  connection  with  any  proposed  revision  to  the 
patent  law,  is  that  dei'ived  from  the  Constitutional  purpose  of  the  patent  system  : 
Does  deferred  examination  serve  aiiy  of  the  purposes  of  the  patent  system, 
in  promoting  the  progress  of  the  useful  arts  or  the  availability  of  new  prog- 
ress to  the  public? 
The  ans^^er  to  this  first  required  question,  is  a  clear  and  affirmative.  No. 

The  most  glowing  allegations  of  alleged  value  of  deferred  examination,  never 
speak  in  terms  of  competitive  research,  market  development,  or  the  like. 

The  nearest  thing  to  the  Constitutional  purpose  that  is  ever  referred  to  by 
champions  of  deferred  examination,  is  one  of  its  necessary  appendages — publica- 
tion prior  to  examination  of  the  application.  The  advantages  of  such  publication 
are  readily  apparent,  and  need  not  be  here  reiterated.  But  let  us  look  for  a  mo- 
ment at  the  mischief  such  publication  will  work. 

Publication  of  all  applications  for  patent,  prior  to  cramination 

Let's  look  briefly  at  the  inequity,  the  cost  in  time  and  the  cost  in  money,  of 
blanket  publication  of  all  patent  applications  without  editing  of  any  sort,  for 
merit. 

When  we  publish  applications  for  patent  without  examination  for  merit  by 
either  a  patent  examiner  or  by  an  editor  of  a  technical  journal,  we  publish  paper 
which  in  majority  part,  is  trash  to  our  technical  literature,  with  no  value  in  return 
for  the  trash  effort. 

By  S.  1042,  90th  Congress,  we  publish  all  the  nonmeritorious  applications  for 
patent,  sui-ely  40%  or  more.  And  we  publish  twice  at  least,  all  the  meritorious 
applications — and  one  of  the  two  such  publications  is  trash  in  our  techni<-al  litera- 
ture. In  fact  it  seems  inherent  in  S.  1042  that  not  only  will  the  applications  be 
published,  but  abstracts  of  them  will  be  published  in  a  manner  similar  to  present 
Officiai  Gazette  publication  of  issued  patents,  and  that  upon  final  issuance  of  pat- 
ents such  abstracts  must  be  published  again.  Thus  in  part  we  are  likely  to  have 
four  largely  redundant  publications  of  the  meritorious  subject  matter,  under 
S.  1042. 

The  very  existence  of  these  trash  publications  forces  hundreds  of  college  level 
bi'ains  all  over  the  country  to  read  them.  At  least  one  college  level  man  in  every 
major  patent  law  ofiice  or  corporate  patent  department  in  the  country,  on  aver- 
age, will  have  a  press^ire  to  read  or  scan  all  the  trash.  If  his  time  is  worth,  say 
$20  per  hour  (most  of  the  readers  will  be  worth  more  than  that),  the  total  cost 
to  industry  and  law  firms  will  be  great,  indeed. 

The  very  existence  of  these  trash  publications  forces  a  mailing  expense  to  mail 
them  to  libraries,  law  ofiices  and  corporate  patent  departments. 

The  very  existence  of  these  trash  publications  forces  storage  of  copies  of  them 
not  only  in  the  Patent  Office,  but  in  law  offices,  corporation  offices  and  libraries 
around  the  world. 

The  very  existence  of  these  trash  publications  forces  educated  people  to  classify 
and  index  the  trash  for  appropriate  retrieval  when  needed — if  ever. 

At  a  time  of  a  natural-occurring  paper  explosion  of  nitro-glycerine  propor- 
tions, this  trash  publication  of  forced  volume  exceeding  100.000  patent  applica- 
tions annually,  is  adding  TNT  to  the  explosive  event. 

Is  this  publication  necessary? 

Let  us  assume  that  it  is  done  for  say  five  years,  and  then  some  bright  econom- 
ist totals  up  all  the  cost  to  society  as  a  whole — not  ju.st  printing  cost  to  the  Patent 
Office — and  finds  the  total  cost  high.  Then  he  comes  along  with  a  fresh  new  idea. 
Being  a  fresh  new  idea,  it  will  apiieal  to  those  who  love  change  for  the  sake  of 
change  and  without  regard  to  true  cost. 

The  fresh  new  idea  :  To  hire  a  bunch  of  editors :  give  them  20  hours  to  examine 
each  application  so  as  to  edit  out  the  trash ;  thereby  to  eliminate  95%  of  the 
trash  publications. 

At  20  editing  hours  per  application,  this  editing  job  can  be  done  within  18 
months  of  the  filing  date  of  the  applications,  at  a  total  cost  to  society  of  less  than 
the  cost  of  publishing  the  trash,  mailing  the  trasli.  reading  the  trash,  classifying 
the  trash,  indexing  the  trash,  storing  the  trash,  retrieving  tlie  trash. 
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But  can  such  editors  do  the  editing  job  in  only  20  man-hours  per  application 
disposal?  Patent  examiners  do  it  now  in  only  l.">io  man-hours  per  application  dis- 
posed of. 

By  issuing  (and  then  publishing)  patents  on  iuterferring  applications  with 
"conditional  claims"  as  to  the  iuterferring  subject  matter  in  the  junior  party's 
patent,  and  then  fighting  the  interference  after  patent  issuance;  and  by  issuing 
patents  that  are  on  appeal  to  the  Courts  with  tiie  appealed  claims  conditionally 
appearing  therein  :  98%  of  all  allowal)le  applications  for  patent  can  be  published 
AFTER  examination  for  merit  and  allowance  and  still  within  2-4  months  of  the 
filing  date.  The  Patent  Office  is  almost  doing  that  now,  excepting  only  a  relatively 
few  arts  where  the  Patent  Office  is  short  on  personnel. 

Since  publication  after  allowance  of  material  already  edited  for  merit  is  feasi- 
ble within  the  same  order  of  time  as  the  24  months  of  S.  1042  publication,  the 
miTltiple  pre-allowance  publications  are  not  necessary  or  desirable. 

So  much  for  publication.  What  else  does  deferred  examination  force  upon  the 
system? 

Is  the  cure  for  involuntary  deferred  examination,  the  establishment  of  voluntanj 
d ef erred  exa  m  ina  tion  ? 
With  all  interferences  and  appeals  fought  to  conclusion  before  issuance  and 
publication  as  at  present,  we  suffer  an  average  2.5  years  of  involuutary  deferred 
examination,  which  industry  and  bar  alike  curse  for  its  many  evils. 

The  deferred  examination  of  S.  1042  adds  a  five  year  voluntary  deferred 
examination. 

Query :  Is  the  cure  for  the  muchly-cursed  involuntary  deferred  examinatitm. 
the  establishment  of  a  7.5  year  voluntary  deferred  examination?  Clearly,  no. 
Whv  do  I  speak  of  2.5  years  plus  5  years? 

Over  the  past  quarter  century,  the  United  States  Congress,  the  patent  bar 
and  industry,  have  tolerated  an  average  pendency-time  of  nearly  3.5  years, 
now  down  to  2.5  years.  Are  any  of  the  socio-economic  or  political  pressures  that 
resulted  in  such  tolerance,  going  to  be  changed  by  deferred  examination?  I  think 
not.  Deferred  examination  in  the  United  States  is  not  going  to  change  the 
pressure  on  Congress,  the  patent  bar,  industry,  or  the  Bureau  of  the  Budget. 
Examination  time  will,  under  deferred  examination  after  a  shake-out  period, 
still  run  to  however  many  years  we  tolerate,  and  history  teaches  us  we  tolerate 
on  the  order  of  two  to  3.5  years. 

Patent  Office  budget  is  a  de  minimis  tail  on  the  dog  of  the  nation's  total 
research  budget— something  like  .07%.  So  small  a  tail  must  not  be  permitted  to 
wag  the  dog. 

Deferred  examination  is  not  going  to  change  the  Patent  Office  capacity  to 
compete  with  industry  in  the  employment  of  men  familiar  with  this  or  that 
technical  art.  Patent  Office  personnel  management  will  not  be  changed  by  de- 
ferred examination.  The  pressures  on  Patent  Office  personnel  will  remain  the 
same  under  deferred  examination  as  now. 

Onlv  a  change  in  Patent  Ofllce  budget  relative  to  its  work-load,  and  some 
capital  investment  in  mechanized  data  retrieval,  will  change  the  Patent  Office 
examination  backlog. 

For  many  strong  reasons  there  is  no  time  here  to  discuss,  it  is  reasonably 
predicted  that  under  S.  1042's  deferred  examination,  examining  time  will  go 
up  from  the  present  2.5  years  rather  than  down— thus  effecting  7.5  years  of 
deferred  examination. 

As  a  starter  on  evidence  of  this  thought,  consider  this :  In  Holland  80%  of 
all  applications  for  patent  are  foreign  applications.  Essentially  all  these  foreign 
applications  are.  under  Holland's  deferred  system,  examined  abroad  before  the 
choice  must  be  made  to  examine  in  Holland.  Even  so,  the  total  work  load  on 
the  Dutch  Patent  Office  (not  counting  industry,  libraries,  etc.)  seems  to  be 
reduced  bv  only  a  moderate  amount  by  comparison  with  its  non-deferred  exam- 
iHation.  And  other  independent  mischief  is  at  least  rumored  to  have  set  in  on 
the  Dutch  Patent  Office  as  a  result  of  the  deferred  examination  effort. 

Contrast  the  United  States  where  nearly  80%  of  the  applications  are  domestic, 
and  where  only  one  per  cent  of  the  applications  are  expected  to  be  examined 
abroad  before  deferred  examination  here. 

The  Dutch  pilot  plant  operation,  when  viewed  in  the  context  of  United  States 
facts  and  economic  premises  many  of  which  differ  sharply  from  Dutch  economic 
premises,  proves  conclusively  that  deferred  examination  will  not — ^after  a  shake- 
out  period — reduce  examination  time  in  the  United  States. 


198 

Rather,  S.  1042's  deferred  examination,  is  five  years  plus  otherwise-routine 
examination  time  which  is  now  2.5  years,  or  a  total  of  7.5  years. 

But  what  is  so  wrong  about  this  lengthy  deferrence  if  the  applications  are 
published  after  24  months? 

Deferred  examination  is  a  registration  system  for  the  most  critical  35%  of 
patent  life 

During  deferred  examination  for  about  7.5  years,  the  applicant  has  only  reg- 
istered his  claim  for  a  patent. 

No  cases  will  be  finally  rejected.  Applicants  will  not  have  been  forced  to  quit 
claim  some  subject  matter  in  order  to  avoid  references.  Multiple  applications  on 
the  same  invention,  that  under  Title  35  United  States  Code  would  be  shaken  out 
in  an  interference,  will  all  be  published,  each  with  a  slightly  different  disclosure 
and  a  possibility  of  eventually  winning  allowance  of  at  least  some  narrow  claims 
by  the  Patent  Office,  and  also  of  winning  some  uncertain  range  of  equivalents 
thereto  in  the  courts. 

The  present  United  States  system  requires  the  applicant  to  distinctly  point 
out  and  claim  his  invention.  That  which  is  disclosed  but  not  claimed  is  dedicated 
to  the  public  normally  within  2%  years.  In  addition  the  Patent  Office  examines 
the  claims  and  rejects  that  which  is  obvious  to  the  examiner  from  the  prior  art 
known  to  him  after  his  search.  These  two  procedures,  dedication  by  non-claiming 
and  rejection  over  prior  art  found  by  the  examiner,  greatly  cut  down  on  the  area 
of  uncertainty  of  scope  of  issued  patents  by  comparison  with  pending  applications. 

In  context  of  competitive  new  product  design  or  new  plant  design,  these  two 
restrictive  procedures  give  information  to  the  designer  as  to  which  roads  of 
progressive  design  are  free  roads,  and  which  are  toll  roads  on  which  some 
patentee  may  extract  a  toll. 

Under  S.  1042  deferred  examination,  with  aid  of  preliminary  applications,  it 
is  certain  that  the  infringement  searcher  will  have  at  least  the  same  order  of 
magnitude  of  unpublished  applications  (both  preliminary  and  young-complete 
applications)  as  we  have  at  present — an  estimated  more  than  20(),OCM)  preliminary 
applications  per  year  plus  a  year's  worth  of  complete  applications.  And  to  these 
applications,  all  still  noses-of -putty,  must  be  added  five  or  six  years  of  published 
applications  not  yet  examined,  that  also  are  still  noses-of-putty,  whose  coverage 
still  remains  vincertain,  unknown  and  unfrozen. 

Licenses  must,  in  a  great  majority  of  cases,  be  negotiated  in  the  registration- 
system  period,  the  first  7.5  years.  The  licensee  must  resolve  doubts  in  favor  of 
the  potential  patent,  or  risk  a  million  dollars  in  new  plant  or  development.  So 
he  pays  tribute  for  35%  of  the  potential  patent  life,  for  a  license  under  a  no-patent 
that  often  will  never  become  one. 

Those  who  negotiate  a  license  each  month  or  so,  will  know  that  this  problem 
is  real  and  present,  though  of  course  not  universal,  even  under  present  2%  years 
involuntary  deferred  examination. 

Voluntary  7.5  years  deferred  examination  compounds  the  problem,  on  a  curve 
exponentially  upward  with  time,  without  any  real  promise  of  significant  value  in 
return. 

As  of  now,  many  many  lawyers  draw  most  of  their  licenses  of  pending  applica- 
tions around  the  subsisting  claim  concept :  I.e.,  royalties  are  tied  to  the  scope  of 
claims  in  either  a  patent  application  or  patent  so  long  as  the  claim  is  not  under 
Final  Rejection,  canceled,  disclaimed,  awarded  to  another  in  an  interfei'ence  or 
held  invalid  in  Court.  As  of  now  it  is  feasible  to  depend  upon  Final  Rejection  of 
trash  claims  within  two  or  three  years ;  and  this  is  a  reasonable  time  to  pay 
royalties  even  on  unpatentable  subject  matter,  just  as  compensation  for  know-how 
or  market-lead  time,  afforded  by  the  alleged  inventor's  disclosure. 

Under  deferred  examination  the  inventor  doesn't  want  to  define  his  invention 
finally  until  after  market  development  by  his  competitors.  So  he  may  require 
in  the  license  contract,  "No  examination  till  I  say  so."  And  the  potential  li- 
censee who  is  trying  to  buy  peace  and  security  for  his  million  dollar  plant  or 
marketing  investment,  is  burdened  to  accept  it. — With  the  result  that  the  trash 
claims  are  not  examined  and  are  not  Finally  Rejected  for  seven  years,  or  eight. 

Thus,  under  deferred  examination,  licensees  will  often  pay  royalties  under 
trash  claims  that  are  only  registered,  for  non-coverage  by  non-patents  for  six, 
seven  or  eight  years. 

Another  point.  Under  Title  35  today,  if  a  company  finds  it  is  infringing  a 
patent  claim,  the  first  effort  is  to  attempt  to  design  around  the  claim  and  ac- 
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complish  the  commercial  result  with  an  alternative  specie  not  claimed  in  the 
patent.  But  if  the  company  is  infringing  a  deferred  application's  claims,  and 
successfully  designs  around  them,  the  applicant  (\A-ho  is  not  yet  bound  to  his 
claim  pattern)  amends  his  claims  to  be  generic  to  the  design-around  effort. 

Note  that  under  S.  1042  the  applicant  is  not  bound  to  his  claim  pattern  during 
35%  of  patent  life,  even  though  he  can  recover  damages  under  some  after- 
notice  circumstances  for  a  period  of  time  prior  to  allowance  of  his  patent. 

Yes,  we  have  in  deferred  examination  all  the  comforts,  but  more  important  the 
mischief,  of  a  7-8  year  registration  system. 

The  concept  of  broadened  reissue  patents 

Under  present  Title  3^),  if  an  applicant  or  his  attorney  erroneously  claims  an 
invention  too  narrowly  the  applicant  may  correct  the  error  by  reissuing  the 
patent  and  claiming  more  broadly — provided  (a)  the  broadening  correction  is 
made  within  two  years  of  the  original  patent  issue,  and  (b)  the  broadened  sub- 
ject matter  of  the  patent  may  not  be  asserted  against  an  infringement  that 
occurred  before  issue  of  the  broadened  subject  matter  in  the  reissue  patent — 
this  latter  rule  being  referred  to  as  the  "intervening  rights"  of  the  infringing 
competitor. 

»  The  concept  of  broadened  reissue  patents,  by  way  of  correction  of  errors 
which  sterilize  a  patent  into  a  nullity,  was  condemned  by  the  President's  Com- 
mission on  the  Patent  System  and  by  S.  1042,  even  in  the  presence  of  its  two 
l^rotections  (1)  and  (2)  above. 

But  deferred  examination  forces  a  freedom  to  broaden  coverage  not  just  for 
a  few  years,  but  for  six,  seven  or  eight  years — during  which  competitors  are 
plagued  without  benefit  of  intervening  rights. 

Let's  illustrate  by  way  of  actual  examples  that  have  come  to  pass  under  the 
2.5  year  present  involuntary  deferred  examination,  that  deferred  examination 
compounds  with  five  more  years. 

I  recently  came  to  know  a  competitor's  market-place  structure  before  my 
client's  patent  claims  were  frozen  by  allowance  of  the  patent  or  by  intervening 
rights.  Narrow  "picture"  claims  of  certain  validity  were  added  to  the  patent 
before  it  issued,  that  read  specifically  on  the  competitive  structure.  Thus  we 
enjoyed  the  benefits  of  "reissue"  to  support  an  infringement-suit  argument  of 
slavish-duplication  of  even  immaterial  details,  greatly  enhancing  the  strength 
of  the  potential  infringement  suit. 

In  another  case  my  client  had  $2.50,000  worth  of  tools  in  the  field  before  the 
competitor  took  one  of  these  tools  to  his  patent  attorney  who  was  prosecuting 
an  application.  The  competitor's  patent  application  then  stood  Finally  Rejected 
with  no  claims  allowed  and  no  claims  present  in  the  case  that  read  upon  my 
client's  specie  of  the  invention.  New  claims  very  specifice  to  my  client's  structure 
were  added.  A  big  commercial  success  story  was  told,  based  in  part  on  my  client's 
commercial  success.  The  claims  were  allowed ;  suit  for  infringement  was  filed 
and  judgment  went  for  Plaintiff.  Broadened  "re-issue"  without  the  protections 
of  intervening  rights  for  the  party  whose  commercial  success  produced  issuance 
of  the  patent. 

Deferred  examination's  extra  five  years,  compounds  this  vital  and  critical 
evil,  many  fold. 
Deferred  examination  tvill  induce  the  filing  of  many  questionable  applications 

Under  the  system  of  present  Title  35  USC,  lawyers  have  on  rare  occasion 
advised  a  client  to  brainstorm  every  conceivable  idea  in  a  new  art  and  to  file 
dozens  of  applications  with  a  few  broad  claims  in  each,  then  let  the  industry 
develop  the  art  for  a  couple  of  years  before  electing  which  were  worth  prosecut- 
ing. While  small  businesses  can  rarely  afford  the  practice,  big  business  often 
can  afford  it. 

Under  deferred  examination  with  bushes  to  hide  in  for  .seven  or  eight  years 
while  competitors  develop  their  products  and  their  market,  this  practice  will  be 
recommended  much  more  often  to  big  business  that  can  afford  this  practice. 

The  published  art  will  thereby  be  flooded  with  more  trash  applications  with 
which  big  business  can  hide  in  the  bu.shes. 

And  the.«e  trash  applications,  pursuant  to  S.  1042,  will  join  the  mass  of  trash 
publications  that  must  inherently  be  classified  relatively  poorly,  and  that  an 
infringement  searcher  must  consider  when  advising  as  to  new  plant  or  new- 
product  design. 
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The  cure  for  this  is  more  promptness,  not  more  deference,  of  examination. 

In  order  to  avoid  the  uncertainty  of  hundreds  of  thousands  of  unexamined 
applications,  above  and  beyond  tliose  we  now  suffer,  new  products  and  plants 
must  be  biased  toward  structures  which  can  be  "justified  by  the  prior  art",  i.e. 
be  like  the  prior  art  so  that  no  patent  that  later  issues  on  them  can  be  held 
valid  over  the  prior  art  that  was  copied. 

This  is  a  bias  not  toward  progress  in  the  useful  arts,  not  toward  new  design ; 
it  is  bias  toward  copying  old  design,  i.e.,  bias  toward  stagnation  of  progressive, 
new  design. 

Competitor's    right  to  request  examination 

S.  1042  provides  that  for  a  fee  a  competitor  may,  if  he  desires,  request  the 
examination  of  an  application  even  though  the  applicant  has  not  so  requested. 

It  seems  that  competitors  have  enough  reading  to  do  in  the  art,  without  having 
to  read  all  of  his  competitor's  trash  applications  and  select  which  ones  he  wishes 
to  pay  a  fee  to  get  examined.  In  truth,  it  is  cheaper  for  him  to  pay  a  patent 
examiner,  through  taxes,  to  sift  out  the  trash  applications  before  he  starts  bis 
reading  of  his  competitor's  patents. 

But  another  thought  is  perhaps  more  important. 

Suppose  a  First  Competitor  does  learn  of  an  offensive  applicatian  by  Second 
Competitor,  and  pays  the  examination  fee.  Second  Competitor  is  thereby  advi.sed 
that  somebody  wants  to  infringe  this  potential  patent  that  he  might  otherwise 
have  abandoned,  and  he  will  focus  special  legal  talent  to  aggressive  prosecution 
of  that  application  and  to  further  research  in  the  area  to  cover  all  alternative 
ideas.  So  First  Competitor  paid  the  fee  by  which  Second  Competitor  focuses  his 
attention  to  hurt  First  Competitor's  busines.  Equitable? 

More  important  First  Competitor  is  still  blocked  from  his  new  plant  or  product. 
It  will  take  two  years  or  more  after  he  pays  the  examination  fee  for  his 
competitor's  application,  before  the  examination  is  completed.  So  what  does  First 
Competitor  do  about  capital  commitment  for  this  year's  market,  or  for  next  year's 
market. 

"Stagnate  the  useful  arts"  is  a  meaningful  phrase  in  describing  the  mischiefs 
of  deferred  examination. 

Public  resources  spent  in  examination  of  worthless  applications 

It  is  argued  by  some  that  society  should  not  spend  public  energies  and 
resources,  examining  defensive  or  likely-defensive  applications  for  patent,  or 
other  applications  which  the  applicant  may  himself  determine  to  abandon  if 
but  given  five  years  to  do  so.  Hence,  by  this  argument,  we  should  have  deferred 
examination  so  that  the  interest  of  the  applicant,  if  any,  may  be  determined 
before  the  expense  of  examination  is  undertaken. 

To  which  the  compelling  response,  in  context  of  the  many  circumstances  above 
developed,  is :  The  Patent  Office  can  examine  all  applications  at  less  expen.se  to 
society  than  all  of  the  mischiefs  of  long-deferred  examination. 

Let  the  defensive  application  be  published  at  the  applicant's  request  and  cost  as 
a  public-dedicated  "patent"  consistently  with  S.  3007,  SSth  Congress,  if  the 
applicant  acknowledges  that  his  is  a  defensive  application. 

But  until  the  applicant  is  willing  to  give  up  his  right  to  affirmative  protection 
and  is  willing  to  dedicate  his  invention  to  the  public,  let  him  not  hide  in  the 
bushes  for  seven  years. 

Let  the  examination  that  narrows  his  coverage  to  the  invention's  real  merit, 
and  that  publishes  the  final  patent  with  its  limitations  in  it.  and  that  publishes 
only  examined  patents  of  merit  found  by  the  examiner  and  not  a  lot  of  trash  paper, 
and  that  publishes  only  after  the  inventor  knows  what  protection  he  is  to  get  in 
exchange  for  publication — 

— Let  that  examination  proceed  as  surely  and  as  rapidly  as  one  car  follows 
another  on  tlie  Freeway. 

Our  history  on  patent  registration  systems 

In  1703  we  suffered  a  backlog  of  unexamined  patent  applications.  Thomas 
Jefferson,  then  Secretary  of  State  and  thereby  chief  examiner  of  all  patent 
applications,  said:  Let's  abandon  examination  in  favor  of  a  registration  system. 

Senator  Williamson  of  South  Carolina  said:  Let's  copy  the  British  [then] 
registration  system.  If  it  works  for  England,  it  will  work  for  us. 

He  drafted  a  bill  that  with  administration  sponsorship  iiicluding  the  active 
participation  of  the  Secretary  of  State  and  chief  examiner  of  patent  applications, 
became  our  patent  act  of  1703. 


201 

By  that  act  the  United  States  abandoned  a  prompt  examination  systtMu  in  favor 
of  a  registration  system. 

I'he  reading  of  Thomas  Jefferson's  traverse  of  the  full  circle  from  a  believer  in 
examination,  to  registration,  thence  back  again  into  a  believer  in  full  examination, 
all  before  1813,  is  a  fascinating  reading. 

But  it  took  23  years  after  Jefferson  found  out  the  grossness  of  his  error,  before 
we  got  a  full  examination  system  returned  to  us  in  1S3G. 

The  British  whom  we  expressly  copied  in  1793.  what  did  they  do?  They  reversed 
themselves  and  adopted  full  examination  after  the  United  States'  example. 

Now  it  is  the  Dutch  deferred  examination,  i.e.  "half-registration  system"  that 
S.  1042  says  we  should  copy. 

Let's  ho])e  we  get  the  copying  done  before  the  Dutch  reverse  themselves  and 
copy  us.  But  should  they? 

It  is  estimated  that  a  50%  increase  in  Patent  Office  budg(>t  is  nuich  less  than 
0.07%  of  the  United  States  research  expenditures.  If  that  estimate  is  off  by  100% 
or  200%,  Patent  Office  expense  to  do  the  job  in  this  country,  and  do  it  riffht,  is 
still  an  itty -bitty  tail  on  the  dog. 

Contrast  Holland  where  research  is  very  low  by  comparison  with  United  States 
research  and  foreign  applications  and  Patent  Office  budget  are  relatively  very 
high.  Dutch  decisions  quite  reasonahly  may  be  different  from  United  States 
decisions. 

//  the  tvorld  goes  to  deferred  examination? 

Some  have  urged  that  if  the  world  goes  to  deferred  examination  and  the  United 
States  not.  the  United  States  will  involuntarily  liecome  the  world's  .sole  examiner 
of  patent  applications,  and  that  we  cannot  afford  that. 

The  simplest  of  aspirin  pills  will  cure  that  before  it  becomes  even  a  mild 
headache. 

Title  3.">  use  may  be  amended,  and  should  be  amended  now,  to  provide  that 
any  applicant  claiming  a  foreign  filing  date,  must  swear  that  he  has  paid  the 
fee  and  retjuested  regular-order  prompt  and  non-deferred  examination  of  his 
foreign  applications.  He  thus  must  pay  the  same  fee  abn^ad  for  the  same  regu- 
lar order  examination  he  gets  for  this  fee  under  our  Title  35. 

This  simple  change  will  effect  reciprocity  on  this  issue  of  examination. 

Conclusion 

These  remarks  have  only  begun  the  development  of  what  bugs  are  to  be  found 
in  deferred  examination.  But  need  more  be  .said? 

Justice  Frankfurter  phrased  it  this  way  : 

"We  must  be  especially  wary  against  the  dangers  of  premature  synthesis, 
of  sterile  generalization,  unnourished  by  the  realities  of  law  in  action." 

I  phrase  it  this  way  :  Deferred  examination  is  a  Reub  Goldberg  invention. 

Senator  McClellax.  Thank  you,  Mr.  Arnold.  Judging  l)v  the  hulk 
of  the  statement  you  filed,  and  the  time  you  have  u.sed,  you  have  pretty 
well  covered  most  aspects,  I  assume. 

Mr.  Arxold.  I  have  a  dozen  I  have  not  touched,  sir. 

Senator  McClellax.  Well,  we  shall  just  stay  where  we  are,  then. 
I  do  not  think  we  will  ever  get  out  of  this  wilderness  if  you  have  that 
much  more. 

If  I  understand,  you  feel  that  the  enactment  of  S.  lOlii  would  make 
the  patent  system  much,  much  more  expensive  ? 

Mr.  Arnold.  Much  more  expensive;  much  less  beneficial  to  indus- 
try and  inventors. 

Senator  McClellax.  And  you  feel  that  instead  of  simplifying  the 
procedures,  it  would  rather  complicate  them;  is  that  true? 

Mr.  Arxold.  Yes,  sir. 

Senator  McClellax'.  And  you  think  the  patentee — that  is.  the  in\en- 
tor — is  not  any  better  protected,  but  possibly  less  so  ? 

Mr.  Arx'old.  Relative  to  the  big  business  which  has  money  to 
spend,  the  small  business  and  small  inventor  comes  out  biased  in  the 
negative  relative  to  them.  The  inventor  or  small  business  is  not  espe- 
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cially  hurt  any  more  than  big  business  is  in  terms  of  what  kind  of 
protection  he  gets.  He  is  liurt  only  in  terms  of  the  expense  he  must 
be  subjected  to,  that  he  cannot  afford  by  comparison  with  big 
corporations. 

Senator  McClellax.  You  feel  that  as  a  patent  attorney,  you  would 
have  to  charge  much  moi-e  when  you  represent  a  client  if  this  bill  is 
enacted  ? 

Mr.  Arnold.  In  proportion  to  the  protection  obtained  for  my  client ; 
yes,  sir. 

Senator  McClellan.  Is  that  a  view  generally  held  by  lawyers  in 
the  patent  practice  ? 

]SIr.  Arnold.  I  think  so,  Mr.  Chairman.  I  have  been  in  debates 
in  half  a  dozen  different  bar  groups  on  the  same  subject,  and  it  seems 
to  be  held  by  at  least  70  percent  of  the  bar,  if  not  a  great  deal  more, 
in  each  of  the  bar  groups  w^here  I  have  participated  in  discussions 
on  that  topic. 

Senator  McClellan.  Then  I  take  it  you  have  suggested  that  the 
committee  just  reject  S.  1042  ? 

Mr.  Arnold.  As  such.  We  favor  the  amendments  that  have  been 
proposed  by  Senator  Long,  and  the  American  Bar  Association  is  work- 
ing on  a  substitute  bill  which  I  think  is  consistent  with  the  views  of 
the  State  Bar  of  Texas  and  will  constitute  an  improvement  in  the 
patent  law. 

The  other  bills  that  I  have  referred  to  we  think  constitute  improve- 
ments in  the  patent  law.  But  S.  1042  as  drafted  we  disapprove  of. 

Senator  McClellan.  You  say  the  American  Bar  Association  is 
working  on  a  substitute  ? 

Mr.  Arnold.  I  understand  they  arc. 

Senator  McClellan.  I  understand  so,  too.  I  think  when  we  hear 
the  next  witness,  maybe  he  will  tell  us  something  about  that. 

There  are  going  to  be  a  lot  of  substitutes  offered,  and  amendments. 
I  am  hopeful  that  at  some  time,  the  subcommittee  can  get  to  a  point 
where  it  can  sit  down  and  try  to  take  w^hat  is  before  us  and  hammer 
out  a  bill  that  we  can  recommend.  But  if  we  are  going  to  keep  getting 
substitutes  from  time  to  time,  I  do  not  know  how  long  this  will  be 
delayed.  So  today  we  are  just  going  to  have  to  cut  it  off  to  where  we 
can  sit  down  and  work  out  a  bill  here. 

Mr.  Arnold.  May  I  speak  to  that  just  a  moment  briefly?  The  copy- 
right law  revision  is  simple  in  its  subtleties  and  secondary  effect  by 
comparison  with  patent  law. 

Senator  McClellan.  I  do  not  think  you  said  what  I  heard. 

Mr.  Arnold.  By  comparison  with  patent  law. 

Senator  McClellan.  All  right. 

Mr.  Arnold.  This  bill,  therefore,  the  patent  law  revision  effort 
must  go  through,  in  my  judgment,  if  it  is  to  be  as  good  a  quality  thing 
as  we  now  have  in  copyright  law,  and  I  think  that  is  a  masterful  bit 
of  legislative  endeavor,  despite  the  fact  that  I  disagree  on  a  point  or 
two — it  is  great  work. 

If  we  in  the  patent  law  revision  effort,  are  going  to  come  out  with 
anything  like  that  in  quality,  we  are  going  to  have  to  debate  this  bill 
and  draft  a  substitute  and  we  are  going  to  have  to  debate  that  sub- 
stitute and  it  is  going  to  have  to  be  the  fourth  draft  before  we  have 
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anything  like  sometliing  we  can  get  behind  and  say  this  is  the  best 
system. 

Senator  McClellan.  What  you  are  saying  is  you  emphasize  what 
I  already  know,  that  we  are  here  in  a  very  complicated  field. 

Mr.  Arnold.  Yes,  sir. 

Senator  McClellan.  Very  complicated  and  highly  technical.  We 
will  do  more,  and  I  hope  we  will  not  do  ^vorse,  if  we  can  come  out  with 
some  law  that  will  improve  the  present  statutes.  That  is  what  we  hope. 

Mr.  Arnold.  I  am  sure  we  can  do  that,  ISIr.  Chairman.  But  it  will 
take  a  little  while. 

Senator  Burdick.  Mr.  Chairman. 

I  think  your  own  statement  means  we  need  to  improve  this  statute. 

Mr.  Arnold.  Yes,  sir. 

Senator  Burdick.  You  seem  to  indicate  that  present  law  is  better 
than  S.  1042? 

Mr.  Arnold.  Yes,  sir. 

Senator  Burdick.  Under  present  law,  by  your  own  statement,  we 
are  two  and  a  half  years  behind  in  the  Patent  Office  and  you  lawyers 
are  6  months  behind? 

Mr.  Arnold.  That  is  a  rough  statement,  but  2  to  G  months  is  prob- 
ably a  fair  one. 

Senator  Burdick.  Do  you  not  think  we  had  better  try  something  elsej 

Mr.  Arnold.  I  agree  we  should  try  some  modifications  in  title  35, 
but  let  us  not  copy  European  systems  we  already  know  and  find 
seriously  wanting.  ... 

Senator  Burdick.  Do  you  not  think  the  recording  statutes  in  this 
country  have  brought  a  lot  of  order  in  real  estate  ancl  other  law  ^ 

Mr.  Arnold.  Oh,  yes. 

Senator  Burdick.  And  that  in  a  sense,  first  filing  might  bring  some 
order? 

Mr.  Arnold.  I  do  not  believe  first  filing  in  patent  applications  will 
bring  more  order.  I  think  it  will  bring  more  chaos. 

Senator  Burdick.  I  think  the  testimony  'here  was  that  it  is  only 
less  than  one-half  of  1  percent  of  those  contested  claimants  that  would 
not  prevail  mider  the  first  filing  provision. 

Mr.  Arnold.  The  reason  that  this  is  bad,  though,  is  that  the  absence 
of  the  capacitv  to  rely  on  the  interference  to  save  the  man  his  one-half 
of  1  percent  case  which  is  worth  a  million  dollars,  forces  him  into 
awkward  choices  in  the  other  99  percent  of  his  cases,  like  filing  each 
conceptual  step  in  the  Patent  Office  day  by  day  or  losing  his  right  to 
that  million-dollar  value.  It  aflects  all  of  the  other  99.5  percent,  this 
one-half  of  1  percent.  ,  t   n  j- 

Senator  Burdick.  As  I  understand  it,  there  is  equitable  relief  for 
those  cases  even  where  you  have  a  first  filing  theory. 

Mr.  Arnold.  Under  S.  1042,  not  anything  that  is  remotely  satis- 
factory 

Senator  Burdick.  We  need  some  relief  from  the  mess  we  are  m. 
Any  time  we  are  two  and  a  half  years  back  in  the  Patent  Office  and  you 
lawyers  are  back  6  months,  certainly  we  need  something. 

Mr.  Arnold.  I  am  not  saying  that  we  do  not.  Senator.  I  am  with  the 
concept  of  improvement  and  I  have  suggested  several  improvements 
and  the  ABA  bill  will  cover  some  more. 
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Senator  McClellan.  Thank  you  very  nnich. 
Mr.  Fnhvider,  come  around,  please,  sir. 

The  Chair  hopes  v.'e  can  conchide  the  morning  statements  before 
12 :30. 

STATEMENT  OF  ROBERT  W.  FULWIDER.  CHAIRMAN  OF  THE 
AMERICAN  BAR  ASSOCIATION  SECTION  OF  PATENT.  TRADE- 
MARK, AND  COPYRIGHT  LAW,  ACCOMPANIED  BY  EDWIN  MeKIE 
AND  WILLIAM  E.  SCHUYLER,  JR. 

Mr.  FuLwiDER.  We  shall  try  to  be  brief. 

Senator  JNIcClellan.  Do  you  have  a  prepared  statement? 

Mr.  FuLwiDER.  Yes,  we  do,  Mr.  Chairman. 

Senator  McClellan.  Do  you  wish  to  submit  it  for  the  record  and 
liighlio-ht  it,  or  do  you  want  to  read  it  { 

Mr.  FuLVv^iDER.  I  would  prefer  to  submit  it  for  tlie  record  and  merely 
highlight  it  here  today. 

Senator  McClellan.  It  will  be  printed  in  the  record  in  full  and  you 
may  proceed. 

Mr.  FuLw^DER.  I  am  Robert  W.  Fulwider.  A  patent  lawyer  from 
Los  Angeles,  Calif.  I  have  been  admitted  to  practice  since  1931.  I 
testify  here  today  on  behalf  of  the  American  Bar  Association  as  chair- 
man of  that  association's  section  on  patent,  trademark  and  copyright 
law. 

Senator  McClellan.  You  are  also  accompanied  by  two  associates. 
Would  you  have  them  identify  themselves 't 

Mr.  Fulwider.  Yes.  On  my  left  is  Mr.  William  Schuyler,  a  former 
chairman  of  my  section.  On  my  right  is  Mr.  Edwin  McKie,  chairman- 
elect  to  the  patent  section.  Botli  Mr.  Schuyler  and  Mr.  McKie  are 
engaged  in  the  private  practice  of  patent  law  here  in  Washington. 

I  might  say  at  the  beginning  that  I  was  somewhat  surprised  to 
hear  Judge  Rifkind's  comments  yesterday  about  lawyers  and  bar  asso- 
ciations. In  my  36  years  of  practice  before  the  bar,  1  have  been  active 
in  State  bar  associations,  county  bar  associations,  the  American  Bar 
Association,  the  American  Patent  Law  Association.  I  think  I  must 
respectfully  disagree  with  the  judge. 

In  my  experience,  lawyers  in  bar  association  meetings  may  argue  a 
lot;  I  think  debate  is  good.  But  more  often  than  not,  I  believe  that  the 
argumentative  attitude  of  lawyers  usually  comes  up  with  an  answer 
that  is  pretty  close  to  correct. 

I  feel  that  here  we  are  not  saying  that  we  have  the  right  answer, 
but  we  are  saying  that  we  think  we  liave  or  will  have  an  answer  that 
is  far  superior  to  S.  l()4-2. 

Now,  I  should  say  that  today,  while  our  patent  section  has  con- 
sidered all  of  the  provisions  of  S.  1042,  the  time  element  has  prevented 
the  American  Bar  Association  as  a  whole  from  taking  a  position  on  all 
of  the  provisions.  However,  the  American  Bar  Association  does  have 
a  position  on  the  key  issues  and  my  authority  for  being  here  today 
is  expressed  in  this  following  resolution,  which  is  rather  brief,  and 
I  think  I  should  read  it,  because  it  is  the  key  to  our  position. 

Senator  McClellan.  J^et  the  resolution,  to  exi)edite  it,  be  printed  at 
this  ]wint  in  the  part  of  your  remarks.  We  can  printed  that  as  we 
have  it  before  us. 
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(The  resolution  is  as  follows :) 


1.  Resolved,  that  the  American  Bar  Assoeiation  is  opposed  in  principle  to: 

(a)  Elimination  of  the  grace  period  within  which  application  may  he  made 
for  a  patent  after  the  public  use  or  sale  of  the  invention  or  the  patenting  or 
puhlication  of  the  invention,  and 

(bj  Any  change  in  the  law  which  would  have  the  effect  of  awarding  the 
patent  only  to  the  applicant  who  is  the  tirst  to  tile  his  application,  and 

is  opposed  therefore  to  Sections  lU2(a)  and  l!)2(b)  of  S.  lU4li  and  H.R.  5!J24. 
DUth  Congress. 

2.  Resolved,  that  the  American  Bar  Association  favors  in  principle  permitting 
the  owner  of  an  inventi(jn,  whether  or  not  he  be  the  inventor,  to  tile  a  patent 
application  covering  that  invention  provided  that  the  inventor  or  inventors  be 
named  in  the  application. 

3.  Resolved,  that  the  American  Bar  Association  appeals  to  the  subcommittees 
of  the  Senate  and  the  House,  to  which  S.  1042  and  H.R.  5024  have  been  com- 
mitted, to  defer  the  submission  of  their  respective  reports  on  said  bills  to  their 
respective  full  committees  until  such  time  as  the  American  Bar  Association  and 
other  interested  parties  shall  have  had  reasonable  opportunity  to  fully  consider 
S.  1042  and  H.R.  5924  and  any  proposed  substitute  bills,  except  that  such  defer- 
ment is  not  requested  to  extend  beyond  May  1, 1908. 

Mr.  FuLWiDER.  I  should  say  that  these  resolutions  were  passed  by 
an  overwhelming  majority  of  the  patent  section.  It  was  not  a  ques- 
tion of  a  close  vote  at  all.  They  were  also  passed  by  the  board  of 
governors  of  the  American  Bar  Association  without  a  dissent. 

I  am  sure  you  know  that  tlie  American  Bar  Association  is  fairly 
large.  We  have  over  120,000  lawyers  that  are  drawn  from  all  walks— 
at  least  their  practice  is  drawn  from  all  walks  of  life.  For  many  years 
the  patent  section  of  the  American  Bar  has  worked  conscientiously, 
continuously,  to  try  to  improve  the  patent  system.  Contrary  to  the 
inference  that  we  heard  here  yesterday,  nearly  30  years  ago,  in  1939, 
the  American  Bar  Associated  adopted  a  resolution  recommending  that 
the  term  of  a  patent  extend  '20  years  from  the  filing  date  of  the  applica- 
tion. Even  though  that  reconmiendation  was  made  over  30  years  ago, 
we  are  pleased  to  cite  it  in  support  of  section  154  of  S.  1042. 

In  1951,  the  American  Bar  Association  recommended  relaxation  of 
the  rules  for  filing  applications  on  inventions  made  by  more  than  one 
inventor.  Section  116(b)  of  S.  1042  follows  that  recommendation. 
We  are  pleased  to  sup^wrt  that  one. 

Also,  prior  to  the  President's  Commission,  the  American  Bar  Asso- 
ciation recommended  that  the  owner  of  an  invention  Ije  permitted 
to  file  the  patent  application,  provided  the  inventor  is  named.  This 
principle  is  embodied  in  section  111  of  S.  1042,  but  it  is  restricted 
and  not  as  practical  as  ours. 

As  you  know",  the  members  of  our  association  prevailed  in  codifying 
the  patent  law  which  passed  in  1952.  There  the  patent  bar  and  em- 
ployees of  the  Patent  Office  worked  together  with  Congress  and  came 
up  with  the  act  under  which  we  now  practice. 

I  mention  these  things,  not  that  we  want  credit  for  them,  but  again, 
contrary  to  Judge  Rifkind,  merely  to  show  that  lawyers  are  not  always 
opposed  to  change.  We  are,  how^ever,  opposed  to  change  simply  for  the 
sake  of  change.  That  is  why  we  are  here  today,  to  oppose  these  basic 
revolutions  of  basic  portions  of  S.  1042,  because  we  think  they  are 
merely  change  for  the  sake  of  change. 

We  have  had  a  special  committee  in  our  patent  section  for  many 
years.  We  call  it  the  Patent  Policy  Planning  Committee.  Its  function 
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is  long-range  planning  to  examine  the  patent  system  and  try  to  fore- 
cast and  plan  ahead  with  things  that  can  be  done  for  it.  This  com- 
mittee has  been  very  active. 

We  have  given  attention  to  claim  drafting,  streamlining  interfer- 
ence, overcoming  delays  in  the  Patent  Office. 

When  the  President's  report  came  out,  our  special  committee — we 
call  it  108 — immecliately  went  to  work  on  that.  When  S.  1042  was 
introduced  in  the  Congress,  we  began  concentrating  on  that.  The 
matter  is  so  important  and  so  urgent  that  we  called  a  special  meeting 
of  the  patent  section  here  in  Washington  April  27,  28,  and  29.  As 
you  probably  know,  we  normally  only  hold  one  meeting  a  year  in 
connection  with  the  annual  meeting  of  the  American  Bar  Associa- 
tion, We  had  over  400  members  in  attendance  here  in  Washington 
at  that  meeting.  We  spent  2  days  on  S.  10-12.  We  think  we  gave  full 
consideration  to  it. 

We  also  gave  full  consideration  to  an  alternative  draft  of  a  substitute 
bill,  which  our  Committee  108,  headed  by  Mr.  Schuyler  here,  had 
been  working  on  and  had  produced  for  us. 

You  will  recall  that  yesterday  both  Judge  Kifkind  and  Mr.  Birken- 
stock  suggested  that  if  the  bar  or  any  other  group  who  opposed  S.  10-12 
was  really  serious,  they  would  come  up  with  a  substitute  package. 
We  propose  to  do  this. 

Senator  McClellan.  How  long  do  you  think  it  is  going  to  take  you 
to  do  it? 

]Mr.  FuLwroER.  We  are  hopeful  that  we  will  have  a  draft  bill  in 
satisfactory  form,  which  will  represent  pretty  close  a  consensus  of 
the  bar,  sometime  in  July.  It  is  possible  that  it  might  be  sooner  than 
that,  but  I  doubt  it. 

That  camiot  be  an  offi.cial  ABA  position  because  it  will  embody 
things  or  positions  that  were  taken  by  the  section  at  our  meeting  here 
in  Washing-ton.  Those  resolutions,  other  than  these  key  resolutions 
here,  which  were  passed  by  the  Board  of  Governors,  have  to  await 
action  by  our  house  of  delegates  in  Honolulu  August  5-9.  So  there 
will  be,  we  hope,  an  alternate  bill  that  most  of  the  bar  will  be  in  favor 
of  and  which  we  think  makes  a  lot  better  sense  or  will  make  a  lot 
better  sense  than  S.  1042. 

Senator  McClellan.  We  are  in  a  position  now  of  having  to  wait  a 
couple  of  months  or  more  for  you  to  prepare,  draft,  and  submit  a  bill  ? 

Mr.  FuLWiDER.  That  is  right.  You  will  have  to  remember,  of  course, 
that 

Senator  McClellan.  I  am  not  unwilling  to  wait  if  there  is  a  prospect 
of  getting  something  better  than  what  we  have  before  us,  and,  of 
course,  you  think  you  can  submit  something  better.  Why  is  it  neces- 
sary to  take  3  months,  though,  to  draft  this  bill  ? 

Mr.  FuiAviDER.  Well,  it  took  the  President's  Commission  about  2 
years  to  come  up  with  these  recommendations.  The  administration 
started  working  on  S.  1042,  as  far  as  we  have  been  advised,  even  before 
the  President's  report  was  published.  They  spent  several  months. 

The  report  and  S.  1042  are  such  radical  changes  from  what  we  have 
laiown  for  a  hundred  years,  from  what  our  present  practice  is,  that 
it  is  not  easy  to  decide  which  of  these  radical  changes  we  can  live 
with  and  which  ones  we  must  oppose  on  principle. 
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Seiicator  ]McClellax.  Let  me  ask  you :  Do  you  favor  any  change  in 
the  existing  law?  I  am  talking  about  the  position  of  your  group  in 
the  American  Bar  Association.  Does  it  favor  any  change  in  the 
present  law? 

Mr.  FuLwiDER.  Yes,  we  do.  Senator.  There  are  quite  a  number  of 
things  in  S.  1042  that  are  embodied  in  our  tentative  draft  bill  at  this 
time.  Where  the  main  disagreement  lies  is  in  these  two  resolutions 
that  we  bring  before  you  today — the  first  to  file  and  the  elimination  of 
a  grace  peiod. 

Senator  McClellax,  Those  are  the  two  main  issues? 

Mr.  FuLwiDER.  That  is  the  heart  and  soul  of  S.  1042. 

Senator  McClellax.  Further  than  those,  the  rest  of  S.  1042,  you 
feel  you  can  live  with  and  save  yourself  some  modification? 

^Ir.  FuLWiDER.  I  would  not  want  to  say  we  can  live  with  all  the  rest 
of  it.  There  are  a  numljer  of  other  things,  but  in  my  mind,  I  think 
they  are  secondary  and  I  can  speak  officially  only  about  those  two 
things  today. 

Senator  McClellax.  But  these  two  are  vital? 

Mr.  FuLWiDER.  That  is  right,  Mr.  Chairman. 

Senator  McClellax.  And  you  protest  them  ? 

Mr.  FuLwroER.  We  are,  and  I  am  not  sure  I  would  use  the  same 
words  Tom  Arnold  used,  "violently  opposed,"  but  it  is  close  to  violent. 
Those  are  the  two  main  problems.  It  is  a  change  in  philosophy.  I 
think  it  is  important  that  we  realize  that  at  least  since  1936  we  have 
l)een  firmly  committed  to  this  basic  philosophy  of  awarding  to  the 
first  to  invent.  In  other  words,  the  man  who  makes  the  first  invention 
gets  the  patent.  That  is  contrasted  to  the  philosophy  of  most  European 
citizens  that  not  the  man  who  makes  the  invention  gets  it,  the  first 
one,  but  a  second  one  or  a  third  one  or  someone  at  a  later  time,  which 
becomes  the  first  to  file. 

Senator  McClellax.  Let  me  see  if  I  understand  this:  I  have 
developed  something,  I  have  invented  something.  The  idea  came  to 
me  and  I  pursued  it  and  developed  something  that  is  an  innovation,  it 
is  patentable.  Although  I  have  developed  it.  I  have  made  a  sample  of  it 
or  a  model  of  it.  I  am  looking  at  it.  I  still  think  maybe  I  can  improve 
it.  I  realize  that  it  is  not  yet  developed  to  that  stage  where  it  could 
be  commercialized,  it  would  still  have  to  have  some  refinements.  But 
I  have  the  basic  invention,  the  basic  discovery. 

In  the  meantime,  you  possibly  have  come  up  with  substantially 
the  same  thing,  the  general  idea  is  the  same.  If  yours  were  patented, 
it  would  preclude  mine  from  being  patented  and  vice  versa,  they  are 
that  close  together,  we  will  say. 

Now,  I  made  mine  a  year  before  you  made  yours.  But  the  minute 
you  get  it  in  some  crude  form  where  it  is  patentable,  you  run  to  the 
Patent  Office  and  file  it  there.  I  had  the  idea  originally,  I  had  it  before 
vou  did. 

Am  I  to  be  barred  or  precluded  from  getting  a  patent  ? 

Mr.  FuLwiDER.  You  would  be  under  S.  1042  but  not  under  the 
current  law. 

Senator  McClellax.  And  you  favor  the  one  who  first  develops  it? 

Mr.  Ftjlwider.  Yes. 

Senator  McClellax.  Now,  how  am  I  going  to  establish  that  ? 
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That  becomes  controversy.  I  guess  the  Avay  it  is  now,  it  is  frequently 
contested,  is  it  not  ? 

j\Ir.  FuLwiDER.  That  is  right.  That  is  the  interference  proceedings 
Ave  heard  about. 

Senator  McClei.lan.  Kow,  if  S.  1042  is  enacted,  it  eliminates  that 
controversy;  you  got  there  first  and  you  file;  therefore,  you  are 
entitled  to  i)rotecri()n.  1  may  state  it  a  little  crudely,  but  th-.n  is  the  real 
issue  here,  is  it? 

Mr.  FuLwiDER.  That  is  right. 

Senator  McClellan.  Now,  the  question  is  for  us  to  resolve  where 
the  equities  are  and  whether  there  should  be  such  change,  whether 
such  change  is  necessary  to  expedite  the  work  and  functioning  of 
our  patent  system  and  cause  it  to  operate  more  efficiently  and  more 
economically,  and,  at  the  same  time,  allord  protection  to  inventors 
and  to  promote  incentive  for  inventions  and  so  forth,  to  preserve  all 
these  properties  that  are  now  included  in  our  patent  system. 

Mr.  FuLwiDER.  Well,  I  think  one  good  point  is  that  our  system  has 
been  working  under  the  current  rules  for  over  100  years  and  we  are 
today  the  most  industrially  advanced  Nation  in  the  world.  I  believe 
that  in  at  least  some  part,  and  I  believe  perhaps  in  a  major  part,  this 
depends  on  the  patent  system. 

Senator  McClellan.  Well,  nobody  questions  that  our  system  has 
worked  well,  and  possibly  better  than  many  others.  So  has  our 
Government.  But  our  Government  is  getting  so  big  today  that  Ave 
have  to  constantly  overliaul  our  laws  so  as  to  make  it  operate  more 
efficiently.  The  only  question  here  is,  is  this  proposed  legislation  an 
improvement?  Not  to  question  that  it  is  operating  all  right. 

In  certain  days,  certain  times,  the  horse  and  buggy  operated  all 
right.  Today  it  does  not  do  so  well.  Times  change,  conditions  change, 
and  now  the  question  is  have  those  changes  come  about  to  where 
change  in  the  law  to  keep  pace  with  the  demands  of  the  present  are 
necessary. 

Mr.  FuLAviDER.  I  agree  that  any  law  must  grow  and  patent  law  is 
the  same  as  any  other  law.  We  are  the  first  to  concede  that  there  are 
certain  changes  and  improvements  that  can  be  made  in  it,  have  been 
made  in  it  over  the  years,  and  can  be  made  from  here  in  out.  But  one 
of  our  basic  premises  is  that  there  are  two  i)hilos()phical  systems  of 
patent  protection  in  the  world :  Our  system  which  awards  the  patent 
to  the  first  to  invent,  and  the  generally  called  European  system, 
although,  as  you  know,  no  two  European  cotintries  have  the  same 
system.  Nevertheless,  their  philosophy  is  based  on  first  to  file.  It  is 
more  a  matter  of  expediency  than  anything  else. 

I  am  not  saying  this  is  the  entire  picture,  but  it  is  an  important 
factor  that,  looking  at  these  two  systems,  under  our  system,  which  I 
call  the  American-type  system,  to  reward  the  inventor,  create  incen- 
tive for  inventing,  we  have  made  much  more  progress  than  they  liave. 

That  is  not  our  only  argument,  of  course. 

The  grace  period,  tied  in  with  this  first  to  invent,  is  very,  very 
im])()rtant.  We  believe  that  S.  1042  does  not  improve,  it  makes  a 
change,  but  it  takes  a  step  backward.  And  more  particularly,  S.  1042, 
with  its  first  to  file,  elimination  of  the  grace  period,  the  race  to  the 
courthouse,  or  the  Patent  Office,  the  big  corjxjrations — when  I  say 
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''big,"  I  mean  very  big  coii)onitioiis — they  can  live  with  this.  All  they 
have  to  do  is  double  the  size  of  their  patent  departments  and  publish 
every  day  or  week,  dash  otf  with  all  of  those  preliminary  applications 
that  S.  1042  calls  for.  It  is  going  to  be  pretty  tough  for  a  little  inventor 
or  even  for  a  small  business — when  I  say  "small  business,''  I  mean 
somebody  with  sales  under  a  million  dollars. 

Senator  McCleli^vx.  .Vre  the  big  interests  favoral)le  to  S.  10-12  and 
the  little  inventor  opposed^  Is  that  what  you  ai-e  trying  to  say? 

Mr.  FuLWiDER.  It  is  hard  to  generalize,  but  of  the  Inuuh-eds  of  people 
I  have  talked  to,  I  would  sa}'  almost  the  only  proj^onents  or  backers 
for  this  are  representatives  of  large  corporations,  who  recognize  that 
their  patent  budgets  Avill  have  to  be  increased  materially,  but  they  can 
live  with  it.  But  the  little  fellow,  as  Mr.  Arnold  said,  this  in  a  w'ay  is 
a  bonanza  for  patent  attorneys  and  will  be  for  some  time.  It  is  not 
that  we  are  going  to  charge  a  higher  daily  or  higher  hourly  rate.  It 
is  merely  tliat  the  inventor,  instead  of  filing  one  application  as  he  does 
now,  under  the  new  law  is  going  to  have  to  file  several.  In  fact,  on  a 
complicated  invention  that  is  developed  over  a  period  of  time,  lie  is 
going  to  have  to  file  a  preliminary  application  at  least  every  montli. 

So  people  have  said,  "Well,  we  will  just  send  to  the  Patent  Office  all 
of  our  working  drawings  and  all  of  our  memos."  This  is  the  practical 
aspect  of  this  first  to  file  with  the  preliminary  application,  contrary  to 
what  the  speakers  have  said  here  yesterday  and  this  morning,  to  some 
extent,  is  strictly  a  boobytrap  as  far  as  we  are  concerned  for  the  little 
inventor.  He  is  going  to  rely  on  this,  as  the  President's  report  envi- 
sioned it,  it  sounds  fine. 

It  miglit  have  some  good  etfects,  because  they  recommend  that  the 
small  inventor  could  sit  down,  prepare  his  own  application.  S.  1042 
is  not  that  simple.  S.  1042  says  that  that  preliminary  application  that 
the  inventor  is  about  to  prepare  for  himself  has  to  include  each  and 
every  feature  that  he  is  ultimately  going  to  want  to  claim.  That  means 
that  more  times  than  not.  unless  he  goes  to  a  lawyer  to  prepare  these 
applications,  lie  is  going  to  be  relying  on  something  that  will  not  stand 
him  in  good  stead  when  the  chips  are  down. 

Senator  McClellax.  Do  you  think  that  this  is  going  to  engender  a 
lot  of  litigation  as  to  whetlier  the  first  filing  is  adequate  i 

Mr.  Fflwider.  I  think  it  will. 

Senator  McClellax.  Or  whether  it  is  sufficient  to  sustain  the 
priority  ? 

Mr.  FuLwiDER.  To  l)0.'>-in  with,  it  is  going  to  engender  a  lot  of 
trouble  in  the  Patent  Oflice,  because  we  have  a  series  of  preliminary 
applications.  Then  you  file  a  complete  application.  Wherever  you  have 
overlapping  subject  matter — in  other  words,  two  or  more  cases  in  the 
Office  at  the  same  time  with  different  preliminary  dates — that  examiner 
is  going  to  have  more  to  do  under  S.  1042  than  he  has  now.  He  is 
goino-  ro  liave  to  go  back  and  compare  and  cross-compare  the  various 
preliminary  applications  of  all  these  applicants  to  see  which  supports 
what. 

For  example,  you  cannot  sav  for  sure  which  preliminary  application 
is  going  to  support  what  claim  until  you  know  what  the  final  claims 
are.  But  you  cannot  know  what  the  final  claims  are  until  you  know 
what  the  preliminary  support  is.  So  you  have  an  intolerable  situation. 
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Furthermore,  once  the  patent  issues,  you  are  going  to  have  this  same 
problem,  because  the  patent  that  you  buy  a  copy  of,  may  be  the  result 
of  several  preliminaries.  Now,  in  order  for  you  as  a  competitor  to  know 
what  that  patent  covers,  what  its  effective  dates  are,  you  are  going  to 
have  to  obtain  from  the  Patent  Office  copies  of  those  preliminary  ap- 
plications. It  is  going  to  make  the  job  of  the  potential  infringer 
tougher.  It  is  going  to  make  it  more  difficult  for  the  owner  of  the  patent 
to  litigate,  and  it  is  going  to  make  it  harder  for  the  courts.  In  other 
words,  you  are  going  to  have  in  effect  a  series  of  priority  contests  in 
your  lawsuits  that  you  do  not  run  into  very  often,  and  they  are  not 
nearly  as  complicated. 

We  not  only  think  that  section  102 — that  is  first  to  file  and  elimina- 
tion of  the  grace  period — will  improve  quality.  I  should  say  this  first. 
We  are  entirely  in  accord  with  the  objectives  set  forth  hj  the  Presi- 
dent's Commission.  Nobody  can  quarrel  with  those.  We  are  entirely  in 
accord  with  the  objectives  set  forth  in  President  Johnson's  letter  of 
transmittal. 

It  is  our  position,  however,  that  because  of  section  102,  S.  1042  will 
not  meet  any  of  these  objectives,  will  not  accomplish  what  they  say  it 
will  accomplish.  And  furthermore,  in  some  respects,  it  will  do  the 
opposite. 

To  begin  with,  it  will  not  improve  the  quality  of  patents.  Now, 
whether  a  patent  is  issued  to  the  person  who  claims  to  be  the  first 
inventor  or  the  person  who  first  files  the  patent  application  can  have  no 
effect  whatsoever  on  the  quality  of  the  patent  that  ultimately  issues. 
The  question  of  quality.  There  is  a  key  issue,  first  to  file.  It  cannot 
possibly  meet  the  objective  to  improve  the  quality  of  the  patents.  It  is 
going  to  promote  poorl}^  done,  carelessly  drawn  applications  and  the 
odds  are  you  are  going  to  get  patents  that  will  be  poorer  in  quality  for 
lack  of  definiteness  and  for  lack  of  proper  care. 

Now,  furthermore,  going  to  this  lack  of  a  grace  period  and  the  first 
to  file — the  entire  problem  is  not  as  between  two  inventors.  The  first  to 
file  more  or  less  presumes  this.  But  the  lack  of  a  grace  period  has  a  very 
important  feature  that  has  not  been  dwelt  on  much  yet.  That  is  that 
when  you  say  first  to  file  and  lack  of  a  grace  period,  you  not  only  cut 
off  a  man's  rights  by  clashing  into  the  Patent  Office  and  beating  him 
there,  you  can  cut  off  his  rights  by  publishing.  That  is  what  Mr. 
Birkenstock  was  saying  yesterday,  that  many  corporations,  and,  of 
course,  this  is  particularly  advantageous  to  the  big  corporations,  make 
lots  of  minor  or  secondary,  what  to  them  are  unimportant  inventions 
but  what  to  other  people  might  be  very  important  inventions.  They  can 
cut  off  absolutely  the  rights  of  everyoiie  else  to  those  particular  in- 
ventions of  those  particular  ideas  by  merely  publishing.  All  you 
have  to  do  is  have  a  weekly  magazine  that  has  wide  distribution  and  in 
that  magazine  each  week  are  published  technical  dissertations  on  tliat 
week's  improvements. 

Now,  whether  or  not  that  particular  thing  that  IBM  or  General 
Electric  or  the  AEC  Corp.  happens  to  be  working  on,  whether  that  is 
new  with  them  or  not,  has  nothing  to  do  with  the  patent  rights  of  the 
person  who  has  been  working  on  it  for  f)  months  or  a  year,  except  to 
this  extent :  It  cuts  them  off. 
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You  can  be  working  on  your  invention  for  a  year,  I  come  along  with 
a  similar  thing.  I  do  not  want  to  go  in  and  patent,  so  I  just  publish. 
And  you  as  a  prior  inventor  and  thousands  of  other  people,  perhaps, 
or  hundreds  of  other  people  working  on  the  same  thing,  are  cut  off, 
period.  That  is  one  of  the  incidental — I  will  not  say  benefits — detri- 
ments of  the  first  to  file. 

In  our  opinion,  because  of  section  102,  S.  1042  will  not  shorten  the 
pendency  of  patent  applications  in  the  Patent  Office,  but  will  tend 
to  prolong  them.  They  will  get  rid  of  the  small  number  of  interference 
cases,  one-half  of  1  percent,  but  because  of  some  of  the  problems  intro- 
duced by  S.  1042,  the  normal  pendency  of  the  normal  applications  is 
probably  going  to  take  longer  than  it  does  today. 

In  answer  to  Senator  Burdick's  question  about  the  two  and  a  half 
year  bacldog,  I  would  say  that  at  least  since  1931  the  Patent  Office  has 
been  about  that  far  behind,  and  qnite  often  farther  behind.  We  have 
lived  with  it.  It  has  not  caused  any  great  consternation.  Some  people 
complain.  They  have  procedures.  You  can  have  your  case  made  special 
if  you  have  particular  reasons — you  are  old  and  infirm,  you  have  an 
investor  angle  on  the  line.  You  can  have  your  case  made  special  and 
taken  up  out  of  order.  So  this  is  not  a  current  problem  that  has  hap- 
pened in  the  last  few  days. 

Senator  Bukdick.  I  do  not  say  it  is  a  current  problem.  But  is  it  not 
a  problem  that  you  can  remedy  ? 

Mr.  FuL WIDER.  Yes;  with  more  money  and  more  efficiency  in  the 
Patent  Office  and  more  equipment. 

I  think  it  was  Mr.  Naylor  and  Dr.  Steiver  who  stressed  the  fact  that 
they  need  better  equipment  and  an  information  retrieval  system. 

Senator  Burdick.  On  that  information,  I  am  amused  at  something 
you  say  here  on  page  10,  "Under  the  present  statute,  less  than  2  percent 
of  all  pending  applications  ever  become  involved  in  interferences,  and 
constructive  proposals  will  reduce  that  number  to  about  one-half  of  1 
percent.  Certainly,  an  efficient  administrative  agency  can  find  some 
way  of  expeditiously  disposing  of  the  one-half  of  1  percent  of  applica- 
tions in  which  the  priority  of  inventorship  may  be  contested." 

Xow,  you  have  a  recommendation.  The  Patent  Office  says  this  new 
method  will  work.  You  have  nothing  concrete.  You  say  they  can  find  a 
way.  Have  you  found  a  way  ? 

Mr.  FuLwiDER.  Yes,  one  of  our  problems  is  that  there  are  so  many 
ways.  All  the  meetings  I  have  attended  in  Boston  last  week  in  con- 
nection with  the  American  Patent  Law  Association — there  are  a  num- 
ber of  good  ways  there. 

My  own  personal  belief — I  should  divorce  what  I  say  personally 
from  what  I  say  as  ABA  chairman.  My  personal  belief  is  that  if  the 
commission  and  the  Patent  Office  spent  as  much  time  in  trying  to 
improve  interference  practice  as  they  did  on  working  out  a  new  basic 
change  in  the  law,  we  would  have  a  good  recommendation. 

Senator  Burdick.  Interference  involves  questions  of  fact,  that  is 
all  it  is.  It  is  a  regular  lawsuit.  "A"  says,  "I  dreamed  this  up  in  a 
log  cabin.""  "B"  says  he  dreamed  it  up  somewhere  else,  and  you  have  a 
long  delayed  lawsuit,  with  appeals,  et  cetera. 

Mr.  Ftjl^^ider.  Well,  however,  usually  the  subject  matter  is  impor- 
tant enough  to  warrant  a  lawsuit  and  the  interference  lawsuit  is  not 
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necessarily  any  longer  than  any  other  type  of  lawsuit.  I  think  probably 
78  percent  of  them  are  settled  before  they  ever  go  to  final  hearing. 

So  the  main  thing  is  that  while  it  is  a  small  percentage  of  the  total 
number  of  cases,  as  Mr.  Arnold  says,  if  you  do  not  have  the  interference 
practice  available  to  you,  you  are  casting  a  cloud,  so  to  speak,  over  all 
the  otlier  j^atent  applications  that  are  filed  because  people  reJy  on  the 
law  and  rely  on  the  fact  that  if  they  need  it,  they  can  haA-e  interference. 

Senator  Bfrdick.  In  that  regard  if  you  had  a  first  to  file,  you  would 
find.  I  believe,  in  the  end  that  the  first  invention  would  be  the  first 
to  file.  In  other  words,  there  would  not  be  any  delay,  that  the  first 
inventor  would  file  first. 

Mr.  Ft~L\^^DER.  Today  that  is  quite  often  true.  On  the  other  hand, 
it  is  untrue  in  just  enough  cases,  and  those  cases  can  be  important 
where  we  feel  that  the  equities  it  would  destroy  and  the  incentive  to 
invent  would  also  be  destroyed.  We  think  it  is  fundamental. 

Senator  Burdick.  I  just  hope  the  American  bar  can  come  up  with 
some  solution  itself — I  have  not  seen  it  yet  in  your  statement — of  how 
to  speed  this  up. 

Mr.  FuLwiDER.  As  I  say,  today,  our  position  at  the  moment,  is 
merely  that  we  oppose  these  key  provisions  involved  in  section  102. 
"We  will  present  to  you  as  soon  as  we  can,  either  officially  or  unofficially, 
a  draft  bill  that  we  think  will  solve  these  problems. 

On  the  other  hand,  the  rules  and  regulations  for  interference  practice 
are  largely  made  by  the  Patent  Office.  We  have  made  recommendations 
from  time  to  time.  The  Patent  Office  has  made  some  improvements 
from  time  to  time,  and  I  am  convinced  that  between  the  ideas  the 
Patent  Office  has  and  the  many  ideas  that  the  lawyers  in  the  bar 
association  have  for  improving  interference,  we  can  get  rid  of  the 
problems  involved. 

I  would  like  to  have  Mr.  Schuyler  comment. 

Senator  Bfrdick.  The  Patent  Office  savs  thev  can  speed  it  up  with 
S.1042. 

Mv.  Fi'i.wiDER.  They  do  not  speed  it  up,  they  just  get  rid  of  it.  You 
cannot  brush  this  under  the  rug. 

Mr.  ScHuiXER.  I  am  William  Schuyler,  of  Washington,  D.C.  I 
would  like  to  quote  a  conversation  I  had  with  Secretary  Hollomon 
following  the  hearing  yesterday  afternoon,  which  I  think  bears  right 
on  this  point. 

The  Patent  Office  is  working  very  diligently  to  reduce  tlie  backlog. 
And  Secretary  Holloman  stated  to  me,  and  I  will  not  pretend  to  quote 
him  precisely,  but  something  to  the  effect  that  the  present  tenure  of 
an  examiner,  the  average  tenure  of  the  examiner  in  the  Patent  Office 
today  is  5.5  years.  Secretary  Hollomon  said  if  he  can  increase  that  1 
year,  if  he  can  persuade  the  examiner  to  stay  1  year  more,  to  six  and  a 
half  years,  he  can  eliminate  the  backlog  in  1  year. 

If  I  have  misquoted  him,  I  am  sure  I  will  be  corrected,  but  there  Avas 
sometliing  of  that  substance  that  is  stated. 

I  think  tliere  is  a  very  good  answer  in  tliat  direction,  sir, 

Mr.  Ft'eavider.  I  was  at  the  same  conversation, 

I  am  glad  you  brought  that  out,  Mr,  Schuyler. 

Senator  McCletxan.  Off  the  record. 

(Discussion  off  the  record,) 

Mr.  FuLwiDER.  Just  by  way  of  sunnnary,  to  state  our  position,  the 
American  Bar  Association  favors  retention  of  the  1-year  grace  period 
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provided  in  35  U.S.C.  102(1))  and  opposes  tlie  first  to  file,  because  the 
retention  of  the  current  system  gives  the  inventor  suflicient  time  to 
perfect  his  invention  before  filino-  a  patent  application.  It  gives  tlie  in- 
ventor and  his  lawyer  suflicient  time  to  carefully  prepare  an  applica- 
tion, to  make  a  complete  and  adequate  disclosure;  in  other  words,  to 
do  a  good  job.  It  places  no  obstacle  in  the  way  of  the  inventor  who 
wishes  to  share  his  development  with  others,  by  conversation,  by  dis- 
cussion seminars,  by  publication,  or  by  demonstration. 

For  similar  reasons,  we  favor  issuance  of  the  patent  to  the  first  in- 
ventor. Actually,  these  are  hardly  two  points,  they  are  so  inextrical)ly 
tied  together.  The  elimination  of  a  grace  period  and  the  changing  of  a 
first  inventor  system  to  a  first-to-file  system  will,  in  our  opniion,  I'e- 
ward  a  speculative  inventor  who  endeavors  to  blanket  a  field  for  him- 
self or  spoil  it  for  others  by  the  publication  procedure  I  mentioned. 
By  the  mere  fact  of  a  publication,  he  becomes  what  I  call  a  spoiler. 

S.  1042  would  prejudice  the  substantive  inventor  who  delibei'alely 
completes  and  tests  his  invention  before  i-acing  to  the  Patent  OlHce.  It 
would  encourage  industrial  espionage  and  that  is  something  we  have 
not  had  time  to  talk  about.  But  I  am  convinced  that  if  we  ado))t  S.  1042 
in  its  present  form,  we  are  going  to  encourage  industrial  espionage.  We 
have  some  now^,  of  course,  and  we  always  will,  but  we  do  not  have  any- 
think  like  what  we  will  have  if  S.  1042  goes  into  effect. 

Finally,  I  think  S.  1042,  and  particularly  those  features  of  section 
102,  favor  large  corporations,  which  are  staffed  with  personnel  aided 
by  computers  and  will  have  a  decided  advantage  in  deciding  imme- 
diately whether  or  not  to  file  patent  applictaions — in  other  words, 
whether  or  not  to  race  to  the  Patent  Office  and  whether  or  not  to 
publish  and  spoil  to  shut  others  out. 

If  this  goes  into  effect,  the  net  result,  the  inevitable  result  of  this, 
I  think,  will  be  that  eventually  the  patents  on  the  most  important 
inventions  will  be  held  by  large  organizations,  because  the  independent 
inventor  and  the  small  business  organization,  for  lack  of  resources  to 
protect  their  rights,  gradually  will  be  downgraded. 

Inevitably  the  concentration  of  patent  property  in  these  large  or- 
ganizations is  going  to  reduce  the  value  of  patents  as  incentives,  and 
eventually  it  will  be  reduced  doAvn  to  where  there  is  a  strong  possi- 
bility— I  do  not  want  to  overstate  it,  but  I  feel  this  sincerely — that  our 
patent  system  will  be  more  a  fiction  than  a  reality  as  an  aid  to  our 
economy. 

As  I  mentioned  earlier,  we  are  drafting  a  bill.  My  final  thought  is — 
we  understand  that  other  people  are  doing  the  same — we  would  sin- 
cerely hope  that  this  subcommittee  will  find  it  advisable  to  proceed 
with  its  deliberations  in  such  a  manner  that  we  will  have  a  chance  to 
submit  to  you  gentlemen  the  things  we  think  are  a  solution  and  a 
solution  that  will  not  destroy  the  patent  system  but  will  enhance  it. 

Thank  yon  very  much. 

(Mr.  Fulwider's  statement  in  full  is  as  follows:) 

Statement  of  Robert  W.  Fulwidek.  Chairman  of  the  American  Bar 
Association,  Section  of  Patent,  Trademark,  and  Copyright  Law 

Mr.  Chairman  and  members  of  the  subcommittee,  my  name  is  Robert  Fulwider. 
I  am  a  patent  lawyer  and  have  been  engaged  in  the  private  practice  of  law  in 
Los  Angeles,  California,  since  1931.  My  offices  are  located  at  Uoo  Wilshire 
Boulevard,  in  Los  Angeles. 
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I  testify  before  you  today  on  belialf  of  the  American  Bar  Association  as  the 
Chairman  of  that  Association's  Section  of  Patent,  Trademark  and  Copyright  Law. 
Joining  with  me  are  William  E.  Schuyler,  Jr.,  a  past  chairman  of  the  Section, 
and  Edward  F.  McKie,  Jr.,  Chairman  Elect  of  the  Section.  Both  Mr.  Schuyler 
and  Mr.  McKie  are  engaged  in  the  private  pactice  of  patent  law  in  the  District 
of  Columbia  and  have  been  so  engaged  for  many  years. 

AUTHORITY   FOR   TESTIMONY 

Our  authority  for  speaking  on  behalf  of  the  American  Bar  Association  is 
expressed  in  the  following  resolutions  which  set  forth  the  official  position  of 
the  Association : 

1.  Resolved,  That  the  American  Bar  Association  is  opposed  in  principle  to : 

(a)  Elimination  of  the  grace  period  within  which  application  may  be 
made  for  a  patent  after  the  public  use  or  sale  of  the  invention  or  the 
patenting  or  publication  of  the  invention,  and 

(b)  Any  change  in  the  law  which  would  have  the  effect  of  awarding 
the  patent  only  to  the  applicant  who  is  the  first  to  file  his  application, 
and 

is  opposed  therefore  to  Sections  102(a)  and  192(b)  of  S.  1042  and  H.R.  5924, 
90th  Congress. 

2.  Resolved,  That  the  American  Bar  Association  favors  in  principle  per- 
mitting the  owner  of  an  invention,  whether  or  not  he  be  the  inventor,  to  file 
a  patent  application  covering  that  invention  provided  that  the  inventor  or 
inventors  be  named  in  the  application. 

3.  Resolved,  That  the  American  Bar  Association  appeals  to  the  subcommit- 
tees of  the  Senate  and  the  House,  to  which  S.  1042  and  H.R.  5924  have  been 
committed,  to  defer  the  submission  of  their  respective  reports  on  said  bills 
to  their  respective  full  committees  until  such  time  as  the  American  Bar  Asso- 
ciation and  other  interested  parties  shall  have  had  reasonable  opportunity  to 
fully  consider  S.  1042  and  H.R.  5924  and  any  proposed  substitute  bills,  ex- 
cept that  such  deferment  is  not  requested  to  extend  beyond  May  1,  1968. 

DELIBERATIONS    BY    THE    AMERICAN    BAR    ASSOCIATION 

The  American  Bar  Association  has  a  membership  of  over  120,000  lawyers  drawn 
from  all  parts  of  the  country  and  representing  clients  in  all  walks  of  life.  Much  of 
the  work  of  the  Association  is  carried  on  by  "Sections"  representing  specialties 
in  the  law,  such  as  taxation,  corporations  and  banking,  antitrust,  patent,  trade- 
mai'k  and  copyright,  and  the  like. 

The  Section  of  Patent,  Trademark  and  Copyright  Law,  which  I  will  for  brevity 
call  the  Patent  Section,  is  the  oldest  of  all  the  specialty  sections,  having  been  es- 
tablished in  1894.  Most  of  the  3200  members  of  the  Section  confine  their  activities 
strictly  to  one  or  more  of  these  branches  of  the  law. 

For  many  years,  and  in  fact  since  its  inception,  the  Patent  Section  has  worked 
continuousiy  to  improve  the  American  Patent  System  and  has  recommended  many 
changes  in  the  patent  law.  For  example,  nearly  30  years  ago.  in  1939,  the  Ameri- 
can Bar  Association  adopted  a  resolution  recommending  that  the  term  of  a  patent 
extend  20  years  from  the  filing  date  of  the  application.  Even  though  our  recom- 
mendation was  made  almost  30  years  ago,  we  are  pleased  to  cite  it  in  support  of 
Section  1.54  of  S.  1€42. 

In  1951,  the  American  Bar  Association  recommended  a  relaxation  of  the  rules 
for  filing  applications  on  inventions  made  by  more  than  one  inventor.  Section 
116(b)  of  S.  1042  follows  that  recommendation  and  we  are  pleased  to  support  it. 
Prior  to  the  Report  of  the  President's  Commission,  the  American  Bar  Association 
i-ecommended  that  the  owner  of  an  invention  be  permitted  to  file  the  patent  appli- 
cation, provided  the  inventor  is  named.  This  principle  is  now  embodied  in  Sec- 
tion 111  of  S.  1042,  but  is  restricted  by  Section  115  which  requires  the  owner  to 
obtain  an  oath  or  an  assignment  signed  by  the  inventor.  Thus,  S.  1042  does  not 
relax  the  rigid  requirements  of  the  present  statute,  but  merely  changes  the  tim- 
ing of  them. 

Members  of  our  Association  and  Section  were  extremely  active  in  the  revision 
and  codification  of  the  patent  laws  into  the  1952  patent  act  which  is  currently  in 
effect.  That  act  was  the  result  of  a  cooperative  effort  by  the  patent  bar  and  repre- 
sentatives of  the  Patent  OflSce  with  the  Congress  and  its  committees. 
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I  mention  these  things,  not  to  seek  credit  for  our  ideas,  but  to  show  that  we  as 
lawyers  are  not  always  opposed  to  change.  Nevertheless,  we  are  opposed  to 
change  solely  for  the  sake  of  change.  And  that  is  our  position  with  respect  to  some 
of  the  basic  provisions  of  S.  1042. 

About  four  yeai-s  ago,  the  Council  of  the  ABA  Patent  Section  created  a  .<^pecial, 
long-range  planning  coniniittee  which  was  given  the  title  of  Patent  Policy  Plan- 
ning Committee.  It  was  directed  to  anticipate  the  needs  of  the  patent  system  and 
develop  solutions  for  problems  that  might  occur  in  the  future.  This  special  com- 
mittee has  become  known  as  our  Committee  lOS.  We  gave  particular  attention  to 
the  problems  of  better  claim  drafting,  streamlining  interference  practice,  over- 
coming delays  in  the  Patent  Office  and  increasing  the  reliability  of  patents. 

When,  about  a  year  later,  the  President's  Commission  was  established,  we 
sought  from  the  Commission  and  were  given  a  list  of  topics  or  areas  of  the  law 
that  they  planned  to  explore.  These  topics  were  considered  by  Committee  108 
and  numerous  recommendations  were  debated  and  voted  upon  at  our  Annual 
Meeting  in  Montreal  in  August,  1966.  Further  action  on  most  of  these  resolutions 
was  deferred  pending  publication  of  the  Report  of  the  President's  Commission. 
Following  the  publication  of  the  Report  in  December,  1966,  we  reviewed  our  pre- 
vious actions,  and  since  February  211  we  have,  of  course,  been  concentrating  on 
S.  1042. 

A  Special  Meeting  of  the  Section  was  called  and  was  held  in  Washington  on 
April  27-29  with  over  400  members  in  attendance.  That  meeting  lasted  three 
days  and  full  consideration  was  given  committee  reports  concerning  the  provisions 
of  S.  1042  and  to  a  tentative  draft  bill  based  upon  established  positions  of  the 
Section.  Committee  108  is  continuing  with  preparation  of  a  draft  bill  and  it  is 
expected  that  this  work  wiU  be  completed  at  the  Annual  Meeting  of  the  Associa- 
tion in  Honolulu  August  5-9. 

It  is  hoped  that  this  continued  effort  by  the  American  Bar  Association  will 
come  to  fruition  in  a  bill  offered  in  Congress  which  will  go  far  to  accomplish  the 
objectives  set  forth  by  the  President's  Commission  Report  and  by  the  President 
in  his  letter  of  transmittal  to  Congress.  The  American  Bar  Association  is  com- 
pletely in  accord  with  those  objectives  but  is  of  the  firm  conviction  that  they  will 
not  be  accomplished  by  S.  1042.  On  the  contrary,  it  is  our  firm  conviction  that 
S.  1042  in  its  present  form  will  tend  to  destroy  the  incentive  to  invent. 

PHILOSOPHY    OF    THE    AMERICAN    PATENT    SYSTEM 

Under  the  Constitution,  Congress  is  empowered  to  promote  the  progress  of  use- 
ful arts  by  suitably  rewarding  inventors.  Congress  has  done  this  by  creation  of 
a  patent  system  which  awards  a  limited  monopoly  to  the  first  inventor  to  ex- 
clude others  from  using  his  invention  for  a  limited  tiine. 

Beginning  in  1793,  the  United  States  patent  law  was  based  upon  a  regis- 
tration system  similar  to  those  being  used  in  many  other  countries  today.  Since 
1S36,  the"^  United  States  has  been  firmly  committed  to  the  philosophy  of  reward- 
ing the  first  to  invent.  In  the  last  130  years,  we  have  seen  the  United  States 
become  the  most  industrially  advanced  nation  in  the  world.  The  part  played  by 
the  U.S.  patent  system  in  that  growth  was  clearly  stated  by  President  Johnson 
in  his  letter  transmitting  the  Patent  Reform  Act  to  Congress,  as  follows: 

"From  the  earliest  days  of  our  Republic,  the  patent  system  has  played  an 
indispensable  role  in  stimulating  the  Nation's  progress  and  prosperity.  It  has 
spurred  the  creative  work  of  inventors  and  scientists.  It  has  fostered  the  most 
far-reaching  technological  advances  in  the  history  of  civilization." 

It  is  our^belief,  shared  by  many,  that  one  of  the  important  factors  in  this 
growth  has  been  our  American  system  of  rewarding  the  first  to  invent,  as  op- 
posed to  the  European  system  of  rewarding  the  first  to  file,  irrespective  of 
whether  he  was  the  first  to  invent. 

A  desirable  corollary  of  a  first  to  invent  system  is  a  grace  period  whereby 
the  first  inventor  is  accorded  a  rea.sonable  time  after  publication  or  public  use 
by  him  or  others  to  file  a  patent  application  before  he  is  deemed  to  have 
abandoned  his  rights  to  a  patent.  From  1839  to  1939  this  grace  period  was  two 
vears.  Since  19.39  it  has  been  one  year.  During  this  year,  an  inventor  may 
develop  his  invention  by  building  and  testing  it,  determining  its  workability  and 
salability.  ascertain  its  patentability  by  searching  the  Patent  Ofiice  records 
and  carefully  prepare  his  patent  application  with  a  complete  disclo.sure  of 
the  invention.  As  we  all  know,  a  large  part  of  this  one-year  grace  period  is 
often  used  up  in  first  arranging  financing  to  permit  developing  and  patenting 
the  invention. 
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AMERICAN    BAR    ASSOCIATION    FAVORS    RETENTION    OF    THE    AMERICAN    PHILOSOPHY 

This  basic  American  philosopliy  of  giving  the  patent  to  the  first  to  make  the 
invention  and  giving  him  a  year  in  which  to  perfect  and  protect  his  invention 
is  we  believe  a  far  better  way  to  promote  the  progress  of  the  arts  than  is  the 
European  system  of  issuing  the  patent  to  the  first  to  file.  It  is  for  this  reason 
that  the  American  Bar  Association  opposes  Sections  102(a)  and  102(b)  of 
S.  1042.  ^^hich  repudiate  our  present  philosophy  of  first  to  invent  and  propose 
to  substitute  therefor  the  European  philosophy  of  first  to  file,  sometimes  referred 
to  as  the  "race  to  the  Patent  Office"  sytsem. 

This  repudiation  and  rejection  of  our  eminently  successful  American  system 
is  offered  to  us  under  the  guise  of  "modernizing"  our  patent  system.  But 
modernizing  presupposes  something  new,  not  merely  a  change  from  one  old 
system  to  another  old  system.  Perhaps,  as  President  Johnson  has  said,  "modern- 
ization of  the  patent  system  is  overdue,"  biit  we  fail  to  see  one  iota  of  modern- 
ization in  Sections  102(a)  and  102(b)  of  S.  1042  which  would  adopt  as  the 
fundamental  basis  for  our  patent  system  the  basi*:-  features  of  the  patent 
systems  of  countries  which  are  far  less  advanced  industrially  than  we  are.  In 
our  opinion,  it  is  a  step  backward  and  would  be  a  serious  detriment  to  our 
leadership  in  technology  and  our  economy. 

OBJECTIVES    OP    THE    PRESIDENT'S    COMMISSION 

According  to  the  President's  letter  of  transmittal,  S.  1042  was  shaped  from 
recommendations  of  the  Commision  on  the  Patent  System.  In  the  introduction  to 
its  Report,  that  Commission  enumerated  the  following  as  its  objectives  : 

"1.  To  raise  the  quality  and  reliability  of  the  U.S.  patent. 

'2.  To  shorten  the  period  of  pendency  of  a  patent  application  from  filing  to  final 
disposition  by  the  Patent  Office. 

"3.  To  accelerate  the  public  disclosure  of  technological  advances. 

"4.  To  reduce  the  expense  of  obtaining  and  litigating  a  patent. 

"5.  To  make  U.S.  patent  practice  more  compatible  with  that  of  other  major 
countries,  wherever  consistent  with  the  objectives  of  the  U.S.  patent  system. 

"6.  To  prepare  the  patent  system  to  cope  with  the  exploding  technology 
foreseeable  in  the  decades  ahead."  Informed  ix-rsons  who  have  appraised  S.  1042 
in  the  light  of  those  objectives  agree  that  the  objectives  cannot  be  achieved  by 
this  proposed  legislation. 

SECTION    102    OF    S.    1042  WILL    NOT   IMPROVE    QUALITY    OF   PATENTS 

Whether  a  patent  is  issued  to  the  person  who  claims  to  be  the  first  inventor  or 
to  the  person  who  first  files  a  patent  application  can  have  no  effect  on  the  quality 
and  reliability  of  the  U.S.  patent.  However,  if  the  person  who  first  files  a  patent 
application  is  stampeded  into  a  race  to  the  Patent  Office,  his  application  cannot 
compare  favorably  in  quality  or  reliability  with  that  of  the  inventor  who  himself, 
or  with  the  help  of  his  lawyer,  after  careful  deliberation,  submits  to  the  Patent 
Office  a  document  describing  his  invention  to  the  best  of  his  ability.  Any  patent 
issuing  on  a  carefully  prepared  application  will  certainly  be  better  than  one 
issuing  on  a  hastily  prepared  application. 

If  S.  1042  is  enacted,  all  applicants  must  first  submit  hastily  prepared 
applications  to  the  Patent  Office  for  fear  that  a  competitor  will  beat  them  to  it. 
Provision  for  the  piecemeal  preparation  of  numerous  preliminary  applications 
will  compoimd  the  problems  and  contravene  oltjertives  of  the  President's 
Commission  as  will  appear  below. 

SECTION     102    OF    S.     1042    WILL      NOT    SHORTEN    PENDENCY    OF    PATENT    APPLICATIONS 

If  the  Patent  Office  maintains  its  same  standard  of  proficiency,  the  period  of 
pendency  of  every  patent  application  from  filing  to  final  disposition  by  the  Patent 
Office  will  remain  the  same,  whether  the  patent  is  issued  to  tlie  first  applicant  to 
file  an  application  or  to  the  i)erson  who  first  made  the  invention.  Much  emphasi.s 
is  placed  upon  the  assertion  that  S.  1042  will  eliminate  interferences.  Under  the 
present  statute,  less  than  2  percent  of  all  pending  applications  ever  become 
involved  in  interferences  and  constructive  proposals  will  reduce  that  number  to 
about  one-half  of  one  percent.  Certainly,  an  efficient  administrative  agency  can 
find  some  way  of  expeditiously  disposing  of  the  one-half  of  one  percent  of 
applications  in  which  the  priority  of  inventorship  may  be  contested. 


217 

Contrast  delays  in  one-half  of  one  percent  of  pending  applications  involved  in 
interferences  with  the  probable  delay  resulting  from  the  requirement  that  the 
I'atent  Otlire  compare  complete  applications  with  one  or  more  corresponding 
preliminary  applications  in  order  to  ascertain  effective  filing  dates  of  each  claim. 
While  the  Patent  Office  may  argue  that  such  comparison  is  unnecessary  in  most 
r.-'.ses.  it  will  he  necess.ii-y  in  every  case  which  has  overla])i)ing  sul).ject  matter.  A 
study  of  copending  applications  in  the  Patent  Office  will  likely  reveal  that  more 
than  2  percent  have  overlapping  subject  matter,  so  the  Patent  Office  will  delay 
issuance  of  a  greater  number  of  applications  than  are  presently  involved  in 
interferences.  Patent  Examiners  will  have  difficulty  applying  a  published 
appli'.ation  or  paterit  as  a  reference  lie(  ause  the  etic-tivc  filing  date  may  (lei)end 
upon  several  different  preliminary  applications.  Added  expense  of  examination 
v^•ill  undoubtedly  be  passed  on  to  the  applicant. 

SECTION    1(12    OK    8.     1042    WILL    DF.L.W    PUBLIC    DISCLOSL'EE 

While  S.  1042  pretends  to  accelerate  the  public  disclosure  of  technological 
advances  by  providing  for  automatic  publication  18  to  24  months  after  filing,  in 
fact,  public  disclosure  of  worthwhile  technical  advances  will  be  delayed  beyond 
] (resent  practices.  Certainly  no  one  will  dare  have  a  public  disclosure  of  any 
technological  advance  before  a  patent  application  is  filed.  Even  if  an  inventor  is 
given  a  personal  right  to  publish  his  own  work,  he  could  not  safely  do  .so  because 
he  would  run  tlie  risk  of  someone  copying  it  and  beating  him  to  the  Patent  Office 
with  a  hastily  prepared  patent  application.  While  he  could,  under  S.  1042,  incur 
the  expense  of  resisting  the  issuance  of  a  patent  to  the  per.son  who  discovered 
his  publication,  he  could  not  obtain  a  patent  for  himself  . 

S.  1042  affords  larger  organizations  with  the  advantage  of  personnel  and 
equipment  the  opportunity  to  outmaneuver  the  inventor  in  the  smaller 
organization  ((r  the  independent  inventor.  I'nder  present  law.  which  was  evolved 
by  the  Congress  of  the  United  States  after  experimenting  with  first  to  file 
.\vstems,  a  person  may  freely  disclose  his  invention  to  anyone  without  fear  of 
losing  it.  Critics  contend  that  it  may  be  difficult  for  him  to  prove  the  facts,  but 
experience  .shows  that  the  wider  the  disclosure  by  the  inventor,  the  easier  it  is 
for  him  to  prove  the  date  of  his  own  invention,  should  that  proof  become  necessary. 

Where  an  inventor  publicly  discloses  his  invention  and  relies  upon  the  present 
patent  lav.-s  to  protect  him,  industrial  espionage  fails.  Should  S.  1042  be  enacted, 
industrial  espionage  could  well  become  the  order  of  the  day  in  order  to  thwart 
the  individual  or  organization  who  is  making  the  greatest  contribution.  Rather 
than  accelerate  the  public  disclosure  of  technological  advances,  elimination  of 
the  one-year  grace  period  and  issuance  of  a  patent  to  the  winner  of  the  race  to  the 
Patent  Office  will  compel  inventors  to  shelter  their  ideas  and  inventions  until  a 
patent  application  has  been  filed. 

SECTION    102   OF  S.    1042   WILL  INCREASE  EXPENSE  OF  OBTAINING  AND  LITIGATING 

PATENTS 

To  measure  the  expense  of  obtaining  and  litigating  a  patent  under  S.  1042, 
let  us  consider  the  situation  of  a  continuing  development  where  it  is  estimated 
that  at  least  three  preliminary  applications  will  be  filed  where  only  one  applica- 
tion is  filed  today.  Preparation  of  the  three  preliminary  applications  is  an 
expense  which  the  inventor  today  need  not  incur.  Of  greater  consequence,  may 
be  the  argument  with  the  Patent  Examiner  as  to  the  effective  filing  date  of  the 
final  application.  Actually,  the  effective  filing  date  cannot  be  determined  until 
the  final  claims  are  evolved  and  the  final  claims  cannot  be  examined  until  the 
»-ffective  filing  date  is  known.  Patent  Examiners  will  be  faced  with  a  .situation 
of  which  came  first.  A  reference  may  be  effective  again.st  one  claim,  but  not 
effective  against  anothex*. 

Normal  proceedings  in  the  Patent  Office  on  this  issue  alone  could  well  exceed 
the  cost  of  prosecuting  a  patent  application  today.  Even  after  the  patent  has 
issued,  the  question  of  the  effective  filing  date  of  each  claim  may  still  be 
questioned  in  litigation  and  this  is  a  matter  which  ordinarily  is  not  involved 
in  patent  litigation  today.  Thus,  issuance  of  a  patent  to  the  one  who  first  filed  a 
preliminary  application  supporting  the  invention  can  increase  the  cost  of  obtain- 
ing the  patent  and  the  cost  of  litigating  a  patent.  Such  added  expense  would 
likely  occur  in  many  more  cases  than  are  involved  in  interferences  under  the 
present  law. 
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SECTION  102  OF  S.  1042  SACRIFICES  U.S.  PATENT  SYSTEM  FOR  SAKE  OF  INTERNATIONAL 

UNIFORMITY 

A  strong  argument  is  made  that  most  other  countries  issue  a  patent  to  the 
first  to  file  a  patent  application.  But  let  us  examine  the  motives  in  those  other 
countries.  In  the  first  place,  in  most  foreign  countries  30  percent  or  less  of  all 
applications  are  filed  by  nationals  of  those  countries.  Compared  to  that,  of  all 
applications  filed  in  the  United  States,  70  percent  are  filed  by  United  States 
citizens.  One  major  objective  of  foreigners  filing  in  their  own  countries  is  to 
obtain  a  date  which  will  give  them  the  best  opportunity  to  obtain  a  patent  in 
the  United  States.  Under  United  States  law,  the  best  a  foreigner  can  do  is  to 
file  an  application  promptly  in  his  own  country.  Hence,  the  filing  date  system 
in  most  other  countries  is  motivated  to  a  large  extent  to  enhance  the  applicant's 
opportunity  to  obtain  a  patent  in  the  United  States.  Making  the  United  States 
system  compatible  with  other  countries  does  not  have  a  parallel  objective. 

Those  who  argue  that  the  majority  must  be  right  completely  overlook  the  fact 
that  foreigners  are  paying  the  United  States  almost  ten  times  as  much  for 
patent  rights,  technical  know-how,  etc.  as  United  States  citizens  are  paying  all 
other  countries  combined.  That  advantageous  position  is  attributable  at  least 
in  part  to  the  unique  features  established  by  Congress  in  the  present  United 
States  system.  While  all  of  the  technological  advances  and  industrial  superiority 
of  the  United  States  cannot,  of  course,  be  attributed  to  those  unique  features  of 
the  United  States  patent  system,  it  is  our  belief  that  this  superiority  is  in 
substantial  part  due  to  the  unique  features  of  our  patent  laws. 

SECTION  102  OF  S.  104  2  DOES  NOTHING  TO  PREPARE  U.S.  PATENT  SYSTEM  FOR  EXPLODING 

TECHNOLOGY 

While  no  one  can  argue  that  it  is  desirable  to  prepare  our  patent  system  to  cope 
with  the  exploding  technology,  what  does  the  date  accorded  an  inventor  or  the 
filing  of  his  application  have  to  do  with  such  preparation  and  what  does  a  grace 
period  have  to  do  with  such  preparation?  No  one  will  dispute  that  a  worldwide 
library  of  all  scientific  and  technological  information  will  some  day  be  available 
with  high-speed  retrieval  systems  placing  such  information  within  reach  of 
anyone  who  wishes  to  inquire.  But  now  is  not  the  time  to  enact  a  patent  law 
to  take  advantage  of  such  a  library  ;  at  such  time  as  the  universal  library  is  avail- 
able, the  Congress  will  certainly  take  whatever  steps  may  be  necessary  to  take 
full  advantage  of  it.  To  enact  a  patent  law  today  which  would  destroy  the  equit- 
able principles  of  the  American  system  of  rewarding  the  first  inventor  and  require 
absolute  novelty  on  a  worldwide  basis  is  to  ignore  the  practicality  of  providing 
an  incentive  system  in  the  world  in  which  we  live  today.  On  the  basis  of  the 
acknowledged  leadership  of  the  United  States,  why  should  we  change  any  funda- 
mental principle  of  the  incentive  system  which  has  contributed  toward  that 
leadership? 

Those  who  advocate  a  first  to  file  system  with  elimination  of  any  grace  period 
are  saying  that  such  a  system  is  the  most  compatible  with  a  computorized,  world- 
wide patent  system.  It  is  too  early  to  predict  that  a  worldwide  patent  system 
will  be  based  on  a  first  to  file  system  as  a  matter  of  expediency,  rather  than  a 
first  to  invent  system  which  must  have  some  bearing  on  the  leadership  enjoyed 
by  the  United  States  in  the  fields  of  technological  and  industrial  development. 
Standardization  of  patents  on  a  worldwide  scale  may  some  day  come,  but  the 
Government  of  the  United  States  should  expound  the  advantages  of  the  system 
which  has  benefited  citizens  of  the  United  States  and  the  world  rather  than 
standardize  upon  a  system  discarded  by  the  United  States  but  adopted  by  many 
other  countries  who  lag  behind  the  United  States. 

SUMMARY 

The  American  Bar  Association  favors  retention  of  the  one-year  grace  period 
provided  in  35  U.S.C.  102(b)  because  it  gives  the  invpntor  sufficient  time  to  per- 
fect his  invention  before  filing  a  patent  application,  even  though  it  may  be  nec- 
essary for  him  to  place  his  invention  on  sale  or  in  public  use  in  order  to  do  so. 
In  addition,  it  gives  the  inventor  or  his  lawyer  sufficient  time  to  carefully  prepare 
ai!  application  which  makes  a  complete  and  adequate  disclosure  of  the  invention 
because  he  need  not  rush  into  the  Patent  Office  in  order  to  protect  himself.  Finally, 
the  one-year  grace  period  places  no  obstacle  in  the  way  of  an  inventor  who  wishes 
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to  share  Lis  development  with  others,  either  by  couversatioa,  by  discussion  in 
seminars,  by  publication,  or  by  demonstration. 

For  similar  reasons,  our  Association  favors  issuance  of  the  patent  to  the  first 
inventor.  Knowing  that  his  rights  are  protected,  the  inventor  and  his  lawyer 
may  take  sufficient  time  to  prepare  an  adequate  disclosure  of  his  invention"  in 
the  patent  application ;  the  inventor  is  free  to  share  his  knowledge  with  others 
knowing  that  anyone  who  endeavors  to  steal  his  invention  will  be  unsuccessful ; 
he  may  freely  test  it  in  cooperation  with  users  of  the  invention  whether  or  not 
there  be  a  public  exposure,  because  as  the  first  inventor  he  can  protect  his  rights. 

Elimination  of  the  one-year  grace  period  and  changing  from  a  first  inventor 
system  to  a  first  to  file  system  will  reward  the  speculative  inventor  who  endeavors 
to  blanket  a  field ;  will  prejudice  the  substantive  inventor  who  deliberately  com- 
pletes and  tests  his  invention  before  racing  to  the  Patent  Oflice ;  will  encourage 
industrial  espionage  by  those  who  would  endeavor  to  win  the  race  to  the  Patent 
Office;  and  would  prejudce  those  who  are  uninformed  as  to  their  legal  rights, 
or  who  lack  the  resources  to  bear  the  expense  of  filing  multiple  preliminary 
applications  in  order  to  protect  a  worthwhile  development. 

Informed  persons  who  have  studied  S.  1042,  and  particularly  Sections  102(a) 
and  102(b)  thereof,  and  who  have  endeavored  to  visualize  the  logical  results 
of  its  enactment  have  reached  two  major  conclusions.  First,  large  organiza- 
tions, staffed  with  personnel  aided  by  computers,  will  have  an  advantage  in  de- 
ciding immediately  whether  to  file  a  patent  application  or  to  publish  the  de- 
velopment in  order  to  preempt  a  field ;  consequently,  after  some  period  of  time, 
patents  on  most  important  inventions  will  be  held  by  such  large  organizations 
because  the  independent  inventor  and  smaller  organization  will  lack  the  re- 
sources to  protect  their  rights.  Secondly,  the  expense  of  obtaining  patents  and 
enforcing  them  will  be  so  greatly  increased  that  patent  lawyers  will  enjoy 
a  monetary  bonanza,  incapable  of  measurement,  but  surely  to  occur.  Inevitably, 
concentration  of  patent  property  in  larg'e  organizations  will  reduce  the  value  of 
patents  as  incentives  to  invent  until  the  United  States  patent  system  becomes 
more  of  a  fiction  than  reality. 

As  explained  above,  the  American  Bar  Association  is  endeavoring  to  draft  leg- 
islation which  we  believe  will  achieve  the  worthy  objectives  of  the  President's 
Commission  but  cannot  complete  its  task  until  the  Fall  of  1967.  We  understand 
other  interested  organizations  are  likewise  preparing  alternate  proposals.  For 
these  reasons,  we  respectfully  suggest  that  the  subcommittee  continue  is  delib- 
erations and  defer  its  report  to  the  full  Committee  on  the  Judiciary  for  a  few 
months  until  we  are  able  to  complete  the  careful  studies  now  under  way. 

Senator  McClellan.  Thank  you,  sir. 

Senator  Buedick.  I  want  to  thank  the  bar^- 1  have  enjoyed  this  ex- 
change. I  do  hope  you  will  come  up  with  some  positive  solutions. 

Senator  McClellan.  I  am  going  to  try  to  hear  another  witness  if 
he  can  get  through  in  a  few  minutes. 

Mr.  Kamborian  ? 

STATEMENT  OF  JACOB  S.  KAMBORIAN,  PRESIDENT,  INTERNA- 
TIONAL SHOE  MACHINE  CORP.,  BOSTON,  MASS.,  ACCOMPANIED 
BY  ALBERT  GORDON,  PATENT  ATTORNEY 

Senator  McClellan.  Mr.  Kamborian,  have  a  seat  and  we  will  con- 
tinue on  here  for  10  or  15  minutes. 

Do  you  have  a  prepared  statement  ? 

Mr.  Kamborian.  Yes. 

Senator  McClellan.  Would  you  like  to  submit  it  for  the  record  and 
let  it  be  printed  in  the  record  ? 

Mr.  Kamborl'^n.  I  would  like  to  submit  it  for  the  record  and  read  it. 
It  will  only  take  a  few  minutes. 

I  would  like  to  read  it,  too,  if  I  may. 

Senator  McClellan.  All  right,  read  it.  It  will  not  be  printed  in  the 
record.  We  will  print  in  the  recorci  what  you  read  and  what  you  say. 


220 

Proceed. 

Mr.  Kamboriax.  M3'  name  is  Jacob  S.  Kamborian.  I  am  the  presi- 
dent of  tlie  International  Slioe  Machine  Corp.,  Boston. 

Senator  McClellax.  You  have  someone  with  vou  today.  Do  you 
want  to  identify  him  for  the  record  ? 

Mr.  GoRDOx.  My  name  is  Albert  Gordon.  I  am  the  patent  counsel 
of  the  corporation  headed  by  Mr.  Kamborian. 

^With  the  Chair's  permission,  I  would  like  to  sit  alongside  Mr. 
Kamborian. 

Senator  McClellax.  Certainly.  I  just  thought  you  should  be  identi- 
fied for  the  record  if  you  should  say  anything  or  we  should  ask  you 
something. 

Proceed. 

Mr.  Kamborla,x.  I  am  from  Boston,  Mass.,  a  long-time  inventor. 
^From  the  grant  of  my  first  patent  in  1925  through^the  present,  150 
U.S.  patents  have  been  granted  in  which  I  was  either  the  sole  inventor 
or  a  joint  inventor.  There  are  presently  pending  in  the  U.S.  Patent 
Office  nine  patent  applications  in  which  I  am  either  the  sole  inventor 
or  a  joint  inventor.  Three  hundred  foreign  patents  have  been  granted 
to  me  or  to  my  interests  in  22  countries  including  Great  Britain, 
France,  Canada,  West  Germany,  Italy,  and  Japan.  At  present  144  for- 
eign patent  applications  owned  by  me  or  assigned  to  my  interests  are 
pending  before  the  patent  offices  of  10  foreign  countries.  Most  of  the 
foreign  patents  and  patent  applications  are  based  on  U.S.  patents  or 
patent  applications  in  which  I  am  either  the  sole  or  a  joint  inventor. 
I  have  been  able  to  found  and  build  the  company  I  head,  with  over 
?>00  employees,  by  marketing  machines  that  I  invented  or  have  been 
invented  through  a  research  jorogram  sponsored  by  my  company. 

The  patent  system  has  been  good  to  me  and  I  am  grateful  to  it  for 
enabling  me  to  achieve  whatever  success  I  have  attained  thus  far  in 
my  life.  It  is  a  testimonial  to  the  American  system  that  I  could  arrive 
in  this  country  as  a  poor  immigrant  boy  and  be  able  to  benefit  as  I 
have  from  the  inventive  contributions  that  I  have  made.  I  still  dream 
of  making  further  inventive  contributions  and  also  benefiting  from 
them  and  for  this  purpose  my  company  expends  about  $500,000  a  year 
or  8  to  9  percent  of  its  gross  sales  on  research  and  development. 

I  am  appearing  before  you  because  I  fear  that  our  patent  system, 
Avhich  has  contributed  toward  making  the  Ignited  States  the  industrial 
giant  that  it  is.  is  in  danger  of  being  undermined  by  the  so-called 
patent  reform  bill  of  1967.  I  refer  specifically  to  the  proposed  elimi- 
nation of  the  grace  period  and  of  the  interference  practice. 

Tlie  grace  period  is  the  provision  in  our  present  law  that  gives  an 
inventor  1  year  from  the  first  ]5ublic  use  or  sale  or  publication  of  the 
invention  to  file  a  patent  application.  The  reform  bill  would  substi- 
tute for  this  a  system  which  would  require  filing  a  i:>atent  application 
before  the  first  public  disclosure  or  publication  of  the  invention. 

I  am  afraid  that  the  people  who  dreamed  up  this  reform  did  not 
have  a  realistic  conception  of  how  inventions  are  created,  at  least  in 
my  experience.  They  are  not  created  full  born  in  the  bowels  of  a  secret 
]al)oratory  ready  for  instant  exploitation.  They  are  a  series  of  falter- 
ing steps  toward  a  practical  commercial  realization  of  a  dream  to  do 
something  better.  Almost   invariably  the  first  step  is  a  failure  and 
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serves  as  a  basis  for  the  next  step  and  the  next  step  until  sometimes, 
after  many  steps,  a  worthwhile  product  is  made.  This  success,  however, 
leads  to  further  painful  steps  to  try  to  improve  the  product.  If  one  is 
fortunate  enough  to  have  a  private  laboratory,  the  initial  steps  can 
be  performed  in  private.  But  it  is  only  by  testing  the  invention  in  the 
marketplace  that  one  can  really  separate  the  wheat  from  the  chaff 
and  determine  which  ideas  should  be  discarded  and  which  to  pursue 
further.  After  all,  one  does  not  know  whether  an  airplane  will  fly, 
despite  all  the  elaborate  design  and  testing  done  in  wind  tunnels, 
until  someone  actually  flies  it,  and  only  then  can  the  bugs  discovered 
in  flight  be  corrected.  We  all  know  of  planes  that  have  been  grounded 
after  months  or  years  of  commercial  use  because  of  latent  imperfec- 
tions that  were  discovered.  The  reform  bill  would  require  that  a 
patent  application  be  filed  on  each  step  before  it  could  be  tried  in 
public  even  though  a  good  number  of  these  steps  are  discarded  after 
going  through  field  trials.  I  feel  that  this  reform  would  stifle  crcative- 
ness,  not  encourage  it.  Aside  from  the  waste  of  this  procedure,  it 
would  be  beyond  the  financial  ability  of  many  inventors. 

The  burden  thar  would  be  imr)osed  on  both  inventors  and  the  Patent 
Office  by  the  filing  of  patent  applications  before  public  trial  of  every 
experimental  device  would  be  enormous.  It  is  well  known  that  when 
Thomas  Edison  began  studying  the  problem  of  creating  a  practicable 
incandescent  lajnp,  he  made  more  than  1,200  experiments  before  coming 
up  with  his  great  discovery  of  a  lamj)  that  contained  a  carbonized 
thread  for  its  filament.  Aside  from  the  burden  on  Mr.  Edison,  can  you 
imagine  the  confusion,  expense,  and  needless  paper  shuffling  that  would 
have  been  imposed  on  the  Patent  Office  if  Mr.  Edison  had  filed  1,200 
patent  applications  based  on  his  1,200  experiments?  If  the  reform 
bill  has  as  one  of  its  objectives  the  reduction  of  work  of  the  Patent 
Office  so  as  to  cut  down  the  size  of  the  backlog  and  reduce  the  time  it 
takes  for  a  patent  to  be  granted,  this  objective  will  not  be  realized  by 
forcing  inventors,  because  of  the  elimination  of  the  grace  period,  to  file 
applications  based  on  inventions  that  are  discarded  after  testing  in 
the  marketplace. 

I  remember  well  the  first  patent  that  I  profited  from,  patent  Xo. 
1,919,660  filed  in  1932  and  granted  in  1933,  a  copy  of  which  is  attached. 

Senator  McClellan".  This  copy  may  be  filed  as  an  exhibit  to  your 
testimony.  I  will  not  make  it  a  part  of  the  record,  but  it  may  be  filed 
with  the  committee  as  an  exhibit  to  your  testimony. 

Mr.  Kamboriax.  Thank  you. 

(The  document  referred  to  will  be  found  in  the  committee  files.) 

Mr.  Kamboriax.  This  invention,  which  looks  simple  in  retrospect, 
was  to  a  heated  iron  used  in  a  shoe  manufacturing  operation.  At  that 
time,  I  was  working  at  operating  a  shoe  machine  in  the  Bancroft  & 
Walker  Shoe  Factory  in  Boston.  I  experimented  with  various  versions 
of  this  iron  for  a  period  of  about  18  months,  testing  them  on  machines 
in  this  factory  to  judge  their  effect  on  shoes  made  of  varying  types  of 
materials,  before  I  came  up  with  a  satisfactory  answer  which  became 
the  subject  of  the  patent.  Since  I  could  not  afi^ord  the  luxury  of  a 
private  laboratory,  all  my  experimentation  took  place  in  the  public  in 
a  manner  which  would  have  barred  the  grant  of  a  valid  patent  under 
the  reform  bill.  Fortunately,  at  that  time  there  was  a  2-year  grace 
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period.  If  the  patent  reform  bill  were  in  effect,  I  could  not  have  ob- 
tained a  valid  patent,  and  perhaps  I  would  not  be  here  today. 

In  my  business  we  service  machines  that  we  lease  or  sell  to  shoe 
factories.  It  is  not  uncommon  for  our  service  people  to  modify  the 
machines  because  of  troubles  discovered  in  factory  use.  These  modifica- 
tions are  frequently  inventive,  and  because  they  are  of  necessity  created 
in  the  public,  would  be  barred  from  patentability  under  the  reform  bill. 
One  example  of  this  type  of  patented  invention  is  patent  ISTo.  3,155,994, 
a  copy  of  which  is  attached. 

Senator  INIcClellan.  That  may  may  be  filed  as  an  exhibit. 

(The  document  referred  to  will  be  found  in  the  committee  files.) 

Mr.  Kamborian.  This  patent  relates  to  metal  wiper  plates  covered 
with  an  antifriction  cover  of  Teflon.  This  invention  was  first  reduced 
to  practice  by  two  of  our  men  while  experimenting  in  a  shoe  factory 
in  Tennessee.  I  fail  to  understand  what  public  good  is  achieved  by 
excluding  from  the  patent  laws  inventions  created  in  this  manner. 

The  elimination  of  the  grace  period  would,  in  my  judgment,  be  an 
invitation  to  steal  for  those  so  inclined.  It  is  common  knowledge  that 
industrial  espionage  is  rampant.  What  would  be  simpler,  once  a  party 
has  learned  of  a  competitor's  invention  through  fair  means  or  foul, 
than  to  publish  a  description  of  the  invention  in  a  trade  journal  before 
the  inventor  has  filed  his  patent  application  and  thus  deprive  the 
inventor  of  his  patent  rights.  Is  this  what  you  want  ? 

I  am  aware  that  sections  105  and  120(a)  of  the  reform  bill  attempt 
to  mitigate  the  evils  that  would  be  generated  by  the  elimination  of  the 
grace  period,  but  I  believe  these  to  be  traps  for  the  unknowledgeable. 

Section  105  theoretically  protects  an  invention  from  disclosures 
made  by  another  6  months  before  the  filing  of  the  application  if  the 
inventor  can  establish  that  the  disclosed  subject  matter  was  derived 
from  the  inventor  in  violation  of  an  obligation  not  to  disclose  the 
subject  matter.  This  may  sound  reasonable  in  theory,  but  may  be  diffi- 
cult to  prove  and  certainly  would  be  useless  with  regard  to  a  dis- 
closure obtained  surreptitiously  and  disclosed  for  the  purpose  of  de- 
priving the  inventor  of  his  patent  rights. 

Section  120(a)  provides  for  a  temporary  application  which  could 
be  filed  within  a  year  or  a  complete  application.  This  ostensibly  pro- 
vides the  inventor  with  a  tool  to  protect  his  invention  while  he  is 
perfecting  it.  Note,  however,  that  the  temporary  application  must  in- 
clude every  feature  claimed  in  the  complete  application  for  it  to 
provide  a  priority  date  for  the  complete  application.  This  temporary 
application  may  be  of  some  use  with  simple  disclosures,  but  how  one 
can  quickly  file  a  temporary  application  on  a  complex  disclosure,  such 
as  that  in  the  attached  patent  No.  3,189,924,  escapes  me.  It  takes  a 
patent  attorney  to  study  it  for  a  few  months  to  know  how  the  machine 
works. 

(The  document  referred  to  will  be  found  in  the  committee  files.) 

Mr.  Kamborian.  In  addition,  the  temporary  application  would  af- 
ford no  protection  for  those  inventions  discussed  above  that  are  created 
in  public. 

The  present  interference  practice  has  the  purpose  of  awarding  a 
patent  to  the  first  inventor  where  two  or  more  inventors  have  invented 
the  same  invention.  It  is  a  complex,  expensive  proceeding  which  does 
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not  ahvays  produce  satisfactory  results.  However,  imperfect  as  it  is, 
the  interference  practice  does  work  towards  the  desirabk'  objective  of 
awarding  tlie  patent  to  the  first  inventor.  The  reform  l)ill  proposes  a 
cure  which  is  far  worse  than  the  disease  by  the  abolition  of  inter- 
ferences and  the  awarding  of  the  patent  to  the  first  inventor  to  win  the 
race  to  the  Patent  Office  by  filing  liis  application  first. 

This  creation  of  a  race  to  the  Patent  Ollice  would  inevitably  force 
inventors  to  file  hastily  and  badly  prepared  applications  which  would 
undermine  one  of  the  very  purposes  of  our  patent  system,  fully  dis- 
closing to  the  public  how  to  make  the  invention  in  retnm  for  the  grant 
of  the  patent  monopoly.  It  is  conunon  knowledge  that  disclosures  today 
in  U.S.  patents  are  far  superior  to  disclosures  in  those  foreign  patent 
systems  as,  for  example.  Great  Britain,  France,  and  Italy,  that  have 
the  "race  to  the  Patent  Office"  built  into  them. 

In  addition,  the  abolition  of  interferences  would  afford  an  invita- 
tion to  steal,  to  those  so  inclined.  The  winner  of  the  race  to  the  l^atent 
Office  would  tend  to  be  the  "inventor"  having  the  greatest  resources 
at  his  disposal  rather  than  the  first  inventor  regardless  of  whether  the 
winner  of  the  race  truly  invented  the  invention  or  stole  it  from  the 
true  inventor.  Perhaps,  in  a  case  of  outright  theft,  the  true  inventor 
could,  after  great  difficulty  and  expense,  cause  the  patent  granted  to 
the  wimier  of  the  race  to  be  declared  invalid,  but,  because  he  lost  the 
race,  he  still  would  be  deprived  of  his  patent  rights. 

Gentlemen,  with  its  faults,  I  believe  we  still  have  the  greatest  patent 
system  in  the  world.  Under  it,  as  was  the  case  with  myself,  a  small 
man  with  a  dream  of  doing  things  better  can  be  rewarded  for  his 
contributions  to  our  society.  I  believe  it  essential  to  the  American 
system  that  these  incentives  be  retained.  I  am  of  the  firm  conviction 
that  with  this  "reform  bill"  in  effect,  a  man  who  tomorrow  is  in  the 
position  I  was  in  35  years  ago,  would  have  little  or  no  prospect  of 
benefiting  through  the  patent  system  as  I  did.  Please  do  not  let  this 
happen. 

Senator  McClellan.  Thank  you  very  much. 

I  take  it  you  are  against  this  first  come,  first  served  item  ? 

Mr.  Kamborian.  Very  much. 

Senator  McClellan.  You  think  that  it  would,  I  gather  from  your 
testimony,  cause  people  to  rush  in  and  file  ill-prepared  applications, 
and  also  be  an  incentive  to  some  to  steal  the  invention  of  others? 

Mr.  Kamborlan.  Yes,  sir,  Mr.  Chairman. 

Senator  McClellan.  And  also  prevent  the  perfection  of  patents 
that  might  become  useful  and  also  cause  a  lot  of  patents  to  fall  by  the 
w^ayside,  so  to  speak ;  is  that  right  ?  ^ 

Mr.  Kamborian,  That  is  absolutely  right. 

Senator  McClellan.  How  many  patents  do  you  say  you  have  secured 
for  your  own  inventions? 

Mr.  IL^MBORiAN.  In  the  United  States,  150. 

Senator  McClellan.  I  do  not  know  that  I  have  have  ever  invented 
anything.  I  doubt  if  I  could.  But  anyhow,  congratulations.  We  do 
not  want  to  do  anything,  I  know  the  committee  does  not,  that  would 
do  harm  to  people  like  you  who,  by  your  ingenuity  and  hard  work, 
make  a  contribution  to  our  country.  But  at  the  same  time,  we  have  a 
problem  here  of  trying  always  to  improve  government  and  hold  down 
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its  expenditures  and  increase  its  efficiency  if  we  can,  because  govern- 
ment is  growing  and  we  have  to  keep  pace  with  modern  technology 
and  conditions. 

I  appreciate  your  appearance  here.  I  am  glad  to  hear  from  some- 
body first  hand  who  really  invents  something. 

Mr.  Is^vMBORiAN.  The  other  Senator  asked  how  can  we  improve  it, 
there  is  an  evil  in  this  backlog  of  2  years  or  more.  The  backlog  was 
there  when  I  first  started,  over  35  years  ago.  But  one  way  of  improv- 
ing it,  may  I  plead,  when  we  have  a  production  problem,  we  hire  more 
men.  Hire  more  examiners. 

Senator  Burdick.  Just  money  ? 

Mr.  Kamborian.  Well,  inventions  make  money. 

Senator  Btjrdick.  On  these  150  inventions  that  you  have  made  dur- 
ing your  lifetime — I  congratulate  you,  too — would  you  have  lost  any 
one  of  them  under  a  first-to-file  theory? 

Mr.  Kamborian.  Do  you  really  want  to  go  through  that,  Mr.  Sena- 
tor? I  have  had  long  years  of  experience  in  this  thing. 

Senator  Burdick.  Under  the  first-to-file  theory,  would  you  have 
lost  one  of  them? 

Mr.  Kamborian.  In  the  foreign  comitries,  y&s. 

Senator  Buhdick.  Let  us  talk  about  America  now. 

Mr.  Kamborian.  Under  this,  yes ;  I  would  have  lost  many  of  them. 
Not  one,  many  of  them. 

Senator  Burdick.  Why  ? 

Mr.  Kamborian.  No.  1,  if  I  am  not  the  inventor  and  I  take  your 
idea  to  the  Patent  Office  and  apply  for  it,  if  I  am  so  inclined,  why 
should  I  take  it? 

Senator  Burdick.  Did  you  have  any  competition  with  anybody  else 
in  any  of  yours? 

Mr.  Kamborian.  Much,  much. 

Senator  Burdick.  Was  there  a  question  of  a  race  to  the  Office  ? 

Mr.  Kamborian.  A  question  always  of  a  race  to  the  Office,  even 
within  a  1-year  period.  Even  in  the  30's,  there  was  2  years. 

Senator  Burdick.  Well,  have  you  been  involved  in  an  interference 
lawsuit  ? 

Mr.  Kamborian.  Yes,  Mr.  Senator.  I  spent  more  than  30  years  of 
my  life  in  courts. 

"Senator  Burdick.  Did  you  win  them  all  ? 

Mr.  Kamborian.  I  think  so.  Maybe  I  lost — I  do  not  remember  los- 
ing any. 

Senator  Burdick.  Well,  if  you  had  had  this  provision,  S.  1042,  and 
there  was  no  interference,  how  would  you  have  fared?  You  seem  to 
have  spent  a  lot  of  money  during  that  period. 

Mr.  Kamborian.  Since  the  "reform  bill"  would  be  in  effect,  in  the 
first  place,  it  would  be  doubtful  if  I  got  the  patent. 

Senator  Burdick.  Is  there  any  case  that  you  can  think  of  where 
somebody  else  filed  first  and  beat  you  out  that  way,  would  have  beaten 
you  out? 

Mr.  Kamborian.  Yes. 

Senator  Burdick.  How  many  times  ? 

Mr.  Kamborian.  One  very  important  one. 

Senator  Burdick.  He  filed  first  ? 

Mr.  Kamborian.  Yes. 

Senator  Burdick.  Was  thisti  case  of  stealth  ? 
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Mr.  Kamborian.  Yes, 

Senator  Btjrdick.  All  right;  under  S.  1042,  you  have  recourse  in 
courts  for  stealth. 

Mr.  Kamborian.  But  under  better  protection,  I  would  fight  like 
the  dickens  and  waste  thousands  of  dollars  to  keep  what  is  rightfully 
mine. 

Senator  Burdick.  I  know. 

Mr.  Kamborian.  It  goes  back  to  the  decree  that  I  should  have  the 
patent. 

Senator  Burdick.  Under  the  present  law,  S.  1042,  if  somebody  steals 
your  idea,  you  have  recoiu'se  there,  too,  you  know. 

Mr.  Kamborian.  Ah,  but  public  disclosure  bars  it,  too. 

Senator  Burdick.  This  is  the  grace  period.  This  is  something  else 
now.  I  am  just  talking  about  the  first  to  file. 

Mr.  Gordon.  May  I  ? 

If  I  may,  my  name  is  Albert  Gordon.  May  I  give  a  specific  example 
which  I  think  will  answer  the  question  'i 

Senator  McClellan.  If  you  can  give  us  an  example.  Have  you  been 
his  attorney  in  these  matters  ? 

]SIr.  Gordon.  I  have  been  Mr.  Kamborian's  attorney  for  the  past  7 
years.  I  am  familiar  not  only  with  the  events  that  took  place  during 
iny  period  of  employment,  but  many  events  that  took  place  prior  to  my 
period  of  employment. 

Senator  McClellan.  What  was  your  association  with  him  or  rela- 
tion to  him  prior  to  your  employment  as  his  counsel  ? 

Mr.  Gordon.  I  was  an  examiner  in  the  Patent  Office. 

Senator  McClellan.  You  were  an  examiner  in  the  Patent  Office? 

Mr.  Gordon.  Yes,  sir? 

Senator  McClellan.  Why  did  you  get  out  ?  I  did  not  mean  to  em- 
barrass you. 

Mr.  Gordon.  Xo,  I  am  not  at  all  embarrassed.  At  one  time  I  was  go- 
ing to  be  a  career  employee  in  the  Patent  Office.  I  stayed  there  for  11 
years  before  I  left.  I  got  out  because  I  wanted  to  make  a  little  more 
money.  I  am  not  ashamed  of  it. 

Senator  McClellan.  As  I  say,  I  did  not  mean  to  embarrass  you.  You 
got  out  because  you  wanted  to  go  into  practice  as  a  patent  attorney ;  is 
that  right? 

Mr.  Gordon.  Yes,  sir. 

We  had  a  situation  in  which  I  am  not  going  to  impute  any  evil  mo- 
tives to  anybody.  But  it  was  a  situation  that  was  created  by  this  race 
to  the  Patent  Office  system,  which  I  fear  could  very  well  be  created 
under  the  adoption  of  S.  1042. 

Mr.  Kamborian,  during  his  early  years,  during  his  struggling  years, 
when  he  w^as  ti-ying  to  establish  his  company  in  an  area— in  a  field 
where  there  is  fierce  competition  from  an  established  company  m 
this  field  of  shoe  machine  manufacturing,  created  a  device,  got  a  patent 
on  an  improvement  which  was  filed  in  the  U.S.  Patent  Office  prior  to 
the  disclosure  and  filing  of  a  U.S.  application  by  one  of  his  competi- 
tors. There  is  no  question  there  that  as  between  the  two  parties,  Mr. 
Kamborian  was  the  senior  party.  There  is  no  question  that  as  between 
the  two  parties  involved,  with  this  particular  invention— I  do  not  have 
the  specific  data  with  me— Mr.  Kamborian  was  the  senior  party. 

Senator  Burdick.  In  other  words,  he  filed  first  ? 

Mr.  Gordon.  He  filed  first.  He  got  the  patent.  The  patent  was  a 
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basic  landmark  patent  to  the  bnildinf^  up  of  his  company  and  estab- 
lished what  the  Patent  Office  is  supposed  to  establish,  an  umbrella  for 
him  to  profit  from  his  invention  during  the  17-year  period,  which  ex- 
pired about  2  years  ago. 

Now,  I  am  not  trying  to  say  that  what  happened  was  evilly  moti- 
vated. It  was  certainly  done  well  within  what  was  provided ^and 
allowed  by  the  laws  of  the  countries  involved.  At  this  time,  Mr.  Kam- 
borian  could  not  afford  to  or  decided  not  to  file  a  convention  applica- 
tion abroad.  His  competitor  did  file  a  convention  application,  which,  as 
you  know— the  country  I  am  referring  to  is  Great  Britain.  So,  as  you 
know,  the  convention  application  in  Great  Birtain  took  the  effective 
filing  date  of  the  U.S.  application,  while  Mr.  Kamborian's  noncon- 
vention  application  did  not  take  the  effective  filing  date  of  the  U.S. 
patent.  This  was  a  business  judgment  he  made.  He  suffered  from  it. 

The  point  I  am  driving  at  is  Great  Britain  has  this  first-to-file  sys- 
tem, has  this  race  to  the  Patent  Office  system.  As  a  result  of  that,  even 
though  Mr.  Kamborian  was  undoubtedly  the  first  inventor  as  a  ques- 
tion of  morality  or  ethics,  in  Great  Britain,  this  very  same  invention 
which  he  used  to  build  up  his  company  in  the  United  States  was  fore- 
closed to  him  in  Great  Britain  because  his  competitor  on  the  invention 
won  the  race  to  the  Patent  Office,  got  a  patent  valid  under  British 
law  which  ironically  prevented  him  from  practicing  his  own  inven- 
tion in  Great  Britain. 

T  am  not  saying  there  is  anything  unusual  about  this. 

Senator  Burdtck.  This  is  dealing  with  international  comity.  But 
as  far  as  the  United  States  is  concerned,  he  was  protected. 

Mr.  GoKDON.  He  was  protected  because  he  had  the  law  under  title  35. 
What  I  am  doing  is  giving  you  an  example,  perhaps  not  the  most 
]3erfect  example  in  the  Vv^orld,  but  an  example  of  what  can  happen  and 
did  happen  in  a  country  that  had  and  still  has  a  first-to-file  system. 

Senator  Btjroick.  If  we  had  an  international  arrangement  there, 
this  would  not  have  hap])ened.  But  as  far  as  the  United  States  is  con- 
cerned, he  would  have  had  adequate  protection. 

Mr.  GoRDOK.  If  he  was  luckv  enough,  as  he  was  at  the  time,  to  win 
the  race  to  the  Office  in  the  United  States. 

Senntor  Burdick.  You  said  he  was. 

Mr.  Gordon".  He  could  just  as  well  not  have  been.  He  was  lucky. 

Senator  Bitrdick.  That  is  my  point.  I  do  not  think  he  could  be  hurt 
by  S.  1042  at  anv  time  in  the  Ignited  States. 

Senator  McClellan.  Anything  further? 

Thank  you  very  much. 

The  committee  will  stand  in  recess  until  ?>  o'clock.  Maybe  we  will 
l)e  a  little  later  than  that.  But  we  will  try  to  get  to  it. 

(Whereupon,  at  1  p.m.,  the  committee  recessed,  to  reconvene  at  3 
p.m.  the  same  day.) 

(Subsequently  tlie  subcommittee  received  two  comnninications  from 
Mr.  Kamborian  and  by  order  of  the  chairman  are  printed  as  follows :) 

Internationai.  Shoe  Machine  Corp., 

Boston,  Mass.,  June  20, 1967. 
Mr.  Stephen  G.  Haaser. 

Chief  Clerk,  ^nheommittee  on  Patents,  Tra<lemarlcs  and  Copyrights,  Senate  Office 
Building,  Washington,  D.C. 
Dear  Mr.  Haaser:  I  enclose  herewith  the  ropy  of  the  transcript  of  my  testi- 
mony juul  that  of  Mr.  Gordon  forwarded  with  your  letter  of  June  6,  1967,  with 
corrections  made  in  red  pencil. 
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I  want  to  take  this  opportunity  to  amplify  the  testimony  appearing  on  pages 
194-200  of  the  transcript  showing  how  I  was  hurt  by  the  first  to  file  system 
existing  in  Great  Britain.  For  this  purpose  I  enclose  the  below  listed  three  U.S. 
patents  and  the  British  patents  corresponding  to  the  U.S.  Patents.  U.S.  Patents 
Nos,  1,  2  and  3  respectively,  correspond  to  British  Patents  Nos.  1,  2  and  3. 


U.S.  patent 

Patent  owner 

Filing  date 

1.  2,438,917 

2    2  397,369 

Dec.  30,1943 

United  Shoe  Machinery  Corp 

Feb.  17,1944 

3   2  455  694 

United  Shoe  iVIachinery  Corp 

Nov.  17,1945 

British  patent 

Patent  owner 

Effective 
filing  date 

1    608  190 

J.S.  Kamborian- 

Feb.  18,1946 

2   585,121 

British  United  Shoe  Mch 

Feb.  17,1944 

3   618  844 

British  United  Shoe  Mch 

Nov.  17,1945 

All  the  patents  deal  with  a  shoe  lasting  machine  in  which  a  rotating  wiper 
wipes  or  folds  the  lasting  margin  of  an  upper  against  an  insole.  In  the  United 
States,  I  was  the  first  to  file,  and,  as  was  proven  in  litigation  between  United 
Shoe  Machinery  Corp.  and  me,  I  was  the  first  to  invent.  In  Great  Britain  I 
did  not  file  a  Convention  Application,  while  my  competitors,  British  United  Shoe 
:Machinery  Co.  did.  Therefore,  my  competitors  won  the  race  to  the  British  Patent 
Office  and  obtained  patent  coverage  which  dominated  the  invention  of  my  Brit- 
ish patent.  As  a  result,  my  British  licensee,  the  Ralphs  Engineering  Co.,  was 
compelled  to  pay  patent  royalties  to  British  United  for  making  machines  incorpo- 
rating an  invention  that  was  unquestionably  invented  first  by  me.  Later  we 
designed  around  my  own  invention  so  that  we  could  stop  paying  patent  royalties 
to  British  United. 

Our  present  patent  law  is  based  on  the  philosophy  of  awarding  the  patent 
monopoly  to  the  first  inventor  who  exercises  reasonable  diligence  in  filing  his 
application.  The  British  patent  law  is  completely  unconcerned  with  who  the  first 
inventor  is  and  grants  the  patent  monopoly  to  the  first  to  file.  Indeed,  for  inven- 
tions conceived  outside  Great  Britain,  the  British  patent  is  granted  to  the  first 
to  file  regardless  of  whether  he  truly  invented  the  invention  or  stole  it.  It  is  my 
feeling  that  the  "Patent  Reform  Bill"  is  going  in  the  direction  of  the  British 
patent  philosophy  and  would  result  in  injustices  such  as  the  one  referred  to 
above  where  I  had  to  pay  royalties  to  practice  my  own  invention  and  then  design 
around  my  own  invention  so  that  I  could  temiinate  the  payment  of  royalties. 

I  am  having  a  study  made  to  see  if  I  can  present  you  with  other  examples  of 
how  I  would  have  been  hurt  in  the  past  if  the  "first  to  file"  system  were  in 
effect  in  the  United  States,  and  will  give  you  the  results  of  this  study  at  a 
later  date. 

If  the  Subcommittee  feels  that  it  would  be  helpful,  Mr.  Gordon  and  I  would 
be  happy  to  testify  further  at  the  Subcommittee's  convenience. 
Yours  very  truly, 

J.  S.  Kamboeian. 

(Enclosures  referred  to  will  be  found  in  the  committee  files.) 


International  Shoe  Machine  Corp.. 

Boston,  Mass.,  September  13,  1967. 
Re  patent  reform  bill  S.  1042. 

Mr.  Stephens  G.  Haaser, 

Chief  Clerk,  Sxilcommittee  on  Patents,  Trademarks,  and  Copyrights,  Senate 
Office  Building,  Washington,  D.C. 
Dear  Mr.  Haaser  :  The  study  referred  to  at  the  end  of  my  letter  of  June  20, 
19G7,  as  to  examples  of  how  I  would  have  been  hurt  in  the  past  if  the  "first  to 
file"  system  were  in  effect  in  the  United  States,  has  now  been  completed.  Pur- 
suant to  this,  I  enclose  a  copy  of  my  patent  No.  1,920,083,  and  of  Patent  Office 
interference  No.  62,554. 
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The  interference  was  concerned  with  a  conflict  between  my  application  Serial 
No.  484,553  filed  September  26,  1930,  and  patent  application  Serial  No.  494,152 
of  Charles  F.  Pym  whose  effective  filing  date  was  January  12,  1929.  Despite  the 
fact  that  I  wa's  the  junior  party  by  approximately  20  months,  the  interfer- 
ence was  resolved  by  a  concession  of  priority  by  Pym  to  me  in  Paper  No.  42  of 
the  count  that  become  claim  14  of  my  patent  No.  1,920,083. 

This,  I  believe,  effectively  rebuts  the  statement  made  by  Senator  Burdick 
during  my  testimony  before  your  subcommittee  on  May  18,  1967,  that  I  could 
not  "be  hurt  by  1042  at  any  time  in  the  U.S.". 

The  relatively  late  filing  of  my  patent  application  towards  the  end  of  the 
then  existing  two-year  grace  period  was  due,  at  least  in  part,  to  my  not  being 
able  at  that  time  to  afford  the  service  of  a  patent  attorney.  Had  the  grace  period 
not  been  available  at  that  time  and  if  the  first  to  file  system  was  then  in  effect, 
I  certainly  could  not  have  obtained  my  patent. 
Yours  very  truly, 

J.   S.  Kamboeian. 

(Enclosures  referred  to  will  be  found  in  committee  files.) 
AFTERNOON    SESSION 

Senator  McClellan.  Come  to  order. 

Mr.  Eabinow,  will  yon  come  forward,  please? 

STATEMENT  OF  JACOB  EABINOW,  PEESIDENT,  BABINOW 
ENGINEERING  DIVISION,  CONTROL  DATA  CORP. 

Mr.  Eabinow.  Good  afternoon,  Mr.  Chairman. 

Senator  McClellan.  Good  afternoon,  sir.  Do  you  have  a  prepared 
statement  ?  . 

Mr.  Rabinow.  I  have  submitted  a  prepared  statement,  Mr.  Chair- 
man, but  I  would  prefer  not  to  read  it.  I  would  like  to  have  it  entered 
in  the  record. 

Senator  McClellan.  We  will  insert  it  in  the  record  and  you  may 
comment  upon  it,  higMight  it,  submit  any  further  evidence  or  state- 
ments as  you  wish. 

;Mr.  Rabinow.  My  name  is  Jacob  Rabinow.  I  am  president  of  the 
Rabinow  division  of  the  Control  Data  Corp.,  and  our  offices  are  in 
Rockville,  Md. 

I  want  to  thank  you  for  this  opportunity  to  be  heard.  I  am  honored, 
and  I  might  say  I  am  very  nervous  and  I  hope  you  will  forgive  me  if 
it  shows  up. 

Senator  McClellan.  Well,  let  us  ease  your  nerves.  We  are  all  hu- 
mans trying  to  do  a  little  job  up  here,  and  we  need  your  help.  Put 
yourself  in  that  position,  that  you  are  helping,  will  you,  and  you  will 
not  be  nervous. 

Go  right  ahead. 

Mr.  Rabinow.  My  qualifications  for  being  here,  and  I  suppose  you 
will  forgive  me  for" boasting,  are  that  I  have  two  degrees  in  electrical 
engineering.  I  worked  for  16  years  in  the  National  Bureau  of  Stand- 
ards as  an  engineer,  and  had  various  positions  there.  I  ran  my  own 
small  company  for  10  years,  from  1954  to  1964.  At  that  time  the  com- 
pany was  assimilated,  absorbed,  by  Control  Data  Corp.  and  I  am  now 
president  of  the  same  company  which  is  now  a  division  of  Control 
Data  Corp. 

I  have  had  176  patents  issued  to  me  in  the  United  States.  I  have 
some — I  do  not  like  to  put  it  this  way,  about  2  dozen  more  pending. 
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Senator  McClellan.  How  many  ? 

Mr.  Rabinow.  Maybe  20  or  30  more  pending. 

Senator  McClellan.  I  thought  you  said  2,000, 

Mr.  Rabinow.  No,  2  dozen.  I  am  sorry.  Thank  you  for  the  im- 
plied compliment. 

I  have  quite  a  few  patents  in  foreign  countries,  I  do  not  know  how 
many. 

I  am  a  member  of  the  Inventors'  Council  of  the  Department  of  Com- 
merce, and  I  am  a  member  of  the  Advisory  Committee  to  Commis- 
sioner Brenner.  I  have  received  a  great  many  honors  of  various  kinds 
for  my  work  in  the  Government,  mostly  concerned  with  weapons.  I 
will  not  read  them.  They  are  in  the  statement.  I  am  not  particularly 
modest,  but  I  have  trouble  reading  my  own  honors. 

I  wear  the  pin  of  the  Department  of  Commerce — I  notice  there  is 
another  one  over  there — for  exceptional  service.  Mine  was  given  for 
an  invention.  Now  I  will  get  to  what  I  would  like  to  say. 

I  have  been  an  inventor  for  some  50  years.  I  invented  the  first  gadget 
when  I  was  eight  and  discovered  the  Romans  had  beaten  me  to  it  by 
some  20,000  years.  I  have  since  then  done  better  now  and  then,  but 
not  always. 

I  have  known  a  great  many  inventors,  of  course,  and  I  work  with 
many  now.  I  would  like  to  impress  upon  you  that  an  invention  is  not 
just  a  piece  of  economic  property.  It  has  other  aspects.  There  is  the 
question  of  achievement,  of  social  value.  Inventions  do  not  necessarily 
have  only  money  values.  There  is  also  a  question  of  glory,  awards  in 
nontangible  form.  All  these  things  have  to  be  considered  when  you 
pass  a  patent  law  that  is  going  to  affect  our  incentives. 

Again,  please  forgive  me  for  sounding  immodest,  but  an  invention 
is  very  much  like  a  work  of  art.  A  great  deal  of  it  is  routine.  A  great 
many  inventions  are  just  improvements  which  are  necessary  in  busi- 
ness and  are  not  great.  Among  these,  now  and  then  you  have  a  rare 
and  good  one.  This  is  very  much  like  mining  diamonds.  You  have  to 
dig  up  a  lot  of  industrial  diamonds  for  the  few  which  may  be  gems. 
And  you  have  no  way  of  knowing  in  advance  whether  an  invention 
is  going  to  be  important  or  valuable  because  this  is  a  matter  of  luck. 
It  depends  on  wliat  happens.  It  depends  on  to  whom.  A  hairpin  or  a 
paper  clip  may  be  very  important  to  the  man  who  makes  hairpins  or 
paper  clips,  and  it  may  be  a  trivial  patent  to  a  computer  manufac- 
turer. When  I  hear  people  talk  about  trivial  or  imj^ortant  inventions, 
I  always  wonder  whose  point  of  view  they  are  taking.  To  a  man  who 
makes  hairpins,  the  convolutions  of  a  hairpin  may  be  very  important 
indeed.  To  the  man  who  makes  automobiles,  they  may  not  be  so  im- 
portant. 

The  U.S.  system  of  patents,  under  which  I  have  lived  so  long,  is  a 
very  good  one,  because  it  is  an  inventor-oriented  system.  The  whole 
concept  of  justice  in  our  patent  system  is  based  on  the  inventor.  He  is 
the  one  who  gets  the  patent.  This  is  not  true  in  Europe,  where  patents 
are  not  inventor  oriented.  There  they  are  oriented  to  the  manufac- 
turer or  to  the  businessman.  The  inventor  is  the  hired  hand  who  some- 
times does  something  useful.  I  think  this  is  one  of  the  reasons  why 
our  patent  system  has  been  so  successful  and  our  industrial  base  is 
so  ffood. 
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There  is  no  doubt  tliat  all  of  us  want  better  patents,  all  of  us  want 
higher  quality  patents.  I  will  say  something  later  about  how  to  raise 
the  quality. 

I  listened  to  Judge  Eifkind  yesterday  and  some  of  the  others  who 
testified.  I  had  the  same  feeling  that  I  guess  a  sane  man  has  in  an  in- 
sane asylum.  He  is  not  sure  who  is  crazy.  I  had  the  feeling  that  my 
ideas  about  patents  up  to  then,  were  obviously  wrong.  This  bothers 
me  very  much.  For  example,  there  was  a  continuous  notion  yesterday, 
throughout  the  testimony,  that  the  patent  system  in  the  United  States 
is  breaking  down,  that  the  small  businessman  suffers,  the  inventor 
does  not  get  his  rights,  that  the  pendency  is  too  long,  that  interferences 
are  horrible.  Mr.  Hollomon  pointed  out  that  interferences  are  very 
trivial.  Judge  Rifkind  pointed  out  that  they  are  an  expensive  item. 
I  wish  the  manufacturers  of  the  bill  would  make  up  their  minds 
whether  they  are  horrible  or  whether  they  are  triAaal. 

I  do  not  believe  that  the  patent  system  is  breaking  down.  I  do  not 
believe  that  there  is  any  ground  swell  of  opposition.  I  have  heard  no 
great  objections  to  the  American  patent  system.  I  do  not  know  who 
started  this  idea  that  we  have  to  modify  it.  Nevertheless,  I  think  it  is 
a  good  thing  to  look  into  things  like  this  and  perhaps  modify  them. 

Senator  McClellan.  I  understand  that  generally  your  position 
is  that  our  patent  system  under  the  present  laws  are  all  right. 

Mr.  Rabinow.  I  think  they  are  very  good.  I  do  not  think  they  are 
all  right. 

Senator  McClellan.  All  right,  they  are  very  good,  and  you  do 
not  think  this  bill  will  improve  them  ? 

Mr.  Rabinow.  If  you  will  forgive  me,  I  would  like  to  say  this  ahead 
of  time,  that  I  am  supporting  the  first-to-file  with  a  great  many  re- 
servations and  many  exceptions  to  the  proposal,  not  that  I  think  we 
need  the  first-to-file  or  that  there  is  anything  wrong  with  the  present 
system,  but  because  I  believe  in  improving  the  international  patent 
situation,  because  it  is  a  mess.  International  patents  are  very  expensive 
and  because  most  of  us  do  file  abroad,  I  think  the  first-to-file  may 
help.  May,  if  we  believe  what  Mr.  Hollomon  and  Mr.  Brenner  say: 
that  it  is  perhaps  important  to  get  the  first-to-file  to  make  our  system 
be  in  line  with  others.  But  there  is  a  price  we  shall  pay  for  this,  with- 
out any  question.  I  shall  get  to  that  if  you  will  let  me. 

I  think  that  this  business  of  "quid  pro  quo,"  that  the  Supreme  Court 
has  ruled  that  the  thing  the  inventor  has  to  do  is  disclose  the  invention 
as  quickly  as  possible  and  for  this  he  will  get  a  monopoly,  I  think  this 
is  a  misreading  of  the  laws  of  the  land.  I  think  that,  no  doubt,  dis- 
closure is  important.  But  what  is  more  important  is  putting  the  in- 
vention into  use,  the  development,  the  sweat  and  blood,  so  that  even- 
tually the  public  will  get  the  benefit.  I  think  disclosure  is  a  very  small 
part  of  this.  If  the  Constitution  wanted  us  just  to  disclose  so  that  we 
could  get  a  monopoly  for  that,  it  could  say  publish  it  and  we  shall 
give  you  a  monopoly.  This  is  not  the  case.  It  says  get  into  the  market 
and  we  shall  give  you  a  monopoly.  Be  diligent  in  putting  it  on  the 
market.  Not  just  to  publish,  but  to  put  into  use,  this  is  the  essence  of 
our  system. 

I  would  like  to  misquote  Judge  Rifkind,  if  I  miglit.  He  said  that, 
witli  i-espect  to  tlie  Patent  Bar  individually,  he  likes  to  drink  with 
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them,  he  likes  to  play  golf  with  thciii  and  some  other  things,  but  that 
together  they  did  a  pretty  terrible  job  on  their  recommendations.  I 
would  like  to  say  this  about  the  Connnission.  I  know  them  indiviihial- 
ly ;  they  are  friends. 

Senator  McClki.lan-.  You  just  return  the  compliment. 

Mr,  Rabixow.  But  ^vhen  they  got  together  and  wrote  the  recom- 
mendations they  did  a  terrible  job.  I  think  it  is  a  disservice  to  the  coun- 
try. I  think  the  President's  Commission  did  a  terrible  job  of  recom- 
mending. I  think  that  the  point  of  view  was  biased  in  favor  of  large 
business,  of  which  I  am  a  member  now,  too,  biased  against  the  small 
inventor,  biased  against  all  inventors.  The  damage  will  be  less  to  big 
business  than  to  small  inventors,  but  there  is  dainage  to  all  the  patent 
people  who  are  involved. 

I  think  the  trial  lawyers — and,  if  I  had  a  patent  case,  I  would  like 
to  have  Mr.  Xeuman  on  my  side — I  think  trial  lawyers  are  too  much 
concerned  about  the  cost  of  litigation.  There  is  no  proof  that  there  will 
be  no  litigation,  anyway.  I  think  they  are  more  worried  about  that 
than  about  protecting  the  inventor.  I  think  the  Commission  should 
have  concerned  itself  with  two  basic  questions.  One  is:  What  is  an  in- 
vention? what  is  obvious?  what  is  not  obvious!'  what  is  new? 

It  is  obvious  that  w^hen  a  man  invents  a  cure  for  cancer,  he  has  some- 
thing new,  but  in  many  inventions,  the  newness  is  nowhere  near  as 
simple  as  that.  I  would  like  to  see  the  Commission  address  itself  to  a 
good  definition  of  obviousness,  of  invention,  of  novelty,  of  doubt, 
things  which  are  subjective  and  hard  to  define.  It  would  help. 

Another  thing  with  which  the  Commission  should  have  concerned 
itself  is,  is  the  present  patent  law  fair  in  this  sense :  Does  it  give  the 
inventor  enough  rewards,  enough  incentives?  When  I  speak  of  an 
inventor,  remember,  please,  I  am  not  speaking  of  him  alone;  I  am 
speaking  of  his  backers,  of  his  employers,  of  the  whole  group  that 
backs  the  inventor.  Is  the  ]:)resent  law  such  as  to  sufficiently  reward  him 
and  his  backers?  Does  it  provide  a  fair  return  to  the  inventor,  on  the 
whole,  or  should  he  get  more  than  he  gets  today  ? 

I  could  take  the  position  that,  perhaps,  he  should  get  more  rewards, 
more  incentive,  longer  terms  of  patent,  more  protection,  and  that  the 
infringer  should  get  less.  Or,  perhaps,  the  inventor  should  get  less. 
These  are  things  tJiat  are  concerned  with  public  policy,  and  the  Com- 
mission did  not  have  anything  to  say  about  this.  They  stated  some 
platitudes  that  the  U.S.  system  is  good,  that  the  U.S.  system  has  suc- 
ceeded for  a  long  time.  Then  they  proceed  to  clobber  the  inventor. 

I  do  not  understand  why  they  had  to  take  the  position  that  in  order 
to  clear  up  the  laws,  you  had  to  cut  down  the  rights  of  the  inveiitor. 
Almost  always,  tlie  rights  of  the  inventor  will  be  reduced  through  the 
recommendations,  and  the  rights  of  the  infringer  will  be  increased. 

Let  me  say  that  there  are  troubles  with  our  present  system.  The 
troubles  reside  mostly  in  the  Patent  Office.  In  this  way :  The  Patent 
Office  is  understaffed.  You  have  heard  this  several  times  today  and 
yesterday.  They  need  more  people.  They  need  people  of  much  higher 
training.  The  arts  are  getting  much  more  difficult  to  search  and  ex- 
amine. They  need  better  space,  they  need  better  facilities.  This  is 
always  so.  What  is  happening  today  is  that  the  electrical  arts,  the 
mechanical  arts,  the  biological  arts,  the  nuclear  arts  are  interrelated. 
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Things  are  not  as  simple  as  they  used  to  be  in  the  time  of  Edison  or 
in  the  time  of  Jeilerson  when  one  man  could  really  know  all  there  was 
to  know  about  one  thing.  Today  the  electrical  engineer  has  to  know 
mechanics,  he  has  to  know  nuclear  physics,  he  has  to  know  solid  state 
physics.  It  is  hard  to  tell  where  an  invention  begins  and  where  an 
invention  ends. 

I  can  tell  you  of  cases  where  one  could  not  tell  whether  an  invention 
is  biophysics,  biochemistry,  or  just  plain  engineering.  This  is  where 
an  examiner  needs  more  time  to  search,  where  an  examiner  has  to 
have  better  training. 

This  is,  of  course,  the  diflRculty  with  the  Patent  Office.  They  have 
a  great  deal  of  difficulty  keeping  up  with  the  arts.  Their  salaries  are 
not  now  competitive  with  the  industry.  The  average  life  of  the  examin- 
ers in  the  Patent  Office,  we  heard  today,  was  5  years,  but  this  is  mislead- 
ing. In  the  computer  arts,  it  is  shorter.  I  remember  2  or  3  years  ago, 
when  half  of  a  division  quit  at  one  time,  tlie  computer  division,  because 
they  had  wonderful  offers  from  industry.  This  is  a  tragedy  to  the 
Patent  Office,  because  this  is  the  kind  of  art  where  training  is  harder 
and  longer.  I  think  you,  gentlemen,  are  the  only  ones  who  can  help 
in  this,  and  I  think  the  answer  is  fairly  obvious.  No  system  would  be 
better  than  tlie  examiners,  of  course. 

Another  difficulty  the  Patent  Office  faces  is  this  business  of  v.orld 
patent  rights.  There  is  no  question  that  half  the  patents  of  the  world 
are  duplicate  patents:  ?)0  percent  of  the  filings  in  our  Patent  Office 
are  being  done  by  foreigners.  In  some  countries  in  Europe,  80  percent 
of  the  patents  are  duplicate  patents  filed  by  us,  U.S.  citizens.  This  is 
a  tragedy  in  a  many  ways. 

I  know  an  inventor  who  has  just  invented  a  new  washing  machine 
designed  specifically  for  use  in  underdeveloped  countries.  He  has  filed 
initial  patents  in  55  countries.  This  will  cost  him  some  $55,000  for  ini- 
tial filings. 

I  had  some  experience  in  this  matter  when  I  invented  a  magnetic 
fluid  clutch.  I  filed  in  22  countries,  42  patents.  It  cost  my  brother  $"7,000 
for  initial  filings.  It  cost  my  brother  that  much  because  I  did  not  have 
enough  money.  We  made  a  couple  of  bucks  on  it.  We  sold  the  foreign 
rijrhts  in  such  a  way  that  I  came  out  with  $26,000  for  all  my  work  and 
effort  on  that  magnetic  fluid  clutch.  I  am  better  off  today  than  I  was 
tlien,  but  not  because  of  that  particular  invention.  But  42  patents  takes 
an  awful  lot  of  money.  If  we  had  gotten  into  interference  or  legal 
troubles,  it  might  have  gotten  into  tremendous  sums  of  money.  So 
I  think  it  if^  important  to  do  sometliing  about  international  patents. 

Because  I  like  the  international  patent  agreement  idea,  because 
T  have  believed  for  many  years  that  something  has  to  be  done  about 
g:eting  an  international  system  working,  I  support  the  first-to-file,  but 
w^ith  a  srreat  many  misgivings  and  a  great  many  protections  which 
T  would  like  to  see  written  into  law.  Eirst-to-file  would  make  it  possible 
for  our  system  to  agree  with  other  countries. 

If  it  were  not  for  an  international  patent  system  being  desirable,  we 
couhl  keep  our  system  more  or  less  intact  and  not  give  the  right 
to  the  first-to-file  to  be  called  the  inventor.  It  is  not  at  all  certain 
that  we  shall  ever  have  an  agreement  with  forei.q^n  countries. 

I  remember,  many  years  ago,  I  wrote  to  Adlai  Stevenson  and 
suggested  that   <he  I"''nited   Nations  issue  a   patent   for  the   world, 
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or  try  to  do  so.  I  have  a  very  elegant  letter,  which  says  that  this 
is  just  a  dream,  the  countries  will  never  give  up  any  sovereignty 
and  there  is  no  use  trying.  Apparently  Mr.  Ilollonian  and  ^Ir.  Bren- 
ner, whom  I  like  very  much  and  with  whom  I  work  (luite  often,  feel 
there  is  a  hope  now.  If  there  is  liope,  it  is  worth  a  try.  But  the 
first-to-file  w^ill  change  our  system  in  very  basic  ways. 

I  do  not  say  that  all  of  the  proposed  legislation  is  bad.  There  are 
things  about  it  I  like,  but  many  of  the  things  are  anti-inventor,  and 
as  :Mr.  Arnold  said,  they  are  also  antireturn  on  investment  of  capital. 
I  think  in  almost  all  cases,  they  fa\or  the  infringer. 

Let  me  give  you  an  example.  Let  us  assume  that  I  invent  something 
useful,  something  which  I  think  is  pretty  good.  The  present  system 
gives  me  time  to  think.  The  present  system  allows  me  to  talk  to 
customers  to  see  how  they  react.  Under  the  present  law,  I  am  not 
afraid  of  somebody  stealing  it  or  getting  it  into  the  Patent  Oflice, 
because  I  am  diligent,  I  will  file  within  the  next  year  or  two,  I  will 
have  a  little  time  to  improve  it  and  get  some  inqn-oNement  patents 
filed.  If  I  do  get  into  interference,  which  is  entirely  possible,  and  a 
crook  has  run  to  the  Patent  Office,  I  shall  be  able  to  ask  hini  ques- 
tions, there  will  be  cross  examination.  I  can  say,  ''Where  did  you 
get  it?" 

An  out-and-out  thief  may  still  fake  his  books,  and  there  are  prob- 
ably some  things  like  that  that  are  done.  But  a  semithief,  a  man 
wdio  just  gets  the  idea  from  me,  wdio  is  thinking  of  something  similar, 
will  be  wary  about  stealing  my  idea  because  he  knows  that  there  will  be 
interference,  that  there  will  be  questions  on  both  sides  and  testimony 
will  be  taken.  That  testimony  will  enable  me  to  find  out  if  he  stole. 
It  is  not  like  Judge  Kifkirid  says,  that  you  can  always  tell  who 
steals  from  you,  just  like  you  can  tell  when  he  steals  a  check.  A 
patent  is  a  nebulous  thing.  Even  if  I  know  he  stole  it,  I  do  not  just 
sue  him.  Interference  is  not  like  this.  You  can  ask  all  kinds  of  ques- 
tions without  taking  him  into  court.  It  is  a  simple  procedure.  I  have 
been  in  a  few  of  them,  and  I  think  it  keeps  us  honest. 

Let  us  say  that  I  am  under  the  new  system.  I  am  under  great 
pressure  to  file  quickly.  So  I  pressure  my  patent  attorney  and  we 
file  a  preliminary  or  a  final  application.  If  it  is  an  invention  that 
requires  a  long  application,  like  a  reading  machine  or  a  computer, 
you  cannot  file  a  preliminary.  The  attorney  has  to  have  2  or  3  months 
to  make  some  kind  of  search,  prepare  a  50-  or  100-page  application 
with  drawings,  because  you  cannot  put  anything  into  words  with 
things  like  electrical  circuity.  You  can,  but  it  will  take  another  200 
pages  of  text.  My  attorneys  tell  me  that  they  may  as  well  file  the 
final. 

If  it  is  a  simple  thing  like  a  can  opener,  they  might  as  well  hie  the 
darned  thing  and  be  done  with  it,  because  you  have  to  support  the  final 
claims.  The  bill  is  very  clear  about  this.  It  is  not  like  the  Commission's 
report  which  says  that  a  rough  description  by  an  illiterate  inventor  is 
all  you  need.  It  has  to  be  well  enough  drawn  so  that  you  can  support 
the  claims.  Mr.  Brenner  tells  me  that  very  few  preliminaries  will  be 
used,  that  very  few  will  be  looked  at.  But  I  cannot  know  m  advance 
which  will  be 'looked  at,  and  I  will  have  to  file  them  so  that  I  can  sup- 
port my  claims  later.  As  far  as  I  am  concerned,  I  would  rather  not 
have  preliminaries. 
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I  think  the  inventors  in  all  big  companies  are  told  definitely:  File 
first  and  speak  later.  I  asked  Dr.  Bardeen,  who  is  a  member  of  the 
Commission,  "When  did  you  speak  about  the  transistor?"  He  said, 
"I  spoke  about  3  months  after  we  filed."  Because  most  of  us  do  file  in 
foreign  countries,  I  think  that  we  file  first  and  speak  later.  I  think 
preliminaries  are  not  important.  In  any  case,  I  do  not  feel  very 
strongly  about  the  preliminaries. 

Let  us  assume  that  I  filed  the  final  application.  It  is  on  file.  Let  us 
assume  that  another  inventor  filed  at  about  the  same  time,  or  after  me, 
on  basically  the  same  idea,  but  with  some  difference.  Today,  I  can 
ask  him  questions  and  he  can  ask  me  questions — how  did  you  get  it ; 
when  did  you  conceive  it  ?  And  if  I  smell  that  he  stole  it  or  heard  of  the 
idea  from  one  of  my  employees,  I  can  get  a  detective  on  the  job.  But 
if  I  see  that  he  has  good  evidence,  I  usually  would  not  question  him.  I 
have  been  in  this  situation  three  or  four  times  out  of  176. 

Usually,  the  evidence  is  so  great,  notebooks  are  so  good,  so  many  at- 
torneys are  involved  that  I  never  did  have  any  doubt  that  the  other 
man  was  perfectly  legitimate,  and  we  usually  settle  it  on  the  evidence ; 
we  do  not  go  to  court.  I  have  never  been  in  court  over  an  interference. 
But  my  feeling  is  that  interference  is  much  exaggerated.  But  under 
the  proposed  system,  if  he  files  first,  I  lose ;  if  I  file  first,  I  win. 

But  suppose  I  do  lose  the  argument  and  I  was  the  first  to  file.  "VVliat 
happens  next?  Here  I  would  like  to  see  a  limited  interference,  to  see  if 
the  other  fellow  is  honest.  I  want  to  know  what  claims  he  has  and 
what  claims  I  can  copy  from  him,  because  claims  should  be  copied. 
If  he  has  better  claims  than  I  have  or  broader  ones  and  I  was  the  first 
to  file,  I  should  be  able  to  copy  his  claims.  If  my  claims  are  better  than 
his,  he  should  have  mine  to  copy.  The  Patent  Office  should  have 
interferences  to  determine  first,  the  derivation  of  the  invention; 
second,  the  question  of  which  claims  are  whose,  and  finally  to  prevent 
the  pressure  on  me  from  filing  too  fast. 

OK.  I  get  the  patent  filed.  I  will  be  first  to  file.  Wiat  hai^pens  next? 
According  to  the  proposed  legislation,  they  publish.  They  publish  not 
when  the  claims  have  been  allowed  and  we  know  exactly  what  I  have 
as  the  invention,  but  18  months  after  filing.  There  is  a  great  deal  of 
fuss  made  today  about  this  pendency  of  3.5  years,  average.  Yet  by  the 
Commission's  own  report,  they  expect  the  patents  will  not  be  issued 
before  18  to  24  months.  They  expect  the  pendency  to  remain  3  years, 
and  I  think  it  will. 

I  do  not  think  that  the  bill  will  make  any  difference  for  the  Patent 
Office  as  far  as  pendency  goes.  I  suggest  to  you  gentlemen,  I  urge  3^ou, 
not  to  permit  this  early  publication  to  happen,  because  a  published 
application  without  claims  allowed  is  a  piece  of  nonsense.  The  descrip- 
tion descrilies  much  more  than  an  invention.  It  does  not  say  what  is 
new  and  what  is  old,  because  until  the  claims  are  reduced  to  the  final 
form,  no  one  knows  what  is  new  and  what  is  old.  That  is  what  the 
invention  is,  what  the  claim  says,  not  what  the  description  covers. 

So  if  you  publish  the  unallowed  claims  and  the  description,  all  the 
outside  parties  know  is  that  you  have  some  kind  of  pending  case.  They 
do  not  know  what  the  Patent  Office  will  or  will  not  consider,  they  do 
not  know  what  the  Patent  Office  will  find  in  its  art.  So  you  ask  outside 
parties  to  submit.  They  will  not  submit  anything,  or  if 'they  submit,  it 
will  be  junk,  because  the  Patent  Office  already  has  most  of  the  art. 


235 

It  is  a  very  rare  case  when  the  Patent  Office  does  not  have  the  pertinent 
art.  That  is  what  we  are  interested  in,  to  help  the  Patent  Office  if  they 
miss  something,  not  to  throw  in  all  sorts  of  regular  art  and  say,  look 
at  our  submission.  They  know  the  regular  art  perfectly  well. 

I  think  the  only  thing  to  do  that  makes  any  sense  is  to  publish  after 
the  claims  have  been  allowed  and  before  the  patent  is  issued.  I  support 
publication  before  issue.  It  is  not  a  panacea,  it  will  not  cure  everything, 
l)ut  it  may  help.  I  have  seen  patents  issued  where  I  knew  the  art  and 
the  Patent  Office  did  not.  This  is  obviously  possible,  since  I  worked 
in  this  particular  field  for  30  years.  It  would  be  nice,  I  think,  if  an 
outsider  could  send  in  a  letter  saying.  Why  do  you  not  look  in  New 
Mexico,  such  and  such  organization  is  using  this  gadget,  or  it  is  used 
in  Germany  and  I  happen  to  know  the  reference  ?  I  think  it  is  well  to 
let  third  parties  come  in.  If  I  do  not  know  what  the  ap])licant  has  had 
allowed,  I  do  not  know  whether  he  has  an  invention.  I  do  not  know 
which  part  of  the  stuff  is  new  or  old.  So  I  think  that  the  third  l)arty 
opposition  should  happen  after  the  claims  have  been  allowed. 

Well,  suppose  I  got  this  patent.  Under  the  new  bill,  tlie  third  parties 
came  in,  thev  have  sent  in  the  evidence,  the  Patent  Office  has  reviewed 
it.  Now  I  feel  ])retty  sure  that  I  have  a  good  patent,  because  I  have 
come  through  opposition  proceedings  and  nothing  has  happened.  I 
have  the  patent  allowed;  in  G  months  I  shall  have  it.  I  do  get  it.  Does 
this  mean  I  am  out  of  the  woods  ?  No,  sir ;  because  under  the  proposed 
law,  for  3  years  I  do  not  know  where  I  stand.  Any  competitor  who 
knows  the  patent  does  not  have  good  valid  claims  because  he  has  some 
art  and  he  did  not  come  in  with  it,  nothing  forces  him  to  come  in, 
may  be  keeping  quiet.  He  lets  me  spend  a  lot  of  money,  lets  me  start 
to  sell  the  invention.  Over  me  hangs  this  sword  of  Damocles.  He  can 
let  me  go  to  market  and  then  he  can  come  in  with  a  perfectly  good 
piece  of  reference  which  was  found  in  a  tomb  in  Egypt  and  say.  Look, 
the  Egyptians  had  it.  He  knocks  the  patent  out. 

This  is  a  farfetched  case,  but  he  can  certainly  know  there  is  a  publi- 
cation in  Russia,  in  Germany,  in  Poland,  and  he  knocks  me  out.  I  want 
to  know  where  was  he  all  the  time,  why  did  he  not  come  in  before  I 
spent  a  lot  of  money  ?  Judge  Rifkind  calls  this  a  poor  man's  appeal 
proceeding.  Judge  Rifkind  is  going  to  protect  me.  If  this  is  protec- 
tion, I  ask  God  to  protect  the  inventor  from  people  who  want  to  pro- 
tect him.  I  do  not  want  protection  like  this.  If  my  patent  has  been  issued 
by  the  Patent  Office,  that  should  be  it  as  far  as  the  Patent  Office  is  con- 
cerned. They  have  had  their  say,  they  have  published  the  application, 
opposition  was  permitted,  I  want  my  patent. 

Incidentally,  he  does  not  even  have  to  come  within  3  years.  He  can 
deliberately  sit  on  it  and  clobber  me  years  later. 

Anyway,  I  get  the  patent.  Three  years  have  gone  by.  I  could  not 
sell  it",  nothing  happened,  or  something  happened  and  I  overcame  it. 
My  attorneys  have  charged  me  money  for  these  things.  They  charged 
me  for  the  preliminary  filing;  they  charged  me  for  the  final  filing; 
they  charged  me  for  tlie  full  prosecution ;  they  got  the  claim  allowed ; 
they  had  to  fight  the  opposition.  The  patient  issued,  more  opposition 
came  in.  the  attorneys  charged  me  for  that.  But  I  finally  overcame 
all  that.  Three  years  have  gone  by.  Am  I  clear  now  ? 

No,  I  am  not  clear  now,  because  anybody  can  start  infringing,  hav- 
ing beautiful  art  all  the  time,  having  kept  quiet  because  he  wants  to 
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see  what  I  do  with  my  gadget.  He  forces  me  into  court  because  I 
threaten  to  sue  him  and  he  argues  validity.  Because  he  has  good  art 
which  he  was  not  forced  to  submit  before  this,  he  hits  me  in  court 
with  this  good  art.  I  lose.  It  is  automatically  out  of  the  Patent  Office; 
the  patent  has  been  lost. 

I  say  this  is  kind  of  a  dirty  trick  on  me.  The  infringer  had  this 
knowledge  all  this  time  and  nothing  forced  him  to  discolse  it  at  any 
time  during  the  proceedings.  In  fact,  if  he  is  smart,  he  deliberately 
keeps  it  just  for  this  purpose  and  then  he  hits  me. 

Now,  suppose  I  win  even  in  court.  My  attorneys  are  good ;  I  have  Mr. 
Neuman  on  my  side.  We  win  the  case,  and  it  is  held  valid  and  in- 
fringed. Does  that  mean  I  am  protected  ?  No,  sir,  because  for  various 
legal  reasons,  another  man  can  infringe,  I  assume  in  another  circuit 
because  that  is  where  he  happens  to  operate.  It  is  held  valid. 

Does  that  mean  I  am  safe  ?  No,  sir.  This  can  go  on  forever.  Any  in- 
fringer can  force  me  to  take  him  to  court,  and  the  last  infringer  can 
win  and  the  patent  is  held  invalid.  I  am  thrown  out  of  the  Patent 
Office  and  I  lose  all  my  rights.  I  can  win  10  times  and  lose  the  last 
time  and  the  infringer  only  has  to  win  once. 

Senator  Buedick.  Are  you  aware  that  in  the  new  bill  there  can 
only  be  one  lawsuit  ? 

Mr.  Rabinow.  Only  if  I  lose,  sir,  not  if  I  win.  The  bill  says  if  I  lose 
and  it  is  held  invalid,  I  will  lose  the  case  for  good.  But  if  I  win  against 
this  man  and  it  is  held  valid  and  infringed,  then  there  is  nothing 
to  say  that  another  man  cannot  infringe  me  and  I  have  to  sue  him 
separately.  Judge  Rifkind  made  a  special  point  of  it,  that  if  I  have 
my  day  in  court,  that  settles  it.  But  after  all,  not  every  one  of  the 
infringers  has  his  day  in  court  at  the  same  time.  Each  one  has  to  have 
his  days  in  court.  If  each  one  of  them  has  his  day  in  court,  10  of  them, 
I  end  up  with  10  days  in  court,  too.  I  can  suggest  ways  to  get  around 
this,  but  the  bill — 

Senator  Bttrdick.  What  do  you  suggest  ? 

Mr.  Rabinow.  If  the  patent  is  held  valid  and  infringed,  they  argue 
this  is  not  fair  to  some  third  infringer,  because  I  may  have  deliberately 
picked  a  weak  opponent.  I  suggest  this,  that  if  infringement  suits  can 
be  tried  in  only  one  court— I  like  the  CCPA,  because  I  think  it  is  a 
court  of  great  expertise,  and  apparently  the  bar  agrees  with  me,  let 
the  cases  be  tried  there — -let  other  infringers  come  in,  be  parties  to  the 
one  case.  When  I  have  my  patent  tested  for  validity,  let  them  all  fight 
with  me  at  the  same  time.  If  they  do  not  win,  I  should  have  the  patent 
uncontestable  for  the  rest  of  the  patent's  life. 

Another  thing  that  can  be  done  is  if  the  patent  is  held  valid  twice, 
let  it  be  valid  for  good.  In  other  words,  assume  that  I  fake  one  case. 
If  a  court  permits  me  to  try  a  case  deliberately  in  such  a  way  as  to 
fake  it,  I  think  the  court  is  to  blame.  It  is  not  cheap  to  take  a  case  to 
court,  as  I  am  sure  you  know.  I  have  been  involved  only  indirectly  in 
one  court  case,  and  the  case  cost  $50,000  to  General  Time,  my  licensee. 
The  Commission  does  not  talk  about  infringers  harassing  inventors; 
they  worry  about  the  inventors  harassing  infringers.  It  cuts  both 
ways. 

Incidentally,  I  make  definite  recommendations  in  the  written  state- 
ment which  I  am  not  giving  here,  but  there  are  things  which  can  be 
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done  and  they  are  spelled  out.  Lawyers  can  do  better  than  I  can  about 
this,  but  I  think  something  should  be  done  by  which  the  inventor 
should  win  as  well  as  he  can  lose. 

Suppose  now  I  have  fouglit  the  case  in  all  the  courts  and  won.  Does 
that  mean  I  am  free?  No,  sir,  because  there  is  another  hooker  in  the 
proposed  law.  That  is  the  fight  between  the  antitrust  provisions  and 
the  provisions  of  the  monopoly  of  a  patent.  I  happen  to  like  the  anti- 
trust provisions  of  our  laws  tremendously.  I  think  it  is  the  thing  that 
keeps  the  small  companies  from  being  clobbered  out  of  existence  by  our 
giants.  I  would  not  for  a  moment  suggest  that  the  antitrust  laws  be 
changed  in  any  way.  I  think  there  are  difficulties  in  interpretation 
of  the  law  whfch,  my  attorneys  tell  me,  is  quite  subtle.  But  I  do  not 
like  the  fact  that  the'Departm'ent  of  Justice  does  not  want  you  men  of 
Congress  to  pass  on  this  matter.  This  was  recommended  by  the  Com- 
mission, that  you  at  least  look  into  this. 

What  are  my  rights  as  an  inventor  ?  I  have  a  monopoly.  The  inven- 
tion is  not,  as'judge  Rifkind  said,  a  product  that  automatically  be- 
longs in  the  commerce  of  our  basic  free  society.  It  is  a  product  that  I 
created,  let  us  say.  It  is  a  product  of  a  man's  brain.  If  that  is  so,  giving 
me  a  limited  monopoly  for  17  years  does  not  take  it  away  from  anybody 
else.  I  would  say  that  it  is  the  Congress  duty  to  clarify  the  question 
of  monopoly  so  that  I  know  what  my  rights  are.  I  should  know,  after 
I  have  gone  through  all  the  travail,  what  sort  of  licenses  I  can  issue 
legally  and  what  I  cannot. 

I  do  not  think  the  Justice  Department  is  fair  about  it.  For  example, 
they  say  "I  should  not  have,"  and  I  am  quoting  Mr.  Turner  now,  "the 
right  to  take  a  machine  that  makes  glass  things  and  license  one  man 
to  make  glass  things  for  one  industry  and  another  man  to  make  glass 
things  for  another  industry."  And  I  wonder  why  not.  The  monopoly 
is  complete  and  total  to  me.  I  invented  the  machine. 

He  says,  in  a  rather  naive  way,  that  if  I  personally  do  it,  it  is  OK, 
but  if  I  license  another  to  do  it,  it  is  illegitimate  and  illegal.  ^YhJ  can- 
not I  license  a  right  to  have?  If  I  can  sell  him,  there,  glasses  for  one 
thing;  and  him,  here,  glasses  for  something  else,  why  cannot  one  man 
sell  this  right  to  another?  Do  I  have  the  right,  in  the  case  of  my  watch 
regulator,  to  license  one  man  to  make  such  jeweled  watches  and  license 
another  man  to  make  such  clocks  ?  Nothing  in  the  present  law  says  that 
I  cannot  do  this.  Yet  the  Justice  Department  seems  to  say  that  it 
restrains  trade. 

Of  course  patents  restrain  trade,  in  the  sense  that  my  patent  is  my 
monopoly  and  I  restrain  trade  in  any  way  I  like.  That  is  what  a  mo- 
nopolv  is.  If  this  contradicts  or  conflicts  with  the  antitrust  laws,  it 
should  be  clarified,  spelled  out :  This  is  what  the  inventor  can  do,  this 
is  what  he  cannot  do.  It  is  the  Congress'  job  to  define  the  mventor's 
rights  and  duties. 

I  resent  this  attitude  of  the  Justice  Department.  I  understand  that 
when  the  bill  was  written  they  objected  to  putting  this  monopoly  mat- 
ter into  the  bill.  They  feel,  perhaps,  as  I  jokingly  told  one  of  them,  that 
it  is  too  important  a  matter  to  let  the  Congress  play  with.  They  would 
just  as  soon  let  the  Supreme  Court  decide  the  issues. 

It  is  not  that  simple.  I  want  to  know  my  rights. 

This  is  the  end  of  my  typical  patent  case.  AVhen  I  finally  have  every- 
thing settled  and  I  have  the  rights,  I  want  to  know  what  my  rights  are. 

86-218— 68— pt.  1—16 
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It  is  up  to  the  public  policy  to  decide  what  rights  I  should  have,  how 
broad  they  should  be,  how  narrow  they  should  be.  I  think  this  is  the 
duty  of  Congress.  I  do  not  v/ant  to  tell  you  your  job,  but  certainly,  if 
Congress  does  not  do  it,  nobody  else  can.  You  must  set  the  rules,  and  I 
would  like  to  loiow  what  they  are. 

Now,  I  did  not  touch  other  anti-inventor  aspects  of  this  bill.  As  to 
the  reissue,  the  present  law  permits  you  to  get  a  reissued  patent,  if  a 
mistake  has  been  made,  and  you  can  get  everything  you  are  entitled  to. 
If  somebody  else,  in  the  meantime,  starts  the  manufacture  and  does  not 
know  that  you  are  going  to  get  a  broader  patent,  he  has  some  inter- 
vening rights  and  is  protected.  S.  1042  says  you  cannot  broaden  the 
patent.  I  want  to  know  why  not?  If  I  am  entitled  to  a  broad  patent 
and  a  mistake  has  been  made,  why  should  I  not  broaden  it?  Just  to 
make  it  convenient  for  somebody  else  ?  Just  to  make  it  convenient  for 
the  infringer? 

I  did  not  want  to  discuss  terminal  disclaimers.  This  is  a  legal  matter 
in  which,  when  there  are  two  patents,  under  present  procedures,  it  is 
possible  for  you  to  arrange  that  the  two  patents  terminate  at  the  same 
time.  The  proposed  bill  reduces  the  right  of  the  inventor  in  respect 
to  terminal  disclaimers. 

The  Commission  would  rather  cut  the  rights  of  the  inventor  than  to 
give  him  more  rights.  They  would  like  to  arrange  for  appeals  against 
the  decisions  of  the  CCPA.  They  feel  that  the  court  is  too  good  to  the 
inventors.  I  do  not  know  what  that  means.  I  just  looked  up  the  cases. 
The  CCPA  sustained  the  Patent  Office  more  often  than  they  overruled 
it.  Yet  the  Commission  would  like  to  create  more  decisions  against  the 
inventor  in  the  court  of  appeals. 

I  would  like  to  see  the  first-to-file  get  the  patent  but  I  want  an  inter- 
ference procedure.  If  two  people  have  a  patent  pending  at  the  same 
time,  I  would  like  to  see  that  the  first  inventor  gets  certain  rights, 
variously  called  shop  rights.  But  I  would  like  to  see  this :  There  is 
a  proposal,  even  an  amendment  to  this  bill — I  think  it  is  one  of  the 
amendments  of  Mr.  Long  of  Missouri — which  says  that  if  a  man  has 
used  the  invention  first,  he  should  have  shop  rights,  or  at  least  the 
right  to  use  it.  I  do  not  like  this,  because  I  think  it  will  encourage 
secrecy.  My  daughter,  who  is  an  inventor  also — she  has  a  patent  pend- 
ing, so  I  think  that  makes  her  an  inventer — suggested  the  following : 
That  an  interference  proceeding  should  show  that  there  are  two  peo- 
ple in  conflict  and  one  of  them  may  be  the  first  to  file.  He  gets  the 
patent,  but  the  first  to  invent,  if  he  also  filed,  will  have  shop  rights. 
If  he  were  the  first  to  invent  and  he  did  disclose  it  diligently,  if  he 
showed  it  to  the  world,  put  it  in  the  Patent  Office,  even  though  he  is 
second  to  file,  he  will  have  a  nonexclusive  license  for  his  own  or  his 
owner's  use.  He  should  not  get  any  rights  if  he  did  not  file,  so  he  has 
no  encouragement  to  keep  things  secret.  The  amendment  to  the  bill 
says  he  can  keep  it  secret.  I  think  this  is  unfortunate. 

The  number  of  interferences  in  the  United  States  is  very  small.  In 
1964,  about  1  percent  of  the  pending  patents  went  into  interference ; 
in  1965,  about  1  percent ;  in  1966,  less  than  one-half  percent  of  all  those 
patents  filed;  and  of  those,  less  than  half  went  to  the  junior  party.  So 
the  full  facts  of  interference  are  that  we  are  in  fact  on  a  first-to-file 
system ;  that  is,  the  first  to  file  usually  gets  the  patent,  and  it  is  per- 
haps one-half  of  1  percent  or  so,  where  there  is  any  doubt  of  this. 
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This  is  not  quite  as  unimportant  as  it  sounds,  because  the  fact  tliat 
I  am  protected  by  tlie  interference  procedure  means  that  1  do  not 
have  to  rusli  to  tlie  Patent  Office.  It  means  I  can  take  my  time  as  long 
as  I  am  diligent;  I  am  protected.  I  am  gambling  that  it  will  not  come 
up,  but  if  it  does  come  up,  I  have  my  rights.  Under  the  first-to-lile, 
I  am  not  protected. 

Yesterday,  somebody  quoted  me  as  saying  that  under  the  present 
law,  the  inventors  have  to  be  diligent;  from  now  on,  the  attorneys 
will  have  to  be  diligent.  I  think  that  is  right.  The  attorneys  will  have 
to  be  diligent  to  see  that  applications  are  filed  promptly.  They  have 
to  be  done  very  completely  to  support  our  claims. 

I  think  that  the  interference  proceedings,  as  I  said  before,  will 
disclose  any  chicanery  or  copying,  because  it  gives  me  a  chanec  to 
examine  the  other  fellow,  and  he  can  examine  me,  along  with  our  note- 
books and  records.  It  discourages  surreptitious  stealing  of  various 
kinds.  I  think  this  is  a  good  thing  to  do.  I  think  that  it  will  certainly 
reduce  the  rush  to  the  Patent  Office,  because  big  companies  that  are 
not  interested  in  licensing — and  this  is  very  important,  because  about 
60  percent  of  our  patents  are  filed  by  big  corporations — will  have  no 
incentive  to  rush  to  the  Patent  Office,  because  as  long  as  they  are  dili- 
gent they  know  that  they  will  be  protected  if  the  next  man  gets  the 
patent.  Being  diligent  and  being  the  first  to  invent,  there  is  no  neces- 
sity for  them  to  rush. 

This  is  not  true  of  the  individual  inventor  or  the  small  company.  He 
wants  to  license  other  people,  he  wants  to  get  a  patent.  In  this  case, 
he  will  be  under  great  pressure  to  rush  to  the  Patent  Office.  About 
60  percent  of  the  big  inventors  will  not  be.  This  is  a  good  thing.  I  think 
a  limited  interference  for  these  reasons  is  a  good  thing  to  provide. 

The  matter  of  the  burden  of  persuasion  is  m  the  present  bill.  I  sup- 
port it.  It  is  my  duty  to  persuade  the  Patent  Office  that  I  have  valid 
claims.  There  is  no  argument  about  that,  and  I  do  not  think  that  any- 
body seriously  argues  this.  There  is  argument  as  to  whether  anybody 
should  be  presumed  correct  in  tlieir  actions.- 1  would  like  to  support 
this  also,  but  unfortunately,  I  cannot. 

I  would  like  to  say  that  if  the  Patent  OtHce  issues  me  a  patent,  it 
should  be  presumed  to  be  correct  in  subsequent  litigation.  Unfor- 
tunately, I  have  some  knowledge  of  the  Patent  Office — and  it  is  quite 
intimate;  I  have  lectured  11  times  before  their  academy,  where  they 
train  the  young  examiners — you  fight  with  them  about  so  many  patents 
that  you  get  to  be  good  friends.  They  all  tell  me  the  morale  is  low,  the 
skills  of  new  examiners  are  low,  they  have  trouble  holding  onto  the 
experienced  examiners.  This  being  the  case,  I  hate  to  see  presumption 
of  correctness  in  this  bill.  I  would  rather  see  presumption  of  correct- 
ness if  their  house  were  put  in  order  with  better  salaries.  I  do  not  like 
this  idea  of  quotas — of  so  many  searches  per  week.  I  would  not  work 
for  control  data  if  they  said  to  me,  "Jack,  you  have  to  invent  so  many 
inventions  per  week  or  we  fire  you."  I  do  not  think  this  is  the  way 
inventions  are  made,  or  good  searches.  Good  searches  are  subtle,  intelli- 
gent things.  I  do  not  like  to  see  the  system  of  piecework  used. 

I  do  not  like  to  see  the  Patent  Office  actions  get  presumption  of 
correctness  as  long  as  this  type  of  pressure  exists.  I  think  that  pre- 
sumption of  correctness  should  come  from  respect  for  the  kind  of 
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patents  they  issue.  If  patent  quality  is  raised,  if  the  quality  is  greater, 
I  think  this  will  come  of  itself. 

I  do  not  like  the  double  track  system  of  appeals  from  the  decisions 
of  the  Patent  Office,  one  through  "the  district  court  of  the  District  of 
Columbia  and  the  other  through  the  CCPA.  I  would  like  all  actions 
to  go  through  the  CCPA.  I  respect  their  decisions  very  much.  I  have 
never  had  a  case  before  them,  but  I  read  their  cases  in  the  Gazette 
every  week.  We  had  a  vote  on  this  in  a  meeting  in  New  York.  Every- 
body agrees  that  they  are  competent,  they  are  good,  and  they  try  a 
great  many  cases.  I  would  like  to  see  them  as  the  only  appeal  from  the 
Patent  Office,  not  a  double  track  system. 

As  far  as  appealing  from  the  CCPA,  I  do  not  feel  too  strongly. 
I  would  rather  see  that  a  patent  case  not  end  at  the  court  of  appeals, 
but  see  it  go  to  the  Supreme  Court.  After  it  has  gone  through  the 
CCPA,  that  should  normally  be  the  end  of  it.  I  see  nothing  tragic 
about  simplifying  the  appeals.  I  do  not  see  any  great  harm  befalling 
the  country  if  there  are  not  too  many  steps  in  the  procedure. 

I  would  like  to  say  this  about  a  20'^year  patent  life :  I  think  this  is  a 
tragic  admission  on  the  Commission's  part,  that  it  could  not  improve 
the  laws  to  the  point  where  the  attorneys  could  not  do  "monkey  busi- 
ness" in  the  Patent  Office.  The  argument  for  the  20-year  life  of  the 
patent,  instead  of  17  years  from  date  of  issue,  is  that  patent  attorneys 
do  all  sorts  of  peculiar  things,  some  dishonest,  to  keep  the  patent 
pending  for  too  long  a  time. 

I  have  talked  to  my  attorneys  about  this.  They  say  that  it  is  true 
that  they  can  take  3  months  to  answer  instead  of  1  month,  but  this 
does  not  make  much  difference.  My  attorneys,  both  of  them,  think  that 
the  Patent  Office  has  ample  rules  by  which  they  can  make  the  attorney 
toe  the  mark,  and  they  do  not  see  why  the  attorney  and  the  inventor, 
should  be  penalized  because  some  attorneys  stretch  out  a  case.  In  im- 
portant cases,  it  may  take  5  or  6  years  to  get  a  j)atent.  On  a  computer, 
it  may  take  10  years,  and  I  do  not  think  the  important  case  should 
be  penalized  because  the  Patent  Office  does  not  want  to  get  tough  with 
the  attorneys.  If  the  rules  are  not  rough  enough,  let  us  change  the  rules 
so  that  they  have  teeth  in  them,  so  that  they  can  say  to  the  attorney, 
file  promptly  and  do  not  start  appealing  the  case  when  you  have  no 
business  appealing. 

I  do  not  like  deferred  examination  at  all.  I  think  this  is  a  swindle  and 
a  trap.  I  think  it  is  a  file-now-pay-later  kind  of  deal,  where  the  in- 
ventor will  have  to  have  an  attorney,  he  will  have  to  file  a  full  applica- 
tion, and  then  he  can  sit  back  and  for  5  years  hope  that  nobody 
bothers  him.  I  think  he  can  do  this  sometimes,  and  what  happens  is 
that  outside  parties  come  in,  demand  that  the  case  be  searched,  and 
the  poor  inventor  will  end  up  with  the  fact  that  he  is  prosecuting  his 
patent  not  at  a  time  of  his  choosing,  but  at  a  time  of  the  choosing  of 
the  other  fellow. 

At  one  time,  I  had  30  patents  pending  at  approximately  the  same 
time  on  various  reading  machines.  These  were  rather  involved  and 
expensive  patents  to  prosecute.  If  there  had  been  a  deferred  examina- 
tion, if  somebody  had  come  in,  they  could  have  murdered  me,  because 
it  would  have  meant  that  at  one  time,  I  would  have  had  to  process  30 
patents,  all  at  the  same  time. 
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I  think  that  the  deferred  examination  is  something  that  is  based  on 
the  hope  that  many  applications  will  be  abandoned,  because  that  is 
the  only  excuse  for  deferred  examination.  The  inventor  will  have  to 
pay  full  fees  to  his  attorney,  and  I  do  not  think  it  will  do  much  for 
the  patent  system  of  the  United  States  except  to  degrade  the  patents. 

I  think  the  whole  business  of  letting  the  deferred  system  come  into 
effect  by  an  edict  of  the  Secretary  of  Commerce  rather  than  by  con- 
gressional action  is  unfortunate.  I  believe  if  you  are  going  to  modify 
the  system  and  get  a  deferred  examination,  let  Congress  do  it  after 
hearings.  I  think  it  is  a  basic  feature  in  our  system  of  making  laws. 
I  do  not  think  such  things  should  be  done  casually. 

I  fear  the  citing  of  prior  art  as  any  use  in  the  world.  I  have  mis- 
givings about  citing  any  use  in  the  world,  because  I  think  it  may  be 
hard  to  prove  or  disprove,  but  I  do  not  feel  strongly  about  it. 

I  think  this  question  of  the  prohibition  of  selling  of  articles  not 
patented  but  made  in  another  country  by  a  patented  process  is  very 
touchy.  I  think  it  is  unfair  to  be  the  importer,  because  he  may  not 
know,  in  fact,  how  the  product  was  made.  My  attorneys  think  it  is  un- 
constitutional, because  our  Constitution  has  said  very  carefully  that 
you  cannot  extend  a  monopoly.  If  I  have  a  process  patent,  I  cannot 
apply  it  to  the  product.  I  cannot  use  the  process  to  control  the  product. 
This  is  the  first  case  where  I  have  seen  a  bill  introduced  M^iere  the 
process  is  patented  but  the  product  is  not  and  you  can  enforce  a 
patent  against  a  product  that  is  a  perfectly  free,  normal  product.  I 
think  it  is  a  very  difficult  subject.  I  think  that,  morally,  it  is  justified. 
I  would  like  to  see  it  tried.  I  suspect  it  will  not  stand  up. 

I  think  there  is  some  injustice  in  the  situation  that  an  invention  can 
be  gotten  around,  a  manufacturer  can  avoid  his  process  patent  by 
manufacturing  in  one  of  200  countries  in  the  world  where  he  does  not 
have  a  patent.  In  this  matter  I  support  S.  1042,  but  I  am  not  sure  it 
can  be  made  to  work. 

I  agree  that  a  computer  program  is  not  a  patentable  item.  We  had 
a  terrible  argument  at  lunch  today.  Some  people  said  that  the  program 
may  be  brilliant.  Brilliant  it  may  be,  but  it  is  not  patentable.  It  is  like 
giving  you  instructions  to  get  to  my  home.  They  may  be  very  good 
instructions.  To  a  taxi  driver  they  may  be  very  useful,  but  they  are  not 
a  patentable  item.  There  may  be  other  people  who  can  tell  you  how  to 
get  to  my  home.  That  is  what  a  computer  program  is. 

My  feeling,  since  we  use  about  20  computers  in  my  plant,  is  that 
progrgams  cannot  be  enforced.  You  have  no  way  of  knowing  what  any- 
body else  has  in  a  program.  My  own  programers  do  not  know  what 
they  have  written  a  year  later.  They  do  not  know  what  other  pro- 
gramers do.  There  are  thousands  and  thousands  of  custom  programs 
written  for  all  sorts  of  purposes.  I  do  not  think  they  can  be  enforced, 
searched,  or  filed.  You  cannot  just  send  the  programs  to  the  Patent 
Office.  I  think  I  do  not  like  laws  which  cannot  be  enforced. 

Senator  McClellan.  How  much  longer  is  it  going  to  take  you  ? 

Mr.  Rabinow.  I  have  just  two  more  short  statements. 

Senator  McClellan.  I  wanted  to  conclude.  We  have  three  more  wit- 
nesses. I  have  to  leave  now  to  go  to  my  office  a  little  while. 

Mr.  Eabinow.  May  I  finish,  then  ? 

Senator  McClellan.  Yes,  you  may.  I  do  not  like  to  shut  anybody 
off.  I  would  like  to  have  more  time  but  there  is  a  circiunstance  here 
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where  we  are  trying  to  accommodate  others  who  are  here,  too.  There 
are  things  we  cannot  help.  We  get  into  problems  over  here  where  we 
have  to  be  in  three  or  four  places  at  once. 

You  go  ahead  and  conclude. 

Before  I  leave — I  shall  be  back  in  a  few  minutes,  but  you  might  fin- 
ish before  I  get  back,  so  I  want  to  thank  you.  I  think  you  are  very  well 
informed,  very  interesting.  I  did  not  observe  that  you  were  very 
nervous,  either. 

Mr.  Rabinow.  I  am  losing  it  now. 

Thank  you  very  much,  Mr.  Chairman. 

I  would  like  to  say  this :  If  you  are  going  to  upgrade  the  patent  sys- 
tem, the  only  way  to  do  it  is  to  upgrade  the  examiners.  You  are  not 
going  to  upgrade  the  laws  of  the  United  States  if  you  have  poor  judges. 
I  say  that  the  only  way  you  upgrade  the  patent  system  is  to  get  better 
examiners,  get  more  examiners,  get  better  facilities. 

I  believe  in  a  universal  patent  system  if  we  can  get  it.  I  do  not  know 
if  we  can  get  it.  If  we  can  get  it,  I  would  love  to  see  one  invention,  one 
patent  for  the  whole  world.  This  is  such  a  worthwhile  thing  that  I 
would  like  to  see  it  tried.  For  this  reason  and  only  for  this  reason,  I 
su])port  first  to  file. 

If  this  were  not  the  case,  if  there  were  no  hope  of  getting  a  universal 
patent,  I  would  fight  the  first  to  file,  too.  It  is  not  as  good  for  the  in- 
ventor, it  is  not  as  good  for  the  country.  If  we  have  some  devices  to 
protect  the  first  inventor,  if  we  have  some  safeguards  for  him,  the  first 
to  file  is  acceptable. 

I  do  not  know  what  the  incentives  for  the  inventor  should  be.  I  am 
biased.  I  do  not  like  to  see  the  incentives  reduced.  I  think  the  law  as 
it  is  now  written  reduces  them  in  many  important  respects.  I  would  like 
to  see  it  modified. 

I  think  the  patent  system  has  worked  well,  and  when  Mr.  Hollomon 
said  21  Commissions  have  tried  to  improve  it  and  did  not  succeed,  that 
does  no  mean  that  the  Commissions  were  wrong.  Maybe  the  law  is  so 
good  that  it  does  not  need  to  be  improved.  I  do  not  think  that  any- 
thing is  so  good  that  it  is  not  improvable,  but  I  do  think  that  tampering 
with  our  system  should  be  done  very,  very  carefully. 

I  want  to  thank  you  very  much. 

(The  complete  statement  of  Mr.  Rabinow  follows :) 

Prepared    Statemnt   by    Jacob   Rabinow,    President,    Rabinow    Engineering 
Division,  Control  Data  Corp. 

I  am  grateful  to  the  Committee  for  permission  to  testify  before  it  and  make 
my  opinions  heard  in  connection  with  the  above  leartslation.  I  would  like  to  state 
my  qualifications  for  making  this  statement  and  I  hope  that  you  will  forgive  me 
for  some  boasting. 

I  have  two  degrees  in  electrical  engineering.  For  sixteen  years  I  worked  in 
the  U.S.  Government  service  at  the  Nationall  Bureau  of  Standards.  I  ran  my 
own  small  company  for  ten  years  and  for  the  last  three  years  I  have  been  with 
the  Control  Data  Corporation. 

I  hold  176  U.S.  patents.  I  have  some  twenty-five  more  applications  pending 
and  I  have  a  very  large  number  of  patents  in  foreign  countries. 

I  am  a  member  of  the  Inventors'  Council  of  the  Department  of  Commerce  and 
and  a  member  of  the  Advisory  Committee  to  the  Commissioner  of  Patents. 

I  hold  the  following  honors : 

Certificate  of  Commendntion  from  the  NDRC,  104.^ 

The  Naval  Ordnance  Development  Award.  194.5 

The  War  Department  Certificate  of  Appreciation,  1949 
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The  President's  Certificate  of  Merit  from  President  Truman,  1948 

The  Exceptional  Service  Award  from  the  Department  of  Commerce,  1949 

The  Edward  Longstretch  Medal  from  the  Franklin  Institute,  1959. 

Having  been  an  inventor  for  most  of  my  life,  having  worked  with  a  great  many 
other  inventors,  and  having  known  still  many  more,  I  would  like  to  impress  on  this 
Committee  my  thought  that  a  patent  is  more  than  just  a  simple  piece  of  economic 
merchandise.  There  are  human  and  emotional  aspects  to  inventors  and  patents 
which  are  hard  to  expess  in  words.  There  are  fundamental  questions  of  individal 
aehievments,  of  justice,  of  right,  of  glory,  and,  if  you  will,  of  glamour. 

In  spite  of  the  fact  that  we  have  so  many  large  laboratories  and  other  orga- 
nizations of  technical  people,  inventions  are  still  very  largely  the  result  of  in- 
dividual intelligence.  They  are  like  works  of  art,  and  as  in  art,  there  is  a  large 
output  of  more  or  less  ordinary  works  but  here  and  there  there  appears  the 
special,  the  rare,  the  great  masterpiece  that  not  only  is  admired  and  wondered 
at  for  all  time,  but  which,  in  the  case  of  an  invention,  changes  the  lives  of  all  of  us. 
All  this  mu.'Jt  be  considered  when  incentives  to  inventors  are  discussed.  When 
we  think  of  the  great  inventors,  like  Edison,  Bell,  Kettering,  the  Wright  Brothers, 
Langmuir,  Coolidge.  Steinmetz,  we  do  not  think  of  them  as  people  who  made 
money.  We  think  of  them  be{;ause  of  the  contributions  they  made  to  the  world. 
And  no  system  of  patents  in  the  world  does  as  much  for  the  inventor  from  a 
human  point  of  view  as  the  patent  system  of  the  United  States. 

I  hold  patents  in  most  of  the  countries  of  the  world  and  I  think  I  can  speak 
with  assurance  when  I  say  that  our  system  is  the  best.  I  know  of  no  ground  swell 
of  dissatisfaction,  no  disenchantment  among  the  inventors  or  the  patent  at- 
torneys with  our  laws.  I  am  aware  of  the  fact  that  the  United  States  Patent  Office 
has  problems.  But  the  dilhculties  are  basically  those  of  money.  Some  of  the 
difficulties  are  due  to  the  great  expansion  of  our  technology  and  of  the  tech- 
nologies of  the  world.  There  is  the  great  expansion  of  international  filing.  About 
half  the  patents  of  the  world  are  duplicate  patents,  with  30%  of  the  filings  in  our 
Patent  Office  being  done  by  foreigners.  In  some  countries  in  Europe,  perhaps 
80%  are  filed  by  U.S.  citizens.  There  is  no  doubt  that  a  great  deal  of  this  duplica- 
tion could  be  eliminated  by  a  world-wide  patent  system  to  which  I  shall  refer 
later. 

Having  read  and  re-read  the  recommendations  of  the  President's  Patent  Com- 
mission, having  read  and  re-read  the  Bill  before  us,  I  have  reluctantly  and  sorrow- 
fully come  to  the  conclusion  that  Bill  S1042  which  we  are  discussing,  is  basically 
anti-inventor.  There  are,  of  course,  provisions  of  this  Bill  which  I  like,  and  I  shall 
come  to  these  in  a  few  minutes. 

To  illustrate  the  features  I  find  most  objectionable,  let  me  take  a  typical, 
Imaginary,  invention  and  see  how  it  would  fare  under  the  proposed  legislation. 

Let  us  assume,  then,  that  I  invent  a  new  and,  what  I  believe  to  be,  a  useful 
product.  Under  the  proposed  legislation,  I  am  under  great  pressure  to  file.  So  I 
pressure  my  patent  attorney  and  we  file  a  preliminary  or  a  final  application.  If 
the  invention  requires  a  long  application,  for  example,  on  a  reading  machine  or  a 
computer,  my  attorney  cannot  do  a  quick  and  simple  filing  that  will  later  support 
all  of  the  claims.  To  explain  the  operation  of  the  equipment  he  must  have  draw- 
ings, and  he  must  go  into  considerable  detail.  My  attorney  advises  me  that  in 
such  a  case  he  might  as  well  file  the  final  application  since  it  will  take  several 
months  to  prepare  it  in  any  case.  This  is  more  so  if  he  has  to  make  a  preliminary 
search  to  find  out  what  is  new  and  what  is  old  in  the  pertinent  art.  If  it  is  a  simple 
product  and  can  be  described  in  one  or  two  pages,  my  attorney  tells  me  he  might 
as  well  file  a  final  then  and  not  have  to  do  it  twice. 

My  recommendation  No.  1 — Eliminate  the  preliminary  application. 

In  any  case,  I  arrive  at  the  point  where  I  have  filed  my  final  and  complete 
application.  The  Patent  Office  finds  that  soon  after  I  filed,  another  inventor  files 
on  basically  the  same  idea  but  with  some  differences.  Under  the  proposed  legisla- 
tion no  interference  of  any  kind  is  set  up  and  presumably  I  shall  get  the  patent 
issued  and  my  patent  will  be  cited  as  prior  art  against  the  other  inventor.  Actually 
the  Bill  is  not  clear  on  this,  and  it  may  very  well  be  that  if  the  application  of  the 
second  inventor  is  simpler,  he  might  get  it  issued  before  mine,  because  mine  cannot 
be  cited  against  him  until  after  mine  has  been  published  or  issued.  And  if  this 
should  happen,  we  shall  end  up  in  court  because,  later,  I  (being  the  first  to  file) 
should  be  able  to  invalidate  his  invention.  Let  us,  however,  assume  that  the 
Patent  Office  notices  the  conflict. 


My  Recommendation  No.  2 — A  limited  interference  should  be  set  up  when 
two  or  more  co-pending  applications  have  similar  new  matter. 

The  limited  interference  would  decide  which  of  us  is  entitled  to  what  claims.  I 
should  be  able  to  copy  his  claims  if  they  are  broader  or  better  than  mine,  and  he 
should  be  able  to  copy  mine  if  I  cannot  make  them.  The  Patent  Oflace  should,  as  it 
does  now,  decide  which  claims  belong  in  which  application. 

There  is  another  reason  for  this  limited  interference  procedure.  The  first-to-file 
will  get  the  patent,  but  it  may  well  be  that  the  second  to  file  was,  in  fact,  the  first 
to  invent  and  the  first  to  reduce  to  practice. 

My  recommendation  No.  3 — The  first-to-invent  and  reduce-to-practice,  but 
the  later-to-flle,  should  receive  a  non-exclusive  free  license  for  his  own  or  his 
employer's  use  of  the  invention. 

Later  in  this  statement  I  shall  give  what  I  consider  important  arguments  for 
setting  up  interferences  and  giving  the  first  diligent  inventor  some  rights  even  if 
the  first-to-file  is  granted  the  patent.  For  the  moment  I  would  simply  like  to  state 
that  similar  procedures  are  used  in  many  parts  of  the  world  except  that  there  the 
first-to-invent  does  not  necessarily  have  to  file.  I  believe  that  protection  without 
filing  would  lead  to  secrecy,  as  I  shall  try  to  explain  later.  I  believe  that  secrecy 
should  be  discouraged  and,  therefore,  feel  that  protection  should  be  extended  only 
to  those  inventors  who  disclose  their  inventions  via  the  Patent  OflSce  and  therefore 
give  the  benefit  of  their  inventions  to  the  world. 

The  proposed  legislation  specifies  that  my  application  shall  be  published  some- 
time between  eighteen  and  twenty-four  months  after  filing.  Assume  that  no  claims 
have  been  allowed  and/or  that  some  of  the  claims  are  still  in  debate  between  the 
Patent  Office  and  my  attorneys.  I  am  of  the  firm  belief  that  publication  at  this 
point,  in  order  to  inform  the  industry  of  the  invention,  or  in  order  to  receive  the 
benefit  of  art  citation  by  third  parties,  would  be  completely  useless.  A  patent  with- 
out final  claims  is  a  nebulous  piece  of  paper  where  no  one  knows  what  the  final 
patent  will  contain,  what  is  new  and  what  is  old,  and  what  is  the  essence  of  the 
invention.  If  the  people  of  the  outside  world  read  such  a  half-baked  application 
they  will  either  decide  to  cite  nothing,  not  knowing  what  the  Patent  Office  already 
has  in  its  file,  or  they  will  cite  everything  of  what  they  know  which  may  have  a 
bearing  on  the  case.  This  will  simply  mean  that  the  Patent  Office  will  be  flooded 
with  unnecessary  and  redundant  paper. 

My  Recommendation  No.  4 — The  patent  application  shall  not  be  pub- 
lished until  the  correct  claims  have  finally  been  allowed  and  the  patent  is 
ready  for  issue. 

This  publication  should  be  done,  let  us  say,  six  months  before  issue.  During  this 
time  third  parties  who  now  know  what  has  been  allowed  and  what  is  important 
in  the  patent  may  submit  evidence  of  such  prior  art  or  use  as  they  see  fit.  At  the 
end  of  the  six  months  period,  the  Patent  Office  will  consider  the  data  submitted 
and  either,  if  they  find  nothing  new  has  been  added  to  the  case,  will  publish  a 
notice  of  final  allowance  or.  if  new  art  of  importance  has  been  cited,  will  reopen 
the  prosecution  until  either  the  claims  are  modified  or  the  patent  is  abandoned. 

After  the  original  six  month  period  of  third  party's  submission  of  data,  no 
other  outside  opposition  will  be  permitted. 

Assume  that  finally  I  have  the  patent.  I  have  a  reasonable  assurance  now  that 
the  patent  is  valid  and  that  all  pertinent  prior  art  has  been  cited.  In  the  mean- 
time, I  have  spent  considerable  money,  not  only  in  prosecution  of  the  patent,  but 
in  inventing  improvements  and  modifications  and,  perhaps,  in  applying  for  addi- 
tional patents.  Having  the  patent  in  my  hand,  I  have  the  problem  of  either  putting 
the  invention  into  production  or  trying  to  license  others,  or  perhaps  both. 

Rut  there  is  a  sword  of  Damocles  hanging  over  my  head.  The  proposed  legis- 
lation provides  that  at  any  time  within  three  years  of  issue,  an  outside  party  can 
come  into  the  Patent  Office  and  present  new  evidence,  or  new  arguments  on  old 
evidence,  to  the  effect  that  my  claims  and  my  patent  is  invalid  and  the  Patent 
Office  can  invalidate  the  patent  it  itself  has  issued.  T  submit  to  you,  gentlemen, 
that  this  is  most  unfair.  AVhere  was  this  third  party  when  the  patent  was  pub- 
lished before  issue?  And  how  can  I  license  others  or  invest  money  in  production 
when  I  do  not  know  what  will  happen  for  three  years?  The  third  party  may  de- 
liberately keep  quiet  through  the  early  stages  of  prosecution  in  order  to  have  me 
develop  the  market  and  test  the  invention,  and  then  to  come  in  and  sandbag  me 
with  a  disclosure  of  some  remote  and  rare  iise  of  the  invention  in  far  corner  of 
the  earth. 

My  Recommendation  No.  5 — The  three-year  invalidation  procedure  be 
eliminated. 
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But  suppose  I  win  even  this  round.  The  patent  is  sustained.  Perhaps  I  lost  a 
fraction  of  a  claim  or  two,  but  I  still  have  a  pood  patent.  Does  this  mean  that  I 
am  finally  and  fully  protected?  Not  at  all.  An  infringer  can  take  me  to  court  or 
force  me  to  take  him  to  court  and  argue  validity.  If  the  patent  is  held  invalid  by 
a  district  court  and  I  api>eal  and  lose  the  appeal,  under  the  proposed  Bill  the 
patent  becomes  invalid  with  no  further  recourse  open  to  me.  Suppose,  however, 
that  I  am  lucky  even  now,  that  the  claims  are  held  valid  and  the  appeal  sustains 
the  first  court.  Does  this  mean  I  have  finally  won  for  all  time — for  the  life  of 
the  patent?  No,  gentlemen,  another  infringer  can  force  me  into  court,  and  .still 
another,  and  another,  without  end.  This  means  that  I  can  lose  in  many  ways  but 
that  I  can  never  be  finally  sure  that  I  have  won. 

My  Recommendation  No.  6— Either  both  the  validity  and  invalidity  of  a 

patent  can  be  tried  only  once,  so  that  if  the  court  and  the  appeal  ho'ld  the 

patent  valid,  it  is  valid  for  the  duration  of  its  full  term,  or  if  it  is  invalid, 

then  it  will  be  invalid  for  good. 
I  have  heard  it  argued  that  I,  as  an  inventor,  may  deliberately  pick  a  weak 
opponent  so  as  to  win  my  validity  fight  and  make  it  valid  for  good.  This 
is  certainly  a  possibility.  Of  course,  picking  the  right  court  and  the  right  time 
is  a  game  that  both  sides  can  play.  I  would  suggest  that  there  are  certainly 
several  legal  procedures  that  could  be  set  up  to  protect  against  this.  One,  for 
example,  is  that  all  validity  cases  be  tried  in  the  Court  of  Customs  and  Patent 
Appeals,  which  is  a  court  with  great  experti.se  in  patents,  and  that  outside 
interested  parties  can  join  the  case  as  "friends  of  the  court",  or  better  yet, 
that  the  present  law  be  maintained  so  that  both  parties  can  have  more  than 
one  day  in  court.  Let  me  follow  my  hypothetical  invention.  Let  us  assume 
that  I  have  won  the  case  in  the  courts  and  the  patent  is  valid.  There  is  still 
another  difficulty,  and  the  President's  Commission  was  aware  of  it.  And  this 
is  the  conflict  between  our  anti-trust  laws  and  the  monopoly  given  to  the  in- 
ventor. The  President's  Commission  Report  suggested  in  recommendation  num- 
ber XXII  that  the  Congress  should  look  into  the  matter  of  the  legality  of  dif- 
ferent kinds  of  licenses  an  inventor  can  issue.  I  certainly  would  like  to  know 
my  rights.  I  fully  appreciate  and  in  fact,  venerate,  our  anti-trust  laws,  but 
a  patent  is  a  monopoly  and  is  a  rather  broad  monopoly.  There  is  some  feeling 
in  the  various  agencies  of  the  government,  particularly  in  the  Department  of 
Justice,  that  certain  types  of  licenses  unduly  restrict  competition.  I  would 
like  to  know  my  rights  in  such  matters.  Gentlemen,  while  I  certainly  cannot 
presume  to  suggest  your  duties,  I  feel  that  you  are  the  only  ones  who  can 
define  my  rights.  Some  of  the  best  attorneys  I  know  feel  that  this  matter  of 
patent  rights  and  anti-trust  laws  are  very  difficult  and  unclear.  It  will  be  of 
great  benefit  to  inventors  and  to  their  backers  to  have  these  matters  simplified 
or  at  least  clarified.  I  know  that  this  recommendation  of  the  President's  Com- 
mission did  not  get  into  the  Bill  before  us.  I  am  puzzled  as  to  the  reasons 
for  the  omission  and  hope  that  this  matter  can  be  corrected. 

My  Recommendation  No.  6 — The  rights  of  the  inventor,  as  affected  by  our 

anti-trust  laws,  should  be  clarified  in  any  new  patent  legislation. 
Let  me  now  drop  my  imaginary  invention. 

LIMITED  INTERFERENCE  PROCEDURE 

I  would  like  now  to  discuss  in  some  detail  the  present  Patent  Office  inter- 
ferences and  my  proposal  for  limited  interferences  in  new  legislation.  Much 
has  been  said  in  recent  time  about  the  nuisance  and  cost  of  the  present  inter- 
ference practice.  In  my  experience  with  176  patents  I  have  only  been  involved 
in  interferences  three  times.  Testimony  was  only  taken  in  two  cases,  and  I  never 
had  to  go  to  court  over  any  interference.  I  have  checked  this  subject  with 
many  attorneys  and  this  experience  seems  to  be  typical.  In  the  case  of  the 
Patent  Office,  the  following  figures  are  of  interest. 

In    1964   there  were   88,000   applications   filed   of   which  987  went  into 
in  terf  eren  ce. 

In   1965  there  were  89,000  applications  of  which  6.51  went  into  inter- 
ference. 

In   1966   there  were   some  93,000  applications  of  which  473  went  into 

interference. 

Of  the  cases  in  interference,  less  than  half  involved  the  taking  of  testimony 

and  the  senior  party  won  in  some  80%  of  the  interferences.  This  means  that 

only  a  fraction  of  one  percent,  something  of  the  order  of  Vs  of  1%  or  perhaps, 
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at  the  most,  y^  of  1%  of  the  applications  would  be  hurt  if  the  first-to-file  were 
the  rule  today. 

t^iiiee  the  present  U.S.  system  does  not  reward  the  first  inventor,  but  the  first 
diligent  inventor  who  reduces  to  practice  and  preferably  applies  for  a  patent,  it 
is  obvious  that  eliminating  interferences  as  far  as  who  gets  the  invention  would 
not  create  any  obvious  injustice.  But  there  are  other  matters  that  pertain  to  inter- 
ferences which  are  important.  Under  the  proposed  legislation,  a  man  who  over- 
hears my  discussion  with  another  engineer  or  a  man  who  happens  to  be  a  visitor 
going  through  our  plant  and  learns  of  some  of  our  inventions  can  easily  be 
triggered  to  rush  to  the  Patent  Office  and  to  be  the  first-to-file.  With  the  proposed 
legislation  there  is  no  provision  for  any  kind  of  interference.  Therefore,  it  will  be 
very  difficult  to  determine  the  origin  of  the  idea  or  to  accuse  this  man  of  improper 
derivation  of  the  idea.  As  I  recommended  earlier,  there  should  be  a  limited  inter- 
ference set  up  whereby  if  two  parties  file  within,  say,  a  year  of  each  other,  the 
cases  will  be  thrown  open  to  both  parties  so  that  they  can  argue  as  to  who  is  en- 
titled to  which  claim  and  testimony  could  be  taken  as  to  the  derivation  of  the 
invention.  This  would  set  up  a  very  great  deterrent  to  copying  ideas  from  others 
aiul  would  be  less  involved  then  the  present  interference  practice  where  matters 
of  continuous  diligence  are  the  most  important. 

Consider  now  the  case  of  the  man  who  conceives  a  valuable  invention,  he  works 
on  it  diligently,  reduces  it  to  practice,  but  unfortunately  files  a  month  after  an- 
other. He  would  have  no  protection  under  the  iiroposed  bill.  In  many  countries 
of  the  world,  special  dispensation  is  made  in  such  cases  so  that  the  first-to-invent 
and  first  to  reduce  to  practice  automatically  gets  essentially  a  free  and  non- 
transferable licen.se  for  his  own  use,  or  for  the  u.se  of  his  employer.  I  do  not  like 
this  simple  procedure  because  it  increases  secrecy.  If  a  company  using  a  new 
process  did  not  care  about  outside  licenses,  it  would  simply  keep  quiet  and  never 
be  concerned  about  the  possibility  that  another  inventor  can  receive  a  patent  on 
the  .same  process  or  device.  Secrecy  is  unfair  to  the  inventor  who  may  not  be 
the  first  to  invent  but  does  not  know  this  but  who  is  the  first-to-file  becau.se  he 
may  go  to  great  expense  of  time  and  money  believing  that  he  will  have  a  mono- 
poly only  to  find,  after  the  patent  is  issued,  that  his  best  prospect  or  perhaps  his 
only  prospect  for  a  license  has  been  using  the  process  secretly  for  a  long  time. 
I  think  that  any  organization  owes  it  to  society  to  disclose  its  inventions  if  it 
wants  any  kind  of  protection. 

A  most  important  value  of  the  limited  interference  procedure  would  be  to  re- 
duce the  pressure  on  most  inventors  and  their  employers  to  rush  to  the  Patent 
Office.  Since  most  patents  are  now  filed  by  corporations,  many  of  whom  are  not 
interested  in  licensing  others,  these  corporations  would  have  less  pressure  to  rush 
to  the  Patent  Office  since  they  would  know  that  even  if  they  were  not  the  first- 
to-file,  as  long  as  they  were  diligent,  they  would  have  at  least  a  non-exclusive 
license  for  their  own  u.se  and  sale  of  the  invention.  This,  of  course,  would  not 
be  of  much  use  to  the  individual  inventor  who  wants  to  exploit  his  patent  by 
licen.'iing.  He  would  be  under  great  pressure  to  file  and  file  quickly.  But,  I  think 
he  is  under  great  pressure  to  file  quickly  now  if  he  wants  to  be  the  senior  party 
in  case  of  any  interference.  My  own  practice  is  to  file  as  quickly  as  possible, 
particularly  so  when  we  consider  an  invention  important. 

I  would  like  now  to  discuss  some  other  provisions  of  the  present  Bill  which  I 
consider  anti-inventor. 

There  is  a  clause  in  the  Bill  that  the  decisions  of  the  Patent  Office  in  denying 
a  claim  shall  have  the  presumption  of  correctness  in  court.  Much  as  I  respect  the 
Patent  Office  and  its  examiners  and  much  as  I  would  like  to  .see  that  all  their 
decisions  have  the  presumption  of  correctness,  I  would  rather  see  the  presump- 
tion of  correctness  be  somewhat  less  strictly  worded.  The  practical  difficulties  of 
today's  salaries  determine  the  average  term  of  duty  of  the  examiners  in  the 
Patent  Office  and  the  general  questions  of  his  morale,  and  I  shall  .say  more  about 
this  a  little  later  on.  As  things  are  now,  I  would  like  the  opportunity  to  appeal  in 
court  the  decisions  of  the  Patent  Office,  if  the  case  warrants  it. 

With  the  new  Bill,  the  difficulty  the  inventor  faces  is  further  increased  by 
the  fact  that  the  decision  of  the  Court  of  Customs  and  Patent  Appeals  can  be 
further  api)ealed  by  the  Commissioner  of  Patents  when  this  court  overrules  the 
Patent  Office  in  favor  of  the  inventor.  This  means  that  the  inventor  has  a 
stumbling  block  that  is  not  present  today. 

My  Recommendation  No.  8. — The  appeal  from  the  OCPA  can  be  carried 
only  to  the  Supreme  Court. 
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There  is  now  a  "double  track"  system  of  appeals  from  the  decisions  of  the 
Patent  Office.  One  is  through  the  COPA  and  the  other  through  the  District  Court 
of  the  District  of  Columbia.  There  is  much  criticism  of  this  double-track  system 
and  it  is  my  firm  conviction  that  the  laws  should  be  changed  to  eliminate  this 
so  that  the  only  appeal  from  the  decision  of  the  Patent  Office  should  be  through 
the  CCPA. 

The  proposed  law  provides  that  the  life  of  the  patent  shall  not  be  seventeen 
years  from  the  date  of  issue  as  at  present,  but  twenty  years  from  the  date  of 
filing.  The  reasoning  behind  this,  as  described  in  the  President's  Commission 
Report,  is  that  patent  attorneys  use  various  stratagems  to  stretch  the  period 
of  i)endency  in  the  Patent  Office  so  as  to  extend  the  life  of  the  patent.  I  do  not 
believe  this  is  a  valid  argument  or  an  advisable  change  in  the  law.  Important 
inventions  may  well  take  much  more  than  three  years  to  wind  their  way  through 
the  Patent  Office  and  through  the  offices  of  patent  attorneys.  It  is  almost  certain 
that  this  three  year  difference  in  the  official  life  of  a  patent  may  not  be  important 
in  minor  patents,  but  it  certainly  will  be  imi)ortant  in  basic  and  important  ones. 
I  think  it  is  unfair  to  penalize  important  inventions  because  of  legal  technicali- 
ties of  Patent  Office  procedures.  I  am  informed  by  my  attorneys  that  the  Patent 
Office  has  ample  rules  now  to  bring  matters  to  a  decision  when  it  so  wishes. 
If  these  rules  are  not  sufficient,  I  think  it  would  be  more  advisable  to  amend  the 
present  laws  so  as  to  give  the  Patent  Office  more  power  to  eliminate  abuses  by 
attorneys.  Certainly  the  inventor's  rights  should  not  be  reduced  because  the 
rules  of  procedure  of  the  Patent  Office  today  lack  some  necessary  vigor. 

My  Recommendation  No.  9 — The  present  seventeen  years  from  the  date  of 
issue  be  retained. 

DEFEEEED   EXAMINATION 

The  proposed  law  permits  the  Secretary  of  Commerce,  by  an  administrative 
edict,  to  establish  the  Deferred  Examination  System  for  the  United  States.  I 
object  most  violently  to  this  system  of  File  Now  and  Pay  Later.  I  think  the 
tendency  will  be  to  take  advantage  of  this  because  it  may  look  like  a  good 
gamble  not  to  pay  the  fees  at  the  very  beginning.  The  actual  savings  to  the 
inventor  will  not  be  great  since  the  main  cost  of  the  patent  lies  in  the  preparation 
of  the  application  and  not  in  the  fees  to  the  Patent  Office.  This  section  of  the 
Bill  is  obviously  intended  to  help  the  Patent  Office,  and  I  suggest  that  the  only 
way  it  can  help  the  Patent  Office  is  by  encouraging  the  abandonment  of  patent 
applications.  This  is  certainly  not  the  way  to  strengthen  the  patent  system  of 
this  country. 

The  Deferred  Examination  would  allow  third  parties  to  come  in  any  time 
during  the  five  year  pendency  and,  by  paying  a  small  fee,  force  the  inventor 
into  full  prosecution  of  his  patent  application.  When  I  was  a  small  businessman, 
some  years  ago,  I  had  some  thirty  patents  pending  at  approximately  the  same 
time  on  various  reading  machines.  These  were  rather  involved  and  expensive 
patents  to  prosecute.  If  the  Deferred  Examination  System  were  in  effect,  I 
probably  would  have  chosen  the  path  of  deferment  because  I  was  always  short 
of  money.  A  competitor  could  easily  afford  to  come  in  and  force  me  to  go  into 
full  prosecution  of  some  thirty  applications  at  the  same  time.  If  he  knew  some- 
thing about  my  finances  he  could  have  picked  a  particularly  unfortunate  time 
for  me.  While  this  may  not  be  a  typical  case,  many  private  inventors  do  have 
five  to  ten  patents  pending  at  the  same  time,  and  small  companies  may  actually 
have  dozens  of  patents  pending  at  one  time.  I  don't  believe  that  any  third  parties 
should  be  able  to  come  in  and  force  the  inventor  into  full  prosecution  of  patents 
where  they  themselves  are  not  involved. 

The  argument  for  this  third  party  interference  is  that  they  have  to  know  what 
their  rights  will  be  if  the  patent  is  issued.  My  suggestion  is :  let  us  not  have  a 
deferred  examination  system  and,  if  we  do,  let  the  third  party  beware  that  when 
a  patent  is  finally  issued  he  may  have  to  stop  manufacturing  or  get  a  license. 
Knowing  what  is  contained  in  a  deferred  examination  gives  him  a  good  base 
on  w  hich  to  negotiate  for  a  license  during  the  deferred  period. 

My  Recommendation  No.  10— The  deferred  examination  be  stricken  from 
the  proposed  law. 

If  a  Deferred  Examination  is  ever  advisable.  I  don't  think  it  should  be  promul- 
gated by  an  act  of  the  Secretary  of  C-ommerce.  I  think  it  is  far  too  important 
and  basic  a  change  in  our  laws  to  be  made  by  an  administrative  decree.  I  think 
then,  that  Congress  should  hold  hearings  and  use  all  the  safeguards  of  our 
democracy  before  making  such  a  change. 
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My  Recommendation  No.  11 — Only  Congress  should  have  the  right  to 
institute  a  deferred  examination  system  and  do  so  only  after  appropriate 
hearings. 

I  would  like  to  make  a  statement  about  what  I  think  has  to  be  done  to  upgrade 
our  present  patent  system.  I  think  that  no  patent  system  can  be  any  better  than 
the  people  who  administer  it.  I  mean,  the  management  and  the  general  staff 
of  the  Patent  Office  of  the  United  States.  I  do  not  for  a  moment  wish  to  give 
any  impression  that  I  have  anything  but  the  greatest  respect  and  admiration 
for  the  staff.  No  agency  in  Washington  has  as  an  unblemished  record  of  com- 
plete honesty,  devotion  and  competence  as  the  Patent  Office  of  the  United  States, 
But  the  Patent  Office  now  suffers  from  the  fact  that  it  lives  in  a  competitive 
economy  where  the  salaries  of  examiners  do  not  compete  sufficiently  well  with 
salaries  paid  to  members  of  the  Patent  Bar.  The  result  is  that  the  Patent  Office 
finds  it  difficult  to  hire  the  kind  and  quantity  of  people  that  it  needs  for  its 
work.  At  the  same  time  there  is  a  scientific  explosion  in  the  world  which  makes 
patent  art  searching  difficult  in  many  ways.  Patents  are  much  more  involved 
technically.  There  is  much  more  art  to  search.  The  various  disciplines  are  now 
interrelated  so  that  one  cannot  be  simply  an  expert  in  electricity  or  mechanics 
or  in  nuclear  physics  or  in  chemistry— chemistry  is  very  often  physics,  physics 
is  often  chemistry,  both  are  involved  in  biology,  etc.,  etc. 

The  present  patent  staff  is  overloaded.  It  works  under  great  handicaps  of 
space,  of  lack  of  equipment  and  of  pressure  of  time.  I  respectfully  suggest  that 
this  is  a  matter  that  is  the  direct  concern  of  Congress.  I  believe  that  the  budget 
of  the  Patent  Office  has  to  be  raised — that  the  number  of  examiners  must  be 
increased,  their  salaries  must  be  raised,  and  they  should  receive  the  physical 
plant  and  equipment  worthy  of  the  greatest  industrial  nation  in  the  world.  If  this 
were  done  then  I  think  that  the  quality  of  our  patents  would  automatically  go 
up  and  do  so  without  any  change  in  our  laws.  I  think  that  the  matter  of  pre- 
sumption of  correctness  and  the  respect  for  the  decisions  of  the  Patent  Office 
would  automatically  fall  into  line.  Having  lived  in  Washington  for  some  thirty 
years,  and  having  worked  for  our  government  for  sixteen,  I  know  full  well  the 
financial  demands  on  Congress  and  that  there  is  no  simple  way  to  fairly  apiwr- 
tion  the  Federal  budget  to  the  various  (and  all  deserving)  agencies  of  the  gov- 
ernment. But,  I  suggest,  that  if  we  agree  that  the  patent  system  of  the  United 
States  has  been  most  instrumental  in  producing  the  magnificent  industrial  base 
we  have  in  this  nation,  then  the  cost  of  the  Patent  Office  operation  is  trivial. 
Any  additional  expense  for  its  operation  will  be  repaid  a  thousandfold  by 
merely  a  few  more  patented  inventions. 

I  would  like  to  say  that  I  do  not  like  the  present  bill  except  for  the  fact  that 
I  want  to  see  the  world  adopt  an  international  patent  system.  I  think  the  world 
is  getting  too  small  for  the  dozens  of  patent  systems  that  exist  today.  The  inter- 
national patent  will  be  of  great  benefit  to  the  inventor,  to  his  employer,  to  the 
manufacturer,  to  the  people  of  the  world,  and  so  I  support  the  First-to-File 
because  it  does  make  our  patent  system  compatible  with  those  of  the  rest  of 
the  world.  But  I  do  not  like  many  of  the  other  features  of  the  present  bill  which 
I  think  are  not  necessary  and  ill  advised. 

If  a  universal  patent  system  cannot,  in  fact,  be  promulgated,  and  if  we  are 
simply  concerned  as  to  how  we  can  improve  our  internal  patent  system,  then 
I  suggest  that  the  present  bill  is  of  little  value  and  the  simplification  of  our 
laws  can  be  achieved  without  radical  tampering  with  the  present  laws.  Such 
.simplification  are  suggested,  for  example,  in  the  House  Bill  H.R.  7454  with 
which  I  am  acquainted.  I  am  sure  many  other  proposals  less  radical  than  tho.se 
of  S1042  can  be  made  that  would  correct  any  of  the  complications  that  are  due 
to  our  present  laws. 

There  are  other  elements  that  I  favor  in  S1042  beside  the  First-to-File. 
I  favor  the  provision  that  prior  art  be  any  written  or  published  material  from 
anywhere  in  the  world,  but  I  do  not  think  that  prior  use  should  be  permitted  to 
be  cited  against  the  U.S.  inventor  if  the  prior  use  were  either  outside  the  United 
States  or,  perhaps,  outside  the  North  American  continent.  The  difficulties  with 
prior  use  is  that  it  is  very  difficult  for  the  small  inventor  to  get  evidence  or 
to  obtain  the  facts  about  use  in  another  part  of  the  world.  The  third  party 
citing  such  prior  use  may  be  a  large  company  that  has  international  offices 
and  the  small  inventor  would  have  great  financial  difficulty  in  obtaining  the 
kind  of  evidence  he  needs  to  negate  this  intorferenoe. 

My  Recommendation  No.  12- — Prior  use  as  prior  art  against  the  applica- 
tion should  be  limited  to  the  United  States  or,  at  most,  to  the  countries 
bordering  on  the  United  States. 
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If  an  international  patent  is  ever  issued,  this  particular  use  requirement  can 
certainly  be  waived  because,  presumably,  the  office  that  makes  the  international 
search  would  be  competent  to  judge  prior  use  anywhere  in  the  world. 

I  agree  that  the  products  which  are  produced  in  another  country  by  a  process 
patented  in  the  United  States  should  not  be  sold  freely  in  the  United  States. 
This  seems  to  be  advisable  because  the  world  is  getting  so  small  and  shipments 
can  be  made  easily,  that  a  manufacturer  can  always  avoid  an  American  process 
patent  by  setting  up  a  factory  in  any  one  of  some  200  countries  and  it  is 
not  reasonable  for  the  inventor  to  cover  each  and  every  country  of  the  world  with 
a  patent. 

I  agree  that  there  should  be  no  patents  on  computer  programs.  The  diflBculties 
of  filing  patent  applications  on  programs,  the  difficulties  of  defining  the  inven- 
tion, the  difficulties  of  knowing  what  other  users  have  in  the  way  of  programs 
are  so  great  that  a  patent  is  essentially  impossible.  Even  if  a  patent  could 
bo  issued  on  a  computer  program,  I  do  not  think  there  is  any  po.ssible  way 
of  enforcing  it  and  I  do  not  believe  we  should  have  patent  laws  which  are 
difficult  to  implement  and  impossible  to  enforce. 

I  want  to  thank  you  again,  gentlemen,  for  the  honor  and  privilege  of  being  able 
to  testify  before  you. 

Senator  Btjrdick  (presiding).  Thank  you,  sir. 

Call  our  next  witness. 

Mr.  Brennan.  Mr.  Washburn  and  Mr,  Dorfman  of  the  Philadephia 
Patent  Law  Association.  They  are  accompanied  by  Mr.  Philip  Cooper 
and  Mr.  Roger  R.  Horton. 

Do  you  have  a  prepared  statement? 

STATEMENTS  OF  EGBERT  B.  WASHBURN  AND  JOHN  C.  DORFMAN, 
PHILADELPHIA  PATENT  LAW  ASSOCIATION;  ACCOMPANIED  BY 
PHILIP  G.  COOPER  AND  ROGER  R.  HORTON 

Mr.  WASHBHRisr.  We  do.  We  would  like  to  file  it.  We  will  be  rather 
brief  in  our  comments. 

Senator  Burdick.  Your  statements  will  be  incorporated  in  the 
record. 

Would  you  identify  your  associates,  please? 

Mr.  Washburx.  Mr.  Cooper  is  on  my  right.  He  is  the  vice  president 
of  the  Philadelphia  Patent  Law  Association ;  I  am  the  president.  On 
my  left  is  Mr.  Dorfman;  on  the  extreme  end,  Mr.  Horton. 

We  want  to  thank  you  for  this  opportunity  to  testify  today.  I  do  not 
know  how  many  of  you  know  it,  but  the  first  U.S.  patent  was  issued 
in  1790.  By  coincidence,  it  was  issued  to  an  inventor  from  Philadelphia. 

We  feei  that  the  U.S.  patent  system  has  served  the  country  well 
since  that  time,  and  the  reason  we  are  here  today  to  testify  is  because 
we  would  like  to  insure  that  the  U.S.  patent  system  continues  to  serve 
the  country  well. 

To  give  you  a  little  idea  of  our  association,  it  was  founded  in  1923. 
It  is  composed  of  over  300  patent  lawyers  and  patent  agents  located 
in  Pennsylvania,  Delaware,  and  New  Jersey.  Our  members  represent 
a  general  cross  section  of  clients  across  the  Nation,  including  many 
independent  inventors  as  well  as  corporate  inventors,  in  corporations 
both  large  and  small. 

Mr.  Dorfman  and  myself  are  both  in  private  practice.  Mr.  Cooper 
and  Mr.  Horton  are  both  with  corporations. 

When  the  President's  Commission's  report  came  out,  our  association 
immediately  went  over  it.  It  was  Mr.  Horton's  duty  to  go  over  it  and 
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send  out  a  questionnaire  to  all  of  our  members  on  the  various  points 
included  in  the  report.  We  assembled  the  data  from  our  members,  and 
we  sent  this  information  in  to  the  Commission. 

When  S.  1042  was  introduced,  we  went  over  it  and  prepared  reso- 
lutions which  would  line  up  with  the  position  we  had  taken  on  the 
President's  Commission  report.  These  resolutions  were  submitted  to 
all  of  our  members,  and  we  had  successive  meetings  of  our  niembers, 
and  these  resolutions  were  all  debated  in  detail.  The  resolutions  are 
attached  to  our  statement  as  they  were  passed. 

With  this  background  concernino;  the  association,  I  would  now  like 
to  introduce  Mr.  Dorfman,  who  will  summarize  the  testimony. 

Mr.  Dorfman.  I  am  going  to  be  very  brief,  and  I  am  going  to  elimi- 
nate a  large  part  of  what  I  had  planned  to  say.  I  will  try  to  summarize 
my  summary  statement. 

Senator  Burdick.  That  is  brief. 

Mr.  Dorfman.  That  is  brief.  I  do  not  know  how  I  can  be  any  briefer 
than  that. 

First  of  all,  I  think  we  should  say  that  we  endorse  the  objectives 
of  the  President's  Commission.  Our  association  has  voted  almost 
unanimously  in  supporting  the  Resolution  No.  1  which  has  to  do  with 
the  stated  objectives.  We  do  not  support  S.  1042,  for  the  reason  that 
we  feel  that  S.  1042  does  not  wholly  accomplish  the  objectives  of  the 
President's  Commission. 

We  do  supi)ort  S.  1042  in  part,  however.  I  might  say  that  there 
are  33  resolutions  attached  to  this  statement,  and  of  the  33  resolu- 
tions, some  14  endorse  at  least  in  principle  some  parts  of  S.  1042. 
That  does  not  mean  that  there  are  not  additional  parts  that  we  might 
favor  and  additional  parts  that  we  might  oppose,  but  those  are  the 
major  things  that  we  think  are  right  or  wrong  with  S.  1042. 

We  do  think  that  our  resolutions  are  consistent  with  the  objectives 
of  the  President's  Commission.  We  have  tried  to  keep  these  in  mind 
each  time  a  resolution  was  raised,  and  in  the  statement  we  point  out 
the  way  in  which  w^e  think  the  particular  resolution  is  consistent 
with  the  objectives  and  how  it  furthers  those  objectives. 

Now,  in  connection  with  interferences,  we  have  a  position  which 
might  be  called  intermediate  S.  1042  in  the  present  law.  This  is  the 
position  which  has  been  hinted  at  by  some  of  the  speakers  this  morn- 
ing, and  some  have  actually  stated  part  of  the  position.  S.  1042 
completely  eliminates  interferences  by  cancellation  of  present  sections 
135  and  146.  We  would  like  to  retain  those  sections,  but  we  would  like 
to  modify  the  practice. 

We  are  perfectly  happy  to  have  what  is  a  first-to-file  system,  pro- 
vided that  the  inventor  who  is  the  first  to  invent  is  protected  in  some 
way.  I  think  it  is  appropriate  to  say  that  our  present  system  really  is 
not  the  first  inventor  system.  It  is  a  system  which  awards  the  patent 
to  the  first  diligent  inventor.  There  is  a  lot  of  difference  between 
first  inventor  and  first  diligent  inventor.  The  first  inventor  merely 
thinks  of  an  idea  and  maybe  does  nothing  more.  The  first  diligent 
inventor  does  a  lot  more.  He  shows  enough  interest  in  his  invention 
to  reduce  it  to  practice  in  some  way.  That  is,  he  may  make  the  device 
which  he  hopes  to  patent,  or  he  may  file  a  patent  application. 

In  the  case  of  the  small  inventor,  commonly  what  is  done  is  that 
he  makes  the  device.  As  Ave  have  heard  in  testimony  this  morning 
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and  previously,  sometimes  this  takes  trial  and  error,  and  if  patent 
applications  were  to  be  filed  on  everytliing  which  was  developed, 
many  of  which  were  not  practical,  there  would  be  quite  a  burden 
on  the  Patent  Office.  The  important  thing  is  that  we  should  not  forget 
the  little  man,  who  has  fewer  resources  and  facilities  than  someone 
in  a  big  corporation. 

I  think  there  have  been  several  speakers  who  have  pointed  out  the 
contribution  of  the  little  man.  I  have  an  article  here  from  the  Xew 
York  Times  which  was  published  last  Sunday,  ]May  14,  the  Sunday 
Times,  which  shows  some  of  the  little  inventors  who  have  contributed 
substantially  to  our  American  way  of  life.  Among  them  are  Ernest 
Lawrence,  with  his  cyclotron,  Carlson  with  his  Xerox,  Sikorsky  with 
his  helicopter,  and  there  are  many  others.  I  would  like  to  leave  this 
article  from  the  Times  as  an  exhibit  to  our  testimony. 

Senator  Btjrdick.  It  will  be  received  as  an  exhibit. 

(The  document  received  was  made  a  part  of  the  record  and  will  be 
found  in  the  files  of  the  subcommittee.) 

Mr.  DoRFMAx.  The  trouble  with  the  interference  system  as  it  pres- 
ently stands  is  that  it  results  in  delays  of  various  types.  It  usually 
turns  out  to  be  quite  expensive.  It  sometimes  results  in  an  unwanted 
interference;  that  is,  people  who  have  no  interest  in  interference  are 
placed  there  because  of  the  nature  of  the  procedure.  And,  it  prevents 
publication  at  an  early  date.  We  think  the  solution  to  this  problem 
is  to  award  the  patent  to  the  first  to  file,  subject  to  the  provoking  of 
an  interference  by  a  junior  applicant  filed  within  1  year  of  issuance 
of  the  first-filed  application.  This  is  a  procedure  which  is  suggested 
by  many  patent  law  associations,  we  believe,  and  was  alluded  to  by 
Mr.  Arnold  this  morning,  at  least  in  part. 

Senator  Burdick.  What  would  you  think  if  we  just  called  that  a 
presumption,  that  year  ?  The  first  to  file  would  have  a  presumption  of 
ownership  ? 

Mr.  DoRFMAN.  I  think  that  would  be  true,  the  presumption  would 
simply  be  a  rebuttable  presumption,  and  after  the  year  was  up,  then 
the  presumption  would  become  binding. 

Senator  Burdick.  That  is  the  sense  of  your  suggestion  ? 

Mr.  DoRFMAN.  That  is  the  sense  of  the  suggestion.  This,  of  course, 
has  a  number  of  advantages :  It  would  permit  prompt  action ;  there 
would  be  simply  the  usual  Patent  Office  prosecution,  and  the  patent 
that  was  first  to  be  filed  would  be  issued  immediately.  It  would  permit 
the  publication  to  be  put  into  the  public  record  so  that  people  who  are 
interested  in  finding  out  what  the  state  of  the  art  is  would  have  it 
available.  The  searcher  could  find  it  when  he  wanted  it.  It  would  avoid 
the  problem  of  unwarranted  interferences  because  the  junior  party  now 
has  the  burden  of  provoking  the  interference,  and  it  is  not  something 
that  the  Patent  Office  sets  up. 

And  last  but  not  least,  it  would  substantially  reduce  the  Patent  Of- 
fice load  and  eliminate  much  expense.  The  expense  is  on  the  part  of  the 
parties  and  the  Patent  Office,  so  it  would  be  quite  a  substantial  saving. 
But  it  does  still  preserve  the  right  of  the  junior  party,  and  we  feel  that 
if  this  junior  party  has  done  something  to  reduce  his  invention  to  prac- 
tice and  he  has  thus  shown  that  he  has  enough  interest  in  this  inven- 
tion, he  should  not  be  cut  off. 


252 

It  is  interesting  to  note  that  the  Patent  Office  has  recently  intro- 
duced a  practice  which  is  not  too  different  from  this.  Because  of  lack 
of  time,  I  am  not  going  to  go  into  this.  But  the  Patent  Office  does  have 
a  procedure  now  which  differs  very  little  from  w^hat  we  propose. 
This  has  been  introduced  by  administrative  action.  We  think  this  has 
a  'very  good  chance  of  solving  the  problems  in  exactly  the  way  we 
think  that  the  suggested  procedure  would  solve  them. 

We  do  think  that  an  intermediate  procedure  of  this  type  ought  to  be 
tried  before  we  completely  eliminate  interferences. 

Senator  Burdick.  Do  you  have  some  language  to  carry  out  your 
idea  ? 

Mr.  DoRFMAX.  We  do  not  have  language.  I  may  be  out  of  line  in  say- 
ing this,  but  I  think  that  this  is  one  of  the  things  that  the  ABA  is  work- 
ing on,  and  I  think  it  will  be  in  an  AB  A-proposed  statute. 

Senator  Burdick.  Speak  for  yourself,  John.  How  about  some  langu- 
age from  you  ? 

Mr.  DoRFMAisr.  I  have  no  language  right  now.  The  trouble  is  I  speak 
for  the  Philadelphia  Patent  Law  Association,  so  I  am  really  un- 
authorized to  propose  language.  But  the  procedure  is  about  as  simple 
as  I  have  outlined.  It  could  be  stated  in  language  veiy  simply.  I  am 
sure  that  our  association  would  be  glad  to  propose  language. 

Senator  Btitrdick.  Proceed. 

Mr.  DoRFMAN.  Another  area  of  great  importance  is  the  area  of  com- 
patability  with  the  other  systems.  The  trouble  today  is  there  is  no 
compatability.  Every  country  seems  to  have  a  system  that  is  com- 
pletely different.  We  think  the  goal  of  a  world  patent  is  a  fine  goal,  and 
we  would  go  along  with  the  sacrifices  that  are  necessary  to  achieve  that 
goal.  But  the  problem  is  it  is  a  long-range  goal.  Even  though  wonder- 
ful strides  have  been  made  toward  this  goal,  it  is  a  long  way  from 
being  completed.  I  think  it  will  probably  be  accomplished  in  small 
pieces,  and  I  think  that  we  should  wait  to  see  where  there  is  agreement 
among  nations  before  we  make  our  law.  Otherwise,  the  result  is  bound 
to  be  that  inventors  are  prejudiced,  or  hurt  in  some  way,  because  of  a 
change  of  law  which  later  will  prove  to  be  completely  imnecessary.  If 
we  wait  until  some  convention  can  be  arrived  at,  or  some  at  least  gen- 
erally mutual  understanding  among  nations,  then  we  can  tailor  the 
law  to  the  needs  of  the  time.  We  think  this  is  a  much  more  practical 
way  to  do  it.  The  sections  of  S.  1042  which  have  been  proposed  in  the 
name  of  compatability,  therefore,  seem  to  us  to  be  putting  the  cart 
before  the  horse. 

We  think  the  objectives  of  our  patent  system  in  making  any  changes 
should  be  to  secure  the  best  protection  at  a  minimum  expense  and  for 
a  minimum  of  delay. 

Now,  one  of  the  things  which  has  been  mentioned  in  connection  with 
the  proposal  of  compatability  is  elimination  of  the  grace  period.  Sec- 
tion 102(a)  has  been  drastically  modified  in  S.  1042  from  the  existing 
law.  In  such  modification,  it  eliminates  the  present  1-year  grace  period 
during  which  public  use  or  sale  in  the  United  States  or  patenting  or 
publication  would  not  bar  the  filing  of  a  patent  application.  Under  the 
new  law,  in  other  words,  as  soon  as  you  publish  or  use,  you  are  cut  off. 
We  think,  again,  that  this  is  an  area  in  which  the  small  inventor  is  hurt, 
perhaps  even  smaller  inventors  than  we  have  heard  from  today,  be- 
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cause  that  small  inventor,  by  and  larfi:L%  in  our  exi)erienro,  does  not  file 
abroad.  We  think  that  this  small  inventor  sliould  not  be  foro-otten. 

Senator  IU^rdick.  There  is  an  amendment  [)eiulino:  tliat  will  limit 
that  period  to  6  months.  "What  do  you  thiidv  of  that  amendment^ 

My.  DoiJFMAx.  The  j)roblein  with  limiting  a  ])eriod  to  (>  months,  is 
tliat  it  is  a  personal  period.  You  cet  into  a  problem  of  havinix  to  make 
certain  proofs;  that  is,  that  the  inventive  idea  originated  with  the  pat- 
entee. Theoretically,  thini)-s  that  originate  with  the  patentee  are  pro- 
tected within  that  6-month  period.  But  as  a  practical  matter,  he  would 
have  a  very  difficult  time  in  ceitain  circumstances  of  showino;  the 
derivation  from  him  of  disclosures,  let  us  say. 

Section  108  is  to  be  changed,  and  we  oppose  this.  This  would  change 
tlie  test  of  obviousness  to  apply  on  or  before  the  hlini»-  date  of  the 
application.  It  now  applies  at  tlie  time  the  invention  was  made.  This 
means  that  the  inventor  who  tried  out  his  invention  and  spends  his  time 
developing  a  thing  to  make  it  practical  is  penalized. 

Another  area  that  we  are  particularly  concerned  about  is  the  modi- 
fication of  section  102(b).  This  has  to  do  with  public  use  or  unpub- 
lished disclosure  abroad.  I  will  not  belabor  this,  because  other  speakers 
have  already  said  that  this  makes  us  subject  to  traveling  abroad  quite 
a  bit  more  than  we  have  had  to  do  before;  that  is,  witnesses  and  at- 
torneys under  the  proposed  change  in  the  law  will  have  to  go  abroad 
to  look  for  a  public  use  that  occurred  in  Katmandu,  Nejial,  or  some- 
]:)lace  that  is  as  far  away,  such  as  London,  England,  or  someplace  else. 
We  believe  that  the  present  law  is  a  practical  one,  made  for  the  prac- 
tical reason  that  if  an  invention  has  been  put  in  a  publication,  that 
publication  is  readily  acceptable  and  available  to  be  used  in  our  coun- 
try without  taking  testimony  abroad  and  without  seeking  evidence 
to  support  it. 

I  am  going  to  speak  on  only  one  or  two  more  points,  and  I  will  do 
this  very  briefly.  The  preliminary  applications  wdiich  have  been  pro- 
posed have  certain  traps  that  we  are  concerned  about.  This  is  section 
111  (c)  and  (d)  and  120(a).  We  oppose  them  because  the  inventor 
who  makes  his  application  on  the  brown  paper  bag  or  on  the  forms 
supplied  by  the  Patent  Office  has  the  problem  of  not  knowing  exactly 
where  his  invention  is  going  to  go.  The  difficulty  in  the  formal  require- 
ment is  that  every  feature  recited  in  the  claims  has  to  be  in  the  pre- 
liminary ap])lication.  This  is  a  very  difficult  thing  to  predetermine. 
Unfortunately,  many  individual  inventors  particularly  are  going  to 
be  lulled  into  a  sense  of  security,  having  disclosed  only  part  of  <^heir 
invention,  and  others  will  come  in  in  the  meantime,  and  either  file  a 
preliminary  or  complete  application,  and  take  part  of  what  they  think 
they  have  perfected  away  from  them.  I  would  rather  not  see  this 
happen. 

Our  association  is  very  much  in  favor  of  the  provision  which,  under 
271(b),  would  make  products  made  abroad  by  a  process  patented  in 
the  Ignited  States  an  infringement.  We  think  this  is  important  in 
principle,  but  we  are  concerned  because  the  statute  under  its  present 
wording  would  exclude  government,  both  national  and  local,  and  be- 
cause it  Would  be  limited  in  other  ways.  It  would  have  to  be  used  for 
trade  and  industry,  and  we  think  there  is  no  reason  for  this.  It  could 
be  used  for  agriculture  as  well.  We  also  oppose  the  limitation  to  a^•ail- 
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ability — that  is,  the  right  being  available  only  if  there  is  no  avail- 
ability of  foreign  protection.  The  problem  here  is  that  this  is  such  a 
complication.  Sometimes  it  is  hard  to  say  whether  foreign  protection 
would  be  available  or  not.  "VA^iat  appears  to  be  protection  may  be 
none  at  all. 

I  could  go  on  at  length  about  that,  but  I  shall  not. 
The  new  section,  294,  called  in  rem  invalidity,  is  also  another  section 
which  bothers  us  considerably.  This  section  would  make  it  an  estoppel 
to  the  patentee,  and  those  in  privity  with  him  to  bring  a  lawsuit  after 
an  adjudication  limiting  the  scope  or  holding  invalid  the  claim  of 
a  patent.  The  problem  here  is  principally  that  many  cases  are  litigated 
a  number  of  times  and  it  may  be  the  third  or  fourth  time  that  they  are 
litigated  that  the  patent  is  held  invalid.  If  that  is  so,  then  why  should 
not  the  patentee  be  permitted  to  litigate  still  another  time?  Why 
should  be  have  his  rights  cut  off  ? 

The  other  problem,  of  course,  is  that  it  is  notorious  that  there  are 
certain  areas  in  the  country  where  patents  are  favored  and  others 
where  patents  are  disfavored.  It  would  undoubtedly^  make  forum 
shopping  a  rule  rather  than  an  exception.  It  would  make  it  very  dan- 
gerous for  any  person  to  assert  a  patent  for  fear  that  a  declaratory 
judgment  action  would  be  brought  against  him  in  an  unfavorable 
jurisdiction.  Again,  we  will  not  prolong  this  discussion. 

I  want  to  say  in  conclusion— oh,  I  do  think  that  I  ought  to  give 
Mr.  Washburn  an  opportunity  to  mention  an  example  of  something 
that  he  thinks  is  quite  significant  in  connection  with  the  grade  period. 

Mr.  Washburn.  The  only  reason  I  mention  these,  these  are  two 
examples  and  they  both  happened  to  me.  Or  one  is  going  to  happen 
tomorrow.  I  have  a  date  to  prepare  a  patent  application  for  an  in- 
ventor in  Philadelphia.  If  we  had  the  first-to-file  system,  I  could  not 
be  here  today,  because  I  would  be  delaying  his  rights  one  day.  But  I 
know  this  gentleman  reduced  his  invention  to  practice,  so  I  can  wait 
until  tomorrow  to  file  it.  That  one  only  has  to  do  with  the  incon- 
venience of  the  attorney,  you  might  say.  But  the  next  one  has  to  do 
with  the  inventor  himself. 

I  happen  to  represent  two  farmers  in  Nebraska.  They  have  invented 
irrigating  equipment.  You  may  be  familiar  with  this  tyi)c  of  equip- 
ment. It  usually  comprises  a  pipe  about  a  quarter  mile  long,  and  it 
goes  around  in  a  circle.  This  is  to  irrigate  a  quarter  section  of  land. 
This  is  very  important  in  the  Midwest — I  am  sure  I  do  not  need  to 
tell  you.  There  seems  to  be  plenty  of  water  underground  but  there  is 
not  too  much  up  in  the  sky  to  water  the  crops.  So  there  has  been  much 
activity  in  this  type  of  equipment. 

In  fact,  the  first  equipment  of  this  style  was  invented  prior  to  1900, 
but  there  does  not  seem  to  be  an}^  really  good  equipment  that  has  come 
out  yet,  so  I  am  told. 

These  gentlemen  came  to  me,  came  to  Philadelphia  to  see  me,  and 
they  had  sketches  of  what  they  proposed  to  make.  I  looked  at  them 
and  said,  "Have  you  built  any  of  this  yet  ?" 

They  said  "No." 

I  said,  "Wliy  not  go  ahead  and  see  if  it  will  work?  It  has  to  work 
in  a  muddy  field,  and  you  cannot  sit  down  and,  with  a  piece  of  paper, 
tell  me  that  it  is  ffoinir  to  work." 
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They  asked  if  they  wore  <roin^  to  lose  any  rig-hts.  I  sai,d  "Xo:  but 
there  is  no  sense  in  filing  a  patent  application  until  you  tell  me  that 
it  is  going  to  work  the  way  you  want  it  to.*' 

So  they  went  back  to  Nebraska  and  tried  out  what  they  had  in 
sketches,  and  it  did  not  work.  Since  that  time,  they  have  found  a 
system  that  works,  but  they  went  through  about  eight  different  ver- 
sions, and  the  last  one  is  not  like  tlie  first  one  at  all. 

Suppose  we  had  S.  104i3  in  existence  today  and  they  were  doing  a 
little  of  this  do-it-yourself  stuff.  They  got  the  form  that  said  put  the 
sketch  on  file  in  the  Patent  Office,  so  they  filed  the  first  sketch. 

Now,  these  inventors  are  not  lawyers.  They  do  not  even  happen 
to  be  engineers.  So  who  is  going  to  tell  them,  and  how  are  they  going 
to  know"  that  this  sketch  does  not  support  this  last  invention  that 
they  came  out  with?  So  1  year  from  now  they  come  to  Philade][)liia 
to  see  me.  They  show  me  this  preliminary  sketch  and  say,  "You  know, 
we  really  have  a  great  system  working  out  there  now,  just  pumping 
water  great  in  Nebraska,"  and  I  say,  "How  long?" 

They  say,  "Eight  months  now." 

I  say,  "Well,  that  is  just  too  bad,  because  this  sketch  does  not  sup- 
port any  claims  I  can  make  on  your  new  equipment;  that  is  all  in  the 
prior  art.  You  have  been  doing  this  for  8  months,  so  even  on  this 
proposed  grace  period  of  6  months,  it  is  out  the  w^indow." 

Here  they  come  to  me  now,  12  months  later,  and  I  cannot  do  a 
thing  for  them.  I  hope  that  never  gets  to  be  actual,  but  the  other 
facts  are  true.  I  have  filed  the  application  since  then. 

Senator  Burdick.  What  is  the  period  of  statute  of  limitations  in 
bringing  an  interference? 

Mr.  DoRFMAN.  The  interference  has  to  be — you  have  to  make  a 
claim  within  1  year. 

Senator  Burdick.  In  other  words,  your  proposal  would  not  be  any 
different  in  time  than  what  we  have  now  ? 

Mr.  DoRFMAx.  It  could  be  different  because  the  physical  set-up 

Senator  Burdick.  The  first  to  file  would -have  a  presumption  of 
ownership  for  that  1  j^ear.  So  there  coidd  not  be  any  interference 
brought  after  that  1  year,  and  now  the  limit  of  1  year,  too. 

Mr.  Washburn.  Only  if  you  have  not  been  claiming  substantially 
the  same  thing.  If  I  am  claiming  the  same  thing  he  is  claiming  it 
may  be  3  years  before  I  have  to  make  a  claim. 

Mr.  DoRFMAN.  You  see,  there  is  a  problem  here.  This  is  why  we 
are  getting  into  a  little  hassle. 

In  the  case  of  an  issued  patent,  there  is  a  limit  of  1  year.  But  in 
the  case  of  patents  that  are  in  the  Patent  Office,  any  time  they  are  in 
the  Patent  Office  as  pending  applications,  as  long  as  they  are  in  there, 
they  can  put  into  interference  with  one  another. 

Senator  Burdick.  That  can  be  3  years  ? 

Mr.  DoRFMAN.  It  could  be  3  years,  certainly. 

Senator  Burdick.  Your  suggestion  is  to  limit  everything  to  one? 

Mr.  DoRFMAN.  Yes. 

Senator  Burdick.  Mr.  Chairman,  I  have  heard  a  very  good  suiri- 
mary  of  a  summary. 

Senator  McClellan  (presiding) .  I  am  sorry  I  missed  it. 

Mr.  Dorfman.  We  appreciate  your  kind  attention  and  the  privi- 
lege of  being  able  to  address  this  committee. 
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Senator  McClellax.  I  will  have  counsel  brief  me  on  what  you  said. 
(The  prepared  statement  of  the  Philadel])hia  Patent  Law  Associa- 
tion follows :) 

Statement  on  Behalf  of  the  Philadelphia  Patent  Law  Association 

Mr.  Chairman  and  members  of  the  subcommittee:  My  name  is  Robert  B. 
Washburn.  I  am  President  of  The  Philadelphia  Patent  Law  Association.  In 
attendance  with  me  today  and  representing  our  Association  are  Philip  G. 
Cooper,  Vice  President,  Roger  R.  Horton  and  John  C.  Dorfman,  both  members 
of  our  Patent  Legislative  Committee. 

On  behalf  of  The  Philadelphia  I'atent  Law  Association,  I  want  to  thank  you 
for  the  opportunity  to  testify  with  regard  to  S.  1042,  the  Patent  Reform  Act 
of  1967. 

The  first  United  States  patent  was  granted  in  1790  for  a  discovery  in  the 
making  of  potash  and  pearlas^h  by  a  new  apparatus  and  process.  By  coincidence 
the  inventor,  Sanuiel  Hopkins,  came  from  Philadelphia.  From  the  granting 
of  that  tirst  patent  to  the  present,  the  United  States  Patent  System  has  served 
this  country  well.  We  are  here  today  to  testify  because  The  Philadelphia  Patent 
Law  Association  wants  to  ensure  that  the  United  States  Patent  System  con- 
tinues to  serve  this  country  well. 

The  Philadelphia  Patent  Law  Association,  founded  in  1923,  is  composed  of 
over  300  patent  lawyers  and  patent  agents  located  in  Pennsylvania,  Delaware 
and  New  Jer.sey.  Our  members  represent  a  general  cross  section  of  clients  across 
the  nation  including  many  independent  inventors  as  well  as  corporate  inventors 
in  corporations  both  large  and  small. 

After  the  President's  Commission  on  the  Patent  System  was  activated.  The 
Philadelphia  Patent  Law  Association  appointed  a  special  Committee  on  the 
Patent  System  under  the  chairmanship  of  Roger  R.  Horton,  Esquire.  Tliis 
Committee  prepared  a  questionnarie  covering  many  of  the  issues  which  ulti- 
mately became  involved  in  the  legislation  before  you.  Our  Association  sub- 
mitted that  questionnaire  to  the  entire  membership  and  presented  the  results 
to  the  President's  Commission.  Since  the  publication  of  the  Commission's  Re- 
port and  the  introduction  of  S.  1042,  our  Association  has  again  carefully  gone 
into  the  entire  matter,  this  time  in  a  succession  of  membership  meetings.  The 
position  of  The  Philadelphia  Patent  Law  Association  is  set  forth  in  a  series 
of  resolutions  which  were  individually  adopted  after  full  discussion  of  each 
and  are  appended  to  this  statement. 

With  this  background  concerning  The  Philadelphia  Patent  Law  Association. 
I  now  take  great  pleasure  in  introducing  to  you  John  C.  Dorfman,  Esquire  of 
our  Patent  Legislative  Committee  who  will  testify  on  behalf  of  The  Phil- 
adelphia Patent  Law  Association. 

By  Mr.  Dorfman  : 

The  Philadelphia  Patent  Law  Association  wholeheartedly  endorsed  the  ob- 
jectives stated  in  the  Report  of  the  Presidential  Commission, i  which  we  under- 
stand led  to  S.  1042  (Resolution  1).  A  strong  Patent  System  is  most  important 
to  the  health  of  our  American  economy,  and,  therefore,  like  the  Presidential 
Commission,  we  agree  that  changes  are  needed  from  time  to  time  to  keep  the 
Patent  System  healthy.  As  our  position  stated  below  reflects,  we  believe  that 
some  changes  are  desirable  at  this  time  for  this  reason. 

In  reviewing  any  propo.sed  legislation  the  tendency  is  to  gloss  over  or  ignore 
completely  changes  which  are  approved  and  to  criticize  only  areas  where  there 
is  disagreement.  Inevitably  most  of  our  appended  resolutions  have  been  stated 
in  opposition  to  propositions  with  which  we  disagree.  However,  on  matters  of 
major  consequnce  we  have,  where  possible,  stated  a  position  favoring  in  princi- 
ple the  approach  if  not  the  language  of  the  proposed  statute  S.  1042,  and  study 
of  the  resolutions  will  indicate  an  affirmative  position  in  some  respect  in  14 
of  the  33  resolutions.  In  each  case,  as  will  appear  below,  we  believe  our  position 
is  consistent  with  the  stated  objectives  of  the  Presidential  Commission. 


1  "To  Promote  the  Progress  of  .   .   .  Useful  Arts"  in  an  Ajje  of  Exploding  Technology, 
Report  of  the  President's  Commission  on  the  Patent  System,  November  16,  1966. 
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Perhaps  the  most  conspicuous  area  rcMiuiring  improvement  in  our  Patent  Sys- 
tem is  tliat  involving  interferences.  At  the  lieart  of  our  interference  system  is  tht' 
American  tradition  that  a  patent  should  be  granted  to  tlie  lirst  diligent  inventor, 
not  the  first  who  tiles  his  application  in  the  I'atent  Ottice.  More  is  reipiired  of 
the  inventor  than  that  he  merely  he  the  tirst  to  conceive,  lie  must  also  work 
diligentl.v  to  reduce  that  invention  to  practice,  either  actually  or  constructively 
b.v  hling  a  patent  application.  Tliis  tradition  is  in  line  with  tlie  idea  that  the  in- 
dividual inventor  having  fewer  resources  and  facilities  frecpiently  needs  more 
time  to  develop  and  detennine  the  scoi«?  of  his  invention  than  the  inventor  in 
rich  and  powerful  corporate  organizations.  S.  l(»4i;  eliminates  §  i:;.~)  and  S  ]4(> 
of  the  present  law  and  thereby  effectively  conii)letely  eliminates  from  our  system 
interference  proceedings  which  have  permitted  the  diligent  prior  inventor  to  be 
awarded  a  patent  in  preference  to  one  who  is  simply  the  lirst  to  hie  a  patent 
ai)plication.  Our  Association  recognizes  that  interferences  in  tlu>ir  present  form 
result  in  substantial  delays,  are  expensive,  often  involve  parties  who  wotUd  jirefer 
not  to  be  in  contest  because  the  contest  is  forced  upon  them,  and  last,  hut  i)erhap.s 
most  important,  prevent  the  early  issuance  of  a  patent  and  the  publication  of  its 
contents. 

Rather  than  the  complete  elimination  of  interferences,  our  Association  favors 
statutor.v  moditication  which  would  provide  for  the  granting  of  the  patent  to  the 
tirst  to  tile.  suh.iect  to  the  provoking  of  an  interference  by  a  .junior  applicant 
within  one  .vear  after  issue  of  the  tirst  liled  application  (Resolutions  .")  .ind  (J). 
In  this  wa.v  publication  would  he  prompt  in  at-cordance  with  the  Commission 
objective.  In  addition  a  great  many  interferences  would  never  take  place  because 
the  burden  to  provoke  an  interference  would  be  on  the  junior  party  who  would 
not  feel  compelled  to  go  forward  with  an  unwanted  interference.  A  substantial 
part  of  all  interferences,  and  their  accompanying  expense  to  both  parties,  would 
thereby  be  eliminated.  Yet  in  those  cases  where  a  junior  applicant  feels  that 
he  has  a  genuine  right  to  the  invention,  he  would  have  his  opportunity  to  show- 
his  priority  and  obtain  a  patent.  We  believe  this  suggested  moditied  procedure 
would  meet  mo.st  of  the  ol)jections  to  interference  pr<jcedui"e  as  it  exists  today. 
As  a  matter  of  interest,  essentially  this  type  of  iirocedure  has  been  administra- 
tively instituted  in  the  I'atent  Office  recently,  and  we  feel  it  should  be  given  a 
chance  to  prove  its  worth.  We  believe  that  it  is  worth  trying  such  an  intermediate 
type  of  procedure  before  eliminating  entirely  from  our  system  our  tradition  of 
granting  the  patent  to  the  tirst  diligent  inventor. 

Of  equal  concern  to  our  membership  is  the  group  of  proposals  which  have  been 
suggested  in  the  name  of  making  our  system  compatible  with  others  in  the  world. 
Seeking  areas  of  compatibility  with  foreign  patent  systems  .seems  to  be  a  worth- 
while long  range  objective.  Init  our  Association  has  specifically  gone  on  record 
as  oi)posing  changes  in  our  laws  which  would  work  to  the  disadvantage  of  the 
American  citizens  without  gaining  advantages  for  Americans  in  the  foreign 
patent  systems  (Resolution  32).  In  other  words,  unilateral  changes  in  our  laws 
in  the  hope  that  others  may  adopt  the  system  which  we  adopt,  seem  to  us  to  he 
generally  not  useful.  Our  objective  should  be  to  provide  the  best  possible  protec- 
tion for  inventors  for  a  minimum  of  expense  and  with  a  minimum  of  delay,  while 
maintaining  the  quality  of  the  product  so  that,  in  accordance  with  the  traditional 
contract-like  arrangement  between  the  inventor  and  the  public,  the  publi;-  may 
have  an  early  disclosure  of  advances  in  technology. 

Section  102(a)  of  S.  1042  proposes  elimination  of  the  present  period  of  one 
year  within  which  a  patent  application  may  he  filed  after  public  use  or  sale 
of  the  invention  in  the  United  States,  or  patenting  or  description  in  a  printed 
publication  elsewhere  (Resolution  2).  This  so-called  "grace  period"  is  ad- 
mittedly not  useful  to  those  who  intend  to  file  patent  applications  in  a  certain  few 
foreign  countries.  However,  the  great  bulk  of  applications  filed  in  the  United 
States,  and  especially  many  of  those  filed  by  small  corporations  and  individual  in- 
vestors, are  never  filed  abroad.  Many  people  in  these  latter  categories  rely  heavily 
upon  this  one  year  grace  period  to  experience  some  public  use  or  commercial 
testing  of  their  invention  before  they  go  to  the  expense  of  filing  a  patent  ajipli- 
cation  and  such  testing  is  frequently  necessary  before  the  value  or  the  scope 
of  the  invention  can  be  determined.  This  change  would  again  work  a  hardship 
on  the  individual  inventor,  or  a  small  corporation,  without  really  accomplish- 
ing -anything  substantial  toward  reaching  compatibility  with  other  patent  .sys- 
tems, since  there  are  many  different  systems  in  varous  countries.  Compatibility 
in  the  view  of  many  must  "be  worked  out  on  some  sort  of  international  agreement 
basis  before  it  can  be  adopted  by  the  various  countries  of  the  world. 
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In  this  same  vein,  Section  10:^  of  the  pi-oposed  statute  applies  the  test  of 
obviousness,  which  has  been  the  traditional  test  of  patentability  in  this  country, 
at  a  time  "on  or  before  the  filing  date  of  the  applieaton"  instead  of  the  earlier 
date  presently  applicable  "at  the  time  the  invention  was  made".  We  oppose  such 
a  change  (Resolution  4).  The  consequence  of  such  a  change  would  be  that 
delays  in  filing  would  subject  the  applicant  to  loss  of  patent  rights  because  of 
"prior  art"  which  comes  into  existence  subsequent  to  his  invention  but  before 
the  time  of  filing.  The  delays  involved  are  more  commonly  experienced  by  small 
corporations  and  individual  inventors,  and  are  often  not  only  justifiable  but 
necessary  if  effective  protection  is  to  be  obtained. 

Oiir  Association  also  opposes  inclusion  of  public  use  or  unpublished  disclosures 
abroad  as  a  bar  to  a  United  States  patent  (Resolution  3).  Proposed  Section 
102(b)  would  change  the  law  so  that  any  public  use  anywhere  in  the  world, 
whether  the  subject  matter  of  a  publication  or  not,  would  constitute  a  bar  to 
United  States  applications.  This  would  I'esult  in  an  intolerable  situation  from  the 
standpoint  of  proof,  and  the  already  great  expense  of  litigation  would  be  made 
even  greater  as  attorneys  and  witnesses  were  forced  to  travel  to  remote  portions 
of  the  world  to  gather  evidence  and  take  testimony  relative  to  such  public  use. 
Foreign  publications  which  under  present  law  are  already  a  bar  to  obtaining 
a  United  States  patent,  on  the  other  hand,  are  available  far  more  readily  and 
si)eak  for  themselves  as  far  as  their  contents  are  concerned.  In  our  view  Section 
102(b)  would  promote  none  of  the  objectives  of  the  Commission  and  add  sub- 
stantially to  already  high  litigation  costs. 

Tied  in  with  the  ideas  of  eliminating  interferences  and  eliminating  the  grace 
period  are  Sections  111  (c)  and  (d)  of  S.  1042  creating  a  preliminary  application. 
This  preliminary  application  supposedly  does  not  have  the  formal  requirements 
of  a  full  application  and  might  be  filed  by  an  inventor  himself.  Our  Association 
opposes  preliminary  applications  because  they  may  very  well  prove  to  be  a  trap 
for  the  luiwary  and  also  because  they  tend  to  put  the  small  company  and  indi- 
vidual at  a  disadvantage  (Resolution  7).  It  is  argued  that  the  preliminary 
application  would  at  least  protect  as  to  what  is  disclosed.  However,  the  inventor 
often  does  not  know  at  an  early  date  what  information  will  have  to  be  disclosed 
in  order  to  protect  his  invention  adequately.  Lulled  by  a  feeling  of  security  having 
filed  his  preliminary  application,  the  inventor  may  later  discover  that  his  complete 
application  is  barred  by  some  public  use  or  publication  subsequent  to  the  pre- 
liminary application  because  it  does  not  have  sufiicient  basis  in  the  preliminary 
application.  Furthermore,  the  comparison  that  will  be  necessary  among  many 
preliminary  and  complete  applications,  will  result  in  delays  similar  to  those 
inherent  in  our  interference  practice  and  thus  defeat  the  Commission's  objective 
of  shortening  the  pendency  of  patent  applications.  Moreover,  contrary  to  the 
Commission  objectives  the  applicant  will  be  put  to  additional  burdens  of  expense 
of  further  explanations  and  arguments  about  how  the  complete  application  is 
fairly  based  on  the  preliminary. 

Furthermore,  the  research  department,  which  is  geared  to  turning  out  dis- 
closures at  a  high  rate  can  use  the  preliminary  application  provision  to  its  ad- 
vantage by  filing  all  reports  and  disclosures  on  a  daily  or  weekly  basis,  a  procedure 
that  the  individual  and  even  small  corporations  could  not  begin  to  afford.  The 
greatly  increased  cost  of  filing  everything  as  a  precaution  will  not  be  the  burden 
of  the  corporation  alone,  however.  The  Patent  Ofiice  will  have  to  materially  in- 
crease its  staff  to  handle  preliminary  applications. 

Section  120(b)  (3)  relating  to  continuing  applications  is  opposed  by  our  Asso- 
ciation because  traditionally  the  continuation-in-part  application  has  been  a 
vehicle  whereby  new  subject  matter  could  be  added  to  an  application  without 
losing  filing  dates  as  to  subjects  matter  of  earlier  application  (Resolution  13). 
Section  120(b)  (3)  cuts  off  the  right  to  file  a  continuation  application  after 
an  appeal  is  filed,  even  though  it  is  often  not  until  the  determination  of  rights 
by  appeal  that  the  need  for  a  continuation  is  known.  Also  this  provision  would 
appear  to  prohibit  a  chain  of  continuations-in-part.  In  view  of  what  we  believe 
will  be  general  support  of  Section  l.")4fb)  of  S.  1042  modified  to  determine  the 
life  of  patents  from  the  first  complete  application  date,  any  alleged  abuser  who 
Intentionally  delays  issuance  of  his  patent  will  suffer  corresponding  loss  of  life 
of  his  patent  (Resolution  2.^)).  Consequently  there  is  no  need  for  the  proposed 
section.  Section  120(b)  (3)  may  also  prevent  the  Commission's  objective  of  raising 
the  quality  and  reliability  of  patents  by  forcing  issuance  of  applications  in  bad 
form  or  incomplete  in  content,  such  as  patent  applications  originating  abroad, 
in  those  cases  where  an  earlier  filing  date  would  be  lost  by  refiling. 
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A  matter  which  has  concerned  our  Association  greatly  has  been  the  various 
proposals  requiring  publication  of  applications  before  a  patent  is  granted.  Tra- 
ditionally, our  system  has  given  an  inventor  a  limited  monopoly  for  a  limited 
period  of  time  in  exchange  for  his  disclosure,  which  adds  to  public  knowledge. 
The  problem  with  various  systems  requiring  publication  is  that  the  publication 
destroys  the  secrecy  in  which  the  inventor's  application  has  traditionally  been 
preserved  until  he  is  sure  that  he  is  going  to  obtain  the  kind  of  coverage  that  he 
wants.  If  he  does  not  obtain  the  coverage  that  he  wants  he  has  been  free  to  con- 
tinue to  maintain  his  invention  in  secrecy.  However,  if  publication  were  intro- 
duced this  would  no  longer  be  the  case.  The  inventor  might  very  well  have  his 
invention  published  and  thereafter  have  his  claims  refused  so  that  he  longer  has 
the  option  of  secrecy.  The  effect  of  such  a  system  of  publication  in  the  view  of  our 
Association  would  be  to  encourage  secrecy  at  the  expense  of  the  public  good  de- 
rived from  publication  of  advances  in  the  art.  Our  Association  is  not  opposed  to 
publication  Section  123  of  S.  1042  per  se.  for  example,  but  merely  opposed  to 
publication  of  a  pending  application  until  an  indication  of  allowability  is  received 
(Resolution  12). 

Sections  136(a),  (b),  (c)  and  (e)  of  S.  1042  have  to  do  with  ex  parte  citation 
of  references  against  published  applications.  Our  Association  favors  this  type  of 
procedure,  again  provided  piiblication  occurs  only  after  the  allowability  of  the 
application  has  been  indicated  (Resolution  16). 

This  same  publication  problem  recurs  as  part  of  the  standby  authority  for 
deferred  examination  provided  in  Sections  191  through  194.  Our  Association 
primarily  disapproves  of  these  sections,  however,  for  the  reason  that  we  believe 
that  a  matter  of  such  importance  should  not  be  invoked  by  the  Commissioner 
(Resolution  14).  If  deferred  examination  is  to  be  introduced,  it  should  be  con- 
sidered on  the  basis  of  positive  statutory  enactments  and  then-current  needs  fully 
considered  by  the  Congress. 

While  The  Philadelphia  Patent  Law  Association  believes  that  such  things  as 
ex  parte  citation  of  references  can  help  the  Examiner  give  more  complete  consid- 
eration to  the  patentability  of  a  particular  application,  it  is  not  in  favor  of 
Section  257  of  S.  1042  or  generally  of  continuing  beyond  the  granting  of  the 
patent  some  procedure  within  the  Patent  Office  for  cancellation  or  revocation 
of  patents  (Resolution  22).  This  procedure  would  permit  unwarranted  harrass- 
ment  of  a  patent  owner  seeking  to  assert  his  patent  claims  against  an  infringer, 
since  the  infringer  would  then  not  only  be  able  to  defend  a  lawsuit  brought  against 
him  for  infringement  in  the  District  Courts,  but  also  be  able  to  provoke  a  second 
action  for  revocation  in  the  Patent  Office.  This  would  obviously  run  counter  to  the 
objective  of  reduction  of  expense  of  litigating  a  patent. 

Our  Association  also  believes  that  just  as  the  applicant  should  be  entitled 
to  narrow  he  should  be  entitled  to  broaden  his  claims  to  the  extent  permitted 
by  the  present  statute  permitting  broadened  reissues.  (Resolution  23).  The 
quality  and  reliability  of  a  patent  may  depend  on  the  opportunity  to  broaden 
as  well  as  to  narrow  it  and  the  existing  doctrine  of  intervening  rights  protects 
the  innocent  from  harm  by  a  broadened  reissue.  For  this  reason,  the  Association 
disapproves  Section  251  (c)  of  S.  1042. 

The  Patent  Act  of  1949  first  introduced  the  terminal  disclaimer.  The  law  of 
terminal  disclaimer  has  been  slow  in  development  but  the  Court  of  Customs  and 
Patent  Appeals  has  recently  been  interpreting  the  law  and  presently  provides 
what  many  lawyers  feel  to  be  a  very  equitable  solution  to  the  previously  difficult 
double  patenting  situation  where  two  applications  are  owned  by  a  common  as- 
signee. Our  Association  believes  this  is  a  healthy  trend  in  line  with  the  Com- 
mission objective  of  improving  quality  and  reliability  of  patents  and  opposes 
Section  253(c),  which  would  eliminate  the  terminal  disclaimer  (Resolution  27). 

Our  Association  approves  the  design  and  plant  patent  provisions  of  S.  1042 
(Resolution  8).  However,  we  disapprove  the  blanket  elimination  of  computer 
programs  from  patentability,  and  specifically  disapprove  Section  106  of  S.  1042 
(Resolution  9).  The  Patent  Office  presently  rejects  comptiter  programs  per  se 
as  unpatentable.  On  the  other  hand,  the  proposed  statute  is  so  broad  that  it 
would  even  make  unpatentable  programable  devices,  such  as  an  automatic 
dishwasher  having  certain  predetermined  cycles. 

Our  Association  is  distrustful  of  and  therefore  opposes  Section  137  of  S.  1042 
which  places  upon  the  applicant  the  burden  of  persuading  the  Patent  Office' 
that  a  claim  is  patentable  (Resolution  15).  In  practice,  most  attorneys  feel  that 
they  already  have  this  burden.  A  statutory  provision  might  be  interpreted  to 


260 

mean  that  attorneys  have  some  inadequately  defined  heavier  burden  of  persua- 
sion than  they  presently  have.  Similarly,  our  Association  disapproves  Section 
148  of  S.  1042  on  the  basis  that  a  presumption  of  Patent  OflBce  correctness  could 
be  interpreted  to  add  an  intolerable  burden  to  the  already  heavy  burden  carried 
by  one  seeking  to  overcome  a  decision  refusing  claims  in  a  patent  application 
(Resolution  19). 

Our  Association  disapproves  of  Section  147  of  S.  1042  and  of  having  the  Court 
of  Appeals  for  the  District  of  Columbia  review  decisions  of  the  specialized  Court 
of  Customs  and  Patent  Appeals  (Resolution  20).  The  latter  sits  as  a  five  .judge 
appeals  court  and  their  experience  in  the  patent  law  is  far  greater  than  the 
experience  of  any  possible  three  judge  panel  of  the  Court  of  Appeals.  Our 
Association  would  like  to  see  a  patent  court,  probably  the  Court  of  Customs 
and  Patent  Appeals,  having  alternative  jurisdictions  as  a  trial  de  novo  or  appeal 
court  (Resolution  21).  Even  under  these  circumstances  there  would  be  no  need 
to  have  review  by  the  Court  of  Appeals  as  the  proposal  would  have  a  panel  of 
different  judges  sit  as  an  appeal  court. 

Our  Association  opposes  providing  infringement  liability  prior  to  patent 
issuance  after  a  claim  has  been  allowed  and  therefore  opposes  Section  273  of 
S.  1042  (Resolution  24). 

Our  Association  has  long  been  concerned  about  the  importation  of  products 
made  abroad  under  the  claims  of  a  United  States  process  patent,  which  if 
made  in  the  United  States  would  constitute  an  infringement.  The  Association 
therefore  favors  Section  271(b)  of  S.  1042,  but  specifies  certain  amendments 
which  should  be  made  (Re.solution  28).  These  amendments  would  not  permit 
the  United  States  Government  to  be  exempted,  as  it  would  be  under  the  present 
wording  of  the  statute  proposed. 

Our  Association  favors  creation  of  the  office  of  "Civil  Commissioner"  in  ac- 
cordance with  the  proposed  new  28  U.S.C.  §  757  of  S.  1042  for  the  purpose  of 
conducting  discovery  pi'oceedings  in  a  Di.strict  Court  action  up  to  pretrial 
(Resolution  29).  A  commissioner  who  sits  in  on  discovery  depositions  and  be- 
comes sufficiently  familiar  with  the  subject  matter  of  the  suit  could,  among 
other  things,  make  rulings  on  the  spot  which  might  otherwise  re(iuire  considera- 
ble delay  and  possibly  formal  motion  practice. 

Our  Association  supports,  in  principle,  the  idea  of  development  of  an  effective 
and  continuing  quality  control  program  in  the  Patent  Office  (Resolution  18).  We 
furthermore  favor  the  formation  of  a  statutory  advisory  counsel,  as  proposed 
in  Section  15  of  S.  1042  (Resolution  30).  In  each  case,  however,  we  believe  the 
committee  and  the  counsel  should  be  discouraged,  and  preferably  prohibited, 
from  rendering  reports  suggesting  that  patents  in  any  given  period  are  of  high 
or  low  quality  so  as  to  result  in  "vintage  year"  patents.  An  outstanding  in- 
vention in  a  poor  vintage  year  might  be  impaired  and  a  weak  invention  in  a  good 
vintage  year  might  be  aided. 

Our  Association  through  oversight  failed  to  vote  on  the  so-called  "in  rem 
invalidity"  provision ;  Section  294  of  S.  1042,  which  would  create  an  estoppel 
against  the  patentee  and  those  in  pivity  with  him  arising  out  of  adjudication 
limiting  the  scope  of  any  patent  claim,  or  holding  it  invalid.  However,  the  Asso- 
ciation is  taking  a  position  in  opposition  to  this  provision  and  Section  294  in 
light  of  the  position  of  our  Board  of  Governors  and  the  Legislative  Committee 
who  were  polled,  and  were  overwhelmingly  opposed  to  this  provision.  Simply 
because  a  patentee  has  been  once  .successful  in  asserting  his  patent,  he  should 
not  thereafter  be  foreclosed  from  asserting  it  again.  Such  a  provision  is  certainly 
unfair  to  the  litigant  who  successfully  asserts  his  patent  one  or  more  times  and 
then  has  his  patent  held  invalid.  Even  on  a  first  trial  a  single  judge  who  may 
be  oppo.sed  to  the  patent  system  and  would  not  hold  the  patent  valid  under  any 
circumstances  could  ruin  the  chances  of  a  most  outstanding  advance  in  the  art. 
Our  experience  is  that  where  a  patent  is  held  invalid,  in  the  vast  majority  of 
situations,  it  is  never  re-litigated  (Re.solution  33). 

The  Association  believes  that  Section  41(a)  of  S.  1042  should  be  disapproved 
since  it  believes  the  authority  for  setting  fees  should  be  retained  by  the  Con- 
gress and  not  be  left  to  the  discretion  of  the  Commissioner  (Resolution  31). 
In  an  extreme  situation  the  Commissioner  could  arbitrarily  set  fees  in  a  particu- 
lar function  of  the  office  so  as  to  make  a  given  activity  practically  unusable  to 
the  public.  Such  a  i)ower  should  be  retained  by  the  Congress  and  not  made  avail- 
able to  the  Commissioner. 

Our  Association  disapproves  requiring  the  claiming  of  priority  when  a  com- 
plete application  is  filed  and  favors  retention  of  35  U.S.C.  8  120  in  its  present  form 
instead  of  Section  120  of  S.  1042  (Resolution  11). 
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Our  Association  favors  ituhlic  use  proceedings  as  presently  provided  and  op- 
poses Section  13(j(d)  of  S.  1042  (Resolution  IT).  At  the  present  time  public 
use  proceedings  in  the  Patent  Office  are  rare  and  usually  arise  only  in  connec- 
tion with  subject  matter  in  interference.  The  proposed  statute  could  make  an 
expen.sive  proceeding  more  common  instead  of  leaving  the  same  issues  for 
determination  in  the  .statistically  less  likely  event  of  an  infringement  suit. 

In  passing,  our  approval  of  measuring  the  life  of  a  i)atent  from  its  efFective 
filing  date  and  its  approval  of  Section  ir»4(c)  of  S.  1042  was  mentioned  (Resolu- 
tion 26).  This  type  of  arrangement  assumes  that  the  Patent  Office  will  do  all 
in  its  power  to  minimize  delays.  The  Patent  Office  under  Commissioner  Brenner 
has  done  a  commendable  job  in  this  regard. 

CONCLUSION 

In  summary  our  position  is  that  the  objectives  of  the  President's  Commission 
cannot  be  met  by  adoption  of  S.  1042.  While  S.  1042  has  introduced  many  ideas 
worthy  of  consideration,  it  appears  to  our  Association  to  have  defects  which 
make  its  blanket  adoption  (juite  undesirable.  Other  bills  are  in  preparation  which 
deserve  careful  consideration.  While  it  is  unlikely  that  our  As.sociation  would 
approve  of  all  parts  of  any  bill,  it  seems  more  likely  that  a  subsequently  intro- 
duced bill  might  require  less  major  amendment  to  make  it  acceptable  in  our 
view  on  the  basis  of  the  stated  objectives  of  the  President's  Commission.  We  urge 
a  full  hearing  of  S.  1042  and  a  similarly  full  hearing  of  other  bills,  and  we  re- 
(luest  the  opportunity  to  testify  against  relative  to  proposed  legislation  which  may 
be  later  introduced. 

Again,  may  we  express  our  thanks  for  being  given  this  opportunity  to  be  heard 
by  you. 

Resolutions  With  Respect  to  the  Report  of  the  President's  Commission 
ON  the  Patent  System  and  the  Retorm  Act  of  1!)67  (as  set  Forth 
IN  S.  1042  AND  H.R.  5924) 

Adopted  at  Duly  Convened  Meetings  of  the  Philadelphia  Patent  Law  Association. 
March  23.  1967,  and  April  20,  1967 

resolution    1 
Rciolred,  That  the  PPLA  : 

(a)  unciualifiedly  endor.ses  the  stated  objectives  of  the  President's  Commi.s- 
sion,  to  wit : 

1.  To  raise  the  quality  and  reliability  of  the  U.S.  Patent. 

2.  To  shorten  the  period  of  pendency  of  a  patent  application  from  filing 
to  final  disposition  by  the  Patent  Office. 

3.  To  accelerate  the  public  disclosure  of  technological  advances. 

4.  To  reduce  the  expen.se  of  obtaining  and  litigating  a  patent. 

~j.  To  make  U.S.  patent  practice  more  compatible  with  that  of  other  major 
countries,  wherever  consistent  with  the  objectives  of  the  T'.S.  patent  system. 

6.  To  prepare  the  patent  system  to  cope  with  the  exploding  technology 
foreseeable  in  the  decades  ahead. 

(b)  recognizes  that  these  desirable  objectives  can  be  achieved  by  amendment 
of  our  patent  laws  consistent  with  the  spirit  of  the  Constitutional  provision  :  and 

(c)  desires  to  assist  congress  in  its  consideration  of  legislation  submitted  from 
time  to  time  touching  on  the  Patent  System  and  the  administration  thereof. 

resolution    2 

Resolved.  That  the  PPLA  opposes  any  change  in  35  U.S.C.  102(b)  which  would 
shorten  or  eliminate  the  present  period  of  one  year  within  which  a  patent  applica- 
tion may  be  filed  after  public  u.se  or  sale  of  the  invention  in  the  I'nited  States 
or  patenting  or  description  in  a  printed  publication  anywhere,  and  specifically 
disapproves  Sections  102(a)  and  105(a)  and  (b)  of  S.  1042  and  H.R.  5924  in 
this  regard. 

resolution    3 

Resolved.  That  the  PPLA  opposes  inclusion  of  public  use  or  unpublished  dis- 
closures abroad  as  a  bar  to  a  U.S.  patent,  and  specifically  disapproves  Sec.  102(a) 
of  S.  1042  and  H.R.  .5924  in  this  regard. 
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RESOLUTION     4 

Resolved,  That  the  PPLA  disapproves  of  the  use  of  the  filing  date  of  a  U.S. 
patent  or  published  complete  application  as  the  date  such  patent  or  published 
application  shall  constitute  prior  art,  and  specifically  disapproves  of  Sec.  102(b) 
of  S.  1042  and  H.R.  5924  and  disapproves  of  the  proposed  change  in  language 
in  Sec.  108  which  applies  the  test  of  obviousness  "on  or  before  the  effective  filing 
date  of  the  application." 

RESOLUTION     5 

Resolved,  That  the  PPLA  is  opposed  to  the  elimination  of  interference  pro- 
ceedings and  its  specifically  opposed  to  the  eliminating  Sections  135  and  146  of 
the  present  law  from  S.  1042  and  H.R.  5924. 

RESOLUTION     6 

Further  resolved,  That  the  PPLA  recommends  elimination  of  the  declaration 
by  the  Patent  Oflice  of  interferences  between  pending  applications  in  favor  of 
permitting  the  issuance  of  the  first-filed  application  as  a  patent  with  the  junior 
applicant  having  the  right  to  provoke  an  interference  therewith  within  one  year 
even  though  the  junior  applicant  cannot  specifically  copy  the  patent  claims. 

RESOLUTION     7 

Resolved,  That  the  PPLA  disapproves  of  the  use  of  preliminary  applications  to 
secure  a  filing  date  as  set  forth  in  Section  111(c)  and  (d)  of  S.  1042  and  H.R. 
5924. 

RESOLUTION     8 

Resolved,  That  the  PPLA  is  in  favor  of  the  design  and  plant  patent  provisions 
of  S.  1042  and  H.R.  5924. 

RESOLUTION     9 

Resolved,  That  the  PPLA  disapproves  the  blanket  elimination  of  computer 
programs,  from  patentahilitv  and  .specifically  disapproves  Section  106  of  S.  1042 
and  H.R.  5924. 

RESOLUTION     10 

Resolved,  That  the  PPLA  favors  modification  of  the  law  to  permit  owners  as 
well  as  inventoi's  to  file  patent  applications,  provided  the  inventors  are  fully  iden- 
tified, and  specifically  approves  Section  111(a)  of  S.  1042  and  H.R.  5924. 

RESOLUTION     1 1 

Resolved,  That  the  PPLA  disapproves  requiring  claiming  priority  when  a  com- 
plete application  is  filed  and  (favors  retention  of  35  U.S.C.  120  in  its  present  form 
instead  of  Sec.  120  of  S.  1042  and  H.R.  5924. 

RESOLUTION     12 

Resolved,  That  the  PPLA  approves  Sec.  123  of  'S.  1042  and  H.R.  5924  if 
amended  to  provide  for  pu'blrcation  of  pending  applications  only  after  an  indica- 
tion of  allowability  hut  disapproves  Sec.  123  of  S.  1042  and  H.R.  5924  in  its 
present  form. 

RESOLUTION   13 

Resolved,  That  the  PPLA  opposes  the  limitation  to  filing  of  Sec.  120(b)  (3)  of 
S.  1042  and  H.R.  5924  as  overly  stringent  and  unnecessarily  limiting. 

RESOLUTION     1 4 

Resolved,  That  the  PPLxi  opposes  provision  at  this  time  for  deferred  examina- 
tion and  theerfore  disapproves  Sections  191  through  194  inclusive  of  S.  1042  and 
H.R.  5924. 

RESOLUTION     1 5 

Resolved,  That  the  PPLA  disapproves  in  principle  a  fixed  iwlicy  of  placing  upon 
the  applicant  the  burden  of  persuading  the  Patent  Office  that  a  claim  is  patent- 
able, and  specifically  disapproves  Sec.  137  of  S.  1042  and  H.R.  5924. 
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RESOLUTION    16 


Resolved,  That  the  PPLA  approves  in  principle  the  ex  parte  citation  of  refer- 
ences against  published  applications  but  only  approves  publication  after  allow- 
ability has  been  indicated  and  siKH-ifically  approves  Sec.  13G(a),  (b),  (c)  and 
(e  )of  S.  1042  and  H.R.  5924  if  so  limited. 


RESOLUTION    17 


Resolved,  That  the  PPLA  opposes  Sec.  136(d)  of  S.  1042  and  H.R.  5924  in  its 
present  form  but  approves  of  public  use  proceedings  as  presently  provided. 

RESOLUTION     1 8 

Resolved,  That  the  PPLA  approves  in  principle  the  development  and  mainte- 
nance in  the  Patent  Office  of  an  effective  contiiniing  quality  control  program  but 
disapproves  in  principle  publication  of  ratings  of  the  quality  of  patents  is.sued 
each  year. 

RESOLUTION    19 

Resolved,  That  the  PPLA  believes  that  the  burden  on  one  seeking  to  overcome 
the  presumption  attached  to  a  decision  refusing  claims  should  be  no  greater  than 
the  burden  on  one  seeking  to  overcome  the  presumption  attached  to  a  decision 
granting  claims,  and  therefore  specifically  disapproves  Sec.  148  of  S.  1042  and 
H.R. 5924. 

RESOLUTION    20 

Resolved,  That  the  PPLA  disapproves  the  provision  for  i-eview  of  decisions  of 
the  Court  of  Customs  and  Patent  Appeals  by  the  Court  of  ApiJeals  for  the  District 
of  Columbia,  and  specifically  disapproves  Sec.  147  of  S.  1042  and  H.R.  5924. 

RESOLUTION    21 

Resolved,  That  the  PPLA.  in  sympathy  with  the  purpose  of  promoting  the 
uniformity  of  interpretation  and  administration  of  the  patent  laws  of  the  United 
States,  the  purpose  underlying  Recommendation  XIV  of  the  President's  Com- 
mission on  the  Patent  System  approves  in  principle  the  solution  proposed  in 
Resolution  23  adopted  by  the  Patent  Section  of  the  American  Bar  Association 
at  the  August  1966  annual  meeting  of  the  Section,  whereby  sole  jurisdiction  over 
review  of  decisions  of  the  Patent  Oflice  would  be  conferred  on  a  special  court  of 
record,  established  under  Article  III  of  the  Constitution,  and  empowered  to  hear 
and  determine  in  a  trial  de  novo  issues  presented  by- the  decision  to  be  reviewed, 
and  to  hear  and  determine  an  appeal  from  any  such  trial  de  novo  or  directly 
from  the  Patent  Office  on  the  record  made  before  it. 

RESOLUTION    22 

Resolved,  That  the  PPLA  disapproves  in  principle  the  establi.shment  of  pro- 
cedures for  the  cancellation  of  patents,  at  the  instigation  of  a  third  party,  and 
specifically  disapproves  Sec.  257  of  S.  1042  and  H.R.  5924. 

RESOLUTION    2  3 

Resolved,  That  the  PPLA  favors  in  principle  the  retention  of  the  patentee's 
right  to  obtain  a  broadened  reissue  under  the  limited  circumstances  defined  by 
existing  law,  and  specifically,  disapproves  Sec.  251(c)  of  S.  1042  and  H.R.  5924. 

RESOLUTION    24 

Resolved,  That  the  PPLA  disapproves  providing  for  infringement  liability 
prior  to  patent  issuance,  and  specifically  PPLA  opposes  Sec.  273  of  S.  1042  and 
H.R. 5924. 

RESOLUTION    2  5 

Resolved.  That  the  PPLA  disapproves  determining  the  life  of  a  patent  from 
the  date  of  filing  a  preliminary  application  but  approves  determining  the  life  of  a 
patent  from  the  date  of  filing  of  a  complete  application,  and  specifically  opposes 
Sec.  154(b)   of  S.  1042  and  H.R.  5924. 
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RESOLUTION    2  6 


Resolved,  That,  if  the  life  of  a  patent  is  to  be  measured  from  the  effective 
filing  date,  the  PPLA  favors  extension  of  the  life  of  a  patent  for  a  period  equal 
to  the  delay  in  issuance  of  the  patent  after  notice  of  allowability,  and  speciticallv 
favors  Sec.  154  (c)  of  S.  1042  and  H.R.  5924. 

RESOLUTIOX    2  7 

Rcsolved.  That  the  PPLA  favors  permitting  a  terminal  disclaimer  to  overcome 
a  holding  of  double  patenting  and  specifically  opposes  Sec.  253(c)  of  S.  1042  and 
H.R. 5924. 

RESOLUTION    2  8 

Resolved,  That  the  PPLA  favors  making  importation  into  the  United  State.s 
by  any  person  ( including  the  Government  of  the  ITnited  States  for  sale  or  use 
in  the  United  States)  of  a  product  made  abroad  by  a  process  patented  in  the 
United  States  an  act  of  infringement,  and  specifically  favors  Sec.  271(b)  of 
S.  1042  and  H.R.  5924  subject  to  the  elimination  of  the  phrases  "for  purposes  of 
trade  or  use  in  trade  or  industry,"  and  "provided  patent  iirotection  for  the  proc- 
ess is  not  available  in  such  country"  and  the  insertion  of  the  phrase  "including 
the  Government  of  the  United  States"  after  "Whoever,"  in  line  1  of  Sec.  271(b). 

RESOLUTION    29 

Resolved,  That  the  PPLA  favors  creation  of  the  oflSces  of  "Civil  Commis.sioner" 
to  conduct  discovery  proceedings  up  to  pretrial  proceedings,  and  specifically 
favors  the  proposed  new  statute  28  U.S.C.  757  if  .so  limited. 

RESOLUTION    30 

Resolved,  That  the  PPLA  favors  a  statutory  advisory  council  provided  said 
council  does  not  render  reports  suggesting  patents  in  any  given  period  are  of 
high  or  low  quality  and  specifically  favors  Sec.  15  of  S.  1042  and  H.R.  .5924. 

RESOLUTION    31 

Resolved,  That  PPLA  disapproves  giving  authority  to  the  Commissioner  to 
set  fees  particularly  on  the  basis  of  a  percentage  of  cost  of  operation,  and  par- 
ticularly disapproves  Sec.  41(a)  of  S.  1042  and  H.R.  .5924,  but  approves  of  giv- 
ing the  Commissioner  authority  in  areas  other  than  .setting  the  amounts  of  fee.s, 
and  approves  Sections 41(b),  (c)  and  (d). 

RESOLUTION    3  2 

Resolved,  That  the  PPLA  favors  cooperation  on  an  international  basis,  but 
opposes  changes  in  our  law  which  work  to  the  disadvantage  of  American  citizen.s 
without  gaining  advantages  for  Americans  in  foreign  patent  systems. 

A  true  copy. 

Attest : 

William  H.  Elliott,  Jr.,  Seeretanj. 


Resolution  With  Respect  to  the  Report  of  the  President's  Commission  on 
THE  Patent  System  and  the  Patent  Reform  Act  of  1907  (As  Set  P"'orth  in 
S.  1042  AND  H.R.  5924) 

Approved  by  the  Board  of  Governors  of  the  Philadelphia  Patent  Law 
Association  on  May  S,  1907 

RESOLUTION    33 

Resolved,  That  the  PPLA  disapproves  legislation  which  would  create  an 
estoppel  against  the  patentee,  and  tho.se  in  privity  with  him  arising  out  of  an 
adjudication  limiting  the  scope  of  any  patent  claim  or  holding  it  invalid. 

Further  rexolved,  That  the  I'I'LA  is  opposed  to  Section  294  of  S.  1042  and 
H.R. 5924. 

A  t  rue  copy. 

Attest : 

William  H.  Elliott,  .Tr.,  t\<cr<t(ir!i. 
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Resolution  23  Adopted  by  the  American  T^ak  Association 
AT  ^Montreal,  August  1'.)(>(; 

Ncsolrcd.  That  the  Aiiu'rican  liar  Assochitioii  approves  in  i)riin-iph'  the  ap- 
I)oiiitinent  of  lawyers  experienced  in  patent  hnv  as  judj^es  of  a  Federal  court  of 
record  estahlished  under  Article  III  of  the  Constitution  of  the  I'liited  States 
and  the  utilization  of  such  juds^s  to  sit.  from  time  to  time,  in  any  United  States 
Court  of  Appeals  by  designation  i)ursuant  to  Chapter  lo  of  Title  28,  United 
States  Code ; 

And  in  specific  implementation  of  the  foregoing  resolution,  and  for  the  addi- 
tional purpose  of  promoting  the  uniformity  of  interpretation  and  administra- 
tion of  the  patent  laws  of  the  United  States  in  The  review  of  rulings  of  the 
Patent  Office,  he  it  further:  Rcsolrcd,  That  the  American  Bar  Association  favors 
the  revision  of  Titles  28  and  .">.".  T'nited  States  Code,  to  confer  sole  jurisdiction 
over  review  of  decisions  of  the  Patent  Office  on  a  court  of  record  not  a  district 
court  of  the  United  States,  estahlished  under  Article  III  of  the  Constitution  of 
the  United  States,  consisting  of  not  less  than  nine  judg(>s  sjiecially  (pialified  in 
the  law  of  intellectual  property,  any  one  of  whf)m  is  empowered  to  hear  and 
determine  in  a  trial  de  novo  pursuant  to  the  Federal  Rules  of  Civil  I'rocedure 
<^he  issues  presented  by  the  decision  to  be  reviewed,  and  any  division  of  three 
of  whom  (exclusive  of  the  trial  judge  in  a  given  case)  is  empowered  to  hear 
and  determine  an  appeal  from  any  such  trial  de  novo  or  directly  from  the  Patent 
Office  on  the  record  made  before  it ;  and  the  powers  and  procedures  of  the 
court  within  its  appellate  jurisdiction,  including  sessions  en  banc,  and  the 
review  of  its  ai)pellate  decisions,  shall  conform  to  like  powers,  procedures,  juid 
review  applicable  to  the  courts  of  appeals  of  the  United  States. 


The  Philadelphia  Patent  Law  Association, 

FhiIa(Jcli>hia,  Pa.,  May  26,  lUOl. 
Senator  Quentin  N.  Burdick, 
U.S.  Senate, 
Washington,  D.C. 

Dear  Senator  Burdick  :  On  behalf  of  The  Philadelphia  Patent  Law  Associa- 
tion, we  want  to  thank  the  Senate  Subcommittee  on  Patents,  Trademarks  and 
Copyrights  for  giving  us  the  opportunity  to  testify  in  regard  to  S.  1()42  last 
Thursday,  May  18th.  At  the  hearings  you  may  re<-all  that  you  invited  John  C. 
Dorfman.  Esquire  to  see  if  The  I'hiladelphia  Patent  Law  Association  could  pro- 
pose some  revised  language  for  Section  1.3.")  of  the  present  law  dealing  with  inter- 
fer'ences  along  the  lines  of  the  proix)sal  in  our  statement.  We  have  done  this  and 
are  enclosing  a  proposed  revision  of  Section  1,3.")  which  has  the  approval  of  the 
Board  of  Governors  of  The  Philadelphia  Patent  Laav  Association.  While  you  will 
appreciate  from  our  .statement  that  we  have  ideas  about  other  Sections,  in  line 
with  your  request  we  have  confined  our  present  proposal  to  Section  13.">  only. 
This  proposal  should  be  considered  in  the  context  of  the  present  Statute  and 
is  ba.sed  on  Resolution  6  of  The  Philadelphia  Patent  Law  Association  appended 
to  our  Statement. 

If  you  would  like  to  discuss  this  proposal  with  us,  we  will  be  glad  to  do  so  and 
if  there  are  any  other  Sections  of  the  Patent  Statute  on  which  you  would  like  our 
recommendations,  we  will  be  glad  to  cooperate  with  you. 

Thank  you  again  for  the  courtesy  extended  to  our  delegation  at  the  hearings. 
Very  truly  yours, 

Robert  B.  Washburn,  President. 

Proposed  Revision  of  So  U.S.C.  135,  Interferences 

(a)  Whenever  there  are  two  or  more  co-pending  applications  for  patents 
which,  in  the  opinion  of  the  Commissioner,  would  interfere  with  each  other,  he 
shall,  upon  determination  of  patentability  and  pa.^Tiient  of  the  prescribed  final 
fee,  issue  a  patent  on  the  first  such  application  filed  and  reject  interfering  claims 
of  any  junior  application  on  the  issued  patent. 

(  b )  Any  person  believing  himself  entitled  to  a  patent  including  one  or  more 
claims  which  are  the  same  as,  or  for  the  same  or  substantially  the  same  subject 
matter  as,  one  or  more  claims  of  an  issued  patent  may,  within  one  year  from  the 
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date  upon  which  the  patent  was  granted,  peation  the  Commissioner  to  declare 
an  interference  proceeding,  presenting  claims  to  such  subject  matter  in  a  patent 
application  and  identifying  the  interfering  subject  matter.  Upon  determination 
that  interfering  subject  matter  does  exist,  the  Commissioner  shall  declare  an 
interference  and  shall  give  notice  thereof  to  the  applicant  and  the  patentee.  The 
question  of  priority  of  invention  shall  be  determined  by  a  board  of  patent  inter- 
ferences (constituting  of  three  examiners  of  interferences)  whose  decision,  if 
adverse  to  the  applicant,  shall  constitute  the  final  refusal  by  the  Patent  Office 
of  the  claims  involved.  If  the  board's  decision  is  favorable  to  the  applicant,  the 
Commissioner  shall  issue  a  patent  to  the  applicant.  A  final  judgment  adverse  to 
the  patentee  from  which  no  appeal  or  other  review  has  been  or  can  be  taken  or 
had,  shall  constitute  cancellation  of  the  claim  involved  from  the  patent,  and 
notice  thereof  shall  be  endorsed  on  copies  of  the  patent  thereafter  distributed 
by  the  Patent  Office. 

(c)  The  failure  of  any  applicant  to  petition  the  Commissioner  under  (b)  above 
shall  not  estop  such  applicant  thereafter  from  asserting  the  defense  of  prior 
knowledge  or  use  or  any  other  defense  available  to  such  applicant. 

Retain  present  subsection  (c)  but  renumbered  as  (d). 

Mr.  Brennan.  Mr.  Peter  Cost  as,  president  of  the  Connecticut  Patent 
Law  Association. 

STATEMENT    OF    PETER    L.    COSTAS,    PRESIDENT,    CONNECTICUT 
PATENT  LAW  ASSOCIATION 

Mr.  CosTAS.  I  have  submitted  a  prepared  statement.  I  ask  that  it  be 
entered  in  the  record.  I  will  not  attempt  to  summarize  my  summary, 
but  will  just  be  as  brief  as  possible. 

First  of  all,  most  of  the  patent  practitioners  in  this  country  feel  that 
the  system  that  we  have  is  inherently  sound  and  that  the  cure  for  any 
ills  it  may  have  does  not  come  about  by  executing  the  patient,  but 
rather  by  looking  for  ways  to  make  him  better.  I  think  the  problems  we 
are  hearing  are  largely  problems  with  respect  to  operation  of  the 
Patent  Office  itself. 

To  be  sure,  the  patent  attorneys  can  do  a  little  to  help,  to  move 
things  along  in  the  Patent  Office,  but  basically,  the  Patent  Office's  diffi- 
culty is  in  lack  of  experienced  personnel,  lack  of  adequate  searching 
facilities,  lack  of  ability  to  keep  personnel.  They  have  lots  of  young 
examiners  who  take  up  lots  of  time  of  the  senior  examiners,  but  they 
hold  very  few  of  the  truly  competent  senior  examiners.  These  are  the 
people  who  can  be  productive. 

I  myself,  can  generally  say  I  am  fortunate  in  my  dealings  with  the 
Patent  Office.  I  have  foinid  very  few  examiners  whom  I  can  regard  as 
incompetent.  I  have  found  them  generally  to  be  very  cooperative.  But 
I  must  confess  that  the  level  of  their  experience  in  many  instances  is 
well  below  wdiat  is  required  to  achieve  optimum  operation  of  the  Patent 
Office.  I  think  part  of  this  is  due  to  the  fact  that  w^e  have  the  grade 
levels,  the  GS  grade  levels,  which  say  that  there  can  be  x  number  of 
people  at  GS-14, 15,  and  so  on,  so  you  are  not  providing  an  incentive  to 
keep  these  people  in  the  Patent  Office  at  $15,000  or  $16,000  a  year  Avhen 
they  can  go  out  into  private  or  corporate  practice  at  $25,000  a  year. 
You  are  losing  many  of  them.  You  are  losing  the  efficiency  of  the 
Patent  Office.  When  you  do  not  provide  them  the  tools  to  really  move 
along  rapidly  in  making  the  searclies  and  making  the  examinations, 
this  is  an  error. 

The  Patent  OfFce  has  come  out  with  many  suggestions  as  to  what  to 
do.  All  of  a  sudden,  this  is  going  to  be  scrapped,  Mith  the  idea 


267 

of  let  us  issue  patents  as  fast  as  we  can  and  issue  them  to  the  first  to 
tile.  This  is  a  very,  very  serious  change  from  what  we  have  done  in  the 
past,  which  is  to  pursue  not  only  the  "concept  of  invention,  but  the  con- 
cept of  perfection  of  invention.  To  that  extent  the  inventions  or  most 
of  the  patents  issued  in  this  country  have  at  least  seen  some  form  of 
reduction  to  practice  before  they  are  ever  filed  as  applications. 

This  is  not  true  in  Europe.  In  P^urope,  where  they  do  maintain 
this  conce})t  of  novelty  in  the  rush  of  the  patent  oflice,  tliere  is  sheer 
o-arbag-e,  oentlemen,  fi'led  in  the  patent  oflices  of  these  countries.  We 
in  the  United  States  who  are  faced  with  the  idea  of  trying  to  get  our 
patents  in  a  form  suitable  for  filing  in  the  U.S.  Patent  Office  are 
aware  of  just  how  poorly  this  European  system  works,  and  frankly, 
we  want  no  part  of  it.  But  we  have  seen  in  this  country  great  indus- 
trial expansion,  great  incentive  for  research  and  development.  We 
have  seen  great  venture  of  private  capital  to  bring  new  ideas  to  the 
marketplace  and  to  perfect  them.  This  is  one  of  the  reasons  why  all 
of  us  sit  here  enjoving  the  economv  that  we  do. 

It  is  quite  well  known,  as  I  think  the  statistics  set  forth  by  the 
Commissioner  and  the  Assistant  Secretary  of  Commerce  bring  out, 
that  many  of  the  patent  applications  filed  in  this  country  are  filed 
abroad,  and  frankly,  I  think  it  is  the  quality  of  the  patent  applica- 
tions filed  in  this  country  that  keeps  many  of  the  foreign  patent 
systems  going. 

'  The  comment  has  been  made  that  we  should  seek  harmonization. 
I  would  like  to  repeat  what  has  been  said  previously.  I  think  it 
would  be  a  Avonderful  idea  if  we  could  in  fact  find  some  basis  for  an 
international  patent.  But  as  a  practical  matter,  the  Common  ^Market 
has  been  working  on  a  Common  Market  patent  for  10  years  and  is 
no  closed  now  than  they  were  10  years  ago.  Yet  this  is  basically  what 
the  Commissioner  of  Patents  and  the  Assistant  Secretary  of  Com- 
merce come  to  us  and  ask  us — ^let  us  scrap  our  system  and  see  if  we 
can  find  one  which  harmonizes  with  that  of  France,  Germany,  Italy, 
so  we  can  work  toward  an  international  patent. 

Frankly,  our  system  works  better.  Many  Europeans  admit  this 
privately  to  us,  some  admit  it  publicily.  Yet  we  are  to  scrap  our  sys- 
tem in  favor  of  the  French  system.  Frankly.  I  think  this  is  wrong. 
Our  economy  looks  a  lot  better  than  that  of  France ;  our  technology 
looks  a  lot  better  than  that  of  Italy. 

Senator  McClellan.  You  are  against  the  bill  ? 

Mr.  CosTAS.  I  am  against  the  concept  of  first  to  file  and  many  of  tjie 
provisions  which  are  based  on  this  concept  of  first  to  file,  ISIr.  Chair- 
man. I  think  the  bulk  of  the  patent  world  is,  too.  I  think  most  of 
our  170  members  have  no  problem.  We  have  come  to  the  conclusion 
by  about  a  00-percent  ratio  that  we  were  unalterably  opposed  to  the 
first-to-file  principle. 

Many  work  for  large  corporations,  many  work  for  small  corpora- 
tions, many  work  for  private  people— but  they  were  all  agreed  that 
it  cures  nothing.  Much  is  being  said  about  the  first-to-file  principle. 
When  it  is  analyzed,  we  can  show  you  that  ever3i:hing  that  it  is  sup- 
posed to  do  is  actually  going  to  produce  greater  harm. 

The  backlog  in  the  Patent  Office  will  be  reduced  no  more.  The 
applications  will  be  going  in  in  greater  abundance  because  you  are 
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goins;  to  file  on  everytliino;.  You  are  not  going  to  screen  what  you 
are  filing  in  the  Patent  Office.  Of  the  disclosures  that  now  come  into 
my  office  in  private  practice,  only  a  third  is  ultimately  filed  in  the 
UlS.  Patent  Office. 

Probably  twice  as  many  will  be  going  into  final  applications,  because 
at  the  end  of  1  year  we  have  still  not  decided  whether  we  are  going  to 
go  forward  with  the  development  or  not.  This  is  what  you  are  going  to 
be  getting  in  the  Patent  Office.  So  where  is  your  backlog  going  to  be 
reduced  ^  It  is  not. 

They  talk  of  interference  being  the  great  bugaboo.  Very  few  of  the 
applications  in  interference  actually  go  through  full  proceedings  as 
long  as  one  of  the  parties  realizes  he  is  going  to  lose.  I  have  been 
practicing  11  years.  I  have  never  had  one  interference  go  past  the 
motion  period,  and  very  few  of  my  patent  applications  have  been 
involved  in  interference. 

Xow,  we  have  the  problem — I  am  sure  that  the  committee  is  won- 
dering why  there  is  apparent  disunity  on  the  part  of  the  patent 
profession  \vith  respect  to  these  proposals  ?  I  would  like  to  point  out  the 
haste  with  which  this  bill  was  submitted  to  Congress.  As  you  know, 
the  President's  Commission  issued  its  report  in  December;  this  bill 
was  submitted  to  the  Congress  in  early  February.  There  was  no  oppor- 
tunity, no  incentive,  no  request  whatsoever  that  the  patent  profession 
consult  with  the  draftsmen  of  this  piece  of  legislation.  In  fact,  ^ye  did 
ask  for  that  opportunity  and  were  turned  down.  They  said  when  it  gets 
to  Congress  consult  with  the  committee. 

This  is  hardly  the  thing  to  do  if  you  are  looking  to  provide  a 
polished,  reasonably  intelligent  interpretation  of  the  required  changes 
in  the  law,  because  there  are  a  lot  of  people  who  have  many  things  to 
say  about  these  changes.  Dialog  is  what  is  necessary,  not  monolog. 
Unfortunately,  what  we  have  seen  is  monolog. 

I  question  who  is  calling  for  these  basic  changes  in  our  patent 
statutes.  It  is  not  the  patent  practitioners  themselves.  It  is  not  the 
inventors ;  it  is  not  the  companies. 

Who  is  calling  for  these  changes?  It  seems  that  it  is  the  Assistant 
Secretary  of  Commerce  or  the  Commissioner  of  Patents  saying,  I  am 
incapable  of  solving  our  problems.  And  who  else  ?  I  am  still  not  sure. 

To  be  sure,  the  patent  profession  recognizes  the  need  for  some 
changes.  S.  1042  includes  some  good  changes.  But  when  you  say  we  are 
going  to  scrap  the  age-old  concepts  of  our  patent  system  which  have 
worked  well  for  130  years  in  favor  of  the  principles  which  are  not 
working  quite  so  well  in  Europe,  there  is  something  fundamentally 
wrong. 

The  last  few  points  I  would  like  to  make  are  about  the  fact  that  I 
notice  that  the  Commissioner  has  more  or  less  indicated  that  the  Dodd 
bill  provides  very  few^  changes  and  that  in  effect,  he  is  trying  to 
compare  it  to  1042.  I  would  like  to  say  that  the  Dodd  bill  does  not 
represent  complete  accord  with  the  position  of  the  Connecticut  Patent 
Law  Association.  We  feel  that  additional  changes  might  appear  in 
that  bill. 

By  the  same  token,  the  Dodd  bill  incorporates  changes  which  are 
generally  accepted  throughout  the  patent  profession  as  being  desirable 
changes.  It,  in  terms  of  the  interferences,  attempts  to  encourage  the 
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earlier  filino;  of  patent  applications  by  limit inff  a  party  in  an  inter- 
ference proceedinii  to  proving  dates  not  more  tlian  '2  years  prior 
to  the  filing  date  of  his  application.  So  he  cannot  sit  on  his  hands 
forever  because  if  somebody  comes  in  a  year  befoi'e  lie  does  and  has  a 
conception  date  2  years  prior,  the  fact  that  the  fellow  may  have  had 
it  5  years  earlier  does  not  mean  a  thing.  But  by  the  same  token,  there 
is  a  rale  being  applied  in  this  need  to  get  the  inventor  to  file  earlier. 

As  far  as  tlie  current  interfei-ence  proceedings  go,  the  gentleman 
from  the  Philade1i)hia  Patent  Law  Association  pointed  out  that  the 
Patent  Office  is  following  a  ])r()cedure  which  is  issuing  [)atents  to  a 
person  having  a  filing  date  more  than  (5  months  prior  to  the  filing  date 
of  the  second  applicant.  Then  that  second  applicant  has  the  option 
of  seeking  to  declare  interference  by  copying  claims  from  that  patent 
for  1  year.  So  in  a  sense,  there  has  been  a  tendency  toward  reducing 
the  amount  of  interference  declared  by  the  Patent  Office. 

So  I  think  it  is  wrong  if  this  constant  stress  is  made  ui)on  inter- 
ference being  a  big  bugaboo.  They  involve  a  total  of  less  than  1  i)er- 
cent  of  the  applications,  and  they  very  rarely  involve  the  amounts  of 
time  being  talked  about  when  they  talk  about  the  abuses  and  con- 
sumption of  time  of  personnel  in  the  Patent  Office. 

The  Dodd  bill  on  this  question  of  importation,  by  the  way,  does  not 
limit  the  right  to  restrict  the  imported  material  to  being  from  a  coun- 
try in  which  patent  protection  upon  that  material  was  not  obtainable. 
If  you  Avere  to  follow  the  proposal  of  1042,  what  it  says  is  that  you 
must  seek  protection  in  100-some  countries.  If  that  country  should,  as 
in  the  case  of  Italy  and  France,  refuse  protection  upon  some  drug 
products,  then  you  would  be  able  to  keep  them  out.  That  is  a  condition. 

But  if  we  are  seeing  someone  who  has  made  a  very  significant  con- 
tribution in  the  terms  of  process  in  this  country,  we  are  trying  to 
all'ord  him  the  protection  to  which  he  is  entitled,  and  that  would  be 
excluding  infringing  material.  You  do  not  do  this  by  saying  he  has 
to  find  out  about  and  make  efforts  to  get  protection  in  every  country 
of  the  world,  because  all  it  means  is  somebody  turns  to  Gambia  or  some 
place  else  and  starts  o])erating  over  there.  It  is  a  shallow  protection 
that  would  be  accorded  by  1042. 

The  last  thing  I  would  like  to  suggest  is  that  the  Dodd  bill  has  a 
number  of  features  which  do  provide  some  significant  improvements. 
First  of  all,  it  deletes  the  requirement  that  a  foreign  publication  be 
printed.  Many  publications  are  not  truly  printed.  This  word  has  pro- 
duced lots  of  controversy  between  the  attorneys.  But  just  removing  the 
word  "printed"  from  publication,  ends  this.  A  Xerox  print,  photograph 
what  have  you — these  are  all  publications,  concrete  documents.  They 
are  things  which  are  ca])able  of  proof,  rather  than  being  subjected  to 
the  vagaries  of  somebody's  recollection. 

The  concept  of  using' prior  use  or  sale  anywhere  in  the  world  as  a 
bar  to  patentabilitv— this  is  frightful.  Just^ecently,  gentlemen,  one 
of  my  clients  had  to  decide  on  whether  to  invest  $250,000  in  tooling 
up  for  a  new  process.  This  is  not  a  large  company,  but  a  comi)any 
which  has  less  than  a  few  million  dollars  in  assets.  To  them  $250,000  is 
a  great  deal  of  money.  It  is  a  great  deal  of  money  to  most  people.  But 
they  did  so  on  the  basis  that  the  Patent  Office,  after  5  years,  was  allow- 
ing" claims  on  their  patent  ajiplications.  We  had  conducted  searches 
in  Germany,  France,  Great  Britain,  and  the  United  States,  and  in 
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literature,  and  had  found  no  better  prior  art  than  that  which  we  called 
to  the  attention  of  the  Patent  Office.  Therefore,  I  could  go  to  that 
board  of  directors  and  sa^',  gentlemen,  with  at  least  some  reasonable 
degree  of  certainty,  I  flunk  the  claims  on  our  patent  will  be  quite 
sustainable.  Therefore,  gentlemen,  I  would  encourage  you  to  take  the 
risk  of  the  capital  we  are  talking  about. 

What  you  would  be  doing  with  1042,  as  suggested  by  the  Patent 
Office  bill  here,  would  be  to  suggest  that  so  long  as  somebody  could 
look  long  enough  and  hard  enough  and  perhaps  find  a  witch  doctor 
in  Gambia,  he  can  knock  out  a  patent.  We  are  trying  to  encourage 
investment  in  capital  expenditures,  trying  to  encourage  expenditures 
of  effort.  If  what  we  do  is  put  the  fear  of  God  into  inventors  and 
people  who  have  to  spend  the  money,  the  capital — what  we  are  doing 
is  great  harm,  gentlemen. 

(The  completed  statement  of  Mr.  Costas  follows:) 

Statement  of  Peter  L.  Costas,  President  of  the  Connecticut  Patent  Law 

Association 

Mr.  Chairmen  and  Members  of  the  Committee :  The  Connecticut  Patent  Law 
Association  greatly  appreciates  the  opportunity  which  you  have  given  to  me  as  its 
President  to  testify  with  respect  to  the  "Patent  Reform  Act  of  1967,"  S.  1042  in- 
troduced by  Senator  McClellan,  and  simultaneously  with  respect  to  the  bill  spon- 
sored by  Senators  Dodd  and  Ribicoff  of  our  State,  S.  1691. 

So  that  you  may  appreciate  the  nature  of  the  viewpoints  of  our  Associatinu,  I 
should  like  to  briefly  comment  uix)n  its  makeup.  The  Connecticut  Patent  Law 
Association  has  approximately  170  members  from  both  corporate  and  private 
practice.  Industry  in  the  State  of  Connecticut  is  highly  research  and  development 
oriented  as  can  be  seen  by  the  number  of  patents  issued  per  person  in  the  State  of 
Connecticut.  Although  Connecticut  does  have  a  number  of  the  very  large  corpo- 
rations within  its  industrial  community,  the  great  preponderance  of  industrial 
and  developmental  activity  within  the  State  is  by  small  and  medium  sized  corpo- 
rations and  by  individuai  inventors.  Perhaps  Yankee  ingenuity  is  a  term  that 
may  be  applied  to  activity  in  the  State  of  Connecticut.  I  myself  am  in  private 
practice  and,  although  our  firm  represents  to  a  small  part  several  divisions  of 
large  corporations,  by  far  the  bulk  of  our  practice  is  directed  to  representation  of 
small  and  medium  sized  corporations  and  many  individual  inventors. 

First  of  all,  our  Association  wishes  to  commend  to  you  the  guiding  principles 
of  the  present  Patent  Statutes  as  both  workable  and  successful  in  providing  the 
stimulus  for  progress  in  science  and  the  useful  arts.  The  position  of  industrial 
and  technological  leadership  in  which  the  United  States  enjoys  and  the  many  mil- 
lions of  dollars  enuring  to  United  States  industry  in  foreign  markets  by  royalties 
and  sales  protected  by  patents  is  clear  evidence  of  such  success. 

It  is  the  great  concern  of  The  Connecticut  Patent  Law  Association  that  the 
efforts  to  seek  change  evidenced  in  the  report  of  the  Presidential  Commission  and 
in  S.  1042  may  achieve  that  change  but  with  great  harm  to  the  incentives  for  re- 
search and  development  rather  than  with  promotion  of  such  research  and  devel- 
opment. We  are  gravely  concerne<:l  that  a  bill  such  as  S.  1042  should  come  before 
this  body  as  an  Administration  proposal  without  the  prior  opportunity  for  true 
dialogiie  between  the  framers  of  the  bill  and  the  patent  profession  and  individual 
inventors.  Certainly,  legislation  seeking  to  effect  broad  and  sweer>ing  changes 
in  the  laws  which  have  governed  the  protection  of  industrial  proi)erty  in  this 
country  since  1836  merits  considered  scrutiny  and  deliberation  i-ather  than  haste 
in  effecting  change. 

Our  Association  can  join  in  supporting  the  laudatory  objectives  of  the  Presi- 
dential Commission  and  we,  too,  can  favor  statutory  changes  to  cure  specific 
deficiencies  to  the  extent  that  such  changes  will  not  introduce  greater  problems. 
However,  after  our  extensive  review  of  the  report  of  the  Presidential  Commis- 
sion and  of  Senate  Rill  1042,  we  find  much  to  create  fear  that  the  proposals 
would  result  in  the  diminution  of  the  patent  incentives  for  the  stimulation  of  re- 
search and  development  as  we  know  it  and  particularly  for  the  stimulation  of 
research  and  development  by  individual  inventors  and  smaller  corporations.  This 
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Is  not  intended  to  indicate  that  we  feel  that  hiri?e  corporations  will  i»rofit  l>y  the 
sweeping  changes  proposed,  for  they,  too,  will  lind  considerable  problems  but 
their  financial  resources  will  better  enable  them  to  meet  the  increased  demands 
of  the  advocated  ■"reforms." 

I  should  like  to  clearly  indicate  that  our  Association  overwhelmingly  endorses 
Senate  Bill  lt!!)l  by  Senators  Dodd  and  RibicoJf  in  preference  to  Senate  P.ill  ]()42. 
This  is  not  to  say  that  our  Association  agrees  whoh'heartedly  with  all  provisions 
of  Senate  Bill  1G91  because  we  do  feel  that  certain  additional  changes  would  be 
desirable.  Conversely,  our  Association  is  overwhelmingly  opposed  to  Senate  Bill 
1042  and  hopes  that  this  Committee  will  exercise  the  wisdom  which  it  has  shown 
in  the  past  in  closely  scrutinizing  the  harm  which  might  result  from  the  pro- 
posed changes. 

The   Concept   of    First    To   File    and   the   Related    Provisions    Regarding 
Elimination  of  Interferences,  and  Grace  Period  and  Prior  Art 

Turning  first  to  the  principal  proposals  of  abandoning  the  concept  of  rewarding 
the  first  inventor  in  favor  of  the  first  to  file  his  patent  application  and  the  elimi- 
nation of  the  grace  period,  we  are  overwhelmingly  opposed  to  such  changes  in 
the  law.  In  this  country,  the  concept  of  first  to  invent  rather  than  first  to  file  has 
encouraged  the  adequate  development  of  ideas  prior  to  the  submission  of  those 
Ideas  to  the  Patent  Office  in  the  form  of  a  patent  application.  Underlying  the 
concept  of  the  contract  theory  for  the  granting  of  patents  is  a  desire  to  make 
available  to  the  public  as  complete  and  operative  disclosure  as  possible,  which 
preferably  is  of  the  optimum  embodiment.  While  inspiration  may  occur  overnight, 
the  reduction  of  that  inspiration  to  a  practical  commercial  api)aratus,  process  or 
composition  oftentimes  takes  many,  many  months  of  research  and  testing.  The 
Presidential  Commission  would  have  us  believe  that  delaying  the  filing  of  that 
patent  application  until  that  research  and  te.sting  has  been  completed  denies  to 
the  public  any  early  disclosure  of  the  basic  invention.  To  be  sure,  this  may  be  true 
in  part,  but  it  provides  a  disclosure  to  the  public  of  the  complete  invention,  a 
polished  development  rather  than  some  abstract  presentation  of  ideas. 

It  is  not  sufficient  that  the  applicant  will  have  a  year  in  which  to  perfect  his 
development  and  then  to  file  a  complete  specification  because  in  many  instances 
far  more  than  a  year  is  required  to  complete  that  development.  It  would  appear 
that  jjreliminary  disclosures  would  have  to  be  filed  with  respect  to  each  and 
every  possible  novel  development  developed  during  the  program  and  that  at  the 
end  of  one  year  from  the  date  of  the  first  disclosure  someone  would  spend  a  con- 
siderable amount  of  time  in  attempting  to  discern  which  of  these  individual 
disclosures  should  be  tied  together  in  a  single  patent  application. 

It  is  contended  that  these  preliminary  disclosures  might  be  filed  by  the  inven- 
tors themselves  rather  than  by  trained  legal  counsel  so  that  the  cost  be  relatively 
minimal.  Since  many  of  you  are  attorneys,  you  can  well  appreciate  the  significance 
of  the  recommendation  to  laymen  that  they  independently  of  counsel  evaluate 
their  developments  and  file  disclosures  which  may  later  constitute  admissions 
u.seful  against  them  either  in  infringement  proceedings  or  in  restricting  the 
scope  of  an  invention.  It  is  most  unlikely  that  any  corporation  with  resources 
adequate  to  hire  the  greatly  increased  number  of  attorneys  required  to  frequently 
review  ideas,  prepare  preliminary  applications  and  safeguard  the  interests  of 
the  company  would  ever  permit  such  an  occurrence.  Yet  we  would  be  certainly 
encouraging  the  individual  inventor  and  the  smaller  corporations  without  ade- 
quate resources  to  engage  in  such  a  dangerous  practice. 

It  is  contended  that  the  elimination  of  interferences  will  greatly  reduce  the 
workload  upon  the  Patent  Office.  By  the  statistics  of  the  Patent  Office  itself,  inter- 
ferences presently  involve  less  than  one  per  cent  of  the  applications  filed.  In 
other  words,  ninety-nine  per  cent  of  the  patent  applications  are  to  be  subjected 
to  radically  different  procedures  and  tests  for  invention  in  order  to  cure  problems 
apparently  arising  with  less  than  one  per  cent  of  the  applications  filed.  But  will 
the  new  procedure  reduce  the  workload  upon  the  Patent  Office?  AVe  submit  that 
it  would  not. 

It  would  not  be  uncommon  for  a  final,  complete  application  to  be  based  upon 
several  preliminary  disclosures  as  is  the  case  in  England  which  utilizes  the 
procedure  proposed  here.  Upon  the  filing  of  the  complete  application,  the  Exam- 
iner would  have  to  scrutinize  the  prior  disclosures  upon  which  the  application 
was    based    and    attempt    to    determine    the    dates    upon    which    the    applicant 
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could  rely  for  the  purposes  of  applying  prior  art.  He  would,  of  cour.^e.  he  roii- 
fronted  with  the  additional  paper  represented  hy  the  preliminary  disclosures 
and  there  woiild  be  protracted  correspondence  between  the  I'atent  office  and  an 
applicant  with  respect  to  the  effective  date  upon  which  he  might  rely  for  a  certain 
portion  of  his  disclosures  in  order  to  avoid  a  prior  publication  or  the  tiling  date 
of  an  application  tiled  by  another. 

It  is  also  predictable  that  a  Patent  Office  Examiner  would  be  faced  with  a 
problem  aggravated  by  the  need  for  filing  patent  applications  at  the  earliest 
possible  date:  namely,  determining  whether  the  disclosure  is  complete  and  opera- 
ble. It  is  equally  predictable  that  extensive  tests  would  have  to  he  performed 
after  filing  of  the  application  in  order  to  meet  grounds  of  rejection  which  could 
have  been  avoided  had  the  application  been  filed  at  a  time  when  the  development 
had  truly  been  completed. 

What  about  the  expense  of  the  so-called  preliminary  applications?  As  indicated 
previously,  the  protection  of  the  interests  of  the  inventor  would  dictate  his  obtain- 
ing patent  counsel  to  the  extent  that  this  is  financially  possible.  Preliminary  fil- 
ings will  occur  with  respect  to  developments  which  are  at  best  highly  speculative 
and  which  might  never  have  nmtured  into  patent  applications  had  the  impetus  for 
a  rush  to  the  Patent  Office  not  occurred.  It  is  well  known  that  only  a  small  pro- 
portion of  the  novel  concepts  are  the  subject  of  patent  applications  since  many 
are  abandoned  at  various  stages  during  their  gestation.  However,  what  inventor 
or  company  could  afford  to  speculate  in  advance  as  to  the  likelihood  of  a  develop- 
ment carrying  through  to  fruition?  Under  the  proposed  system,  he  must  file  his 
preliminary  disclosure. 

It  has  been  proposed  that  the.se  preliminary  discosures  would  eliniiimte  the 
necessity  for  record  keeping,  but  records  must  be  maintained  by  any  organiza- 
tion engaged  in  development  for  its  own  logical  developmental  activities.  Thus, 
there  would  be  no  saving  in  the  time  necessary  to  maintain  ade(piate  records 
which  are  desirable  in  any  event  but  there  would  be  an  increase  in  time  re- 
quired for  the  preparation  of  preliminary  disclosures  and  the  consultation  with 
counsel  with  respect  thereto  if  the  inventor  or  his  company  is  fortunate  enough 
to  possess  the  financial  means. 

Far  from  encouraging  early  disclosure  of  developments  through  the  prelimi- 
nary application  route,  the  principles  of  first  to  file  and  elimination  of  the 
grace  period  would  breed  an  atmosphere  of  distrust  and  secrecy  that  could 
work  detriment  to  individual  inventors  and  smaller  companies.  The  inventor, 
of  necessity,  would  either  file  this  preliminary  disclosure  based  upon  what  in- 
formation he  had  at  hand  or  struggle  to  perfect  the  development  without  seek- 
ing the  advice  of  other  persons  whom  he  might  fear  would  approjiriate  his 
development.  His  con.stant  concern  would  be  that  a  permature  leakage  of  his 
development  during  the  time  when  he  was  making  reasonable  eft"orts  to  ascertain 
its  metes  and  bounds  could  re.s-ult  in  the  filing  of  a  patent  apitlicatioii  by  aiiother 
person  and  thus  preclude  his  right  to  obtain  a  patent  unless  he  could  establish 
derivation  from  him. 

Under  existing  law,  the  inventor  or  his  company  can  reasonably  deal  with 
third  parties  in  an  effort  to  obtain  assistance  with  respect  to  perfection  of 
a  development  or  with  respect  to  possible  sale  or  licensing  of  a  development 
or  with  respect  to  determining  the  feasibility  and  therefore  the  financial  de- 
sirability of  pursuing  a  development  further.  All  this  would  be  .scrai)ped  by  a 
.system  of  first  to  file  and  elimination  of  the  grace  period  in  favor  of  a  hurried 
ru^h  to  the  Patent  Office  despite  the  expense. 

The  elimination  of  the  gi'ace  period  also  presents  eother  problems.  In  many 
instances,  a  development  actually  occurs  in  a  commercial  situation  as,  for  ex- 
ample, an  engineer  making  innovations  in  an  operation  procedure  in  a  manu- 
facturing operation  or  in  the  assembly  of  a  structure  within  puldic  view.  The 
strict  application  of  public  use  would  bar  patentability  for  what  might  neverthe- 
less be  a  very  significant  contribution. 

Our  Association  strongly  recommends  the  retention  of  Patent  Office  inter- 
ferences to  determine  the  prior  inventor  in  accordan<'e  with  existing  law.  We 
do  recognize  the  need  for  continuing  improvement  in  the  procedures  employed 
and  point  out  that  the  Patent  Office  has  recently  put  into  effect  a  sweeping 
change  in  the  rules  which  has  not  yet  been  evaluated.  It  is  our  feeling  that 
certain  changes  may  be  made  in  interference  itractice  to  expedite  nnitters  and 
reduce  the  workload  upon  the  Patent  Office  in  the  relatively  few  ai>plications 
involved  in  such  proceedings. 
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First  of  all.  we  suggest  the  eliminatitui  of  the  present  provisions  for  the 
taking  of  oral  testimony  and  the  substitution  therefor  of  the  submission  of 
evidenee  on  the  basis  of  athdavlts  and  supporting  documents.  We  further 
reeommeiid  that  the  reasonably  early  filing  of  patent  applications  be  en- 
couraged and  the  oftentimes  extensive  periods  of  controversy  rc(iuced  by  limit- 
ing the  important  dates  prior  to  the  tiling  of  his  application  wliich  an  Ai)]ilicant 
would  be  able  to  olitain.  Siiecitically.  we  suggest  that  an  Aitplicant  be  limited 
to  a  date  of  <-oiiception  of  not  more  than  two  years  prior  to  the  hling  date 
of  his  application  and  a  date  of  reduction  to  practice  of  not  more  than  one  year 
prior  to  the  tiling  date  of  his  application.  Tlius,  an  Api>licant  who  uncon- 
scionably sat  uiKin  an  invention  winild  run  the  risk  of  not  being  able  to  go 
back  to  his  earliest  possible  date  and  thereby  losing  an  interference  proceed- 
ing to  another  person  who  had  earlier  Hied  his  application. 

We  sincerely  believe  that  other  possibilities  might  be  explored  for  re<lucing 
the  workload  involved  in  interferences  and  commend  to  the  I'atent  Office  the 
desirability  of  establishing  a  .ioint  committee  of  senior  I'atent  Examiners 
and  patent  attorneys  in  corporate  and  private  i)ractice  to  review  this  problem 
in  conxirurlhr  dialogues.  However,  the  fact  that  one  percent  of  the  patent 
applications  become  involved  in  interferences  which  at  times  can  be  extended 
and  protracted  proceedings  does  no  justify  .scrai)ping  of  the  concept  of  the 
first  to  invent  or  the  initial  determination  of  the  question  of  inventorship  in 
the  Patent  Office.  For  the  edification  of  the  Committee,  I  .should  like  to  point 
out  that  relatively  few  interference  proceedings  proceed  through  the  taking 
of  testimony  and  to  final  determination  within  the  Patent  Office.  To  be  sure,  there 
are  instances  of  abuse  but  generally  the  parties  are  not  anxious  to  engage 
in  protracted  and  expensive  proceedings  when  one  party's  right  to  the  inven- 
tion can  be  readily  established  during  discussions  between  the  parties  from 
the  standpoint  of  possible  .settlement. 

The  Association  strongly  opposes  establishing  foreign  use  and  sale  as  prior  art 
barring  the  issuance  of  a  United  States  patent.  We  do  favor  elimination  of  the 
word  -printeir'  from  Section  102  of  the  current  Patent  Statutes,  thus  enabling 
any  foreign  publication  to  be  a  bar  to  patentability  so  long  as  it  has  .some  concrete 
form  as  a  publication  which  is  discernible  and  not  subject  to  the  vagaries  of  recol- 
lection and  reconstruction.  To  permit  any  foreign  use  or  sale  to  be  a  bar  would  be 
to  open  patentees  to  untold  hara.ssment  through  the  taking  of  depositions  and 
other  discovery  proceedings  in  various  foreign  countries.  No  patentee  could  ever 
be  sure  that  some  unknown  use  at  some  time  at  some  place  would  not  invalidate 
his  patent,  and  small  corix)rations  faced  with  a  decision  of  whether  to  invest 
large  amounts  of  capital  based  upon  the  probability  of  patent  protection  would 
now  have  added  concern.  Since  the  purpose  of  a  patent  is  to  secure  the  progress 
of  science  and  the  useful  arts,  does  some  fleeting  public  use  of  a  development  in 
some  remote  province  of  some  foreign  country  provide  a  disclosure  of  the  type 
which  should  deprive  an  inventor  in  this  country  from  the  right  to  obtain  a  valid 
patent  for  his  real  effort  in  bringing  to  the  public  the  development? 

Under  the  present  system,  it  is  our  feeling  that  patent  applications  filed  in  the 
Patent  Office  are  more  likely  to  have  undergone  an  extensive  weeding  out  opera- 
tion and  to  be  the  result  of  reasonably  complete  developmental  work  affording 
more  optimum  disclosure  to  the  public.  The  stimulus  of  a  rush  to  the  Patent  Office 
would  detract  from  research  and  development  and  breed  an  atmosphere  of  dis- 
trust and  secrecy  which  is  hardly  in  keeping  with  the  stated  objective  of  the 
Presidential  Commission.  Those  of  us  who  have  had  occasion  to  work  with  the 
first  to  file  and  absolute  novelty  principles  ahroad  are  highly  cognizant  of  the 
disadvantages  and  strongly  commend  to  this  Committee  a  retention  of  the  present 
system  of  invention  which  has  worked  so  well  and  made  this  country  the  leader 
in  research  and  development.  To  kill  an  established  and  acknowledgedly  workable 
procedure  in  an  effort  to  cure  problems  provided  by  less  than  one  percent  of  the 
patent  applications  filed  by  substitution  of  a  myriad  of  new  problems  is  most 
dangerous. 

OPPOSITION    AND    CANCELLATION 

Our  Association  is  opposed  and  cancellation  proceedings  as  set  forth  in  Sections 
1P.7  and  2."»1  of  S.  1042  whereby  third  parties  might  cite  art  after  an  application 
had  been  pultlished  for  possible  rejection  of  the  application  on  the  basis  of  that 
art  or  whereby  third  parties  mii:ht  subject  an  is.sued  patent  to  a  prcx-eeding  for 
cancellation  in"  the  Patent  Othce.  Although  we  appreciate  the  aim  of  increasing  the 
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likelihood  that  a  patent  would  be  found  valid  in  infringement  proceeding  in  the 
District  Courts,  we  think  that  these  proposals  could  subject  applicants  and 
patentees  to  extensive  harrassment  and  delays  in  the  enforcement  of  their  rights. 
These  proposals  would  involve  extensive  burdens  upon  Patent  Office  personnel 
and  yet  would  probably  only  be  rarely  employed  by  parties  who  felt  that  they 
had  an  iron-clad  prior  art  defense  of  the  type  contemplated.  Most  attorneys 
would  save  their  arguments  for  a  court  action  in  which  they  would  have  an 
opportunity  to  develop  the  prior  art  to  its  fullest  in  an  inter  partes  proceedinii 
rather  than  rely  upon  possible  misunderstanding  of  the  import  of  that  prior  art 
and  the  subsequent  presumption  of  validity  of  the  patent  over  that  prior  art. 

STANDBY   AUTHORITY   FOR   DEFERRED   EXAMINATION 

Sections  191-194  of  S.  1042  propose  that  standby  authority  be  created  to  estab- 
lish a  system  of  deferred  examination.  Our  Association  is  overwhelmingly  opposed 
to  the  concept  of  deferred  examination  and  strongly  recommends  the  retention  of 
the  present  system  whereby  patents  are  granted  only  after  complete  ex  parte 
examination  and  determination  of  the  que.stion  of  patentability. 

It  is  argued  that  deferred  examination  would  reduce  the  workload  upon  the 
Patent  Office  by  requiring  examination  of  only  those  patent  applications  as  to 
which  an  applicant  or  patentee  expressly  requested  examination.  Yet,  the  fact  of 
the  matter  is  that  a  procedure  for  registration  (which  is  what  deferred  examina- 
tion ultimately  constitutes)  would  encourage  wholesale  filing  of  patent  applica- 
tions and  greatly  increased  numbers  of  patents  being  granted.  The  Patent  Office 
must  of  necessity  process  these  applications  and  examine  them  at  least  as  to 
formal  matters.  An  Examiner  conducting  a  patentability  search  must  plow 
through  the  increased  volume  of  "prior  art"  in  an  effort  to  determine  whether  a 
development  is  or  is  not  patentable.  The  increased  fee  for  full  examination  would 
not  deter  large  corporations  from  seeking  full  examination  in  order  to  guarantee 
themselves  enforceable  rights  if  a  development  should  prove  to  be  significant  or  if 
it  should  be  resurrected  eight  or  nine  years  after  issuance  of  a  patent. 

The  impact  upon  inventors  and  commercial  operations  is  even  more  significant. 
Consider  a  patent  issuing  without  a  test  of  patentability.  What  is  the  likelihood 
that  that  patent  would  be  valid  and  infringed  in  a  court  action?  An  attorney  con- 
ducting a  search  for  his  client  to  determine  whether  a  proposed  process  or  appa- 
ratus of  his  client  is  subject  to  any  infringement  liability  would  now  have  a  con- 
siderably increased  volume  of  patents  to  review.  If  he  should  find  patents 
containing  a  closely  related  disclosure  and  claims  which  apparently  would  be 
infringed,  he  must  ask  his  associate  whether  an  application  beyond  the  five  yea" 
period  is  being  examined  or  has  been  subject  to  a  full  examination  and  confirmed 
as  a  patent.  If  it  is  within  the  five  year  period,  he  must  find  out  whether  that 
application  has  been  confirmed  as  a  patent  and  if  not  must  attempt  to  determine 
what  the  likelihood  is  of  a  patent  being  confirmed  and  if  so  what  the  scope  of 
the  claims  for  that  patent  might  be.  This  is  a  frightful  burden.  What  it  means 
is  that  companies  and  individuals  will  be  required  to  conduct  extensive  validity 
investigations  with  respect  to  pieces  of  paper  which  constitute  patents  until 
otherwise  indicated.  It  means  that  the  Patent  Office  will  have  additional  sets  of 
records  and  that  searches  presently  conducted  at  relatively  nominal  fees  to  de- 
termine the  likelihood  of  infringement  risks  will  now  become  most  major  under- 
takings in  many  instances.  The  gamble  as  to  infringement  will  be  greatly  in- 
creased since  an  attorney  must  now  make  a  guesstimate  as  to  the  likelihood  of 
infringement  if  and  when  a  pi'eliminary  patent  should  be  examined  and  con- 
firmed. His  option  is  to  request  full  examination  at  his  expense  and  to  wait  for 
that  examination  to  proceed.  This  is  hardly  what  one  might  consider  a  stimulus 
to  development  and  change  but,  in  fact,  a  most  serious  drawback  to  invention 
and  change. 

Those  of  us  who  have  activities  in  foreign  countries  employing  weak  examina- 
tion sy.'tems  or  registration  systems  are  aware  of  the  problems  that  would  be 
raised  by  such  a  proposal  and  we  strongly  urge  that  such  as  proposal  be  discarded. 
We  further  question  the  advisal)ility  of  Congress  granting  standby  authority  to 
.some  group  other  than  itself  on  a  matter  of  such  extreme  concern.  If  deferred 
examination  were  ever  to  be  considered,  we  submit  that  that  consideration  should 
occur  only  at  such  time  as  the  facts  would  greatly  commend  this  as  the  ouli/ 
possible  answer  and  only  after  there  had  been  long  and  intensive  study  of  the 
proposal  not  by  the  Patent  Ofl[ice  or  some  select  group  but  by  Congress  since  it 
is  charged  with  the  responsibility  for  securing  to  inventors  those  rights  which 
promote  progress  in  the  useful  arts. 
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CHANGES  IN  PATENT  APPLICATIONS  ANU  PATENT  OFFICE  PROCEDtXRE 

We  strongly  support  the  proix)sitions  that  a  patent  application  may  be  filed 
by  the  Assignee  or  employer  of  an  individual  inventor  and  that  not  all  inventors 
named  in  an  applicatidn  need  be  jnint  inventors  of  all  the  subject  matter  of  all 
the  claims.  .Many  pmblems  arise  with  respect  to  extended  developments  in  cor- 
porate or  university  developmeur  groups  wherein  a  luunber  of  i)eople  are  en- 
gaged on  a  day-to-day  basis  in  the  solution  of  a  given  problem.  At  times  one 
person  may  really  be  the  prime  mover  for  a  particular  concept  which  ties  into 
the  greater  scheme  of  things  and  patent  attorneys  oftentimes  find  themselves 
playing  Solomon  in  determining  who  the  inventor  or  inventors  of  any  given  sub- 
ject matter  may  be.  They  are  also  faced  with  problem  of  filing  a  plurality  of 
applications  where  claims  to  species  within  a  genus  cannot  be  supported  by  the 
same  inventors.  These  proposed  changes  are  considered  to  be  highly  desirable  and 
would  minimize  many  of  the  problem.^  attendant  to  research  activity  by  groups 
of  more  than  one  inventor. 

Our  Association  opposes  mandatory  publication  of  patent  applications  prior  to 
allowance  of  that  application  or  the  publication  of  applications  which  are  placed 
in  interference.  We  have  no  real  objection  to  publication  of  applications  after 
allowance  by  tlie  Patent  Office  but  merely  point  out  that  such  publication  would 
have  to  be  reduplicated  after  issuance  of  the  patent. 

We  favored  publication  of  all  decisions  of  the  Board  of  Appeals  by  a  relatively 
close  margin  and  also  the  publication  of  the  decisions  of  the  Board  of  Patent 
Office  interferences  by  a  similar  close  margin.  By  such  publication,  however,  we 
do  not  intend  to  permit  the  opening  of  the  files  of  applications  on  appeal  to  the 
Board  of  Appeals  or  before  the  Board  of  Patent  Interferences. 

It  is  our  feeling  that  the  present  system  of  publishing  only  issued  patents 
(except  to  the  extent  that  applications  may  be  published  upon  request  of  the  ap- 
plicant) provides  a  stimulus  for  the  filing  of  patent  applications  and  the  ultimate 
issuance  of  the  information  contained  therein  to  the  public  at  large.  If  a  party 
must  choose  between  maintaining  a  development  as  a  trade  secret  for  as  long  a 
period  as  iwssible  and  running  the  risk  that  this  development  will  be  published 
before  he  has  ensured  that  he  will  obtain  adequate  patent  protection,  he  will 
be  encouraged  to  maintain  that  development  a  secret  and  thus  deny  to  the  public 
the  earliest  possible  disclosure  of  that  development.  Early  publication  of  appli- 
cations before  there  has  been  a  determination  of  patentable  novelty  would 
greatly  increase  the  amount  of  paper  to  be  searched  in  determining  whether  or 
not  something  is  patentable.  It  would  also  greatly  increase  the  cost  of  our  present 
patent  operations. 

Accordingly,  we  oppose  the  concept  of  mandatory  publication  of  patent  appli- 
cations at  any  time  prior  to  allowance  and  suggest  that  the  most  economic  and 
feasible  system  is  the  publication  only  of  patents  which  have  been  duly  issued 
by  the  Patent  Office. 

Section  137  of  S.  1042  proposes  to  place  the  burden  of  persuasion  upon  the 
Applicant.  We  strongly  oppose  such  a  statutory  provision  since  it  would  attach 
to  the  findings  of  the  Patent  Office  a  presumption  of  correctness.  We  believe  that 
an  Applicant  does  already  have  a  significant  obligation  and  burden  in  establishing 
patentability  in  the  United  States  Patent  Office.  Although  we  do  feel  that  the 
Patent  Office  performs  well  in  most  instances,  many  times  the  Examiners  handling 
patent  applications  lack  a  high  degree  of  technical  expertise  or  familiarity  with 
the  commercial  exigencies  which  dictate  much  of  the  conclusions  on  the  issue  of 
obviousness.  Many  times,  they  are  not  adequately  trained  in  the  law  since  they 
have  not  attended  law  school  or  are  attending  law  school  at  night.  The  super- 
visors do  not  have  the  time  or  the  opportunity  to  review  all  the  work  of  the 
Examiner  handling  in  application  and  so  tend  in  large  measure  to  rely  upon 
the  recommendations  of  the  Examiner  as  might  properly  be  expected.  To  con- 
clude that  the  findings  of  an  Examiner  are  entitled  to  a  presumption  of  correctness 
is  to  place  a  very,  very  significant  obstacle  to  properly  safeguard  the  rights  of  an 
applicant.  The  Patent  Office  should  deny  a  patent  only  upon  a  showing  of  good 
cause  for  the  bases  set  forth  in  the  statute,  and  the  Applicant  shoidd  then  have 
the  burden  shifted  to  him  to  show  by  a  preponderance  of  the  evidence  that  the 
subject  matter  of  his  invention  qualified  for  issuance  of  a  patent.  As  is  the  present 
situation,  the  decision  of  the  Patent  Office  would  be  judicially  reviewable  as  to 
correctness. 

It  is  our  feeling  that  the  present  provisions  regarding  broadening  the  reissue 
patents  should  be  retained.  If  a  patentee  has  claimed  less  than  he  should  have 
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by  reason  of  inadvertence,  then  he  should  be  permitted  to  reclaim  the  full  subject 
matter  of  his  invention  within  a  reasonable  period  of  time  subject  to  the  doctrine 
of  intervening  rights  which  permits  another  to  continue  an  initially  non-infringing 
practice  established  during  the  intervening  period. 

The  Association  strongly  recommends  the  practice  of  allowing  terminal  dis- 
claimers to  avoid  questions  of  double  patenting. 

In  the  absence  of  alternate  and  simultaneously  enacted  legislation  to  afford 
protection  for  design  and  plant  developments,  the  Association  favors  taking  no 
action  with  respect  to  elemination  of  the  protection  therefor  provided  in  the 
present  statues. 

The  Association  is  ovem-helmingly  in  favor  of  adoption  of  quality  control 
procedures  in  the  Patent  OflBce  but  is  opposed  to  publication  of  conclusions  on 
the  quality  of  patents  issued.  Publication  of  results  indicating  that  patents  issued 
during  a  given  year  were  of  relatively  poor  quality  could  provide  some  disastrous 
results  in  litigation  involving  patents  issued  during  that  year. 

The  Association  was  overwhelmingly  in  favor  of  the  proposition  that  adequate 
housing,  staffing  and  equipment  should  be  provide<l  for  the  Patent  Office  and 
that  mechanized  information  retrieval  be  a  goal  for  Patent  Office  operation. 
It  strongly  recommended  that  adequate  funds  be  provided  for  Patent  Office 
operation  and  that  every  effort  be  made  to  increase  the  civil  service  level  for 
the  higher  ranking  Patent  Office  personnel  so  as  to  provide  greater  financial 
and  professional  opportunities. 

The  Association  is  unanimously  opposed  to  any  principle  that  the  Patent  Office 
must  be  self-sustaining  since  our  patent  system  and  the  incentives  Avhich  it  pro- 
vides have  produced  many  billions  of  dollars  of  income  to  this  country.  Moreover, 
we  oppose  any  proposition  which  would  enable  the  Commissioner  of  Patents 
rather  than  Congress  to  establish  fees  according  to  any  formula. 

The  Association  was  unanimousl.v  in  favor  of  a  study  group  to  be  established 
for  activities  in  the  field  of  international  information  retrieval,  implementation 
of  microfilm  reproduction  of  search  files  and  cooperation  with  foreign  patent 
offices  to  develop  worldwide  information  retrieval  programs  and  indices. 

The  Association  was  unanimously  opposed  to  limiting  the  Applicant's  right 
to  file  an  amendment  at  any  time  prior  to  appeal  since  every  effort  should  be 
made  to  place  an  application  in  condition  for  allowance  and  to  reach  a  final 
issue.  Forcing  applicants  to  file  continuation  applications  in  order  to  present 
an  amendment  does  not  minimize  the  period  of  pendency  in  the  Patent  Office. 

REVIEW    OF   PATENT   OFFICE    DECISIONS 

The  Connecticut  Patent  Law  Association  overwhelmingly  favors  providing  the 
Court  of  Customs  and  Patent  Appeals  as  the  sole  channel  for  appeals  from  the 
I'atent  Office.  However,  it  was  the  feeling  of  the  Association  that  statutory  provi- 
sion should  he  made  to  permit  the  taking  of  additional  testimony  in  the  Court 
of  Customs  and  Patent  Appeals  and  that  the  court  should  be  expanded  to  provided 
adequate  judges  having  a  background  in  the  patent  area  so  that  the  provisions 
would  be  properly  effectuated.  Such  a  procedure  is  to  be  found  in  Sections  141-144 
of  S.  1691. 

Our  Association  does  not  favor  the  taking  of  appeals  from  the  Court  of  Customs 
and  Patent  Appeals  to  the  Court  of  Appeals  for  the  District  of  Columbia.  The 
Court  of  Customs  and  Patent  Appeals  is  a  Constitutional  Court  and  precedent  has 
established  that  appeals  may  be  taken  from  this  court  to  the  United  States 
Supreme  Court.  Why  its  findings  should  have  any  less  value  than  the  findings  of 
its  sister  court  is  not  understood  since  it  certainly  possesses  a  greater  degree  of 
familiarity  with  problems  of  patent  practice  than  would  the  Court  of  Appeals  for 
the  District  of  Columbia. 

TERM    OF   PATENT 

The  Connecticut  Patent  Law  Association  is  in  favor  of  retaining  the  present 
term  for  a  patent  at  seventeen  years  from  the  date  of  issuance.  Although  we 
recognize  i)ossible  advantages  to  be  gained  from  a  fixed  term  of  twenty  years 
from  the  date  of  filing  of  the  application,  we  also  recognize  that  there  are 
instances  which  could  result  in  a  significant  diminution  of  the  total  period  of 
protection  available  to  the  patentee.  For  example,  delays  in  Patent  Office 
proceedings  beyond  the  control  of  the  applicant  as  a  result  of  chang(>s  in 
Examiners  or  inadequate  staffing  of  i»articular  examining  groups  could  result 
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in  extended  iM^riods  of  inaction.  xVt  times,  u  modification  of  an  (;ri«inal  doveloj)- 
ment  would  dictate  tlie  tiling  of  a  continnatidn-in-part  applicatiim  .^ince  the 
nioditication  miglit  not  l>e  patentable  in  and  of  itself  and  yet  it  is  in  the  interests 
of  the  public  to  secure  the  inclusion  of  the  subsequent  development  in  the  issued 
patent. 

Assuming  that  interferences  are  to  he  continued,  the  time  period  for  declaration 
of  the  interference  and  resolution  of  the  interference  could  undid.v  detract  from 
the  total  term  of  the  patent  issued  when  coupled  with  the  initial  period  for 
examination  and  prosecution  to  allowance  of  the  claims.  It  is  to  be  noted  that 
the  present  Patent  Office  Rules  permit  a  public  use  proceeding  to  be  declared  with 
respect  to  an  applicati<in  pending  in  tiie  Patent  Office  and  such  Public  I'se 
Proceedings  can  involve  extended  jieriods  of  time  which  would  detract  from  the 
period  of  protection  ultimately  afforded  to  the  patentee.  Similarly,  a  person 
having  knowledge  of  the  existence  of  a  patent  application  in  the  Patent  Office 
may  bring  to  the  attention  of  the  Patent  Office  certain  prior  art  patents  and 
publications  which  he  feels  militate  against  the  allowance  of  claims  and  thereby 
produce  further  rejection  and  prosecution  of  the  application. 

Accordingly,  we  favor  retention  of  the  present  statutorily  defined  term  for  the 
life  of  the  patent. 

COMPUTER  PROGRAMS 

Our  Association  has  taken  a  position  which  v,-ould  preclude  the  pat(>ntabili_ty  of 
computer  programs  as  recommended  in  S.  1042  and  as  appears  in  H.K.  74."4  as 
presented  by  Rei)resentative  Giaimo.  A  comparable  provision  does  not  appear  in 
S.  1691.  However,  since  the  vote  of  the  Association,  there  has  been  considerable 
debate  that  the  elimination  of  computer  programs  from  the  area  of  patentability 
would  constitute  a  form  of  class  legislation  denying  protection  to  the  product  of 
significant  investment,  technology  and  endeavor. 

INFRINGEMENT  BY  IMPORTATION 

Our  Association  strongly  supports  statutory  revision  to  provide  that 
importation  of  a  product  manufactured  by  an  infringing  process  constitutes 
infringement.  Sucii  a  provision  appears  in  Section  271(b)  of  S.  1042  and  at 
Section  271(e)  of  S.  1691. 

Too  often,  many  important  developments  take  the  form  of  processes  or  pro- 
cedures rather  than  novel  products  or  apparatus.  At  the  present  time,  a  patentee 
owning  a  process  patent  for  a  very  significant  contribution  can  seek  i-edress 
against  importation  of  material  produced  by  an  infringing  process  only  through 
efforts  to  have  the  Treasury  Department  bar  entry  of  the  infringing  material. 
This  has  proven  to  be  expensive,  difficult  and  ineffective. 

HARMONIZATION   WITH   FOREIGN   COUNTRIES 

One  of  the  underlying  motives  for  the  sweeping  changes  herein  pro[K)sed  is  the 
desire  to  harmonize  our  patent  laws  with  those  of  foreign  countries  in  an  effort 
to  establish  an  international  patent.  In  a  sense,  our  present  laws  represent  a 
balance  between  the  registration  concepts  of  certain  countries  wherein  a  i)atent 
is  automatically  granted  and  the  third  party  practice  of  other  countries  such  as 
Germany  which  permit  parties  to  file  opi)osition  and  cancelation  proceedings. 
Unquestionably,  individuals  and  companies  in  the  United  States  file  their  patent 
applications  abroad  and.  in  fact,  the  United  States  accounts  for  a  very  significant 
proportion  of  all  applications  throughout  the  world. 

Although  we  agree  that  there  are  certain  advantages  to  an  international 
patent,  it  is  our  feeling  that  our  proven  patent  system  should  not  be  scrajiped 
in  favor  of  procedures  employed  in  foreign  countries  merely  to  achieve  har- 
monization and  increase  the  likelihood  of  ultimately  obtaining  an  international 
patent,  it  is  our  feeling  that  our  proven  itatent  system  should  not  be  scrapped 
progress  in  the  United  States  and  that  purpose  has  seen  the  promotion  of  progress 
throughout  the  world. 

We  can  appreciate  the  difficulties  which  our  State  Department  and  our  Com- 
merce Department  experience  in  attempting  to  convert  France.  Italy  and  other 
countries  to  a  rigorous  system  of  examination  of  the  type  employed  here.  Yet  ours 
is  the  economy  which  they  seek  to  emulate  and  ours  is  the  country  which  has 
been  the  bulwark  of  technological  progress.  Thus,  we  suggest  that  emulation  of 
success  is  far  better  than  concession. 
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COURT  PRACTICE 

The  Connecticut  Patent  Law  Association  strongly  urges  certain  changes  with 
respect  to  handling  of  infringement  litigation  in  the  Disti'ict  Courts  and  Courts 
of  Appeal.  First  of  all,  it  recommends  the  expansion  of  the  Court  of  Customs  and 
Patent  Appeals  by  the  addition  thereto  of  judges  who  are  reasonably  well  trained 
in  the  field  of  patent  law.  By  designation  of  the  Supreme  Court,  a  judge  from  the 
Court  of  Customs  and  Patent  Appeals  might  then  sit  in  a  Court  of  Appeals  for  a 
given  Circuit  and  provide  a  valuable  level  of  experti.se  to  such  a  Court  of  Appeals 
and  perhaps  attain  some  greater  degree  of  uniformity  with  respect  to  decisions 
involving  patent.s. 

Our  Association  did  not  favor  the  establishment  of  Civil  Commissioners  since 
such  individuals  would  appear  to  increase  the  cost  (and  probable  difficulty)  of 
patent  litigation  and  discovery  proceedings.  There  appears  to  be  no  reason  to 
single  out  patent  practice  for  .special  considerations  regarding  personnel  and 
procedure  when  other  legal  actions  involve  equally  drawn  out  proceedings  and 
difficult  subject  matter.  The  better  answer  would  be  to  recommend  changes  where 
necessary  to  the  Federal  Rules  of  Civil  Procedure  to  have  more  widespread 
application. 

The  Connecticut  Patent  Law  Association  opposes  any  provision  which  would 
have  made  the  route  from  appeal  from  the  District  Courts  directly  to  the  Court 
of  Cu.stoms  and  Patent  Appeals.  It  was  felt  that  patent  matters  were  legal  mat- 
ters deserving  of  the  attention  of  the  Courts  of  Api)eal  for  the  various  Circuits 
who  exercise  .some  degree  of  supervision  over  their  district  courts.  The  interests 
of  uniformity  and  expertise  could  best  be  provided  by  the  assignment  of  qualified 
judges  from  the  Court  of  Customs  and  Patent  Appeals  to  assist  the  Courts  of 
Appeals  of  the  various  circuits. 

The  Connecticut  Patent  Law  Association  unanimously  favored  the  adoption  of 
the  Presidential  Commis.sion's  suggestion  concerning  establishing  the  rule  of 
reason  concerning  misuse  of  patent.s.  It  is  to  be  noted  that  S.  Bill  1042  does  not 
include  this  provision  which  is  considered  to  be  most  desirable  to  resolve  prob- 
lems in  interpretation  of  the  doctrine  of  patent  misuse  and  we  strongly  com- 
mend to  this  Committee  the  desirability  of  addition  of  a  provision  of  this  type 
to  the  existing  patent  statutes. 

We  are  opposed  to  Section  294  of  S.  1042  which  would  establish  a  finding  of 
invalidity  by  any  court  as  a  final  finding  of  invalidity  as  to  the  patent  or  its 
claims.  As  this  Committee  may  be  aware,  there  is  some  disparity  as  to  the  stand- 
ards of  invention  employed  in  the  various  District  Courts  and  the  various  Courts 
of  Appeal.  By  the  propo.sed  provi.sion,  a  patent  which  had  been  litigated  and 
found  to  be  a  significant  advance  by  two,  three  or  even  more  District  Courts  and 
Courts  of  Appeal  could  end  up  being  finally  adjudicated  as  invalid  by  a  ho.stile 
concept  of  invention  in  one  circuit.  The  United  States  Supreme  Court  has  not 
been  particularly  active  in  resolving  conflicting  decisions  in  the  various  Circuits 
in  patent  cases  so  that  such  a  provision  as  herein  contemplated  would  present  a 
mo.st  noxious  provision  to  a  patentee. 

As  a  personal  recommendation,  I  would  be  inclined  to  recommend  that  the 
Committee  consider  the  possibility  of  i-endering  a  patentee  liable  for  court  costs 
in  any  action  for  infi'ingement  which  he  maintained  after  that  patent  has  been 
found  invalid  in  a  decision  from  which  no  further  appeal  may  be  taken.  This 
potential  liability  would  certainly  deter  spurious  infringement  actions  launched 
to  harrass  competitors  when  an  attorney  .should  have  reasonable  basis  to  assume 
that  the  finding  of  the  first  court  would  be  confirmed  in  another  action. 

CONCLUSION 

Accordingly,  we  iterate  our  support  for  Senate  Bill  1691  in  preference  to  Senate 
Bill  1042.  We  reaffirm  our  belief  in  the  guiding  principles  of  the  present  patent 
laws  although  we  do  recognize  the  need  for  specific  changes  which  have  been  ade- 
quately considered  and  which  retain  the  present  framework  of  patentability. 

Progress  of  science  and  the  useful  arts  has  been  promoted  b.v  our  pre.<ent 
.system  as  is  unquestionably  entablished  by  the  facts.  Does  the  clamor  for  the 
radical  changes  propo.sed  in  Senate  Bill  1042  originate  with  inventors,  small 
businesses  or  patent  attorneys?  We  submit  that  it  does  not.  We  further  submit 
that  these  radical  proposals  could  do  great  harm  to  the  economy  and  to  the 
individual  inventors  and  smaller  companies  lacking  the  increased  financial  re- 
sources required  to  meet  tl\e  burdens  that  would  be  imposed. 


279 

The  Co.vnecticut  Patent  Law  As.sociation, 

Hartford,  Conn.,  Augunt  7,  1967. 

Re  Supplement  Statement  on  Senate  Bills  1042  and  1691. 
Subcommittee  on  Patents,  Tkademakks,  and  Copyrights, 
Senate  Office  Building, 
Washinyton,  D.C. 

Mr.  Chairman  and  Members  of  the  Committee:  In  keeping  with  your  kind 
offer  to  accept  a  supplemental  statement,  the  Connecticut  I'atent  I^aw  Associa- 
tion does  wish  to  state  its  position  more  fully  with  respect  to  Senate  Bills  1042 
and  1691. 

We  have  expressed  our  preference  for  S.  1691  which  was  introduced  by  Sen- 
ators Dodd  and  Kil)icofe  of  our  State.  We  regret  that  this  bill  has  l)een  charac- 
terized as  an  incomplete  substitute  for  S.  1042  since  it,  in  fact,  stands  on  its  own 
footing  in  terms  of  expressing  needed  and  desirable  reforms  in  the  Patent  Laws. 
When  the  question  of  reform  is  dealt  with,  evaluation  should  not  be  based  upon 
the  quantity  but  on  the  quality  of  the  changes  proposed  and  their  ultimate 
effect  upon  the  patent  system. 

Highlighting  the  significant  aspects  of  S.  1691,  it  would : 

a)  Allow  an  application  to  be  tiled  by  the  employer. 

b)  Eliminate  the  requirement  that  the  named  inventors  be  the  inventors; 
of  each  claim  of  the  application. 

c)  Require  foreign  applicants  to  make  their  claim  of  priority  by  filing  a 
certified  copy  of  their  original  application  within  six  months. 

d)  Limit  a  party  to  proving  dates  in  an  interference  to  a  period  not  ex- 
ceeding two  vears  prior  to  the  filing  date  of  his  application. 

e)  Limit  appeals  from  the  Patent  Office  to  the  Court  of  Customs  and 
Patent  Appeals,  thus  deleting  the  alternate  route  of  appeal  to  the  District 
Court  for  the  District  of  Columbia.  It  would  retain  the  right  of  an  appli- 
cant or  the  Commissioner  of  Patents  to  petition  his  certiorari  to  the  United 
States  Supreme  Court. 

f)  It  would  make  the  term  for  a  patent  20  years  from  the  date  of  the 
original  application. 

g)  It  would  amend  the  provisions  regarding  infringement  so  as  to  render 
liable  for  infringement  a  person  who  imports  a  product  made  in  another 
countrv  by  a  process  patented  in  the  United  States  for  purposes  of  trade 
or  industry  here  in  the  United  States.  This  provision  would  be  effective 
regardless  of  whether  patent  protection  might  have  been  available  to  the 
patentee  in  the  foreign  counti-y  where  the  infringing  process  was  practiced. 

To  be  sure  these  significant  areas  of  change  are  not  so  numerous  as  the  many 
changes  proposed  in  S.  1042.  However,  it  is  our  belief  that  the  changes  propo.sed 
in  S.  1691  are  reasonable  solutions  to  problems  which  are  encountered  by  the 
present  patent  laws  except  that  we  have  doubts  and  are  opposed  to  the  twenty- 
year  period  for  patents  as  expressed  in  our  earlier  statement. 

It  is  quite  apparent  that  the  reforms  in  the  Dodd  and  Ribicoft'  bill  more  closely 
approximate  the  consensus  of  the  patent  profession  now  that  it  has  had  an 
opportunity  to  study  the  features  of  S.  1042  and  evaluate  what  appear  to  be 
serious  consequences  of  the  numerous  changes  proposed. 

We  agree  that  some  reforms  are  needed  and  we  agree  substantially  with  the 
reforms  .set  forth  in  the  Dodd  and  Ribicoff  bill.  We  also  agree  that  further 
changes  are  desirable  in  the  patent  laws  as  indicated  in  our  prior  statement. 
However,  what  we  would  most  like  to  see  is  a  constructive  dialogue  between 
the  Patent  Office  and  representatives  of  the  broad  cross  section  of  the  patent  bar 
establishing  and  debating  such  proposals  as  have  been  advanced  and  as  may 
be  advanced.  Perhaps,  the  Patent  Office  and  Commerce  Department  might  be 
persuaded  to  remove  the  restraint  upon  critical  comment  by  Patent  Office  per- 
sonnel so  that  their  opinions  as  to  the  difficulties  posed  by  the  reforms  might  be 
expressed  publicly  rather  than  privately  only.  With  such  a  dialogue,  a  bill  might 
be  evolved  to  be  presented  to  this  committee  which  would  be  more  likely  to 
reflect  potential  and  constructive  changes  which  would  not  produce  more  harm 
than  the  alleged  current  faults.  4.,  •   i    •<. 

AVe  may  be  branded  as  conservative  in  our  approach  to  reform  but  we  think  it 
dangerous  to  seek  change  for  the  sake  of  change  when  our  present  system  has 
done  so  much  to  further  research,  growth  of  the  economy  and  well  being  of  the 
competitive  system. 

Verv  truly  yours,  ^ 

Peter  L.  Costas. 
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Senator  McClellan.  Thank  you  very  much. 

Our  next  witness  is  Mr.  Burke  E.  Wilford,  national  director  of  tlie 
American  Society  of  Inventors,  accompanied  by  James  Hill  and  Al 
Fonda. 

Does  each  one  of  you  have  a  separate  statement? 

STATEMENT  OF  EUEKE  E.  WILEORD,  NATIONAL  DIEECTOR, 
AMERICAN  SOCIETY  OE  INVENTORS,  ACCOMPANIED  BY  ALBERT 
FONDA 

Mr.  Wilford.  Mr.  Hill  is  not  with  us  today.  Mr.  Fonda  is  our  vice 
president. 

He  has  a  statement  and  Mr.  Banker  has  a  statement. 

Senator  McClellan.  Your  statements  will  be  printed  in  the  record 
at  the  conclusion  of  your  oral  presentation. 

Mr.  Wilford.  I  have  been  2  years  president  of  the  American  Society 
of  Inventors,  and  we  have  met  regularly  at  the  Engineers  dub  m 
Philadelphia  every  month.  I  have  recently  taken  the  respousibrlity  as 
national  director  for  creativity.  We  have  had  inventors  in  our  famdy 
for  over  four  generations.  My  grandfather  invented  the  kitchen  meat 
chopper  which  started  the  hamburger  business.  He  made  several  mil- 
lion dollars  out  of  a  simple  invention  like  that.  My  father  applied 
electricity  to  dentistry,  did  some  of  the  earlier  work  on  high-frequency 
heating,  and  received  burns  when  he  did  not  know  the  danger. 

I  have  spent  most  of  my  life  in  the  aviation  business,  and  I  was  pre- 
Sikorsky  on  helicopters.  We  are  now  working  on  a  combined  heli- 
copter-airplane RVTOL  so  we  can  get  up  and  down  and  go  fast,  too. 

Senator  McClellan.  What  is  the  name  of  that? 

Mr.  Wilford.  We  call  that  a  convert iplane.  It  goes  straight  up 
quietly  and  flies  fast,  too. 

Senator  McClellan.  Are  you  making  that  in  Texas? 

Mr.  Wilford.  There  was  a  political  situation  there. 

Senator  McClellan.  There  is  not  much  down  there  that  is  not 
political.  .  . 

Mr.  Wilford.  Well,  another  thing,  we  don't  suppose  it  was  political, 
but  the  President's  Commission  did  not  have  one  independent  in\entor 
on  it.  We  were  not  represented.  To  come  to  our  society,  we  are  not  the 
first  American  Society  of  Inventors.  The  first  one  was  founded  by 
Simon  Lake,  the  original  inventor  of  the  submarine  in  this  country. 
His  friend,  Thomas  A.  Edison,  was  his  helper  in  that.  They  encour- 
aged Harvey  Firestone  to  join  them  and  Henry  Ford,  and  in  the  early 
twenties,  these  men  had  an  American  Society  of  Inventors,  head- 
quarters in  New  York.  Unfortunately,  all  of  these  men  were  too  busy 
to  give  it  much  attention  and  it  passed  out. 

Our  society  was  incorporated  in  Pennsylvania  in  1953,  and  we  noAV 
liave  about  100  members  on  the  rolls,  of  which  25  to  30  meet  regularly. 
We  have  a  membership  in  California,  Florida,  and  hope  eventually  to 
make  the  profession  of  being  an  inventor  a  guild,  not  a  union,  a 
scientific  guild. 

Now,  there  are  three  things  that  we  are  trying  to  correct.  As  you 
know,  Rube  Goldberg  for  many  years  has  cast  ridicule  at  the  in- 
ventor. We  are  glad  to  say  that  Mi-.  Goldberg  has  been  influenced  to 
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stop  these  cartoons  passing  ridicule  to  downgrade  creativi'  iniiids,  and 
we  hope  to  repair  the  damage  he  has  done. 

The  second  thing  is  that  the  Govennnont,  particularly  ihc  Penta- 
gon, treats  inventors  very  badly.  We  have  now  proposed  to  the  Gov- 
ernment, and  your  stati'  liave  helped  us  in  this  respect,  a  Gode  of 
Greativity  (exhibit  A)  which  will  go  into  the  hands  of  every  K.  c^  I). 
woi-ker  and  manager  in  t!ie  (rovermnent,  v>e  are  hoping. 

A  third  thing,  and  we  think  this  is  rather  educating,  we  have  a 
Gode  of  Gonduct  for  inventors  (exhibit  B)  which  is  in  our  statement 
here.  We  have  put  out  over  50,000  copies,  and  we  have  yet  to  have  one 
person  object  to  it. 

Now,  also  you  have  heard  from  a  lot  of  patent  lawyoi-s  today;  we 
need  a  code  of  conduct  for  patent  lawyers;  that  is,  in  jest,  to  love  the 
inventor  more  than  business  and  starve  like  most  of  the  inventors  in 
America  do. 

We  think  you  can  see  we  have  been  able  to  do  a  few  things  without 
the  help  of  legislation.  We  have  also  made  ourselves  available,  for 
instance,  to  the  President's  Gommission,  I  Avill  submit  a  copy  of  the 
seven  suggestions  we  offered  them  (exhibit  C). 

I  will  now  yield  the  floor  to  Mr.  Fonda,  who  is  the  vice  president 
of  our  society  and  is  familiar  with  our  prepared  statement. 

Senator  McGlfxlan.  Very  well,  Mr.  Fonda. 

Mr.  Fonda.  Mr.  Senator,  the  prepared  statement  is  a  result  of 
connnittee  action  and  a  considerable  amount  of  individual  study. 

Our  position  certainly  is  not  final  at  this  time,  since  we  have  heard 
so  many  objections  and  proposals  presented  here  which  never  occurred 
to  us.  But  probably  the  converse  is  true :  We  are  probably  presenting 
objections  and  proposals  wliich,  by  the  same  token,  are  new  or  at  least 
are  reinforcing  one  side  or  the  other  of  the  existing  viewpoints.  So  we 
are  speaking  in  a  spirit  of  cooperative  enterprise. 

On  the  last  two  pages  of  our  statement  is  a  tabular  summary  of  our 
position.  I  intend  to  go  through  this  extemporaneously  and  highlight 
the  points  as  briefly  as  possible. 

These  are  organized  according  to  the  sections  of  S.  1042. 

On  section  7, We  propose  that  the  court  of  appeals  be  independent 
of  the  Patent  Office.  One  reason  which  is  self-evident  is  to  be  more 
fair  to  the  inventor.  The  other  reason  less  evident,  is  that  under  mod- 
ern management  theory  it  is  a  poor  policy  to  have  a  board  of  managers 
who  cross-examine,  criticize,  and  countermand  the  actions  of  their 
employees.  The  Patent  Office  should  be  monolithic  and  should  stand 
side  by  side  with  the  inventor  before  a  third  party,  the  court  of  ap- 
peals. 

We  think  there  would  be  better  morale  in  the  Patent  Office  on  this 
basis. 

In  section  8,  the  library,  we  suggest  a  live  library  of  consultants  to 
help  the  examiners  in  specialized  areas. 

In  section  15,  the  Advisory  Gouncil,  we  suggest  allowance  of  ex- 
penses and  fees,  so  that  the  I^oard  would  not  be  dominated  by  persons 
of  independent  means  and  ))aid  employees  of  big  business. 

We  suggest  a  new  section  10  or  other  means  to  provide  inventors'  aids. 
First,  inventors'  bulletins;  those  offered  to  the  farmer  by  the  Depart- 
ment of  Agriculture  are  the  best  model.  Gertainly,  there  is  nothing 
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available  to  the  inventor  now  Avliich,  by  any  means,  corresponds  to  the 
file  drawers  fnll  of  agricultural  bulletins  that  are  available.  Both, 
by  the  way,  would  be  how-to-do-it  aids  in  cultivating  and  helping  to 
grow  something  w^hich  is  new. 

We  suggest  that  there  be  direct  advice  available,  perhaps  on  a  com- 
mission basis,  and  insurance  for  a  fee.  I  w^ill  come  back  to  the  insurance 
later. 

On  section  41,  "Patent  Fees,"  we  feel  that  Congress  should  set  the 
fees  as  they  do  at  present,  that  it  is  too  much  power  to  put  in  the  hands 
of  the  Commissioner,  both  the  power  to  determine  the  total  budget 
of  the  Patent  Office  and  to  determine  how  that  budget  is  met  by  the 
distribution  of  fees  along  the  lifeline  of  the  patent. 

For  instance,  a  patent  fee  of  $100,  for  example,  is  trivial  to  the 
corporation  and  significant  to  the  inventor.  It  is  monumental  to  the 
inventor  per  se. 

Senator  McClellan.  Could  you  make  a  distinction  ? 

Mr.  Fonda.  No,  I  am  saying  that  the  power  of  the  fee  is  widely  de- 
pendent on  the  resources  of  the  applicant.  What  you  do  with  the  fee 
makes  no  difference  to  the  corporation,  since  the  total  fees  are  going 
to  equal  the  total  cost  of  the  patent.  Therefore,  you  should  adjust 
e.veryone's  fees  according  to  their  influence  on  the  individual  inventor, 
because  he  is  the  most  strongly  influenced  by  the  distribution  of  fees. 

Senator  McClellan.  I  do  not  understand.  Two  people  apply  for  a 
patent.  Let  us  say  one  individual  files  and  a  corporation  files. 

Mr.  Fonda.  You  would  make  no  distinction  at  that  time.  You  would 
already  have  made  the  decision  as  to  the  fee  on  the  expectation  that 
one  of  the  applicants  would  be  an  individual  inventor  and  might  not 
even  apply  if  the  initial  fee  were  too  high  whereas  the  corporation 
would  not  blink  an  eyelash  whether  the  initial  fee  were  high  and  other 
fees  were  low,  or  the  other  way  around. 

Senator  McClellan.  I  think  there  is  a  lot  more  substance  in  the  bill 
than  the  fee  situation. 

Mr.  Fonda.  Yes,  this  is  only  one  thing. 

Senator  McClellan.  There  are  other  controversial  things.  The  fee 
can  be  adinsted  one  way  or  another.  Get  to  something  that  is  contro- 
versial here,  the  really  vital  points. 

What  about  the  first  to  file?  That  is  the  thing  that  has  me  concerned. 

Mr.  Fonda.  We  feel  that  first  to  file  would  be  quite  acceptable  if 
it  were  an  equivalent  to  the  present  inventor's  notebook.  If  it  were 
in  effect  an  inventor's  notebook  which  is  kept  on  file  at  the  Patent 
Office.  However,  there  are  provisions  in  the  present  S.  1042  which 
make  it  quite  different  from  the  inventor's  notebook.  He  is  required 
to  submit  in  the  preliminary  application  all  evidence  for  his  eventual 
claims.  The  idea  seems  to  be  that  an  invention  is  supposed  to  spring 
full-blow'-'  into  being  at  the  beginning,  leaving  nothing  to  be  done 
except  legal  paperwork.  This  is  not  true  of  an  inventor's  notebook. 
An  inventor's  notebook  is  a  running  status  report,  so  a  preliminary 
applicatioTT  also  should  be  a  status  report,  which  does  not  necessarily 
support  all  the  claims  of  the  final  application. 

This  is  gp*"ting  ahead  of  my  sequence  here. 

Senator  T^T^Clellan.  Go  ahead.  I  did  not  mean  to  interrupt  you.  I 
would  like  ♦^o  get  to  these  fundamental  problems. 
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Go  ahead. 

I  did  not  think  there  was  much  of  an  issue  as  to  what  fees  were 
charged. 

Mr.  Fonda.  It  is  very  fun(himental  to  a  man  wlio  is  takiii<>-  jt  out  of 
his  grocery  bill,  extremely  fundamental. 

Senator  McClellan.  Well,  all  right. 

Mr.  Fonda.  On  the  matter  of  interference,  our  understanding  is 
that  one  case  in  four  is  won  by  the  junior  applicant.  This  means  he 
would  have  to  conduct  eight  cases  in  order  to  have  one  victory  that 
he  would  not  have  had  under  the  first-to-tile.  He  would  have  to  conduct 
four,  as  a  senior  applicant,  of  which  one  would  be  won  by  the  other 
party;  then  he  would  have  to  conduct  four  as  a  junior  applicant  in 
order  to  win  one  of  those.  So.  you  have  to  multiply  the  cost  of  one 
interference  by  eight  to  get  the  cost  of  one  successful  interference. 
This  is  probably  on  the  order  of  $40,000,  although  we  are  not  sure  of 
the  cost  per  interference.  We  question  wliether  that  is  justified. 

We  also  feel  that  if  there  is  a  prospect  of  lowering  the  cost  of 
worldwide  patenting  by  means  of  first-to-file,  this  is  another  justifi- 
cation. But  I  think  our  main  viewpoint  on  first-to-file  is  it  should  take 
the  place,  if  it  is  used  at  all,  it  should  only  take  the  place  of  the 
inventor's  notebook.  The  principle  at  present  is  that  the  inventor  can 
keep  a  notebook  which  he  can  produce  as  witnessed  evidence  at  a  later 
point.  It  is  proof  of  conception. 

If  the  Patent  Office  wants  to  be  the  witness,  if  they  want  us  to  send 
in  our  pages  of  our  inventor's  notebook  and  let  them  witness  it,  that 
is  not  particularly  objectionable.  It  is  just  a  question  of  who  is  the 
witness.  But  any  further  deviation  from  present  practice,  especially 
to  the  extremes  presently  written  into  S.  1042,  is  doubtful. 

On  the  matter  of  computer  programs,  we  suggest  just  briefly  that 
they  be  allowed  design  patents.  We  feel  it  might  be  difficult  to  dis- 
tinguish between  certain  types  of  computer  programs  as  opposed  to 
control  systems,  and  that  allowance  of  a  design  patent  is  a  solution. 

On  the  application  for  patent,  section  ll'l,  we  would  like  to  see  a 
provision  for  refiling  of  a  preliminary  application,  literally  putting 
the  application  back  in  the  file  drawer  when  it  would  have  been  dis- 
carded, since  if  there  were  continuing  diligence  on  the  part  of  the 
inventor,  under  present  law  with  his  inventor's  notebook,  he  could 
spend  2  or  3  years  developing  his  invention,  although  this  depends  on 
the  invention.  If  it  is  a  complicated  invention,  we  feel  he  should  be 
allowed  the  opportmiity  to  refile  if  he  were  able  to  later  prove  diligence 
during  that  period. 

Also,  we  feel  that  12  months  is  not  sufficient  for  the  combination  of 
two  processes,  one  of  which  is  the  inventor's  diligent  reduction  to 
practice,  and  development  of  the  invention,  while  the  other  is  diligent 
legal  process  on  the  part  of  the  patent  attorney.  Trying  to  come  up 
with  an  alternate  figure,  we  do  not  come  up  with  a  major  change, 
perhaps  9  months  for  each  of  these  processes,  allowing  them  to  overlap, 
would  be  15  months.  But  this  modest  increase  requires  also  the  oppor- 
tunity to  refile.  If  we  could  not  refile,  we  would  want  20-month,  even 
40-month  terms  of  validity  for  the  preliminary  application. 

Now,  there  is  a  section  118  allowing  issuance  of  a  patent  over  the 
objections  of  the  inventor  in  order  to  protect  the  supposed  rights  of 
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some  other  party.  No  one  has  commented  on  this  that  I  am  aware  of, 
but  we  do  object  and  object  strongly.  We  feel  it  is  appropriation  of 
personal  property  without  due  process  of  law.  The  invention  is  the 
inventor's  property,  and  if  he  has  a  reason  to  object,  he  should  have 
his  day  in  court,  not  merely  before  the  Patent  Office.  We  feel  it  would 
be  too  much  of  an  invitation  for  the  Patent  Office  to  routinely  accept 
the  employee  agreements  which  are  signed  as  conditions  of  employ- 
ment, signed  when  the  employee  is  not  thinking  seriously  of  himself 
as  a  future  inventor  and  is  not  free  to  bargain  for  his  value  as  an 
inventor. 

The  present  process  before  the  law  is  quite  sufficient,  requiring  the 
corporation  to  bring  the  inventor  to  court.  If  118  were  included,  the 
inventor  would  have  to  bring  the  corporation  to  court,  which  is  bej'ond 
his  resources. 

Now,  to  discuss  the  other  provisions  in  sections  120  and  thereabouts, 
we  have  to  go  to  section  154,  which  is  on  the  subject  of  duration  of  the 
patent.  In  S.  1042  it  is  20  years  from  the  date  of  filing.  It  is  easy  to  say 
that  IT  and  8  are  20,  but  we  feel  that  is  an  oversimjilitication,  because 
there  are  many  patents  which,  for  good  and  sufficient  reasons,  do  go 
longer  than  3  years  from  filing  to  issuance,  and  they  have  claims  of 
varying  age,  from  the  earliest  supported  by  the  inventor's  notebook, 
down  then  to  the  set  of  claims  in  the  original  application,  and  then 
claims,  even  though  claims  of  new  art,  that  are  in  a  continuation  in 
part.  There  is  no  such  oj^portunity  to  develop  the  claims  under  S.  1042. 
In  order  to  determine  a  single  date  of  filing,  the  inventor  is  forced  to 
have  all  his  final  claims  in  his  preliminary  or  previous  application. 
Otherwise,  he  must  completely  abandon  reliance  on  his  preliminary  or 
previous  application.  Thus,  he  does  not  dare  to  file  until  he  is  very 
sure  he  has  finished  his  invention  and  can  leave  it  to  the  lawyers. 

So  we  feel  that  154  is  a  barrier  at  present  to  the  present  practice  of 
allowmg  claims  of  varying  age  in  the  same  final  application.  We  urge 
a  return  to  present  practice,  17  years  from  date  of  issuance,  and  the 
date  of  the  claim  being  of  importance  only  in  interference.  Or  else  as 
a  possible  alternative,  a  claim-by-claim  dating,  so  when  published  each 
claim  has  its  own  date;  but  that  seems  rather  awkward. 

Assuming  that  that  change  is  made,  then  you  can  go  back  to  120  and 
allow  an  invention  to  be  disclosed  only  in  part,  not  in  whole,  in  a 
previous  application  or  a  preliminary  application. 

There  are  various  other  suggestions  in  here  on  the  second  page  of 
the  summary,  which  I  will  skip  over. 

I  go  to  the  last  one,  ownership  assignment  and  licensing.  We  feel 
that  assignment  of  ownership  should  bo  discouraged.  An  inventor  is 
the  owner  of  his  invention;  it  is  his  brainchild,  and  if  he  wants  to 
license  it,  he  should  be  allowed  to.  Any  rights  he  can  convey  by  assign- 
ment, he  can  convey  by  licensing.  But  there  should  be  a  constraint  on 
the  Government  and  on  corporations  that  they  shall  not  take  an  assign- 
ment or  a  license  and  make  no  use  of  it.  They  must  exercise  diligence. 
The  effect  now  is  that  if  an  inventor  does  not  want  to  disclose  an 
invention  to  his  employer  because  the  employer  will  just  take  it  and 
say  "I  am  happy  you  gave  it  to  me,  I  have  no  interest  in  it  at  present, 
I  have  no  intention  of  doing  anything  about  it,  but  you  cannot  count 
me  out  because  I  might  change  my  mind"- — this  malpractice  is  en- 
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couraged,  fostered,  and  even  required  by  Government  procurement 
regulations,  ASPR's,  in  which  the  Government  takes  rights  to  in- 
ventions which  are  just  conceived  of.  They  are  not  reduced  to  prac- 
tice, they  are  not  patented;  no  production  design,  none  of  tlie  S)0  per- 
cent of  the  cost  of  R.  &  D.  has  gone  into  them.  Yet  the  Government 
insists  that  they  have  the  right  to  sit  at  the  starting  line  of  this  race 
and  to  wait  until  the  other  party,  the  diligent  party,  gets  around  to  the 
Hnish  point  and  then  the  Government  insists  on  tlie  right  to  enjoy  all 
the  benefits  of  the  diligent  party  having  run  that  race. 

We  feel  that  to  prevent  this,  licenses  and  assignments  sliould  be 
revokable  on  grounds  of  lack  of  diligence;  the  inventor  should  have  a 
right  of  recapture.  If  the  company  or  the  Government  is  not  diligent, 
then  the  inventor  can  say,  "I  have  developed  it,  you  were  not  diligent, 
you  have  lost  your  license,  and  I  will  prove  it  in  court."  That,  we  feel, 
by  the  way,  is  the  basis  of  the  whole  present  philosophy  of  treatment 
of  the  inventor,  the  idea  that  his  rights  should  be  taken  away  from 
him  in  order  to  reserve  a  certain  small  right  to  some  financial  interest 
in  return  for  having  employed  the  inventor  when  he  had  the  concep- 
tion. What  we  want  most  of  all  is  a  reestablishment  of  a  healthy  work- 
ing system  of  checks  and  balances  between  the  inventor,  industry,  and 
Government. 

I  thank  you. 

(The  complete  statement  of  the  American  Society  of  In\entors 
follows:) 

The  Ixvextor's  Code  of  Conduct 
(His  Ten  Commandments) 

1.  Review  the  existing  state  of  the  art  and  understand  the  needs  and  require- 
ments for  creating  in  a  specific  scientific  or  industrial  field  and  avoid  any  dupli- 
cation of  previous  designs.  Have  a  patent  search  made  before  preparing  data  for 
filing  a  patent. 

2.  Discipline  the  mind  to  concentrate  on  a  major  problem  at  hand.  Work  on 
one  subject  at  a  time  to  avoid  distraction  and  dilution  of  efforts. 

3.  Keep  an  accurate  diary  of  dates  of  conception, -revision  and  improvements 
as  well  as  disclosures  made  to  others.  Sketches,  drawings  and  data  should  be 
dated,  signed  in  ink  and  witnessed  by  two  persons  who  understand  the  invention. 

4.  In  making  disclosures  of  an  invention  to  others  prior  to  the  issue  of  patent, 
such  disclosures  should  be  based  on  a  clear,  written  understanding  of  the  rights  of 
both  parties.  Such  disclosure  must  be  predicated  upon  the  receiver  respecting 
the  proprietary  design  rights  accruing  to  the  inventor. 

5.  Any  new  idea  requires  time  for  consideration  and  digestion.  Avoid  im- 
patience with  those  who  do  not  immediately  grasp  or  understand  the  operation 
or  utility  of  an  invention.  Today,  a  few  industrial  or  government  research  and 
development  departments  are  hard  to  deal  with  because  of  the  "not  thought  of 
here"  complex. 

6.  Seek  out  and  welcome  constructive  criticism,  not  only  from  technically 
qualified  persons  but  also  from  potential  users. 

7.  Carefully  investigate  the  qualifications  of  prospective  associates,  choosing 
those  who  are  experienced  in  organizing,  financing  and  management  of  new 
business  ventures.  Seek  wise  advise  of  persons  with  proven  accomplishmenta 
in  invention,  sales  and  production. 

8.  Learn  the  problems  of  development,  production,  sales  and  financing  in  the 
field  to  which  the  invention  and  patent  applies.  Prefer  to  license  with  a  minimum 
yearly  royalty  on  a  mutually  workable  basis  with  good  legal  and  tax  advice, 
rather  than  assign  any  patent. 

0.  Apply  the  "Golden  Rule"  by  being  as  open-minded  and  receptive  of  others' 
inventions  as  you  expect  others  to  be  of  yours.  Don't  be  suspicious  of  business 
big  or  small. 
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10.  Work  out  purpovses,  advantages,  description  and  basic  claims  so  your 
patent  attorney  will  be  able  to  serve  you  efficiently.  Be  prepared  to  be  avail- 
able as  a  consultant  during  development  period  of  invention  as  an  associate  or  at 
least  a  working  consultant. 

Prepared  by ;  The  American  Society  of  Inventors,  Philadelphia,  Pa.,  July  1st, 
1964. 

Approved : 

Be.xjamin  Busch, 

President. 

E.  BURlvE  WiLFORD, 

Chairman  Code  Committee. 
Charles  S.  Thompson. 


Exhibit  B 

Code  for  Creativity  for  Government  Agencies 

This  Code  for  Creativity,  designed  primarily  to  give  inventors  and  other 
creative  scientists  improved  opportunity  and  incentive,  will  also  promote  progress 
in  government  and  industry.  Economic  growth  and  national  defense  will  both 
benefit  by  revision  of  policies  and  methods  for  the  purpose  of  encouraging  crea- 
tive workers  and  eliminating  needless  barriers  in  their  paths. 

1.  The  government  and  industry  shall  encourage  economic  growth  by  early 
recognition  of  inspirational  ideas  in  the  pioneering  stages  of  development. 

2.  Analysis  of  the  idea  shall  include  recognition  of  what  is  advantageous,  as 
well  as  that  which  is  not  worked  out  and  requires  exploratory  development. 
Direction  of  incentive  thought  into  the  right  channels  is  very  important. 

3.  The  outside  creator  or  inventor  shall  be  given  a  letter  of  status  from  the 
government  or  development  group  about  possibilities  of  production,  so  that  he  can 
develop  solutions  quickly  and  build  a  team  or  small  organisation.  (The  inventor 
shall  not  think  too  highly  of  his  idea,  and  should  work  practically.) 

4.  A  portion  of  the  expenses  of  every  R.  &  D.  contract  or  study  shall  be  used 
to  have  the  inventor  working  with  the  development.  If  continuous  coordination 
is  impossible,  due  to  distance  or  personalities,  the  creative  mind  should  make 
periodic  visits  to  the  development  as  a  working  consultant.  Much  lead  time  is 
wasted  by  having  the  larger  group  in  any  development  duplicate  the  work  already 
done  by  the  inventor  and  in  some  cases  the  development  is  spoiled  by  government 
in-house  development  or  a  too  long-haired  approach. 

5.  If  an  idea  is  worthy  of  development,  the  inventor  shall  be  told  when,  how 
much,  and  at  what  point  he  can  expect  money  from  the  R.  &  D.  contract  or  a 
royalty  on  a  test  quantity.  Waste  of  lead  time  shall  be  avoided  in  every  stage  of 
development. 

6.  Big  and  small  industry  working  for  the  government  shall  be  encouraged  to  be 
more  receptive  to  the  use  of  outside  designs  and  systems  which  are  of  a  proprie- 
tary nature,  and  the  status  of  the  creative  mind  shall  be  recognized  when  the 
development  for  production  starts. 

7.  Agencies  shall  cooperate  with  the  patent  and  legal  profession  and  industry 
to  the  end,  that  all  patent  and  proprietary  data  receive  proper  awards  through 
administrative  settlements.  Congress  should  provide  a  special  fund  out  of  which 
D.O.D.  can  act  quickly  in  these  matters.  Agencies  shall  treat  the  inventor  with 
personal  attention,  responsibility,  and  speed. 

8.  No  patent  legitimately  issued  shall  be  attacked  by  Agency  lawyers  on  a 
basis  of  invalidity. 

9.  The  government  should  not  hold  any  rights  to  inventions  made  by  contrac- 
tors or  government  employees  except  when  it  pays  for  development.  Even  non- 
exclusive licenses  destroy  the  incentive  to  develop  an  invention  from  conception 
to  marketing.  Agencies  shall  recognize  this  principle  and  implement  it  insofar 
as  permitted  by  law. 

Nearly  every  country  in  the  world  has  a  more  generous  policy  of  pay  for 
patents  bearing  on  the  National  Defen.se,  and  many  countries  have  Awards  Sys- 
tems where  the  civilian  and  military  personnel  as  well  as  the  outstanding  inven- 
tors and  .scientists  receive  reasonable  sums  of  money  to  compensate  them  for 
their  contributions  beyond  the  call  of  duty.  The  U.S.  Department  of  Defense 
has  recommended  that  the  Congress  pass  an  Awards  Bill  patterned  after  the 
British  System. 
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i  Exhibit  C 

Summary  of  Improvements  in  Patent  I^ws  From  American 
Society  of  Inventors 

1.  Realistic  patent  life  in  view  of  the  incroascd  time  required  for  development 
and  marketing :  twenty  years  from  date  of  issue. 

2.  Validity  of  all  patents  cannot  be  challenged  by  government  at  any  time  for 
its  own  use  and  tlie  validity  for  other  uses  cannot  be  challenged  tive  years  after 
date  of  issue. 

3.  Insurance — validity  and  infringement  insurance  should  be  established  on 
patents  in  same  way  as  government  reinsures  bank  deposits.  It  is  estimated  that 
l)remium  cost  would  not  exceed  50  dollars  per  year,  to  cover  legal  and  inventors 
exjtenses,  up  to  $100,000  for  defense  of  inventors  interest. 

4.  Assignment  of  patents — Only  licensing  should  be  encouraged  and  assign- 
ment eventually  abolished  where  legally  possible.  The  creative  mind  of  the  in- 
ventor should  not  be  separated  from  the  development  of  its  ideas.  One  secret  of 
Germany's  continued  economic  growth  lies  in  its  minimum  royalty  provisions 
for  licenses,  of  %  per  cent  for  captive  inventors  and  3  per  cent  for  independent 
inventors  with  a  substantial  annual  minimum  payment.  Licenses  should  be  can- 
celable for  nonperformance  of  production  and  marketing. 

5.  Patent  office  fees — if  there  is  continuation  of  assignment,  it  should  be  dis- 
couraged by  putting  a  .$250  to  .$500  transfer  fee  on  the  company  or  individual 
who  receives  the  legal  title.  The  fees  for  filing  and  issue  should  be  reduced  to 
their  former  reasonable  levels. 

6.  Legal  aid  to  inventors— the  patent  commissioner  should  educate  thru  pub- 
lication of  new  and  simplified  pamphlets,  so  that  inventors  without  snfiicient 
funds,  can  file  their  preliminary  applications  under  the  proposed  •'first  to  file" 
provision  without  aid  of  a  patent  lawyer.  The  patent  bar  associations  through- 
out the  land  should  be  encouraged  to  set  up  legal  aid  conmiittees,  consisting  of 
young  and  public  spirited  members  who  would  help  the  inventor  "per  se"  to  file 
his  application,  and  aid  in  prosecution  and  defense  of  same,  for  a  share  in  the 
royalties. 

7.  Reissue — When  the  patented  idea  is  put  into  production,  the  original  inven- 
tor should  have  the  right  to  reissue  and  rework  his  basic  patent  claims  and  file 
improvement  patents  within  five  years  after  issue  of  original  without  his  original 
work  being  used  as  prior  art  against  his  improved  claims  or  additional  patents. 
The  defense  of  Laches  or  no  direct  notice  should  be  barred  in  infringement  cases 
before  the  courts  in  patent  litigation. 

Approved  by  the  Legislative  Committee  of  the  A.S.I.,  11th  May,  1967. 

E.  Burke  Wilford,  L.H.D., 
National  Director  of  Creativity, 
National  Headquarters,  Merion  Station,  Pa. 


Exhibit   D 

Comment  on  the  Patent  Reform  Act  of  1907  by  the 
American    Society'  of   Inventors 

The  American  Society  of  Inventors,  as  a  group  conversant  with  the  process 
of  invention  and  interested  in  patent  reform,  has  been  asked  to  comment  on 
the  Patent  Reform  Act  of  1967. 

The  American  Society  of  Inventors  is  a  non-profit  national  association,  char- 
tered in  Pennsylvania,  dedicated  to  the  encouragement  of  inventive  effort 
through  representing  the  group  interests  of  creative  workers  in  these  fields.  A 
descriptive  pamphlet  is  attached. 

To  date  we  have  advanced  a  code  of  creativity  for  inventors,  and  a  code  of 
conduct  for  government  and  industry,  both  designed  to  remind  the  parties  of 
their  responsibilities  as  well  as  their  privileges  in  the  encouragement  of  progress 
through  creativity.  For  all  three,  we  have  developed  a  form  of  emijloyment 
agreement  which  preserves  the  equitable  patent  rights  of  all  three  without 
neetlless  hindrance  to  inventive  effort. 

While  our  membership  is  small,  we  believe  it  is  unique  in  offering  any  demo- 
cratic representation  whatsoever  for  the  inventor.  We  have  at  present  about 
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100  members,  concentrated  in  Philadelphia  but  also  scattered  through  states  such 
as  Montana,  California,  Texas,  and  Florida.  Some  of  our  members  work  for  in- 
dustry ;  many  are  independent ;  together  they  hold  hundreds  of  patents  in  all 
fields. 

Through  discussion  and  correspondence  through  the  years,  and  especially  in 
recent  months,  we  have  collected  numerous  opinions,  hopes,  fears,  and  criticisms 
from  our  membership  regarding  patent  law  and  the  government.  We  have  also 
solicited  opinion  on  the  Patent  Reform  Act  from  interested  patent  lawyers  and 
we  have  kept  abreast  of  perceptive  commentary  in  the  press.  Finally,  we  have 
studied  the  Patent  Reform  Act  directly. 

We  wish  to  make  it  clear  that  we  have  no  paid  staff;  all  of  our  efforts  are 
voluntary  and  achieved  through  personal  dedication  to  the  importance  of  the 
effort.  This  has  limited  our  ability  to  study  previous  testimony  before  Congress, 
and  the  various  legal  journals ;  we  hope  that  our  commentary,  based  more  upon 
our  comparatively  novel  vantage  point  than  upon  critical  review  of  other  view- 
points, will  be  of  significant  value.  The  detailed  study  of  the  Patent  Reform  Act 
was  performed  principally  by  our  Vice  President.  Mr.  Albert  G.  Fonda,  aided 
considerably  by  our  Legislative  Chairman,  Mr.  James  A.  Hill  and  his  committee. 
Attorney  Jo.seph  G.  Jackson  also  contributed,  as  did  numerous  others  through 
their  continuous  participation  in  and  loyalty  to  our  Society. 

THE    NEED    FOR    PATENT    REFORM 

It  is  generally  agreed  that  there  is  need  for  revision  of  the  patent  laws. 
Various  reasons  have  been  eloquently  stated  by  persons  of  renown,  including  of 
course  the  President.  Valid  as  these  reasons  are.  we  feel  the  most  important 
reason  of  all  has  remained  unstated:  a  re -establishment  of  a  ivorking  system  of 
checks  and  balances  between  the  inventor,  industry,  and  the  government.  The 
present  imbalance  of  power  among  these  factors  threatens  to  choke  off  the  very 
flow  of  creativity  on  which  our  economy  depends.  Failure  to  understand  the 
problems,  the  motivations,  and  the  human  rights  of  the  inventor  seems  to  be  a 
chronic  illness  throughout  government  and  industry.  The  inventor  has  been 
regarded  as  willing,  eager,  and  able  to  invent  regardless  of  conditions  and  past 
experience.  Certainly,  part  of  this  has  been  the  fault  of  the  inventor ;  he  has  tended 
far  too  much  to  isolationism,  retiring  to  nurse  his  wounds  when  hurt,  rarely 
joining  even  with  his  fellow  inventors  to  achieve  the  power  of  numbers.  To 
government  and  industry,  then,  he  is  a  mystery  man.  Not  that  anyone  seems  very 
curious  about  him ;  on  the  contrary,  our  past  president.  Dr.  E.  B.  Wilford  has 
remarked  that  "in  recent  decades,  the  government  has  behaved  as  if  it  were 
defending  itself  against  the  creativity  of  the  individual." 

It  is  for  such  reasons,  not  for  the  reasons  recognized  elsewhere,  that  we  see 
a  need  for  reform  in  the  treatment  of  the  inventor  by  other  Governmental 
agencies,  treatment  which  sets  and  confirms  the  pattern  for  industry ;  this  will  be 
discussed  as  it  affects  the  Patent  Reform  Act.  We  hope,  in  our  discussion,  to 
reveal  to  you  the  "mystery  man",  his  problems  and  his  motivations,  for  only  by 
so  doing  will  much  of  our  commentary  be  meaningful.  We  hope  also  to  demon- 
strate that  the  Patent  Reform  Act  certainly  does  not  reverse,  and  probably 
actually  accelerates,  the  very  trends  of  treatment  or  mistreatment  of  the  inventor 
which  lead  to  his  withering,  withdrawal,  and  retreat. 

PART    I    OF    THE   PATENT    REFORM    LAW 

Since  Part  I  of  the  Patent  Reform  Act  deals  with  the  structure  of  the  Patent 
Office,  and  since  no  revision  of  structure  is  designated,  we  realize  that  suggestions 
for  revision  of  basic  structure  are  hardly  anticipated.  Yet,  we  have  such 
suggestions. 

(§7)  The  Board  of  Appeals  should  not  be  a  part  of  the  Patent  Office.  It  should 
be  a  separate  body,  before  which  the  inventor  and  the  Patent  Office  are  equal 
adversaries.  It  is  probably  a  shock  to  most  fledgling  inventors  to  realize  that 
this  is  not  already  the  case — that  the  Board  of  Appeals  is  in  fact  a  Board  of 
Management  made  up  of  the  higher-level  supervisors  of  the  very  examiners  whose 
decisions  the  inventor  hopes  to  reverse. 

Such  a  practice  is  not  only  unfair  to  the  inventor,  it  is  imfair  to  the  examiner; 
it  is  a  poor  management  policy.  Any  supervisor  should  be  personally  responsible 
for  the  mistakes  of  his  juniors,  and  should  protect  the  junior  from  outside 
criticism  even  if,  once  the  crisis  is  past,  he  attempts  to  re-educate  his  employee. 


289 

If  he  must  admit  a  mistake  was  rimde,  he  takes  the  blame  personally.  It  is 
demoralizing  to  the  Patent  Office  to  permit  and  in  faet  prearrange  for  cross- 
examination,  criticism,  and  possible  reversal  of  the  decisions  of  an  employee  by 
his  supervisor  upon  challenge  by  an  outsider.  Like  any  healthy  business,  the 
Patent  Ofhce  should  be  monolithic,  rather  than  be  divided  against  itself.  This 
monolithic  and  healthy  entity,  then,  would  ajjpear  side-by-side  with  the  inventor 
before  an  independent  Board  of  Appeals,  which  would  approach  the  presented 
evidence  without  the  advance  familiarity  and  paternal  bias  which  seems  inevita- 
ble under  the  present  arrangement. 

(§  8,  12)  As  a  suggestion  to  further  assist  the  examiners  in  their  task,  permis- 
sion should  be  granted  in  the  Patent  Reform  Act  for  the  retention  when  necessary 
of  consultants  in  highly  specialized  fields.  This  same  option  is  available  to  indus- 
try, and  is  used  when  necessary  as  a  matter  of  good  business  practice.  The  breath 
of" fresh  influence  should  be  a  welcome  variation  in  office  routine. 

(§15)  Appointment  of  an  Advisory  Council  from  the  general  public,  which  is 
an  excellent  proposal,  should  be  implemented  by  allowance  of  consulting  fees 
and  expenses  for  the  appointees.  This  would  avoid  dominance  of  the  board  by 
persons  of  independent  means  and  paid  representatives  of  big  business. 

(§  16?)  As  a  final  suggestion  regarding  organization,  a  section  of  the  Patent 
OflBce,  or  an  office  of  the  Department  of  Commerce  with  whom  the  Patent  Office 
should  cooperate,  should  be  formed  to  assist  the  inventor.  Such  assistance  should 
be  offered  in  the  same  spirit,  and  for  the  same  reasons,  by  the  Department  of 
Commerce  as  aid  to  the  agriculturalist  is  offered  by  the  Department  of  Agricul- 
ture. [We  have  checked  to  see  if  the  Department  of  Agriculture  happens  to  be 
already  performing  this  function  in  the  field  of  plant  patents.  After  all,  any 
farmer  or  nurseryman  can  discover  in  his  fields  a  .sport  or  mutant  which  is  clearly 
patentable,  and  needs  patent  protection  for  its  development  and  sale.  But,  amidst 
all  the  other  how-to-do-it  aids  for  the  farmer,  this  is  a  blank  spot.  Why?  Because, 
we  are  told,  all  the  lawyers  in  the  Department  of  Agriculture  are  tied  to  the 
Patent  Office  (see  §  164)  and  are  busy  w-orking  agaiu.st.  rather  than  for,  the  plant 
inventor !] 

It  is  not  to  be  thought  that  pre.sent  aids  to  the  inventor  are  sufficient;  they  are 
not  sufficiently  .sophisticated.  Anyone  familiar  with  agricultural  bulletins  will 
recognize  the  difference.  Neither  is  it  to  be  thought  that  such  aid,  if  kept  general 
in  the  manner  of  agricultural  bulletins,  would  undermine  the  patent  profession : 
rather  it  would  prime  the  pump  and,  by  increasing  the  numbers  of  successful  and 
hence  busy  inventors,  increase  the  work  available  for  the  patent  profession. 
Further,  it  would  produce  inventors  who  would  be  better  trained  and  more 
knowledgeable  in  working  with  attorneys  and  with  the  Patent  Office.  Conversely, 
it  would  tend  to  eliminate  pseudo-inventors  by  bringing  them  face-to-face  with 
reality. 

While  it  may  be  true  that  this  and  other  suggestions  which  we  offer  would 
increase  the  number  of  applications  received  by  the  Patent  Office,  perhaps  more 
than  offsetting  any  decrease  in  the  examining  time  per  application,  we  need  only 
quote  Commissioner  Brenner's  remark  in  the  Saturday  Evening  Po.st  (May  20), 
"Invention  and  innovation  move  the  country  ahead,  and  the  Patent  Office  just  has 
to  gear  itself  to  keep  up."  In  our  view,  a  serious  maladjustment  has  occurred  over 
the  years:  we  do  not  expect  overnight  correction  of  the  maladjustment,  to  the 
extent  that  it  may  involve  a  sudden  change  in  the  work  load  of  the  Patent  Office. 

(§  41)  Let's  take  a  look  at  patent  fees,  under  the  Patent  Reform  Act.  Fees  are 
to  average  65%  to  75%  of  the  cost  of  operation.  The  balance  may  be  regarded  as  a 
30%  subsidy,  which  we  feel  can  be  ju.stified  by  the  public  benefit  received.  Still, 
we  would  not  object  to  a  zei'o  subsidy,  nor  to  operation  of  the  Patent  Office  as  a 
nonprofit  corporation  along  the  lines  recently  suggested  for  the  Post  Office  by  the 
Postmaster  General.  Our  reasoning  is  that  the  business  benefits  derived  from 
patents  can  pay  for  the  cost  of  administering  patents,  and  that  government 
withdrawal  from  dominance  is  generally  desirable. 

Regardless  of  any  concept  of  subsidy,  Section  41  allows  Congress  only  the 
privilege  of  determining  the  ratio  of  all  fees  to  the  total  Office  expense.  In  reality, 
what  does  this  mean?  The  Commissioner  of  Patents  would  determine  both  the 
total  expense  on  one  hand,  and  the  distribution  of  individual  fees  along  the  life- 
line of  the  patent,  on  the  other  hand.  We  feel  that  this  is  an  overconcentration  of 
power  in  one  individual.  In  particular,  the  distribution  of  fees  can  influence  the 
type  of  applications  received ;  it  can  squeeze  out  the  small  businessman  and  the 
individual   inventor  without   much   affecting   the  corporation. 
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Perhaps  it  is  not  obvious  that  fees  are  at  least  ten  times  as  important  to  the 
lone  inventor  as  to  the  large  corporation.  Aside  from  patent  fees,  the  total  budget 
of  the  inventor  pro  se  is  limited  to  actual  cost  of  materials  of  construction,  plus 
cost  of  typing  the  application  and  subsequent  actions.  If  the  inventor  does  have 
counsel,  this  adds  legal  fees.  The  source  of  this  budget  is  some  fraction  of  the 
inventor's  disposable  free  income  derived  from  some  other  employment-present, 
past  (through  savings),  or  future  (through  loans).  The  small  Imsiness  has  a 
.similarly  lean  budget  for  invention.  But  in  the  corporation,  many  other  employees 
support  the  inventor,  and  must  l)e  paid.  Thus,  a  patent  fee  of  say  .$100.  is  trivial 
to  the  corporation,  significant  to  the  inventor  wtih  counsel,  and  monumental  to 
the  inventor  i)ro  se.  No  wonder,  then,  that  the  numbers  of  patents  granted  to  in- 
dependent inventors  and  small  businessmen  can  be  strongly  affected  by  a  shift 
in  the  fee  structure  which  hardly  ruffles  the  corporation. 

From  the  foregoing  it  may  be  evident  that  we  do  not  even  approve  of  the 
present  fee  structure.  A  much-quoted  remark  by  inventor  Oscar  Banker  is  that 
patent  fees  at  present  resemble  taxation  of  a  new-born  babe.  Like  the  baby,  the 
not-yet-patented  invention  is  earning  no  income,  and  may  never  survive  to  earn 
income.  Certainly,  the  "birth  taxes"  don't  help  it  survive. 

A  corporation  has  an  internal  risk-sharing  capability  such  that  the  older,  wage- 
earning  natents  surround  and  protect  the  toddlers.  Without  such  ri.sk-sharing, 
independent  patents  are  inhiliited.  Yet,  we  need  the  independents.  The  corpora- 
tions make  the  progre.s.sive  improvements,  but  independent  inventors  are  the 
source  of  major  technological  change. 

Studies  recently  reported  to  the  Department  of  Commerce  by  a  blue-ribbon 
panel  .><how  that  independent  inventors  are  responsible  for  heavy  proportions  of 
major  technological  advance — despite  their  small  numbers  and  limited  resources. 
How  many  more  such  innovations  would  we  have  if  the  road  were  somewhat  less 
rocky  for  the  independent? 

A  vital  factor  in  our  national  rate  of  growth  of  new  technology  thus  is  the 
individual  inventor.  And  vital  to  survival  of  the  independent  inventor  is  risk- 
sharing. 

The  corporation  provides  risk-sharing  and  stifles  depth  of  innovation  in  the 
bargain.  Even  a  cooperative  movement  among  inventors — and  it  would  never 
work,  we  don't  expect  ever  to  have  an  inventor's  union — would  court  the  same 
danger.  The  only  practical  method  of  providing  risk  sharing  covering  the  cost 
of  fees  for  the  independent  lies  in  the  skillful  and  judicious  distribution  and 
management  of  patent  fees  by  Congress. 

We  recommend  and  request  deferred  payment  of  fees  with  option  of  abandon- 
ment. We  do  not  ask  for  deferred  payment  vithont  option  of  abandonment,  for 
this  is  mere  financing,  and  we  can  find  other  loan  agencies.  But  deferred  payment 
vith  the  option  of  abandonment  constitutes  risk-sharing  among  all  applicant.s. 
The  total  fees  collected  remains  the  same,  but  the  new-born  babes  are  not  taxed 
into  extinction,  while  those  which  do  become  wage-earners  pay  more. 

Corporations  would  enjoy  the  .same  privileges,  but  to  them  the  difference  would 
be  trivial ;  patent  fees  are  small  by  their  standard.s,  and  they  are  already  risk- 
sharing.  So  except  for  indirect  effect  on  the  general  economy,  we  are  not  talking 
about  a  gross  change  in  the  number  of  patent  applications  received ;  we  are 
instead  discus.sing  a  very  strategically  located  increase  in  the  number  of  patent 
applications,  an  increase  in  precisely  the  area  which  has  documented  the  greatest 
proportion  of  major  technological  advance. 

When  we  speak  of  deferred  payment,  we  mean  some  such  scheme  as  a  5% 
payment  upon  filing,  5%  at  issuance,  and  three  30%  payments  at  four  or  five  year 
intervals.  It  does  take  this  long — 12  to  1.5  years — to  know  if  a  patent  is  valuable. 
The  government  report  "Technology  and  the  American  Economy"  .shows  data 
consistently  indicating,  for  major  technological  discoveries,  delays  of  14  years 
before  reaching  commercial  application,  and  another  .5  years  before  the  u.se  of  the 
innovation  becomes  widespread.  Of  course,  novelties  may  come  and  go  within  5 
years;  this  would  suggest  fees  accelerated  in  relation  to  gross  sales  under  the 
patent.  Other  patents  never  do  achieve  sales;  it  is  then  to  the  public  advantage 
if  these  patents  pass  into  the  public  domain,  by  virtue  of  voluntary  abandonment. 

PAET    II    OF   THE   PATENT    REFORM    ACT 

The  bulk  of  the  departures  from  present  practice  in  the  Patent  Reform  Act 
are  found  in  Part  II,  on  Patentability.  As  an  overall  comment,  we  feel  that  the 
approach  taken  is  progressive  and  courageous,  but  dangerous;  tliei^e  innovations 
may  have  ramifications  and  side  effects  which  are  not  immediately  obvious,  and 
should  be  evaluated  with  utmost  care. 
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(§  100)  Under  §  100,  Definitions,  a  definition  of  "abandonment"  is  needed,  since 
it  is  under  §  102'a  bar  to  patentability.  In  particular,  the  term  abandonment 
should  not  apply  to  the  lapse  of  a  preliminary  application,  which  is  otherwise 
clearly  not  a  bar  to  patentability  under  §  102,  not  being  a  public  disclosure. 

(§102)  In  §102  we  find  the  first-to-file  provision,  replacing  the  first-to-invent 
concept  and  displacing  both  the  inventor's  notebook  and  the  practice  of  inter- 
ference With  certain  amendments  we  will  offer,  we  can  equate  the  preliminary 
application  with  the  inventor's  notebook ;  so  the  question  of  the  moment  is  the 
desirability  of  interference.  .   ^     . 

Our  information  is  that  costs  average  $5000  per  applicant  per  interference, 
and  that  one  case  In  four  is  won  by  the  second-to-tile.  These  are  not  very  good 
odds  One  inventor  would  have  to  conduct  not  four  but  eight  cases  for  one 
victory  he  would  not  have  won  under  a  tirst-to-file  system.  At  $40,000,  this  is  too 

dear  a  victory.  ^,  .     .     ^i,  *.     *        _i^ 

But  there  is  another,  more  subtle  economic  factor.  This  is  the  cost  of  world- 
wide patenting  when  the  rest  of  the  world  uses  a  first-to-flle  system.  If  it  can 
be  shown  that  a  first-to-file  principle  in  the  United  States  would  reduce  the  cost 
of  tvpical  worldwide  coverage— presently  on  the  order  of  $1000  per  country  for 
fees  and  translation  only,  or  from  $5,000  to  $30,000  for  reasonable  worldwide 
coverage— then  we  have  an  additional  reason  for  adopting  first-to-file.  On  this 
combination  of  grounds,  we  endorse  a  first-to-file  rule.  We  also  encourage  any 
other  steps  taken,  not  necessarily  toward  a  universal  patent,  but  at  least  toward 
a  universal  patent  application,  advisory  assistance  from  the  Department  of  Com- 
merce and  other  means  of  reduction  in  the  cost  of  worldwide  patent  protection. 

We 'assume  that,  as  under  current  practice,  preliminary  applications  when  re- 
ceived will  be  serially  numbered  for  filing  and  retrieval.  We  suggest  amendment 
of  §  102(b)  to  base  priority  of  filing  upon  serial  number;  otherwise,  we  have  the 
rather  novel  prospect  of  each  application  disqualifying  the  other,  if  two  are 
filed  on  the  same  invention  on  the  same  date.  The  enlarged  definition  of  prior 
art  in  the  same  section  means  more  work  for  the  examiner,  and  a  wider  arena 
of  competition  for  the  inventor.  To  the  extent  that  the  examiners  are  able  to 
widen  their  search,  the  inventors  are  willing  to  widen  their  arena.  In  regard  to 
later  sections,  however,  we  will  voice  certain  objections  to  consideration  of  prior 
art  submitted  from  outside  the  Patent  Office. 

(§  105)  We  suggest  that  §  105  be  reworded  to  define  a  prejudicial  disclosure 
rather  than  a  non-prejudicial  disclosure.  If  this  is  done,  §  105  will  add  to  the 
li.st  of  §  102  one  more  item  which  does  bar  patenting.  As  it  is,  it  starts  a  new 
list  of  i\ems  which  are  not  bars  to  patenting,  but  there  is  no  assurance  that  this 
list  is  complete.  If  the  conditions  specified  in  §  105  are  not  met,  the  item  may 
or  may  not  be  prejudicial.  Logically  it  will  be  prejudicial  if  it  is  listed  in  §  102 ; 
otherwise,  it  will  not.  To  illustrate— race,  creed,  and- color  are  not  listed  as  being 
non-prejudicial,  neither  are  they  listed  as  prejudicial:  but  we  must  conclude 
that  they  are  non-prejudicial.  Other  illustrations  are  less  academic;  is  public 
disclosure  before  complete  filing  but  after  preliminary  filing,  without  violation 
of  a  nondi.sclosure  obligation,  prejudicial?  By  the  same  rea.soning,  no.  (And  we 
endorse  exactly  this  conclusion,  to  duplicate  the  period  of  grace  afforded  by 
present  laws. )  But  the  section  should  be  reworded  for  clarity.  It  will  be  necessary 
also  to  reword  §  102  to  be  less  restrictive,  so  that  §  105  can  add  a  restriction ; 
or  §  105  may  be  combined  into  §  102. 

Turning  to  the  evident  intent  of  §  105,  and  to  the  Presidential  Commission'.s 
report  for  clarification  of  intent,  we  find  that  the  Patent  Office  is  to  be 
instructed  to  consider  an  inventor  guilty  of  intentional  public  disclosure  unless 
he  can  bring  evidence  that  he  is  not.  Such  proof  of  innocence  would  require  (a) 
proof  of  a  nondisclosure  obligation  upon  the  person  the  inventor  claims  made  an 
unauthorized  disclosure;  and  (b)  proof  that  said  person  made  said  disclosure. 
It  is  very  easy  for  one  item  or  the  other  to  be  missing.  A  "helpful"  relative  not 
provably  warned  against  disclosure  may  be  provably  responsible ;  or  a  "shyster" 
provably  warned  may  not  be  provably  responsible.  The  inventor — like  any  citi- 
zen— should  not  be  responsible  for  collecting  evidence  of  his  own  innocence; 
he  should  be  considered  innocent  until  the  office  has  evidence  of  his  guilt.  The 
phrase  replacing  §  105(a)  (2)  should  be  "there  is  no  proof  that  the  disclosure 
was  authorized  by  the  inventor". 

(§106)  The  exclusion  from  patentability  of  computer  programs  is  of  cour.se 
desirable  in  the  sense  that  a  computer  program  is  generally  con.sidered  software 
instead  of  hardware,  and  because  obviousness  is  very  difficult  to  evaluate.  But  on 
the  other  hand  the  contrivance  of  data  interconnects  does  require  creative 
originality,  and  furthermore  there  is  some  danger  to  special-purpose  control 
systems  which  involve  related  principles.  For  these  reasons,  we  suggest  the  use 
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of  design  patenting  for  computer  programs.  Consideration  of  a  written  program 
as  a  unique  design,  a  matter  of  appearance,  seems  entirely  reasonable. 

(§  111)  The  rule  governing  application  for  patents  introduces  the  preliminary 
application,  which  we  do  endorse  provided  all  necessary  steps  are  taken  such 
that  the  preliminary  application  is  in  effect  an  inventor's  notebook  filed  page 
by  page  at  the  patent  office,  and  discarded  page  by  page  as  it  becomes  obsolescent. 
This  means  that  sufficient  time  should  be  allowed  for  diligent  reduction  to  pi-ac- 
tice  plus  diligent  legal  preparation.  But  this  is  not  a  constant ;  some  applications 
mighr  take  two  or  three  time  as  long  for  diligent  preparation,  especially  since  a 
part  of  the  diligence  required  is  not  under  the  inventor's  control. 

Accordingly,  we  recommend  provision  for  refiling  of  a  preliminary  application 
at  triple  the  original  fee,  and  second  refiling  at  ten  times  the  original  fee.  The 
action  at  the  Patent  Office  would  be  merely  restamping  and  refiling  the  same 
papers.  The  original  filing  date  will  then  be  permitted,  upon  complete  examina- 
tion, only  if  supported  by  proof  of  diligence,  which  might  constitute  only  the 
complexity  of  the  invention  itself.  Premature  publication  will  be  considered 
prejudicial. 

If  the  basic  fee  for  filing  a  preliminary  were  $10.  as  Commissioner  Brenner 
has  suggested,  about  a  million  dollars  a  year  would  be  grossed.  This  makes  the 
$10  fee  seem  very  liberal  for  the  mere  stamping  and  filing  of  a  few  sheets  of 
paper.  In  fact,  by  the  65  to  75%  criterion  it  is  excessive:  a  dollar  or  two  would 
seem  adequate.  Simply  to  discourage  casual  filing,  we  suggest  at  least  a  $5  fee ; 
more  is  not  necessary,  as  it  is  money  tossed  to  the  wind  if  there  is  no  serious 
intent  to  proceed  to  the  filing  of  a  complete  application. 

(§  118)  The  section  allowing  the  Commis.sioner  to  bypass  the  inventor's  sig- 
nature when  someone  else  has  prepared  the  application  but  the  inventor  refuses 
to  sign  has  not  met  with  objection  elsewhere,  certainly  not  within  industry.  But 
we  do  object  and  object  strongly,  as  we  feel  that  when  assignment  or  licensing  is 
involved  this  would  constitute  appropriation  of  personal  property  without  due 
process  of  law.  Indeed,  we  suspect  that  on  such  grounds  the  clause  would  be 
unconstitutional.  Aside  from  constitutionality,  the  danger  would  be  that  the 
Patent  Office  would  routinely  rule  against  the  protesting  employee  and  in  favor 
of  the  persuasive  and  powerful  corporation.  While  the  employee  would  then  still 
have  recourse  at  law,  his  funds  would  not  permit  this,  whereas  under  present 
law  it  is  the  corporation  which  has  recourse  under  law  when  the  inventor  refuses 
his  signature.  A  return  to  present  practice  can  be  obtained  by  simply  deleting 
§  118  in  its  entirety,  and  this  we  recommend  with  emphasis.  The  similar  clause 
of  §  116  probably  should  be  removed  on  constitutional  grounds,  but  is  less  critical 
on  practical  grounds,  since  it  involves  merely  two  inventors. 

(§  120)  The  provisions  regarding  effective  filing  date  involve  a  number  of  de- 
partures from  present  practice,  some  of  which  we  endorse  and  some  of  which  we 
do  not.  One  departure  is  the  allowance  of  the  preliminary  application  as  much  as 
12  months  prior  to  the  complete  application,  and  of  this  we  approve  in  prin- 
ciple. But  consider  that  the  invention  must  be  both  reduced  to  practice  in  that 
time,  and  drawn  up  in  legal  form  by  a  busy  patent  lawyer  consulting  back  and 
forth  with  the  inventor.  For  each  process.  9  months  seems  reasonable,  but  some 
overlap  of  the  processes  also  seems  reasonable.  We  therefore  suggest  a  15  month 
period  of  validity  for  the  preliminary  application.  We  would  suggest  considerably 
more  if  we  had  not  already  suggested  the  option  of  refiling  in  extreme  cases. 

Further  discussion  of  §  120  requires  consideration  of  §  154.  since  it  seems  evi- 
dent that  certain  restrictions  on  effective  filing  date  follow  from  the  adoption  of 
expiration  20  years  after  the  date  of  filing.  It  is  easy  to  say  that  17  and  H  is  20, 
that  20  years  from  the  date  of  filing  is  the  same  as  17  years  from  the  date  of 
issuance.  But  this  is  an  oversimplification. 

Patents  presently  issued  contain  claims  of  varying  age.  from  the  earliest  sup- 
ported by  the  inventor's  notebook  to  the  last  developed  from  growing  vinder- 
standing  of  the  invention,  from  specialization  required  by  prior  art,  and  from 
recognition  of  necessary  legal  phrasing.  These  various  dates  are  presently  of  con- 
sequence only  in  case  of  interference,  and  all  claims  regardless  of  age  presently 
are  valid  for  17  years  after  issuance.  Because  such  variations  in  the  age  of 
claims  at  issuance  is  inevitable,  we  recommend  either  of  two  solutions:  either 
claim-by-claim  dating,  so  that  each  claim  would  bear  its  own  date  of  filing  and 
would  expire  independently,  or  a  return  to  the  present  rule  of  17  years  of  validity 
from  date  of  issuance.  One  or  the  other  is  essential,  and  a  return  to  present 
jiractice  seems  simpler. 

(  S  120;i2)  With  §  154  so  modified,  two  important  changes  in  §  120  would  become 
possible,  both  constituting  returns  to  present  practice.  Fir.st,  the  preliminary  aj)- 
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plication  would  no  longer  need  to  include  "every  feature  (eventually)  recited  in 
the  claims."  This  would  preserve  the  Intent  of  the  preliminary  application  as  a 
status  report  in  lieu  of  the  inventor's  notebook.  Otherwise,  considerable  attention 
to  detail,  and  the  .services  of  an  attorney,  might  be  returned  for  the  usual  pre- 
liminary application;  certainly  not  the  original  intent  of  the  legislation. 

(§l'^0b2)  Secondly,  a  second  complete  application  could  be  permitted  to  be 
a  conthiuation-in-part  of  a  prior  complete  application  by  insertion  of  the  phrase 
"some  substantial  part  of  before  the  phrase  "the  invention  is  disc-losed  m  the 
prior  application".  This  is  important  in  cases  in  which  the  examination  of  the 
tirst  application  has  revealed  prior  art  which  reads  against  the  original  generic 
claim,  but  not  against  some  of  the  species  thereof.  The  inventor  then  must  pat- 
ent the  novel  species  separately,  and  naturally  by  then  can  submit  additional 
claims  as  to  specific  embodiment.  This  new  application  is  only  in  part  a  continua- 
tion of  the  original.  With  claim-by-claim  dating,  the  new  claims  would  have  later 
dates  of  invention  but  also  later  dates  of  expiration,  which  is  only  fair.  Or  with 
expiration  dated  from  issuance,  the  older  claims  would  be  valid  as  long  as  the 
newer  claims,  as  at  present.  In  the  case  of  a  prolonged  continuation-in-part, 
naturally  the  applicant  would  prefer  validity  dated  from  issuance;  but  either 
alternative  seems  acceptable. 

We  may  note  that  present  practice  as  expressed  in  the  Manual  of  Patent 
Examining  Procedure  (MPEP  706.03 (n))  recognizes  that  "an  original  claim 
is  part  of  the  disclosure  and  might  adequately  set  forth  subject  matter  which 
is  entirely  absent  from  the  specification."  This  too  could  be  retained  by  means 
of  the  suggested  changes  in  §  154,  and  we  so  urge. 

(§  123)  For  similar  reasons,  publication  as  provided  for  under  §  123  has  no 
particular  merit.  The  claims  are  the  essence  of  the  patent,  and  publication  of 
the  drawings  and  specification  alone,  before  the  claims  are  allowed,  would  have 
no  great  value. 

(§131)  With  regard  to  examination  procedure,  the  Patent  Office  already 
allows  advancement  of  examination  for  rea.sons  .such  as  age  or  ill  health,  or  need 
for  an  issued  patent  in  order  to  attract  investment.  (MPEP  708.02  and  Form 
PO-94).  By  the  same  token,  the  investor  pro  se  should  be  allowed  to  petition 
for  early  examination  on  formal  matters,  with  an  opportunity  to  respond  prior 
to  the  first  full  examination.  This  would  still  require  reasonably  good  initial 
form,  but  would  exhibit  the  same  charity  for  the  condition  of  pro  se  as  for  the 
condition  of  old  age. 

(§136)  The  Patent  Picform  Act  provides  for  reexamination  subsequent  to 
publication  but  prior  to  issuance,  upon  citation  of  prior  art  by  any  person.  This 
is  of  course  an  attempt  to  augment  the  efforts  of  the  examiner  by  means  of  aid 
from  the  public,  and  to  allow  commercial  interests  to  object  to  impending  re- 
striction of  existing  privilege.  But  we  have  just  pointed  out  that  publication 
without  inclusion  of  claims  is  insufficient.  Upon  such  publication,  a  manufac- 
turer would  be  forced  to  fiood  the  office  with  all  related  literature,  in  order  to 
assure  himself  of  continued  use  of  public  knowledge  or  still-patented  knowledge 
on  which  in  fact  no  claim  had  been  entered.  This  is  true  even  if  the  specification 
discloses  every  feature  recited  in  the  claims ;  it  is  the  restriction  provided  by  the 
claims  which  is  crucial.  Thus  it  is  doubtful  if  Section  136  is  workable. 

Further,  when  a  manufacturer  did  not  feel  forced  to  flood  the  office  with 
information,  he  might  feel  privileged  to.  In  an  article  in  Product  Engineering 
(March  27  "67),  patent  law  expert  R.  A.  Choate  says,  "I  have  seen  this  system 
abused  in  European  countries  where  as  a  matter  of  course  large  coriwrations 
file  claims  against  any  patents  that  are  issued  in  their  fields.  Litigation  is  too 
expensive  for  the  individual  inventor." 

Professor  Choate's  comment  applied  in  part  to  reexamination  before  issuance 
as  provided  under  §  136,  and  in  part  to  revocation  after  issuance  under  §  2.j7. 
In  either  event,  from  his  remarks  we  are  led  to  the  same  conclusions. 

Citations  submitted  toward  either  reexamination  or  revocation  are  already 
restricted  from  the  inclusion  of  mere  public  use ;  only  publications  and  patents 
may  be  cited.  Carrying  this  one  step  further,  we  suggest  that  foreign  publica- 
tions be  excluded.  Both  distinctions  are  fairly  trivial,  as  almost  anyone  can 
arrange  domestic  publication  based  on  either  public  use  or  foreign  publication ; 
but  at  least  the  volume  of  material  cited  would  be  reduced. 

Taking  a  different  approach  to  the  problem,  we  note  that  both  §  136  and 
§  257  increase  the  power  of  the  commercial  interest  opposed  to  the  granting  of 
a  patent.  This  is  a  good  step,  and  serves  a  useful  purpose,  if  balance  of  power 
can  be  maintained.  In  this  case,  rather  than  refuse  the  opponent  his  increase  of 
power,  we  need  a  corresponding  increase  of  power  for  the  applicant.  No  inventor 
really  wants  a  patent  he  does  not  deserve ;  its  hidden  invalidity  would  be  a  con- 
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stant  danger  to  him,  even  aside  from  his  pride  in  true  originality.  So  the  inventor 
does  not  object  on  technical  grounds ;  it's  simply  that  litigation  is  too  expensive, 
as  Professor  Choate  pointed  out. 

So  the  economic  solution  to  this  economic  problem  is  validity  insurance ; 
risk-sharing  for  the  many  small  firms  and  individual  inventors,  so  that  re- 
examination and  revocation  proceedings  will  not  be  unduly  oppressive.  For 
large  firms,  with  their  inherent  risk-sharing  capability,  such  insurance  would  not 
be  attractive ;  for  small  business  and  the  independents,  it  would  allow  pursuit 
of  a  few  patents  and  innovations  more  nearly  on  a  par  with  such  pursuit  by  big 
business. 

The  big-stick  policy  in  patent  defense  should  not  be  underestimated.  Consider 
that  a  large  corporation  is  always  ready  to  defend  any  one  of  its  patents  with 
all  its  resources ;  thereby  it  discourages  even  the  initiation  of  many  attacks. 
But  a  small  businessman  or  an  independent  inventor  does  not  have  such  numbers 
of  patents  to  defend,  nor  the  pool  of  capitol  to  defend  them  with ;  he  does  not 
carry  a  big  stick.  He  can  be — and  often  is — litigated  to  death. 

So  to  provide  a  balance  of  i>ower  against  the  enlarged  power-of-citation  of  an 
opponent  in  action  before  the  Patent  Office,  pre-issuance  validity  insurance  is 
needed.  If  it  is  not  provided,  both  §  136  and  §  257  should  be  omitted  from  the 
Patent  Reform  Act. 

Further,  to  provide  a  balance  of  power  against  the  already  excessive  power 
of  big  business  in  action  before  the  courts,  post-issuance  validity  insurance  is 
needed. 

Implementation,  we  feel,  should  be  within  the  Patent  Office.  For  one  reason, 
this  would  make  it  more  certain  that  the  job  would  be  done.  Furthermore,  it 
would  mean  that  the  Patent  Office  was  guaranteeing  the  results  of  its  work. 
This  would  close  the  loop  and  provide  direct  motivation,  rather  than  motivation 
by  directive. 

(§137)  The  section  on  burden  of  persuasion  is  very  significant.  In  a  single 
sentence,  the  applicant  is  given  the  burden  of  persuading  the  Office  that  a  claim 
is  allowable. 

In  reality,  what  does  this  mean?  It  may  be  so  obvious  as  to  be  trivial,  or  it 
may  be  so  demanding  as  to  be  dangerous.  If  it  merely  means  that  the  applicant 
must  present  his  case  for  scientifically  skeptical  consideration,  this  is  already 
self-evident,  and  does  not  need  to  be  said.  If  it  indicates  that  the  examiner  will 
refuse  to  be  convinced  regardless  of  the  evidence,  it  could  mean  the  end  of 
issuance  of  all  patents.  Such  a  clause  should  not  be  left  unclarified  in  the  Act. 
Turning  to  the  Patent  Commission's  Report  (X)  for  clarification,  we  find 
reference  to  a  Supreme  Court  opinion  against  the  resolution  of  reasonable 
doubt  in  favor  of  the  applicant,  without  corresponding  notation  in  the  Office 
action.  An  obvious  remedy  would  be  to  provide  such  notation,  but  there  are 
other  alternatives.  The  Office  has  chosen  to  reverse  their  policy,  to  go  to  the  other 
extreme  of  resolving  all  reasonable  doubt  against  the  applicant.  But  this  is 
objectionable  on  the  same  grounds  as  the  original  policy ;  and  how  big  is  a 
reasonable  doubt? 

The  only  fair  solution  is  that  the  examiner  should  have  no  doubts.  It  is  his 
job  to  decide,  and  he  should  shoulder  this  responsibility,  reaching  a  fair  decision 
without  arbitrarilv  tilting  the  scales  in  either  direction.  We  can  hardly  believe 
that  Supreme  Court  disapproval  against  tilting  the  scales  in  one  direction  means 
that  they  must  be  tilted  in  the  other  direction. 

To  preven  the  scales  from  being  tilted  either  way,  both  the  previous  practice 
in  favor  of  the  applicant  and  the  proposed  practice  under  §  137  must  be  avoided. 
We  very  strongly  urge  the  deletion  of  §  137  in  its  entirety,  as  it  inserts  a 
dangerous  and  unnecessary  bias  against  the  applicant. 

The  question  of  fair  and  unbiased  examination  is  often  discussed  among 
inventors.  Many  feel  that  they  have  been  abused  at  the  hands  of  arbitrary  and 
capricious  examiners.  This  is  of  course  a  matter  of  opinion  into  which  we  hardly 
can  enter  here,  but  we  do  suggest  that  some  study  of  typical  Office  actions  be 
made  by  the  Advisory  Council  if  one  is  established  under  §  15,  or  by  other 
interested  and  qualified  parties. 

An  explanation  which  has  been  offered  for  objectionable  examiner  response  is 
simple  inexperience  This  is  more  amenable  to  documentation.  We  have  obtained 
Patent  Office  statistics  indicating  that,  of  1100  examiners,  one-quarter  indeed  had 
less  than  two  years  of  experience.  But  one-half  had  6  or  more  years  of  experience  : 
this  seems  quite  sufficient  experience  to  allow  competence.  If  examiner  treatment 
of  the  inventor  is  unfair  it  is  in  violation  of  stated  Patent  Office  polir-y  (e.g.  MPEP 
707  07j)  must  involve  matters  of  morale  and  ethics  rather  than  experience. 
(§  193)  The  Patent  Reform  Act  allows  the  Secretary  of  Commerce  to  initiate 
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deferred  examination.  Deferment  in  itself  is  not  necessarily  objectionable.  Some 
inventors  dislike  the  current  delays  at  the  I'atent  Office,  but  others  are  quite 
satisfied.  This  depends  on  their  source  of  financing ;  if  they  expect  increased 
capital  investment  or  royalties  ui>on  issuance  then  of  course  they  object  to 
delays,  but  otherwise  they  do  not,  and  indeed  welcome  the  added  period  of  protec- 
tion with  no  one  knowing  the  limits  of  their  claims.  They  would  l)e  allowed  their 
choice  under  §  192,  if  their  patent  fell  in  a  deferred  class.  (We  presiune  the  Act 
does  not  permit  establishment  of  a  game  of  chance,  in  which  payment  of  fee  Is 
made  mithout  the  certain  knowledge  that  deferment  will  otherwise  follow.) 

But  consider  the  consequences  in  case  deferment,  once  made,  is  unexpe<-tedly 
terminated.  The  applicant  may  be  heavily  involved  in  other  previously  scheduled 
commitments  which  suffer  from  his  absence :  and  his  defense  also  suffers.  Either 
the  time  allowed  for  resiwnse  should  be  considerably  increased,  or  the  termina- 
tion date  should  be  fixed  at  the  outset  and  should  be  irrevocable.  Both  comprise, 
of  course,  the  interests  of  a  third  party  requesting  examination. 

We  share  the  trepidation  of  the  Commission  regarding  the  advisability  of 
deferred  examination,  and  agree  that  it  should  be  tried  on  a  limited  basis  if  at 
all.  Siiecial  attention  should  then  be  given  to  evaluating  extreme  even  if  rare 
injustice  following  from  unexpected  termination  of  deferment. 

PAKT  III  OF  THE  PATENT  KEFORSI  LAW 

Proceeding  to  Part  III  and  the  protection  of  patent  rights,  we  have  several 
comments  regarding  the  interrelationships  of  government,  business,  and  the 
individual.  On  the  whole,  we  see  an  alarming  tendency  for  government  to  either 
directly  infringe  on  individual  rights,  or  to  entice  and  in  fact  force  business  into 
such  infringement. 

In  the  courts,  the  Government  repeatedly  attacks  patents  which  its  own  Patent 
Office  has  issiied.  This  is  misuse  of  the  power  of  the  Government.  The  Govern- 
ment— excluding  of  course  the  judiciary — should  not  be  a  house  divided  against 
itself;  it  should  utilize  the  investigative  and  evaluative  ability  of  the  Patent 
Oflice  to  determine  the  patentability  of  an  invention,  and,  having  used  it  there- 
after should  abide  by  the  decision.  To  do  otherwise  is  to  violate  the  original  vest- 
ment of  power  and  responsibility  in  the  Patent  Office  and  only  the  Patent  Office. 

In  this  view,  we  are  supported  by  rather  amazing  unanimity :  by  all  patent 
attorneys  we  have  contacted,  by  the  Small  Business  Association,  and  by  persons 
high  in  the  Department  of  Commerce.  The  problem,  apparently,  is  not  one  of 
right  and  wrong :  it  is  one  of  enabling  legislation.  In  our  proceeding  paragraph 
we  have  tried  to  present  the  logical  grounds  on  which  such  legislation  might  be 
based,  but  we  leave  the  remainder  to  the  lawyers  and  the  legislators. 

(§2.57)  On  similar  grounds,  in  §257  Governmec-t  agencies  and  departments 
should  be  specifically  excluded  from  petitioning  for  revocation,  rather  than 
specifically  included.  The  patent  has  already  been  issued,  and  if  S  13<j  is  enacted 
they  will  already  have  had  their  chance  to  object.  Even  if  not.  and  the  following 
is  true  also  in  regard  to  court  action,  the  Government  agencies  are  always  free  to 
suggest  to  private  industry  that  a  certain  patent  should  be  challenged.  But  if 
private  industry  cannot  justify  such  a  challenge  on  its  own  behalf,  the  Govern- 
ment should  not  undertake  the  task. 

(257f)  Not  oaly  can  the  external  Government  agency  challenge  the  issued 
patent  under  §  2.57,  but  it  can  do  so  at  the  inventors"  expense.  The  .$.500  petition- 
ing fee  is  not  required  of  a  Government  agency,  thereby  adding  $500  to  Patent 
Office  costs  of  which  65  to  75%  are  paid  by  inventors  as  a  whole.  Further,  costs 
of  defense  otherwise  paid  by  the  petitioner  when  the  owner  is  the  victor,  are 
paid  by  the  "victorious"  owner  when  the  challenge  was  put  by  a  Government 
agency !  We  ask  you  to  consider  the  use  to  which  such  unrestricted  punitive 
pow«r  could  be  put  by  a  police  state. 

The  limit  of  $100()  on  such  reimbursement,  in  the  case  of  a  private  petitioner, 
is  too  low.  As  the  costs  recovered  are  required  to  be  reasonable,  no  limit  is  re- 
quired. Any  limit  at  all  would  invite,  to  .«ome  degree,  an  attempt  to  financially 
harrass  an  owner  of  limited  financial  capability. 

(§  261)  Our  remaining  and  final  remarks  apply  to  ownership  and  assignment 
as  they  affect  employee  incentive  in  industry. 

It  is  common  to  treat  the  technical  employee  as  if  he  were  hired  to  invent, 
so  that  he  has  no  rights  to  the  results  of  his  work.  AVe  will  consider  the  conse- 
quences and  the  causes  of  this  practice,  and  its  possible  cures.  Our  remarks 
apply  only  to  the  typical  technical  employee,  not  to  the  full-time,  suitably  com- 
pensated, professional  inventor  who  is  indeed  hired  to  invent,  and  fired  if  he  does 
not  invent,  but  who  is  a  statistical  rarity. 
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It  may  seem  paradoxical,  but  the  surest  way  to  stop  an  employee  from  invent- 
ing is  to  hire  him  to  invent,  while  the  best  way  to  encourage  him  to  invent  is  to 
vot  hire  him  to  invent. 

This  is  because  the  courts  have  ruled  that  "employees  hired  to  invent  or  im- 
prove a  specific  product  have  no  rights  to  the  results  of  their  work."  (Francis 
Guay,  senior  patent  attorney  of  the  Celanese  Corporation  of  America,  quoted 
in  Business  Conditions  Weekly,  Nov.  22,  1965.)  But  "employees  not  hired  to 
invent  have  exclusive  right  to  any  invention  (however  conceived)  developed 
on  their  own  time  and  without  substantial  company  aid."  For  an  invention 
developed  "using  company  time  and  facilities  .  .  .  the  company  has  a  (usually 
exclusive)  right  to  produce  and  sell  the  Invention  without  paying  royalties." 
Thus,  rights  to  go  to  whoever  makes  the  development  investment. 

Which  sort  of  treatment  provides  incentive  to  invent  and  disclose  in  addition 
to  one's  regular  duties?  Obviously,  the  latter,  since  only  then  can  the  inventor  re- 
tain enough  rights  to  justify  an  investment  in  development  upon  refusal  by  the 
company.  Only  by  not  hiring  people  to  invent,  will  they  invent. 

Further  incentive  would  be  provided,  of  course,  if  royalties  were  added  to  the 
above  minimum  package.  We  refer  the  interested  reader  to  "The  Legal  Rights  of 
Employed  Investors"  by  T.  H.  Lassagne,  American  Bar  Association  Journal, 
September  1065. 

But  we  are  particularly  concerned  with  the  minimum  package :  the  basic 
question  of  "hired  to  invent"  and  the  right  of  an  employee  to  an  invention 
developed  on  his  own  time  and  funds. 

"The  question  is  whether  employment  contracts  of  this  kind  promote  or  im- 
pede the  constitutionally  declared  policy  of  promoting  the  progress  of  science 
and  the  useful  arts."  (Lassagne)  And  the  question  is  why  the  United  States 
ranks  seventh  in  patent  applications  per  capita. 

Businessmen  do  no  classify  their  technical  employees  as  hired  to  invent 
entirely  because  of  callousness  and  short-sighted  self-interest,  although  this  is 
also  a  serious  factor.  They  classify  their  technical  employees  as  hired  to  invent 
because  the  Government  forces  them  to  do  so. 

Procurement  regulations  throughout  the  Government  require  such  liberal 
licensing  and  assignment  to  the  Government  by  the  company,  that  the  company 
can  comply  only  by  demanding  the  same  from  its  employees. 

(§  261)  It  would  be  helpful  to  outlaw  assignent  entirely.  Any  rights  and  bene- 
fits conferred  by  assignment  can  be  conferred  by  licensing;  but  rights  conferred 
by  licensing  can  be  revoked  under  due  process  of  law.  and  we  intend  to  make  use 
of  this  possibility.  Accordingly,  §  261  could  be  amended  so  that  title  to  an  inven- 
tion cannot  be  conveyed  or  granted,  but  resides  always  in  the  original  inventor. 
Such  a  shift  in  emphasis  would  also  be  a  token  of  esteem  and  recognition  for  the 
unique  contribution  of  the  inventor.  Barring  such  an  extreme  step,  assignment 
should  be  discouraged  by  a  heavy  fee. 

Whether  by  assignment  or  by  licensing,  the  Government  itself  demands  of  its 
contractors  rights  which  the  company  must  in  turn  demand  of  its  employees 
through  "hired  to  invent"  agreements.  For  instance,  the  widely  used  ASPR  forms 
reserve  to  the  Government  the  irrevocable  right  to  make  or  have  made,  use  or 
have  used,  and  sell  or  have  sold  any  patentable  invention  conceived  in  the  per- 
formance of  or  preparation  for  an  R  &  D  contract. 

Consider  the  fact  that  it  is  not  good  biisiness  to  share  the  rights  to  future  use 
of  an  imdeveloped  invention  with  anyone.  Each  party  is  tempted  to  sit  back  and 
wait  for  the  other  to  invest  in  patenting  and  in  development.  If  one  of  the  parties 
chooses  to  run  the  race  regardless,  the  other  merely  has  to  wait  at  the  starting 
line  in  order  to  be  at  the  finish  line.  When  the  diligent  party  has  developed  the 
invention,  the  actual  patent,  the  production  design,  and  the  market,  the  indiligent 
party  need  only  copy  the  design  and  offer  it  in  the  develoi)ed  market  at  a  lower 
price — lower  because  no  development  costs  need  be  recovered.  Then,  of  course,  the 
diligent  party  ceases  production ;  so  the  indiligent  party  enjoys  all  the  rights  of 
the  patent  with  none  of  the  expenses.  This  factor  of  the  cost  of  development  is 
completely  ignored  in  ASPR  agreements  and  other  Government  contracts. 

The  key  word  is  diligence.  When  rights  are  derived  as  compensation  for  aid 
during  conception,  and  apply  to  an  undeveloped  invention,  they  should  lie  re- 
vokable  on  grounds  of  indiligence  in  developing  the  invetion.  Such  a  clause  should 
l>e  added  to  §  261,  and  means  of  implementing  the  principle  should  be  prescribed 
in  the  Patent  Reform  Act. 

The  ASPR  language  then  should  be  modified,  particularly  by  deletion  of  the 
phrase  "irrevocable."  Following  this  lead,  agreements  between  company  and  in- 
ventor could  be  similarly  liberalized;  it  would  become  unnecessary  to  treat  the 
employee  as  if  hired  to  invent,  merely  to  satisfy  the  Government.  This  certainly 
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would  improve  employee  morale,  willingness  to  disclose  to  the  company,  and 
willingness  to  develop  inventions  with  or  without  company  aid.  Obviously,  this 
would  indeed  "promote  the  progress  of  s.L'ience  and  the  useful  arts"  without  de- 
priving anyone  of  a  rightful  privilege. 

In  closing,  allow  me  to  remark  that,  in  speaking  for  the  American  Society  of 
Inventors,  and  for  the  inventors  of  the  nation  as  a  whole,  our  intention  has  in- 
deed been  to  promote  the  progress  of  science  sind  the  useful  arts.  We  are  not  so 
much  concerned  with  individual  benefit  as  we  are  with  the  total  impact  on  the 
general  economy  of  proposed  legislation  and  current  practices.  But  inventors  have 
too  long  been  unrepresented,  ignored,  and  deprived  of  equitable  rights  necessary 
to  their  creative  functioning ;  we  do  seek  to  right  these  wrongs. 

The  present-day  world  is  engaged  in  an  intensive,  highly  successful  effort  to 
find  more  natural  resources,  to  penetrate  deeper  into  potentials,  and  to  multiply 
ways  in  which  they  can  be  useful.  Man's  increasing  mastery  of  his  environment 
is  being  accelerated  at  a  rate  far  beyond  the  performances  or  prophesies  of  the 
past. 

In  this  magnificent  wave  of  achievement,  surely  top  priority  should  be  given 
to  finding  creative  minds,  recognizing  them,  encouraging  them,  and  making  them 
useful ;  for  these  minds  are  the  only  resource  capable  of  identifying,  understand- 
ing and  harnessing  all  other  resources. 
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Searching,  creative  minds  are  the  most  valuable  of  all  resources ;  for  it  is 
only  through  the  activity  of  inventive  minds  that  natural  resources  less  obvious 
than  air  or  water  are  recognized  and  put  into  the  service  of  mankind. 

Minerals,  chemicals,  atoms,  electricity — all  the  materials  of  modern  prog- 
ress— mean  nothing  to  man  until  creative  minds  ob.serve  them,  discover  their 
hidden  qualities,  and  find  ways  to  make  them  u.seful. 

The  present-day  world  is  engaged  in  an  intensive,  highly  successful  effort  to 
find  more  natural  resources,  to  penetrate  deeper  into  potentials,  and  to  multiply 
ways  in  which  they  can  be  useful.  Man's  increasing  mastery  of  his  environment 
is  being  accelerated  at  a  rate  far  beyond  the  performances  or  prophesies  of  the 
past. 

In  this  magnificent  wave  of  achievement,  sui-ely  top  priority  .should  be  given 
to  finding  creative  minds,  recognizing  them,  encouraging  them,  and  making  them 
useful :  for  these  minds  are  the  only  resource  capable  of  identifying,  understand- 
ing and  harnessing  all  other  resources. 

OBJECTIVES 

1.  To  promote  public  and  private  respect  for  every  individual  making  an 
honest  effort  toward  creative  achievement  in  science  or  engineering. 

2.  To  provide  a  forum  wherein  group  opinion  of  inventive  workers  is  formed ; 
and  a  voice  to  express  this  group  opinion  publicly  and  effectively. 

3.  To  oppose  customs  or  practices  which  needlessly  hinder  inventive  effort. 

4.  To  cultivate  closer  understanding  and  cooperation  between  creative  work- 
ers and  the  oi>erating  world  of  indu.stry,  commerce  and  government. 

5.  To  convince  American  industry  that,  in  its  own  be.st  interest,  it  should : 

a.  Provide  incentive  for  inventive  work  by  assuring  adequate  rewards 
to  those  who  succeed. 

b.  Keep  its  creative  talent  in  incentive  work. 

American  Society  of  Inventors  (also  oflScially  known  as  A.S.I.)  is  a  non- 
profit national  association,  chartered  in  Pennsylvania  :  dedicated  to  the  encour- 
agement of  inventive  effort  in  .science  and  engineering  through  representing  the 
group  interests  of  creative  workers  in  these  fields. 

Modern  science  and  engineering  cover  numerous  specific  fields  such  as  chem- 
istry, physics,  electronics,  etc.  Societies  and  associations  have  tended  to  develop 
within  the  framework  of  these  specific  fields.  Many  such  organizations  serve 
admirably.  A.S.I,  is  not  competitive  with  them ;  it  is  supplementary  to  them. 

ADVANTAGES  OF  A.S.I.  MEMBERSHIP 

Basically,  A.S.I,  provides  American  creative  people  in  science  and  engineering 
with  the  benefits  of  organized  thought  and  effort. 

The  ideas,  customs,  and  practices  which  discourage  <;reative  efforts  are  wide- 
spread and  deeply  rooted.  To  oppose  these  forces,  to  convert  them  into  con- 
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structive  forces  is  beyond  the  power  of  the  individual — but  is  not  beyond  the 
power  of  cooperative  campaigning.  Explaining  the  value  of  inventive  work, 
publicizing  the  needs  and  rights  of  creative  workers  are  tasks  requiring  con- 
certed action. 

There  are  also  personal  benefits  to  the  A.S.I,  member.  Contact  with  crea- 
tive people  in  various  fields  is  interesting,  stimulating  and  enjoyable.  Discus- 
sions provide  new  ideas  and  fresh  pionts  fo  view.  Quite  often,  a  principle 
discovered  in  one  field  can  be  successfully  applied  in  other,  entirely  different 
fields.  The  .spirit  of  A.S.I,  is  friendly. 

There  are  two  types  of  people  who  naturally  belong  in  A.S.I.  First,  there 
are  those  actively  engaged  in  creative  work  of  a  scientific  or  engineering  nature. 
The  bulk  of  A.S.I,  membership  is  composed  of  people  drawn  from  this  group. 

There  are  other  people,  deeply  interested  in  creative  work  although  not  per- 
sonally engaged  in  it.  This  group  includes  manufacturers,  marketers,  patent 
attorneys,  bankers,  educators  and  others  in  a  position  to  aid  inventive  workers 
in  establishing  their  new  developments  and  to  benefit  from  them.  Although  this 
group  comprises  a  minority  of  A.S.I,  member.ship  it  has  always  had  representa- 
tion on  the  Executive  Committee,  and  members  of  this  group  have  held  every 
A.S.I,  ofiice  including  the  presidency. 

SUMMARY  OF  POSITION  OF  AMERICAN  SOCIETY  OF  INVENTORS  ON  PATENT  REFORM  ACT  OF  1967 


Sections  by  number  and 
subject 


New  provisions  to  be 
added 


Old  provisions  to  be 
changed 


Provisions  to  be  deleted 


Sec  7.  Board  of  appeals 

Sec.  8.  Library 

Sec.  15.  Advisory  council 

Sec.  16.  Inventor's  aid 

Sec.  41.  Patent  fees 

Sec.  100.  Definitions 

Sec.  102.  Conditions  for  pat- 
entability. 

Sec.  105.  Nonprejudicial  dis- 
closure. 

Sec.  106.  Computer  programs 

not  patentable. 
Sec.  HI.  Application  for 

patent. 
Sec.  118.  Action  when  no  oath 

or  assignment  can  be 

obtained. 
Sec.  120.  Benefit  of  earlier 

filing  date  in  United  States. 


Section  123.  Publication- 


Section  131.  Examination  of 
application. 

Section  136.  Reexamination 
after  publication. 

Sec.  137.  Burden  of  persua- 
sion. 

Sec.  154 


Sec.  193.  Deferred  examina- 
tion. 
Sec.  257.  Revocation 


Sec.  261.  Ownership,  assign- 
ment, and  licensing. 


None        -        Board  to  be  independent  of    None. 

the  Patent  Office. 
Add  a  "live"  library  of  None Do. 

consultants. 
Allow  expenses  and  fees         do Do. 

t3  as:urs  democratic 

membership. 
Advisory  bulletins;  direct       do Do. 

advice,  for  a  commis- 
sion; msuranie,  for  a 

fee. 
Congress  to  set  'ees;  de-        Lower  initial  fees;  high  Do. 

ferred  fees  with  option  fees  for  assignment. 

of  abandonment. 

Define  'abandonment".-.     None Do. 

None Serial  numbering;  revise  Do. 

to  allow  clarification  of 
sec.  105. 
Conhrm  that  preliminary        Clarify  meaning;  require  Do. 

application  allows  public        Office  to  piove  inten- 

disclosure.  tional  disclosure. 

None Allow  a  computer  program  Do. 

a  design  patent. 
Prescribe  $5  fee  for  pre-         Allow  refiling  (and  require  Do. 

liminary.                               proof  of  diligence). 
None  None Delete  entirely;  allow  re- 
course at  law  as  before. 

Original  claim  may  disclose    Allow  15  months  to  file;         None, 
new  matter.  after  changing  section 

154,  claims  need  not  all 
have  the  same  date  of 
origin. 

None  .-    None Delete  when  section  136  is 

deleted. 

Provide  preexamination  do None. 

"on  form"  for  inventor 
pro  se. 
(Allow  for  insurance  under     (Exclude  foreign  publica-        Delete,  to  avoid  flood  of 

sec.  16.).                                tions).  public  knowledge. 

None  -   None Delete,  and  reduce  "rea- 
sonable doubt"  to  zero. 
(Claim-by-Claim  dating).-    Expire  17(20)  years  after        None, 
date  of  issue. 

None More  notice  or  fixed  time       Delete,  or  be  very  careful. 

for  end  of  deferment. 
Government  agencies  Exclude  citation  by  agency      Delete  nonpayment  of  fees 

should  abide  by  Office  or  department  of  the  and  cost  by  Government; 

decision  of  validity;  Government;  exclude  delete  ceiling  on 

allow  for  insurance  foreign  publications.  reasonable  costs, 

under  sec.  16. 
License  shall  be  revocable      Ownership  shall  not  be  None, 

on  grounds  of  lack  of  assignable, 

diligence  in  develop- 
ment for  market. 
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Exhibit  E 

American  Society  of  Inventors, 

Philadelphia,  Pa. 

On  May  18,  1967  the  American  Society  of  Inventors  appeared  before  the  Sub- 
committee on  Patents  of  the  Senate  Judiciary  Committee,  under  Senator  Mc- 
Clellan.  At  that  time  the  ASI  was  able  to  present  a  carefully  detailed  commentary 
on  the  controversial  Patent  Reform  Act  of  1967.  For  those  who  may  be  less 
interested  in  i)oiut-by-point  detail  and  more  interested  in  generalisms,  we  present 
the  following. 

First,  we  are  largely  satisfied  with  the  present  patent  law  as  opposed  to  the 
I'atent  Reform  Act  of  1967.  We  are  seriously  concerned  by  the  proposed  aban- 
donment of  many  safeguards  and  provisions  favorable  to  the  inventor  and  to 
"progress  of  the  useful  arts".  If  choice  were  necessary,  we  would  choose  the 
present  law,  as  the  Act  in  its  present  form  poses  a  serious  danger  to 
our  economy. 

Nevertheless,  the  best  of  present  practice  plus  the  best  of  the  proposed  law 
should  be  better  than  either ;  we  foresee  the  possibility  of  a  useful  synthesis 
which  would  trigger  a  resurgence  of  currently  lagging  inventive  progress. 

Second,  as  a  guide  to  such  a  synthesis  we  see  one  fundamental  credo :  restora- 
tion of  a  working  system  of  checks  and  balances  between  inventor,  industry, 
and  government.  At  one  time  the  system  was  in  balance,  thanks  to  the  original 
patent  law  tailored  to  the  original  economic  system.  But  in  unit.v  there  is 
strength,  and  inventors  are  not  unified ;  under  the  pressure  of  big  business 
and  big  government,  and  so  slowl.v  as  to  go  almost  unnoticed,  the  economic 
system  involving  invention  has  drifted  far  from  its  point  of  peak  efiiciency. 
Congress  now  has  the  opportunity  to  readjust  and  re-tune  this  economic  system 
to  the  benefit  of  all  the  people. 

In  order  to  do  so.  Congress  must  have  working  information  on  the  process 
of  invention,  patenting,  and  development  from  the  inventor's  viewpoint;  we 
have  tried  to  fill  this  need,  and  we  urge  Congress  to  pursue  this  question  even 
further. 

Thirdly,  there  is  the  widely  debated  question  of  the  preliminary  appli- 
cation. Our  considered  opinion  is  that  the  proposed  use  to  be  made  of  the 
preliminar.v  application  is  too  harsh ;  it  should  be  softened  until  the  pre- 
liminary application  is  in  effect  an  inventor's  diary  kept  on  file  at  and  witnessed 
by  the  Patent  Office,  an  official  status  report  on  the  progress  of  invention. 
We  would  approve  of  this  and  of  the  discard  of  material  made  obsolete  by  age 
and  lack  of  diligence.  But  the  proposed  law  goes  radically  beyond  this ;  it  ig- 
nores the  concept  of  diligence,  of  the  gradual  development  of  the  complexity 
and  the  novelty  of  an  invention,  by  demanding  that  all  invention  cease  with  the 
preliminai'y  application. 

For  instance,  in  order  to  establish  date  of  invention,  a  preliminary  applica- 
tion must  recite  every  feature  eventually  claimed  in  the  complete  application ! 
A  continuation-in-part  appears  to  be  similarly  outlawed,  and  both  restrictions 
seem  to  result  from  dating  the  invention  from  filing  instead  of  from  issuance. 

Naturally,  it  is  difficult  to  allow  continuing  invention  when  a  single  date  of 
invention  is  sought  for  the  entire  invention,  genus  and  species  alike.  The  solu- 
tion in  the  Patent  Reform  Act  is  to  arbitrarily  freeze  the  invention  at  the 
earliest  possible  date,  cutting  off  the  present  vital  privilege  of  studying,  experi- 
menting, building  models,  understanding,  re-applying,  and  refining  one's  own 
initial  invention.  In  our  view,  the  Patent  Reform  Act  assumes  that  all  in- 
ventions spring  into  instantaneous,  full-blown  glory  in  the  inventor's  mind, 
so  that  he  need  only  dash  oft"  a  simple  preliminary  application  and  retire  to 
contemplate  his  future  riches  while  the  patent  lawyers  do  the  real  work.  This 
is  not  only  a  naive  viewpoint,  it  is  a  dangerous  one,  a  misconception  which  will 
seriously  damage  our  economy  if  passed  into  law. 

Our  fourth  and  final  point  is  that  the  privilege  of  granting  patent  rights  to 
an  inventor's  employer  is  widely  abused,  and  that  business  is  actually  forced  by 
the  Government  to  continue  such  abuse.  On  R  &  D  contracts,  the  Government 
treats  the  business  as  "hired  to  invent",  so  the  business  must  treat  the  employee 
as  "hired  to  invent".  On  the  surface,  this  seems  reasonable.  But  in  practice,  it 
forces  the  inventor  to  share  wnth  his  employer  or  with  Government,  when  they 
have  no  real  interest  in  his  invention,  the  future  fruits  of  his  own  future  invest- 
ment in  the  development  of  his  invention.  Such  development  may  include  reduc- 
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tion  to  practice  and  patenting,  and  certainly  includes  production  design  and 
market  penetration — every  bit  of  which  is  not  hardware,  but  intellectual  achieve- 
ment. We  .should  realize  that  in  the  first  place,  a  patent  is  not  a  monopoly :  it 
is  simply  protection  against  theft-by-sight  of  intellectual  property.  By  the  same 
token,  a  license  to  an  undeveloped  invention  is  a  licen.se  to  theft-by-sight  of  all 
the  benefits  of  development.  The  licensee  need  merely  wait  at  the  starting  line 
to  be  at  the  finish  line.  Because  of  this,  many  good  inventions  lie  un-used,  de- 
prived of  value  to  any  prospective  investor  alert  to  the  dangei's  of  a  royalty-free 
licen.see.  And  the  inventor  is  robbed  of  his  invention  merely  because  he  was 
honest  enough  to  disclose  to  his  disinterested  employer. 

To  put  an  end  to  .such  trash-barrel  treatment,  means  should  be  provided  for  the 
recapture  of  licensed  or  assigned  patent  rights  on  grounds  of  indiligence  of  the 
licensee  and  assignee.  This  should  not  be  limited  to  issued  patents  only ;  it  should 
apply  even  to  mere  company  disclosures,  in  which  case  failure  to  proceed  with 
patenting  would  constitute  indiligence.  The  Government  should  be  no  less 
subject  to  recapture  procedure  than  business.  If  possible,  such  provisions  should 
be  included  in  the  Patent  Reform  Act :  if  not,  they  should  be  promptly  enacted 
by  other  means.  Since  the  effect  would  be  to  place  emphasis  on  the  cost  of  de- 
velopment, the  undesirable  feature  of  a  "hired  to  invent"  status  would  be  re- 
moved, and  disclosures  could  be  freely  made. 

Our  four  basic  points,  then,  are  that 

(1)  The  Patent  Reform  Act  is  a  danger  to  our  economy  in  its  present 
form,  but  is  material  for  a  healthy  synthesis  : 

(2)  A  credo  of  patent  reform  must  be  I'estoration  of  a  working  .system 
of  checks  and  balances  between  inventor,  industry,  and  government ; 

(3)  The  proposed  preliminary  application  naively  freezes  the  process 
of  invention  at  the  time  of  application,  but  would  become  acceptable  if 
treated  as  an  official  inventor's  diary  ;  and  that 

(4)  Recapture  of  patent  rights  on  grounds  of  indiligence  is  essential  to 
assure  fair  treatment  of  inventors  and  their  continued  willingness  to  dis- 
close inventions  to  their  employer. 

We  tru.st  that  Congress  will  accurately  evaluate  these  suggestions,  and  will 
enact  legislation  truly  beneficial  to  the  progress  of  the  useful  arts  regardless 
of  any  short-sighted  objections  to  valid  patent  reform. 

(Pi-epared  by  A.  G.  Fonda,  Vice  President;  Approved  by  R.  J.  Van  Zyl,  Presi- 
dent. Issued  June  22, 1967.) 

Senator  McClellan.  Aii}^  questions  ? 

Senator  Burdick.  No. 

Senator  McClellan.  I  want  to  thank  you  very  much.  I  am  sorry 
we  had  to  keep  you  here  so  late. 

Mr.  WiLFORD.  I  just  want  you  to  meet  Mr.  Banker.  He  has  had  over 
300  inventions,  and  he  is  in  many  fields. 

STATEMENT  OF  OSCAR  K.  BANKER,  PRESIDENT,  BAY  PRODUCTS 
CO.,  BAY  VILLAGE,  OHIO 

Mr.  Banker.  I  will  be  brief,  Senator. 

I  appreciate  the  privilege  and  honor  to  be  allowed  to  testify  before 
this  hearing.  I  am  what  you  might  call  an  illiterate  inventor,"  because 
I  do  not  have  any  degrees  of  colleges  or  diplomas  to  boast  about 
but  I  have  had  50  years  of  experience  going  through  the  mill,  and  I 
am  the  father  of  the  automatic  transmissions  that  are  in  your  cars 
and  that  I  hope  you  are  enjoying  driving. 

Senator  McClellan.  Well,  1  do  not  drive.  I  enjoy  riding. 

Mr.  Banker.  So  much  the  better. 

I  will  file  my  statement  here  in  the  record.  I  do  not  want  to  read 
it,  the  time  being  short.  I  do,  incidentally,  want  to  make  it  clear 
that  I  am  not  a  member  of  any  organization,  or  of  this  Inventors 
Society.  I  am  testifying  purely  as  an  individual. 
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Senator  McClellan.  If  we  liave  not  already  ordered  your  statement 
printed  in  the  record,  it  will  be. 

Mr.  Banker.  Fine. 

I  am  testifying  as  an  inventor  who  has  been  through  the  mill  the 
last  50  years,  and  have  come  to  these  11  points  that  I  present  in  this 
presentation  by  experience  and  by  hard  knocks. 

My  candid  opinion  of  this  bill,  S.  1042,  is  that  it  does  not  help  the 
individual  small  inventor,  but  the  corporation.  Therefore,  I  object 
to  all  the  provisions  in  it.  But  if  a  legislator  or  an  attorney  takes  my 
11  points  and  refines  them  and  grinds  them  and  takes  the  chaff  out 
of  them,  it  will  materially  improve  our  patent  law  as  it  stands  from 
the  viewpoint  of  all. 

It  will  also  give  gi'eat  help  and  incentive  to  the  individual  inventor, 
and  it  will  help  the  progi'ess  and  well-being  of  our  Xation. 

Thank  you  for  this  privilege. 

(The  complete  statement  of  Mr.  Banker  follows:) 

Exhibit  F 
Testimony  by  O.  H.  Banker,  President,  Bay  Products  Co.,  Bay  A'illage,  Ohio 

According  to  history,  the  patent  system  was  not  requested,  nor  originated  l)y 
the  inventors.  It  was  the  custom  in  olden  days  to  keep  secret  any  u.^^eful  dis- 
covery and  form  guilds  or  cartels  to  keep  it  among  a  select  group  for  exploita- 
tion— exploit  it  they  did. 

Government  tlnding  this  system  not  beneficial  for  the  general  public  and  con- 
ducive to  progress  and  creativity,  asked  the  inventors  to  give  up  this  system. 
They  offered  to  give  the  inventors  the  Government's  protection  for  a  limited 
period  in  exchange  for  the  inventors  disclosing  their  invention  fully  and  tiling 
it  with  the  Government  established  department.  Thus  was  born  the  Patent  De- 
partment. A  patent,  therefore,  is  a  contract  between  the  inventor  and  the  Gov- 
ernment. I  may  also  state  it  here,  that  while  inventors  were  legally  forced  to 
live  up  to  their  end  of  the  contract.  Government  consistently  changed  their  part 
of  the  contract,  in  one  word,  defaulted.  It  finally  got  so  bad  that  invention  and 
creativity  began  to  curve  downward.  Inventors  are  discoui-aged  to  see  their 
brain-child  snatched  from  them  by  big  indu.stries  or  clever  promoters.  Patent 
lawyers  realizing  that  their  fortunes  lay  on  the  side  of  industry  by  fat  fees  and 
bonuses  and  unlimited  expense  allowances,  have  deserted  the  lone  inventor. 
Today  a  lone  inventor  cannot  afford  a  good  patent  counsel.  To  get  a  simple 
patent  costs  close  to  $1,000.  So,  is  it  any  wonder  that  Government  is  now  alarmed 
at  this  downward  trend  and  is  trying  to  do  something  about  it?  Therefore,  this 
Bill  H.R.  .5924. 

In  my  humble  opinion  this  bill  is  of  little  help  for  the  small  independent  in- 
ventor. This  bill  still  favors  big  industry  and  .supports  the  general  belief  that 

inventions  now  have  to  come  from  giant  research  establishments,  etc that 

the  days  of  the  basement  and  garage  inventor  are  over,  or  are  not  important  .  .  . 
the  same  folly  that  a  patent  examiner  quit  his  job  many  years  ago.  because  there 
was  no  more  field  for  inventions  and  his  job  was  not  secure. 

I  beg  of  you,  gentlemen,  do  not  fall  for  such  folly.  Inventions  are  made  by 
men,  not  money  and  institutions.  I  can  with  certainty  claim  that  not  more  than 
1%  of  all  original  ideas  in  the  auto  industry  came  from  its  own  research.  To 
name  a  few :  windshield,  windshield-wiper,  disc  wheels  and  brakes,  downdraft 
carburetor,  four-wheel  brakes,  radiator,  heat  control,  power  steering,  power 
brake.s,  automatic  transmission,  clo.sed  body,  etc.  I  could  continue  this  list  in- 
definitely. If  you  clo.sely  investigate  any  other  large  indu.stry  it  will  reveal  the 
same  thing.  I  am  not  down-grading  the  research  establishments.  They  will  con- 
tribute invaluable  service  to  improve  and  refine  for  use  the  original  concepts 
that  the  outside  inventor  brings  to  them.  They  are  proi>erly  named  '"research". 
The  originator  searches  and  finds,  and  they  do  research  again  and  refine.  Some- 
times to  eliminate  the  original  searcher,  too. 

Several  years  ago  when  Genei-al  Motors  Corporation  dedicated  their  .$100,- 
000,000  Research  Center,  my  good  friend  Wm.  B.  Stout,  all-metal  air  plane  de- 
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signer,  said  to  me :  "Oscar,  it  is  all  very  fine,  but  I  do  not  expect  anything  origi- 
nal to  come  out  of  there.  I  still  think  a  farm  boy  or  someone  else  outside  with 
imagination  and  using  baling  wire  and  sticks  will  make  something  we  don't  even 
know  now  we  will  be  needing.  Because  when  unlimited  money  is  available  peo- 
ple can't  think."  I  think  there  is  a  basic  truth  in  that  and  industry  of  late  is 
recognizing  it. 

In  1946  I  had  a  long-distance  call  from  an  old  friend  of  mine,  Art  Laube,  who 
was  the  president  of  Webster  Electric  Co.  of  Racine,  Wisconsin,  and  here  is  the 
text  of  his  call — or,  as  close  as  I  can  remember  it  now. 

He  said,  "Oscar,  I  just  returned  from  New  York.  On  the  train  I  met  a  General 
Motors  Vice  President  and  we  had  a  long  conversation  about  General  Motors 
new  Devices  Department.  He  told  me  that  it  costs  them  a  lot  of  money  to  keep  it 
running,  but  it  was  worth  it.  He  said  they  don't  so  much  keep  it  going  to  buy 
outside  inventions,  but  to  keep  a  door  open  for  the  hopefuls  to  bring  ideas  to 
them,  so  they  can  have  a  chance  to  see  what  improvements  are  being  thought  of. 
They  then  give  it  to  their  engineers  and  scientists  to  work  on.  Invariably  they 
come  out  with  a  better  idea  and  device.  He  said,  further  tliat  'In  the  last  25  years 
we  had  to  buy  only  one  or  two  patents.'  I  was  so  shocked,  Oscar,  he  was  actually 
boasting  about  it !  I  then  thought  I  would  call  and  warn  you,  as  I  knew  you  are 
working  in  automotive  field."  Of  course,  I  assured  him  that  I  knew  and  was  one 
of  their  victims  and  have  not  darkened  their  door  for  some  time.  This  is  a  true 
story.  Unfortunately  he  would  not  reveal  the  name  of  the  particular  vice  presi- 
dent. If  it  was  not  for  time,  I  could  keep  you  several  days  by  actual  stories  and 
cases. 

I  have  here  an  entry  in  my  diary  I  would  like  to  read  to  you  dated  June  8, 
1942 :  "Saw  Charlie  Welman — he  introduced  me  to  the  patent  attorney  of  Ford 
Motor  Company,  Mr.  McCrae,  who  knew  me  by  reputation  and  said,  'You  are 
the  man  that  delayed  the  automatic  transmission  progress.  If  you  had  thrown 
your  patents  open  to  the  industry  four  or  six  years  ago,  all  of  the  cars  now  would 
have  automatic  transmissions.'  "  It  was  such  a  shock  and  surprise  to  me  that  I 
recorded  it.  I  do  remember  the  incident.  It  was  at  a  dinner  of  the  Society  of  Auto- 
motive Engineers  and  we  were  sitting  at  the  same  table.  Is  it  any  wonder  that  I 
was  not  properly  rewarded  for  my  contribution  and  contribution  of  my  financial 
backer,  Mr.  Franklin  Magil.  He  passed  away  in  1943,  but  he  never  lost  faith  that 
the  public  would  eventually  get  it,  as  long  as  Mr.  McCrae  confessed  the  cause  of 
the  delay. 

Our  courts  are  still  against  patents.  Supreme  Court  Justice  William  Douglas' 
"Flash  of  Genius"  doctrine  on  invention  has  done  more  harm  than  anyone  can 
imagine  to  the  independent  inventor.  Corporations  used  it  ruthlessly  to  knock  out 
good  patents  using  that  doctrine.  I  also  lost  a  patent  and  was  victimized  by  it. 

I  am  assuming  that  Congress,  as  the  public's  representative,  and  having  their 
welfare  at  heart,  will  want  to  help  to  keep  creativity  by  a  reliable  patent  system 
that  will  help  the  inventor  to  reap  a  reward  he  deserves,  and  thus  contribute  to 
the  well  being  of  the  public  and  the  progress  of  our  nation  in  this  competitive  and 
hostile  world.  It  has  been  shown  that  every  European  country  and  Japan,  where 
the  patent  law  was  favorable  to  the  inventor,  the  trend  of  inventions  and  patents 
began  to  go  up.  Think,  gentlemen,  the  inventor  is  not  taking  anything  away  from 
anyone,  and  until  he  creates  something,  no  one  has  it. 

i  noticed  that  the  copyright  law  will  be  changed  to  extend  the  time  to  the  life 
of  the  author  plus  50  years.  Is  not  an  invention  as  important,  or  more  so? 

If  you  will  permit  me,  the  following  are  my  suggestions  : 

1.  Patents  to  be  issued  to  and  held  by  the  inventor,  no  matter  who  he  is  work- 
ing for.  If  developed  at  the  expense  of  his  employer,  they  automatically  retain 
exclusive  rights  by  a  license  from  him.  If  an  independent  inventor  forms  a  corpo- 
ration to  exploit  it,  he  gives  an  exclusive  license  to  them.  Corporations  must  not 
have  the  patents  as  as.sets,  only  the  license.  In  case  of  failure,  the  inventor  still 
has  his  patent  to  try  again.  Many  an  inventor  has  lo.st  his  patents  in  this  way  by 
scheming  promoters,  who  made  millions  later  for  themselves. 

2.  The  inventor  that  is  employed  by  a  corporation  be  paid  one  or  two  per  cent 
royalties  in  addition  to  their  salaries.  When  it  is  a  group  or  team  effort,  then 
this  sum  can  be  distributed  to  them  in  the  jiroportion  of  their  contribution, 
which  may  require  some  method  of  determination,  which  I'm  sure  can  be  resolved. 
Let  inventors  compete  with  inventors,  and  not  inventors  with  corporations.  If 
corporations  have  to  pay  anyhow,  they  will  more  likely  buy  an  outside  patent 
from  the  independent. 
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3.  The  life  of  a  patent  to  be  fifty  years,  if  it  is  being  held  on  the  shelf,  or  if 
the  invention  is  ahead  of  its  time — such  as  Professor  Goddard's  rocket  engine. 
The  life  of  such  a  patent  be  only  ten  years  when  it  is  put  in  production  and 
the  inventor  paid,  even  if  the  production  starts  before  the  patent  grant. 

4.  No  one  in  the  country  shall  have  the  right  to  negotiate  the  life  of  the 
patent  to  less  than  the  grant  period.  This  is  now  in  practice  by  the  automobile 
industry.  They  are  limiting  it  to  five  years,  and  General  Motors  started  it  after 
World  War  fl.  This  is  proof  to  me  that  corporations  are  more  powerful  than 
the  Government.  .  ,  ^  ^ 

5.  The  government  who  is  issuing  the  patent  should  not  have  the  right  to 
challenge  the  validity  of  the  patents  it  grants.  My  patent  for  helicopter  drive 
No.  2492831  is  being  so  challenged.  . 

G.  Validity  of  any  patent  should  not  be  challengeable  after  one  year  of  its 
disclosure.  All  infringement  prior  to  the  issuance  of  the  patent  be  recoverable 
retroactive  to  the  filing  date.  It  is  a  vicious  practice  at  present ;  any  good  item 
that  is  marked  "Patent  Pending"  is  put  into  production  by  unscrupulous  firms 
for  a  quick  and  wide  distribution  before  the  patent  issues,  and  jumps  out  of  it 
when  the  patents  come. 

7.  The  Patent  Ofiice  should  have  a  department  for  registration,  at  a  nominal 
fee  of  $5.00,  of  inventions  described  in  principle  and  drawn  covering  basic 
points  of  the  invention  for  a  period  of  five  years  during  which  time  operational 
details,  detailed  drawings  could  be  worked  out,  samples  tested  and  improve- 
ments made.  At  the  end  of  this  five  years  the  patent  would  have  to  be  filed 
or  the  material  would  become  public  property  and  published  as  such  if  desired. 
This  list  should  be  available  to  the  patent  examiners,  but  kept  secret  from  the 
public.  This  for  two  rea.sons :  1)  To  allow  a  poor  inventor  to  raise  money  for 
his  experiments  and  attorney's  fees  for  the  patent.  No  average  independent 
inventor  can  afford  them  now.  2)  To  reduce  the  backlog  of  patent  applications — 
because  if  this  system  was  in  exi.stence.  almost  one-third  of  the  cases  that  I 
filed  would  never'have  been  filed.  I  would  have  found  out  during  these  five  years 
that  they  were  not  what  they  appeared  to  be  at  the  time.  Fear  of  interferences 
lirompte'd  me  always  to  file  first,  then  worry  later.  I  had  many  interferences- 
most  of  which  I  won.  My  Patent  Number  26072.31  was  in  the  Patent  Office  for 
16  years  because  of  interferences,  and  I  won  them  all  at  a  cost  of  close  to 
$9,000.00.  This  list  of  registered  inventions  should  be  proof  of  date  of  invention 
in  case  of  interference  and  eliminate  the  present  interference  system.  Captive 
inventors  will  also  use  this  register  to  make  sure  their  boss  doesn't  claim  their 
invention  as  his  own.  Don't  they"/ 

8.  Patent  fees  be  reduced  to  nominal  figures.  A  substantial  fee  be  charged  for 
recording  the  non-assignable  patents  licenses.  This  to  prevent  unscrupulous  in- 
vestors from  issuing  more  licenses  than  legal. 

9.  Establish  an  insurance  system  that  for  a  nominal  fee  an  independent 
inventor  can  get  money  from  this  insurance  to  enforce  and  protect  his  patent 
from  powerful  corporations.  If  it  can  be  done,  also  establish  a  special  tax  on 
royalties  paid  out  or  received  for  the  cost  of  running  the  Patent  Office.  Perhaps 
one  per  cent  from  the  inventor  and  one  per  cent  from  the  manufacturer.  That 
is  one  per  cent  of  the  royalty  paid  out  to  the  inventor. 

10.  Establish  patent  courts  manned  by  qualified  judges  trained  in  patent  law 
Also,  establi-sh  guide  lines  for  rates  of  royalties  so  a  large  powerful  corporation 
cannot  dictate  terms  and  call  it  bargaining.  Make  it  a  criminal  offense  to  delib- 
erately disregard  a  patent  if  it  can  be  done. 

11.  Patent  examiners  not  be  permitted  to  re-invent  an  invention  by  picking 
pieces  from  other  arts,  etc.  If  an  inventor  has  created  a  useful  device  without 
the  information  of  the  old  arts  available  to  him,  he  should  get  a  broad  inter- 
pretation. "Skilled  in  the  art"  is  worked  to  death.  With  the  kind  of  attitude  in 
the  Patent  Office  for  the  past  several  years,  the  invention  of  the  sewing 
machine  could  not  be  protected  broadly  today.  The  examiner  would  have  said 
"The  sewing  needle  is  an  old  art.  Therefore,  taking  the  well-known  hole  in  a 
well-known  needle  and  moving  it  from  the  hindmost  to  the  foremost  is  not  an 
invention."  Strangly  enough,  that  simple  act  was  the  heart  of  the  invention. 
Even  today,  no  one  can  make  a  .sev^-ing  machine  otherwise. 

We  seem  to  have  lost  perspective.  Our  aim  seems  to  be  toward  outer  .space,  and 
you  are  willing  to  be  generous  with  the  program.  That  is  fine.  But,  let  us  not 
forget,  gentlemen,  that  we  still  need  the  good  old  earth  to  live  on,  and  the 
common   people's   well-being   who   are   providing   the   substance — the   tax.    The 
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records  sliow  that  every  industry  in  tlie  nation  was  built  around  an  invention, 
that  someone's  imagination  created.  .  .  .  Patent  Department  short  sightedly,  and 
you  passively  placing  road-blocks  for  future  inventions  by  high  fees  and  restric- 
tions. The  only  governmental  department  that  creates  jobs  and  tax  ba.se  is  the 
Patent  Department.  Yet,  you  are  insisting  that  they  pay  their  way.  The  logic 
of  this  is  beyond  me. 

An  invention  is  like  a  new-born  baby.  You  don't  tax  it  at  birth.  You  wait  until 
he  earns.  Why  should  an  invention  be  treated  differently? 

Remember,  also,  that  Edison's  patents  have  expired  many  years  ago,  but 
we  are  .still  enjoying  their  benefit.s.  The  entire  world  is,  too,  and  will  keep  on 
enjoying  them  to  the  end  of  time.  For  every  secret  we  can  dig  up,  it  is  ours 
for  keeps.  Let  us  give  encouragement  and  security  for  the  future  inventor.s. 
Our  continued  progress  and  good  life  depends  on  them. 

Senator  McClellan.  Thank  you  very  much.  You  do  have  your  11 
points  set  out  in  your  statement  ? 

Mr.  Banker.  Yes. 

Mr.  WiLFORD.  I  just  want  to  say  one  thing:  This  is  a  very  famous 
saying.  It  was  given  to  me  by  J.  Walter  Christie,  who  invented  the 
tank  and  was  turned  down  by  the  Army,  a  historic  case  of  how  the 
British  and  the  Eussians  got  Christie  tanks  and  our  ATAC  fellows 
were  building  poor  ones.  This  was  said  by  Dr.  Samuel  Johnson  to 
Ben  Franklin  in  1770  at  the  Old  Coffe  House  before  the  Revolution: 
"The  power  of  invention  is  endowed  upon  the  few,  but  working  out 
the  science  of  invention  is  more  than  can  easily  be  endured  by  many." 

Senator  McClellan.  Thank  you  very  much,  gentlemen. 

There  will  be  future  hearings  on  these  measures.  I  cannot  set  the 
time  now.  For  the  present  the  subcommittee  and  this  hearing  on  these 
bills  is  in  recess  subject  to  call.  For  today  the  subcommittee  stands 
adjourned. 

(Whereupon,  at  5:10  p.m.  the  subcommittee  adjourned  subject  to 
call.) 
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Aerospace  Industries  Association  of  America,  Inc., 

Office  of  the  President, 
Washington,  D.C.,  November  22,  1967. 
Senator  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Xew  Senate 
Office  Building,  Washington,  D.C. 
Dear  Mr.  Chairman  :  The  Aerospace  Industries  Association  of  America,  Inc. 
represents  fifty-nine  of  the  nation's  major  suppliers  of  aircraft,  spacecraft,  mis- 
siles and  components  thereof.  We  believe  that  the  United  States  Patent  System 
has  and  will  continue  to  contribute  substantially  to  economic  and  technological 
growth  of  our  rountry  and  industry.  Accordingly,  we  appreciate  the  opportunity 
to  present  our  views  on  the  proposed  legislation,  S.  1042,  "The  Patent  Reform 
Act  of  1007." 

In  view  of  thp  hearings  that  have  been  held  on  the  matter,  we  have  elected 
to  submit  our  views  in  the  attached  comments,  together  with  a  request  that  they 
be  included  in  the  printed  record  of  the  hearings. 

We  understand  that  further  hearings  may  be  held  on  this  subject.  In  that  event, 
should  the  Subcommittee  deem  it  desirable  to  have  the  Association  provide  a 
witness,  we  shall  be  pleased  to  do  so. 
Yours  very  truly, 

Karl  G.  Harr,  Jr. 

COMitENTS     OF     THE     AEROSPACE     INDUSTRIES     ASSOCIATION     OF     AMERICA,     INC.     ON 

S.  1042,  "The  Patent  Reform  Act  of  1967" 

The  Aero.^^pace  Industries  Association  of  America,  Inc.,  believes  that  the  United 
States  Patent  System  has  and  will  continue  to  contribute  substantially  to  the 
economic  growth  and  technological  progress  of  both  industry  and  the  country  as  a 
whole.  We  have  expres.^ed  our  views  on  this  proposed  legislation  accordingly, 
supporting  those  provisions  we  feel  would  strengthen  and  improve  that  system 
and  pinpointing  others  which  we  believe  would  prove  detrimental  to  the  dis- 
closure, publication  and  free  exchange  of  technological  information. 

The  following  di.<cussion  deals  with  the  changes  we  consider  undesirable,  pri- 
marily because  they  outstrip  present  resources  for  identifying  worldwide  state 
of  the  art.  place  too  great  a  burden  on  the  inventor,  or  tend  to  defeat  the  purpose 
for  which  they  have  been  proposed.  It  should  be  recognized  that  objections  and 
suggestions  made  with  respect  to  specific  sections  of  this  bill  will  aLso  apply  to 
other  sections  due  to  the  interdependency  and  interrelationship  of  many  of  these 
provisions. 
Section  I/l — Patent  Fees 

Paragraph  (a)  of  this  section  proposes  a  drastic  change  in  the  present  statute 
in  the  form  of  giving  the  Commissioner  of  Patents  the  authority  to  establish 
fees,  the  only  apparent  guideline  being  that  the  fees  recover  between  65  and  75 
percent  of  the  cost  of  operation  of  the  Patent  Office.  We  believe  it  is  improper  to 
empower  the  Commissioner  of  Patents  to  set  fees  without  specific  guidelines 
fixed  by  the  Congress,  with  benefit  of  full  hearings  on  such  matters  as  fee 
structure  and  the  apportionment  of  fees  in  accordance  with  the  cost  of  providing 
the  service  for  which  the  fee  is  charged.  The  absence  of  proper  guidelines  could 
result  in  unfairness,  discrimination,  inordinate  jumps  in  costs  to  applicants,  and 
genei'al  uncertainty  about  costs. 

One  of  the  factors  which  should  be  considered  in  determining  fees  is  just 
what  costs  the  fees  .should  cover.  For  example,  we  note  that  under  Sections  12 
and  15  of  the  bill,  substantial  research  and  development  effort  is  contemplated 
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for  the  purpose  of  improving  and  expediting  handling  classification,  storage  and 
retrieval  of  patents  and  other  scientific  and  technological  information.  Although 
we  agree  that  such  an  effort  is  important,  even  vital,  we  can  see  that  its  proper 
implementation  will  be  extremely  expensive,  and  we  do  not  feel  that  these  costs 
should  be  recovered  primarily  from  patent  applicants.  Likewise,  other  projects 
financed  by  the  Patent  Oflice.  such  as  the  public  search  room,  international  nego- 
tiations toward  a  univei'sal  patent  system,  and  an  inrernational  prior  art  search- 
ing facility,  are  not  of  direct  benefit  to  all  patent  applicants,  and  should  not 
be  included  in  the  costs  of  operation  subject  to  the  high  recovery  range  proposed 
in  Section  41(a). 

Section  102 — Conditions  for  Patentability 

The  present  statute  provides  that  a  printed  publication  in  this  or  a  foreign 
country  shall  constitute  prior  art.  In  seeking  to  update  this  limited  statement 
in  the  statute.  Paragraph  102(a)  of  the  new  bill  provides  that  if  it  is  made  avail- 
able to  the  public  by  means  of  a  disclosure  in  tangible  form,  it  shall  be  con- 
sidered prior  art.  In  our  view,  this  statement  is  too  indefinite  and  should  be 
amended  to  read  "information  in  tangible  form.'' 

Further,  we  are  opposed  to  the  inclusion  of  foreign  public  use  or  sale  in  the 
definition  of  prior  art.  At  present,  it  is  impractical  to  locate  such  use  or  sale, 
and  if  this  expansion  of  the  prior  art  were  to  be  written  into  the  statute,  it  would 
place  a  cloud  of  invalidity  over  every  patent  granted.  If  and  when  a  universal 
searching  system  becomes  available  and  a  universal  definition  of  public  use  and 
sale  goes  into  effect  throughout  the  world,  then — and  only  then — should  consid- 
eration be  given  to  treating  prior  art  on  a  worldwide  basis. 

Section  102  of  the  proposed  legislation  provides  that  the  patent  will  be  granted 
to  the  applicant  who  is  the  first  to  tile ;  whereas,  under  the  present  system,  the 
patent  is  granted  to  the  first  to  invent,  provided  he  meets  certain  conditions. 
This  change  is  aimed  a  abolishing  the  interference  practice  presently  in  effect, 
a  practice,  incidentally,  which  involves  less  than  2  percent  of  the  applications 
filed.  To  make  the  proposed  change,  however,  would  necessarily  result  in  greater 
secrecy  with  respect  to  new  developments,  thereby  preventing  free  disclosure 
and  interchange  of  information  which  may  now  occur  as  soon  as  the  inventor 
has  protected  himself  with  adequate  records.  In  addition,  this  change  would  pre- 
clude the  inventor's  testing  the  commercial  value  of  his  invention  in  the  market- 
place before  assuming  the  expenses  of  patenting  it. 

While  its  proponents  claim  that,  because  the  present  grace  period  has  no 
counterpart  in  most  foreign  systems,  the  "first  to  file"  system  will  lead  to  greater 
international  uniformity,  a  check  of  the  patent  systems  in  other  countries  indi- 
cates that  this  is  simply  not  true — substantially  all  other  nations  protect  the 
rights  of  contemporaneous  inventors  seeking  to  commercialize  their  inventions 
and,  in  at  least  several  instances,  do  provide  a  grace  period  to  inventors. 

To  overcome  the  drastic  effects  of  the  "first  to  file"  system.  Section  111  does 
provide  for  the  filing  of  informal  "preliminary  applications,"  so  that  the  inventor 
may  obtain  an  early  effective  filing  date  establishing  the  date  of  his  invention 
in  lieu  of  the  records  he  now  keeps  for  that  purpose.  Although  the  system's 
supporters  view  this  preliminary  application  as  an  informal  sort  of  document, 
the  fact  remains  that  it  must  completely  disclose  the  subject  matter  to  be  claimed 
in  the  complete  application.  For  this  reason,  the  proposed  change  could  prove 
very  costly  for  both  the  applicants  and  for  the  Patent  Office,  in  view  of  the  great 
volume  of  paperwork  it  is  likely  to  entail.  To  make  matters  worse,  the  filing  of 
the  preliminary  application  means  the  applicant  must  follow  it  up  with  a  com- 
plete version  within  12  months,  and  because  the  convention  period  would  com- 
mence with  the  filing  of  the  preliminary  papers,  all  corresiiondiug  foreign  patent 
applications  will  have  to  be  filed  in  that  sanie  12  months. 

We  urge,  therefore,  that  Section  102  be  revised  along  the  following  lines : 

(1)  Provide  a  grace  period  of  one  year. 

(2)  Issue  the  patent  to  the  first  applicant  to  file. 

(8)  Any  applicant  may  provoke  an  interference  with  a  granted  patent  under 
conditions  and  regulations  to  be  established  by  the  Patent  Office. 

(4)  To  the  extent  possible,  adopt  a  simplified  interference  practice. 

(5)  In  any  proceeding  in  the  U.S.  Patent  Office,  an  applicant  shall  be  accorded 
a  date  of  invention  no  earlier  than  two  years  prior  to  the  actual  filing  date  of 
his  application  for  patent  thereon  in  the  U.S.  Patent  Office. 

Section  lO.j  does  seek  to  provide  some,  though  inadequate,  protection  to  an 
ai)plicant  in  the  event  that  someone  else  publishes  his  invention  prior  to  the 
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eflfective  filing  date  seetired  under  proposed  Section  102(a),  knowledge  of  the 
invention  having  been  derived  from  the  inventor  and  published  in  violation  of 
the  obligation  not  to  disclose.  The  inventor  must,  however,  file  his  application 
within  six  months  of  such  unauthorized  publication.  If  the  one-year  grace  period 
were  to  be  retained,  as  suggested  above,  proposed  Section  105(a)  would  not  be 
necessary. 

Should  the  latter  section  be  left  in  for  any  reason,  however,  the  six-month 
period  should  be  changed  to  12  months,  and  (a)(1)  should  be  clarified  by  insert- 
ing, after  the  word  -derived,"  the  phrase  (UrcctJy  or  indtrectli/.  Paragraph 
(a)  (2)  should  be  deleted  entirely,  because  it  is  unnecessary  and  iujxu-actical — it 
would  effectively  prevent  an  inventor  from  submitting  his  invention  to  those 
who  might  be  interested  in  investing  in  or  supporting  its  further  development, 
due  to  the  fact  that  most  businesses  are  loath  to  accept  invention  disclosures 
in  confidence. 

Section  106 — Computer  Programs  not  Patentable 

This  section  should  be  deleted  from  the  proposed  statute.  No  particular  science 
or  technology  should  be  excluded  from  patent  coverage. 

Section  123 — Publication 

This  section  provides  for  the  publication  of  all  pending  patent  applications 
within  18  to  24  months  of  their  earliest  effective  filing  date. 

Under  the  Constitution  and  the  present  Patent  System,  the  Government  grants 
a  patent  to  the  inventor  in  exchange  for  the  disclosure  of  his  invention.  It  is  our 
belief,  therefore,  that  an  application  should  not  be  published  until  the  Patent 
OflSce  has  examined  the  application  and  has  indicated  that  it  contains  patentable 
subject  matter,  thereby  giving  the  applicant  reasonable  assurance  that  he  will 
be  awarded  a  patent.  It  is  urged  that  Section  123(a)  be  amended  to  this  effect. 

Section  151 — Publication  and  Issue  of  Patent 

This  section  proposes  that  when  the  application  has  been  found  allowable, 
the  Patent  Office  woxild  then  publish  the  patent  application,  upon  payment  of 
a  fee  by  the  applicant.  This  would  give  the  public  the  opportunity  of  citing  per- 
tinent prior  art,  as  proposed  in  Section  136.  While  such  publication  would  delay 
the  issuance  of  the  patent,  providing  an  opix)rtunity  for  the  best  prior  art  to 
develop  may  warrant  the  wait. 

It  is  suggested  that  instead  of  amending  Section  123  to  provide  for  publication 
only  if  allowable  subject  matter  has  been  found,  consideration  be  given  to  de- 
leting Section  123  entirely  and  retaining  Section  151  alone.  To  minimize  the 
delay  in  the  issuance  of  patents,  however,  the  Patent  Ofl5ce  should  be  required 
to  issue  a  notice  of  allowance  promptly  after  the  Examiner's  decision  to  that 
effect. 
Section  136 — Reexamination  after  Publication 

This  section  would  provide  the  public  an  opportunity  to  cite  prior  art  against 
an  application  published  under  Sections  123  and  151.  Xote  also  that  the  public 
may  cite  prior  art  anytime  within  three  years  after  the  patent  is  issued.  We 
favor  the  inclusion  of  Section  136. 

However,  since  the  reexamination  which  may  result  under  this  section  in- 
volves only  the  applicant  and  the  Patent  OflBce.  it  is  suggested  that  the  wording 
be  amended  to  make  it  clear  that  there  is  no  estoppel  against  any  member  of 
the  public  for  submitting  or  failing  to  submit  prior  art  under  Sections  123  or  151. 
In  our  view,  this  may  encourage  the  submission  of  prior  art  for  consideration 
by  the  Patent  OflSce. 

Section  131 — Burden  of  Persuasion 

This  section  would  place  on  the  applicant  the  burden  of  persuading  the  Ofiice 
that  a  claim  is  allowable.  Although,  in  effect,  this  is  already  the  annotmced 
practice  of  the  Patent  Ofiice,  even  under  the  present  system  all  proofs  and  tests 
of  the  value  and  allowability  of  an  invention  are  frequently  not  available  during 
the  early  history  of  an  invention  and  would  almost  never  be  so  under  the  "first 
to  file"  system.  That  it  may  be  impractical  or  even  impossible  for  an  inventor 
to  produce  such  proof  and  tests  at  an  early  date  should  not  prevent  the  granting 
of  his  patent.  It  would  appear  that  if  the  applicant  can  raise  a  reasonable 
likelihood  that  invention  is  present,  the  Patent  Office  should  allow  the  claims 
to  the  invention,  subject  to  later  determination  of  the  courts  at  a  time  when 
the  necessary  proofs  would  be  more  likely  to  be  available. 


308 

WTille  some  covu-ts  have  been  critical  of  the  standard  of  invention  in  the 
United  States  Patent  Office,  this  criticism  tends  to  overlook  the  fact  that 
liormally  the  only  patents  litigated  are  those  which  are  neither  clearly  valid 
nor  clearly  invalid.  Using  only  litigated  patents  to  measure  the  standard  of 
invention  historically  applied  by  the  Patent  Office  is  not  a  valid  measure.  It 
is.  therefore,  urged  that  Section  1.37  be  amended  to  indicate  at  least  that  the 
applicant  shall  have  the  burden  of  persuading  the  Patent  Office  only  that  the 
claim  i-easonably  appears  to  be  allowable. 

Sectiov  l.'/l — Appeal  to  the  United  States  Court  of  Appeals  for  the  District  of 
Columbia 

Under  both  the  present  statute  and  the  proposed  bill,  applicants  may  appeal 
from  the  Patent  Office  either  to  the  District  Court  for  the  District  of  Columbia 
or  to  the  Court  of  Customs  and  Patent  Appeals,  a  practice  which  has,  at  times, 
resulted  in  apparently  conflicting  law  on  a  particular  point.  This  section  pro- 
vides that  either  the  Patent  Office  or  the  applicant  may  appeal  from  a  C.C.P.A. 
decision  to  the  Court  of  Appeals  for  the  District  of  Columbia,  as  is  now  the  ease 
in  decisions  from  the  District  Court.  This  attempt  to  avoid  conflicting  decisions 
} (laces  the  exjiense  of  another  level  of  appeal  on  applicants  using  the  C.C.P.A. 
route. 

It  is  suggested  that,  instead.  Section  145,  entitled,  "Civil  Action,"  be  amended 
to  provide  that  appeal  from  a  District  Court  decision  shall  be  had  only  to  the 
C.C.P.A.  This  places  no  extra  burden  on  the  Patent  Office  or  the  applicant, 
while  still  providing  for  appellate  review  of  District  Court  decisions  prior  to 
any  writ  of  certiorari  to  the  Supreme  Court. 

Sect  ion  l-'/S — Prcs  ii  mption 

We  urge  the  deletion  of  this  section  or,  at  least,  of  the  phrase  that  Patent 
Office  decisions  will  be  upheld  unless  without  substantial  basis  or  not  in  accord- 
ance with  law.  The  presumption  of  correctness  of  a  Patent  Office  decision  has 
always  been  recognized.  The  Patent  Office  Examiner  has  not  usually  had  experi- 
ence in  the  technology  involved  and  often  has  had  little  experience  in  the 
patent  field.  The  almost  irrefutable  presumption  proposed,  therefore,  places 
undue  value  on  the  action  of  the  Examiner,  denies  trials  de  novo,  and  puts 
too  much  reliance  on  hindsight. 

Section  15 Ji — Contents  and  Term  of  Patent 

The  present  statute  provides  that  a  patent  shall  have  a  term  of  17  years,  com- 
mencing the  date  the  patent  is  granted.  This  section  of  the  proposed  bill  would 
provide  a  patent  term  of  20  years,  running  from  the  earliest  United  States 
effective  filing  date  of  an  application.  Inasmuch  as  this  bill  contemplates  "pre- 
liminary applications."  it  would  be  unfair  to  the  U.S.  applicant  to  have  the 
term  of  his  patent  run  from  the  earliest  filing  date,  the  date  of  his  preliminary 
application,  because  a  similar  burden  would  not  apply  to  the  foreign  applicant, 
whose  term  would  begin  with  the  filing  of  his  U.S.  application.  In  effect,  this 
would  give  a  foreign  inventor  up  to  twelve  months  longer  than  the  term  of  the 
American  applicant.  Therefore,  it  is  ui-ged  that  the  patent  term  be  measured 
from  the  date  of  the  completed  application  instead  of  the  preliminary  filing. 

Chapter  18  {Sections  191-194) — Deferred  Examination 

We  favor  deferred  examination  as  proposed  in  this  chapter  but  believe  that 
instead  of  putting  it  on  a  "standby"  basis  subject  to  the  will  and  decision  of 
tile  Secretary  of  Commerce,  at  least  a  pilot  program  to  test  the  concept  be 
l*romptly  instituted.  If  within  a  reasonable  period  such  a  concept  proves  correct, 
tlien  deferred  examination  should  be  established  for  all  applicatious.  If  this 
practice  is  tentatively  considered  workable  and  advantageous  to  the  U.S.  Patent 
System,  it  sliould  be  tested  at  this  time,  or,  alternatively,  Chapter  18  should 
be  deleted  until  the  Secretary  of  Commerce  feels  the  time  is  right  to  consider 
setting  up  a  deferred  examination  system. 

In  addition  to  providing  possible  relief  for  the  large  backlog  of  applications 
in  the  Patent  Office,  deferred  examination  would  also  seem  a  boon  to  applicants 
desiring  to  test  the  commercial  value  of  their  inventions  before  going  to  the 
needless  exm'nse  of  prosecuting  applications  for  inventiojis  which  might  prove 
valueless.  It  might  also  be  noted  that  the  applicant  wishing  to  ol)t:un  exam- 
ination at  the  time  he  files  his  applicntion  may  still  do  so  under  the  provisions 
of  Chapter  IS. 
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We  do  object,  however,  to  one  provision.  Section  192(b),  which  provides  that 
applications  under  the  proposed  deferred  system  would  be  published  as  soon 
as  practicable.  It  is  our  view  that  deferred  examinations  should  be  published 
no  sooner  than  within  18  to  24  months  of  the  tiling,  giving  the  applicant  a  chance 
to  evaluate  his  invention  and  to  abandon  the  application  if  it  appears  that  he 
will  be  unable  to  obtain  patent  protection  of  value,  in  which  case  publication 
could  be  avoided. 
Section 251 — Reissue  of  Defective  Patents 

This  section  omits  the  right  under  present  law  to  obtain  a  broadened  claim 
by  reissue.  It  is  urged  that  the  right  to  either  a  narrowed  or  l)roadened  reissue 
should  be  retained,  so  that  the  patentee  may  correct  for  errors  made  without 
deceptive  intent.  We  note  that  users  with  intervening  rights  are  protected  with 
respect  to  broadened  reissues  by  both  the  new  and  old  Sections  252. 

Therefore,  this  section  should  be  amended  by  inserting  in  line  4  of  paragraph 
(a),  after  "more,"  the  words — or  less.  At  the  end  of  paragraph  (c)  before  the 
period,  insert  the  following — unless  applied  for  uithin  two  years  from  the 
grant  of  the  original  patent. 

Section  2.53 — Diselaimcr 

This  section  is  the  same  as  Section  253  of  the  present  statute,  except  that  it 
adds  a  new  paragraph  (c)  providing  that  a  terminal  disclaimer  or  dedication 
under  253(b)  fixing  a  common  expiration  date  of  two  patents  will  have  no 
effect  on  the  determination  of  patentability  or  validity  of  either  claim.  The 
effect  of  this  paragraph  then  is  to  prevent  correcting  for  an  extension  of  monopoly 
in  cases  of  double  patenting  by  the  use  of  terminal  disclaimers.  We  urge  that 
paragraph  (c)  be  deleted  because  it  prevents  the  use  of  a  disclaimer  to  protect 
both  the  owner  of  the  patent  and  the  public. 

Section  2.51 — Revocation 

Even  though  this  section  is  a  substantial  departure  from  our  present  patent 
system,  we  believe  it  merits  careful  and  favorable  consideration.  We  agree  that 
a  .substantial  fee  be  required  to  minimize  haras.sment  of  patentees.  In  this  con- 
nection, however,  we  urge  that  paragraph  (f),  excusing  the  Government  from 
paying  such  fees  and  costs,  be  deleted  to  deter  harassment  of  patentees  by  the 
(Government  itself  and  to  prevent  the  public  from  using  this  avenue  to  harass 
the  patentee. 

This  section  sets  a  three-year  limit  for  the  citation  of  art  against  an  i.ssued 
patent.  While  a  cut-off  date  has  merit,  the  advantage  of  this  .section  would  be 
lost  in  the  case  of  a  patent  which  is  ahead  of  its  time.  For  instance,  there 
may  be  no  manufacturer  in  the  particular  business  to  which  a  patent  pertains 
at  the  time  it  issues,  and  therefore  there  would  be  no  reason  for  anyone  to  in- 
vestigate the  issued  patent  during  the  revocation  period.  We  believe  further 
study  of  the  ramifications  of  this  provision  is  appropriate. 

As  in  the  case  of  Section  136  of  this  bill,  it  would  be  well  to  amend  Section 
257  to  the  effect  that  no  estoppel  shall  arise  for  the  citation  or  the  failui'e  to 
cite  prior  art  against  a  patent. 

We  also  feel  that  consideration  should  be  given  to  including  a  means  similar 
to  that  provided  in  Section  136  for  citing  public  use  or  sale.  We  suggest,  in  fact, 
that  a  provision  parallel  to  Section  136(b)  be  added  to  Section  257. 

Section  271 — Infringement  of  Patent 

Paragraph  (b)  of  this  section  adds  desii-able  protection  to  patented  processes; 
however,  the  proviso  which  precludes  that  paragraph  from  applying  to  importa- 
tion from  countries  which  provide  process  patent  protection  is  unfair  to  patentees 
and  should  be  deleted.  Otherwise,  every  U.S.  patentee  wovild  be  obligated  to  seek 
process  patent  protection  in  all  foreign  countries  where  it  is  available.  This  bur- 
densome requirement  should  not  be  placed  on  U.S.  patentees. 

If  a  process  patented  in  the  U.S.  is  to  be  protected  against  importation  of 
products,  such  protection  should  be  available  regardless  of  the  exporting  country, 
so  that  less  affluent  and  less  knowledgeable  U.S.  patentees  are  not  deprived  of  this 
protection.  Small  bu.sines.ses  and  independent  inventors  can  rarely  afford  the  cost 
of  multiple  filings,  prosecution,  and  maintenance  of  foreign  patents.  Furthermore, 
such  foreign  patent  protection  is  an  improper  yardstick  for  judging  whether  the 
U.S.  process  patent  is  to  be  enforceable  against  unauthorized  importation. 

It  should  be  noted,  incidentally,  that  the  President's  Commission  in  its  Recom- 
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inendation  XXI  does  not  require  that  process  patent  protection  not  be  available 
in  the  exporting  country  in  order  that  the  U.S.  process  patent  be  enforceable 
against  unauthorized  importation. 
Section  273 — Vnautliorizcd  Practice  of  Subject  Matter  Prior  to  Issuance  of  Patent 

Should  Sections  136  and  l.")l  become  part  of  our  law,  this  section  of  the  proposed 
bill  would  have  merit  in  that  it  would  provide  a  measure  of  protection  to  the 
liatentee  for  a  three  to  six  month  delay  in  the  issuance  of  his  patent  occasioned 
by  the  publication  of  his  allowed  application.  However,  this  section  will  require 
further  study  and  modification  if  it  is  to  be  of  real  use  to  patentees. 

It  is  urged  that  consideration  be  given  to  omitting  the  specification  of  allowable 
damages  (  reasonable  royalties)  and  the  compulsory  license  which  continues  after 
the  patent  issues  whenever  a  patentee  seeks  relief  under  this  section.  It  is  recom- 
mended, therefore,  that  paragraph  (c)  be  deleted  and  relief  to  the  patentee  for 
damages  suffered  during  the  interim  period  be  incorporated  into  Chapter  29  by 
providing  the  courts  with  authority  to  grant  appropriate  relief  and  damages,  in- 
cluding injunction  against  further  use  of  the  patented  invention  where  the  facts, 
in  the  view  of  the  court,  warrant. 

Section  294 — Estoppel  and  Cancellation 

This  section  represents  a  radical  change  in  the  present  law,  in  that  it  would 
provide  that  adjudication  of  invalidity  of  a  patent  would  be  "in  rem."  In  theory, 
this  may  sound  reasonable ;  however,  there  is  a  great  discrepancy  between  the 
attitudes  of  the  courts  with  respect  to  patents  in  the  different  circuits.  For  this 
reason,  we  cannot  approve  "in  rem"'  invalidity  unless  and  until  a  reasonable  uni- 
formity between  circuits  can  be  anticipated.  Furthermore,  new  evidence  not  pre- 
viously available  could  cast  doubt  on  the  correctness  of  an  invalidity  decision. 
For  example,  the  art  relied  on  might  prove  inoperative  and/or  fraudulent. 

Interesting  repex'cussions  would  undoubtedly  result,  were  this  section  to  be 
enacted.  For  example,  a  patentee  might  find  it  necessary  to  bring  a  series  of  suits 
against  a  number  of  infringers.  In  the  first  five  or  six  suits,  the  courts  might  find 
his  patent  valid  and  infringed,  and  then,  in  the  next  action,  a  different  court 
might  find  the  same  patent  invalid  on  the  basis  of  the  same  facts  and  prior  art 
cited  before.  Inevitably,  the  question  would  arise:  Does  the  court  finding  the 
patent  invalid  thereby  overrule  the  earlier  decisions  to  the  contrary,  and  what 
effect  would  such  an  overruling  decision  have  on  the  prior  decisions  of  validity 
and  the  damages  and  injunctions  already  awarded? 


United  States  Senate, 
co^[mittee  on  interior  and  insular  affairs, 

Washington,  D.C.,  September  28,  1961. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  on  the  Judiciary, 
V.S.  Senate,  Washington,  D.C. 

Dear  Mr.  Chairman  :  At  the  request  of  the  Colorado  Bar  Association,  I  am 
forwarding  several  resolutions  adopted  by  the  Association  with  respect  to  the 
proposed  revisions  of  the  patent  laws.  I  would  appreciate  it  very  much  if  you 
would  have  these  resolutions  made  a  part  of  the  hearing  record  on  this  legislation, 
and  would  give  them  every  consideration  in  the  deliberations  on  the  bill. 
Be.st  regards. 

Sincerely  yours, 

Gordon  Allott, 
United  States  Senator. 
Enclosure. 

Littleton,  Colo.,  September  25,  1967. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  of  the  Judiciary, 
U.S.  Senate,  Washington,  D.C. 

Dear  Mr.  Eastland  :  On  behalf  of  the  Patent,  Trademark  and  Copyright 
Section  of  the  Colorado  Bar  Association,  I  have  the  privilege  of  submitting  for 
the  hearing  record  the  attached  Resolutions  of  the  Section  which  relate  to  the 
proposed  revisions  of  the  United  States  patent  laws. 

These  Resolutions  have  been  formally  adopted  by  the  Section  and  their  trans- 
luitlal  lias  been  authorized  l>y  the  Board  of  Governors  of  the  Colorado  Bar  As- 
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sociation.  We  very  much  appreciate  the  opiwrtunity  to  present  these  Resolutions 

for  the  consideration  of  your  Subcommittee. 

Verv  truly  yours, 

Richard  C.  Willson,  Jr., 

Sccretarii.  Patent,  Trademark  and  Copyright  Section, 

Colorado  Bar  Association. 

Resolvtion  of  the  Patent.  Trademark  and  Copyright  Section  of  the  Colo- 
rado Bab  Association  Relating  to  Proposed  Revisions  of  the  United  States 
Patent  Laws 

resolution  no.  1 — be:  first  to  file  concept 

The  Section  opposes  a  strict  "first  to  file"  determination  of  inventorship  as 
placing  an  absolute  premium  on  immediately  in  filing  which  would  tend  to  cause 
a  severe  decrease  in  the  quality  of  applications  filed,  and  greatly  increase  the 
amount  of  material  which  must  be  searched  by  the  Patent  Oflice.  The  Section 
proposes  that  the  present  one  year  statutory  bar  period  be  continued.  The 
first  person  to  file  should  prevail  unless  two  applications  on  the  same  invention 
are  filed  within  one  year  of  each  other,  in  which  case  an  interference  procedure 
should  be  utilized. 

resolution    no.  2 — re  :    PRELIMINARY   APPLICATIONS 

The  Section  oppo.ses  provision  for  preliminary  applications  because  of  the 
serious  tendency  to  increase  the  amount  of  "trash"  applications  which  may  be 
filed  and  which  may  seriously  compound  the  search  problems  of  the  Patent 
OflSce.  The  Section  feels  that  permitting  interferences  between  inventors  who 
file  within  one  year  of  each  other  will  satisfactorily  eliminate  the  need  for 
preliminary  applications  and  will  encourage  both  reasonable  quality  and  reason- 
able promptness  in  filing. 

RESOLUTION    NO.    .3 — RE  :    CITATION    OF   ART   BY    OTHERS 

The  Section  endorses  an  opposition  type  of  period  as  now  provided  by  the 
President's  Commission  Recommendations  and  by  S.  1042,  provided  that  prior 
art  not  cited  during  this  period  should  not  be  permitted  to  be  introduced  in  any 
proceeding  thereafter.  Rights  of  prior  users  of  the  invention  should  not  be 
affected  by  the  patent.  The  Section  recommends  that  after  termination  of  the 
periods  provided  in  the  Recommendations  and  the  Senate  Bill  1042,  a  patent 
should  be  conclusively  presumed  valid  except  on  the  basis  of  fraud. 

RESOLUTION    NO.    4 — RE  :    PUBLICATION    OF    APPLICATIONS 

The  Section  endorses  the  early  publication  of  applications  as  provided  for 
in  the  Presidential  recommendations  and  in  Senate  Bill  1042,  except  that  the 
publication  should  occur  18  to  24  months  after  the  earliest  effective  filing  date 
or  promptly  after  allowance  or  appeal,  whichever  comes  last  (and  not  "which- 
ever comes  first"  as  in  the  recommendations).  This  single  change  is  necessary 
to  prevent  the  applicant  from  suffering  from  a  failure  of  the  Patent  OflSce  to 
act  promptly. 

RESOLUTION    NO.    5 — RE  :    FEES   TO   BE    SET  BY   THE   COMMISSIONER   OF   PATENTS 

The  Section  opposes  the  setting  of  the  fees  by  the  Commissioner  of  Patents 
as  providing  insufficient  control  of  Patent  Office  costs.  The  Section  recommends 
that  fees  continue  to  be  set  by  Congress,  possibly  based  on  the  suggestions  of 
a  committee,  and  that  fees  should  balance  cost  of  operation  of  the  Patent  Office 
against  the  need  for  encouraging  the  patenting  of  American  inventions. 

Ralph  F.  Cbandell, 

Section  Chairman,  1966-67. 
Gayward  N.  Mann, 
Section  Vice  Chairman,  1966-67. 
Richard  C.  Willson,  Jr., 

Section  Secretary,  1966-67. 
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U.S.  Atomic  Eneeot  Commission, 

Washinfjton,  D.C.,  June  5,  1961. 
Subject:    S.   1042. 
Hon.   James   O.    Eastland, 
Chairman,  Committee  on  the  Judiciary, 
United   States   Senate. 

Dear  Senator  Eastland:  Tliauk  you  for  your  letter  of  March  21,  10G7,  so- 
liciting views  on  S.  1042,  a  bill  "For  the  general  revision  of  the  Patent  Laws, 
title  35  of  the  United  States  Code  and  for  other  purposes." 

The  U.S.  Atomic  Energy  Commission  supports  the  broad  objectives  set  forth 
in  the  November  17,  196G  Report  of  the  President's  Commission  on  the  Patent 
System  to  improve  the  Patent  System,  enhance  the  quality  and  reliability  of 
United  States  Patents,  reduce  the  prosecution  time,  accelerate  the  disclosure  of 
technical  advances,  reduce  expenses  of  pro.secution  and  litigation,  and  to  secure 
closer  compatibilitv  with  other  Patent  Systems. 

The  AEG  has  considerable  interest  in  both  the  United  States  and  foreign 
patent  systems  because  of  the  patent  provisions  of  the  Atomic  Energy  Act  of 
1954,  as  amended,  and  the  necessity  of  protection  of  inventions  and  discoveries 
of  AEC-sponsored  research  and  development  work.  We  believe  that  legislation 
which  would  modernize  and  simplify  the  procedures  will  be  beneficial,  not  only 
to  AEC  and  the  Government  but  to  industry  and  the  public  at  large. 

The  implementing  provisions  of  the  present  bill  to  simplify  the  filing  pro- 
cedures, to  provide  for  early  publication,  to  eliminate  the  complexities  of  the 
present  interference  practice  and  to  prescribe  for  the  cancellation  of  claims  and 
patents  for  fraud  or  after  final  judicial  determination  are  favored  in  principle. 
Several  sections  of  the  bill  are  of  particular  interest  to  AEC.  either  because 
of  the  relation  of  such  provisions  to  specific  sections  of  the  Atomic  Energy  Act 
of  19.54  or  because  of  their  effect  on  the  AEC  as  a  Government  Agency.  For 
example.  Section  152  of  the  Atomic  Energy  Act  (42  USC  2182)  provides  for 
review  by  the  United  States  Patent  Office  Board  of  Patent  Interferences  of  a 
Commission  determination  that  an  invention  was  made  or  conceived  in  the 
course  of  or  under  a  Commission  contract.  The  bill.  Section  7(b)(3),  accord.s 
to  the  Board  of  Appeals  of  the  Patent  Office  the  authority  to  act  as  a  Board  of 
Patent  Interferences  when  performing  duties  described  by  Public  Law  593.  82nd 
Congress,  and  other  Acts  of  The  Congress.  This  provision  would  presumably 
include  the  review  provided  under  Section  152  of  the  Atomic  Energy  Act  of 
1954.  The  AEC  has  no  objection  to  the  transfer  of  the  review  functions  to  the 
Board  of  Appeals,  but  it  should  be  made  clear  that  there  is  no  question  as  to 
the  authority  being  vested  in  the  Board  of  Appeals,  particularly  since  it  would 
be  necessary  for  the  Board  to  prescribe  new  rules  governing  the  procedures  in 
such  cases. 

The  provisions  of  Section  111(c)  for  the  filing  of  preliminary  patent  appli- 
cations may  present  a  question  for  the  Commission  of  whether  the  "preliminary" 
application  therein  would  constitute  compliance  with  Section  151(e)  of  the 
Atomic  Energy  Act  of  1954.  as  amended.  Section  151(c)  [42  USC  2181-(c)]  is 
a  unique  provision  applicable  only  to  atomic  energy  inventions,  and  provides 
that  an  inventor  must  report  his  invention  to  the  Commission  unless  such  in- 
vention is  described  in  an  "application  for  a  patent'  filed  with  the  Commissioner 
of  Patents.  The  patent  statute  that  was  in  existence  at  the  time  of  the  passage 
of  the  Atomic  Energy  Act  of  1954  in  19.54  provides  only  for  the  filing  of  a  com- 
plete application  and  not  for  a  "preliminary  application". 

Under  the  present  patent  statutes,  there  is  a  "one  year  grace  period"  for  the 
filing  of  a  patent  application  after  publication.  The  elimination  of  the  -grace 
I>eriod"  in  S.  1042  will  work  a  particular  hardshij)  on  AEC  and  other  Govern- 
ment Agencies  and  Departments  that  promptly  publish  the  results  of  research 
and  development.  At  present  it  is  even  difficult  to  examine  Research  Reports 
and  assure  the  filing  of  patent  applications  on  those  where  foreign  iKitents  are 
to  be  applied  for.  and  it  would  be  increasingly  difficult,  not  only  to  review  the 
Rejiorts,  but  to  file  United  States  Patent  Applicatious  prior  to  publication.  The 
T'.S.  Atomic  Energy  Commission,  therefore,  strongly  reconunends  the  inclusion 
of  a  personal  grace  period  in  order  to  permit  United  States  inventions  to  be 
promptly  published  and  at  the  same  time  permit  the  subsequent  filing  of  United 
States  Patent  Applications.  We  therefore  recnnuuend  the  adoption  of  Senator 
Long's  Amendment  No.  182  of  May  3,  1907.  to  Section  105  of  S.  1042  that  provides 
for  such  a  personal  grace  period. 
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The  secrecy  provisions  of  Chapter  17  of  the  bill  in  Section  184(b)  provide 
that  the  term  "application"  when  used  in  connection  with  this  chapter  means 
a  "complete  application"  so  that  the  foreign  tiling  privilege,  without  p«'tition, 
is  deferred  until  six  (6)  months  after  the  filing  of  the  "complete"  si»ecificati()n. 
In  our  opinion,  it  will  be  necessary  to  review  the  preliminary  patent  applica- 
ti(ms  and  impose  Secrecy  Orders  thereon,  as  well  as  subse(iueiitly  to  review  the 
complete  patent  applications  to  assure  that  security  is  not  compromised.  With- 
out assurance  that  preliminary  patent  applications  are  reviewed  and  Secrecy 
Orders  imposed  thereon  in  appropriate  cases,  it  is  questioned  whether  a  Con- 
tractor or  the  Government,  knowing  that  the  subject  matter  is  classified,  would 
be  in  position  to  file  a  preliminary  patent  application  and  secure  the  benefits 
that  are  to  accrue  from  the  filing  of  a  preliminary  patent  application. 

The  Bureau  of  the  Budget  has  advised  that  there  is  no  objection  to  the  presen- 
tation of  this  proposed  report  and  that  the  enactment  of  S.  1042  would  be  in 
accord  with  the  President's  Program. 
Sincerely  yours, 

R.     E.     HOLLINGSWORTII, 

General  Manager. 

Automobile  Manufacturers  Association,  Inc., 

Washington,  D.V.,  October  13, 19117. 
Hon.  John  L.  McClellan, 

Chairman,  Senate  Judiciarii  Subcommittee  on  Patents,  Trademarks  and  Coi>i/- 
rifjhts.  United  States  Senate,  Washington,  D.C. 
Dear  Senator  McClell.vn  :  The  Automobile  Manufacturers  Association,  Inc. 
offers  for  the  consideration  of  the  Subcommittee  on  Patents,  Trademarks  and 
Copyrights  the  accompanying  Statement  relative  to  the  Patent  Reform  Act  S.  1042 
and  requests  that  it  be  incorporated  in  the  record  of  the  public  hearings. 
Sincerely  yours, 

Thomas  C.  Mann. 

Statement    of    Automobile    Manufacturers    Association,    Inc.,    on    Patent 
Reform  Act  S.  1042  and  H.R.  5924  90th  Congress 

The  Automobile  Manufacturers  Association,  Inc.  is  a  membership  association 
which  includes  the  manufacturers,  both  large  and  small,  of  well  over  90%  of  all 
passenger  automobiles,  trucks  and  buses  produced  in  the  United  States.  In  addi- 
tion to  their  domestic  activities,  most  of  the  members  also  engage  in  motor  ve- 
hicle manufacture  and  sale  in  other  countries. 

The  modern  motor  vehicle  is  made  possible  by  scientific  and  engineering  ad- 
vances, especially  those  of  the  recent  past.  The  continued  ability  of  the  industry 
to  provide  the  public  with  advanced  automobiles  depends  upon  the  application 
of  the  latest  techniques  relating  to  materials,  engine  design,  body  construction, 
and  manufacture.  Applications  of  these  techniques,  for  example,  are  considered 
vital  in  achieving  proper  vehicle  safety  and  emission  control. 

The  members  of  our  Association,  through  their  own  research  and  engineering 
efforts,  create  a  great  many  advances  in  motor  vehicle  and  other  technologies. 
Where  such  advances  are  of  patent  stature,  our  members  believe  they  are  en- 
titled to  reasonable  patent  protection.  At  the  same  time,  many  advances  in  the 
art  used  by  our  members  emanate  from  suppliers  and  other  soui'ces.  Our  members 
believe  that  to  the  extent  this  technology  is  the  consequence  of  patentable  in- 
ventions made  by  others,  they  too  are  entitled  to  patents.  We  further  believe  that 
it  is  in  the  long-term  interest  of  our  members,  and  the  public  in  general,  that  all 
such  patents  be  honored.  Equally  important,  to  the  extent  that  advances  in 
technology  are  the  consequence  of  obvious  step-by-step  improvements,  or  other 
forms  of  obvious  but  unpatentable  advances  in  the  art,  our  members  believe  that 
they  and  the  public  are  entitled  to  the  use  of  this  type  of  technology  free  from 
unjustified  patent  or  other  litigation. 

iiaving  regard  to  the  above,  the  patent  system  should  achieve  a  dual  objective. 
First,  it  should  identify  those  technical  advances  that  are  free  for  the  use  of  any- 
one without  claims  or  charges  of  violation  of  patent  or  other  rights.  Second,  it 
should  reasonably  protect  patentable  inventions,  whether  made  by  our  members 
or  by  others.  It  is  believed  that  the  United  States  patent  laws  as  presently  con- 
stitued  and  applied  have  resulted  in  a  substantial  achievement  of  these  objec- 
tives. 
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The  Patent  Reform  Act  of  1!;Mj7  (S-1042  ;  HR-r)024)  would  make  many  changes 
in  the  United  States  patent  laws  that  would  prejudice  future  attainment  of  these 
objectives.  Rather  than  discuss  these  changes  in  detail,  we  will  confine  our 
present  comment  to  the  key  change  proposed  by  the  bill,  the  change  from  first- 
to-invent  to  flrst-to-file  as  the  criteria  of  patentability.  (For  our  comments  on 
other  changes  see  the  attached  Apiiendix.) 

The  change  to  a  first-to-file  concept  is  central  to  many  of  the  '•ills"  it  is  pro- 
posed the  bill  would  cure.  Two  main  points  advanced  in  support  of  this  change 
are  (1)  that  the  principle  of  first  inventorship  has  led  to  inordinately  complex, 
costly,  and  time-consuming  Patent  Office  interference  proceedings  and  court 
litigation  and  (2)  the  United  States  patent  system  should  be  made  more  com- 
patible with  the  patent  systems  of  other  countries. 

Our  experience  tells  us  that  first-to-file  is  neither  simple,  nor  clear.  Over  the 
years,  we  have  dealt  with  the  foreign  patent  laws  utilizing  the  first-to-file  con- 
cept and  find  in  them  many  inequitable,  illogical,  litigation-promoting,  and  gen- 
erally burdensome  features.  These  undesirable  features  are  considered  most 
important  in  evaluation  of  any  such  proposed  change.  In  addition,  however, 
such  a  change  would  promote  dishonesty  and  pirating  inherent  when  patent- 
ability depends  on  who  wins  the  race  to  the  Patent  Office  rather  than  who  is  the 
first  inventor.  In  short,  while  there  is  something  to  be  said  in  favor  of  first-to- 
file,  it  is  nothing  like  the  panacea  that  proponents  of  the  bill  assert  for  it. 

We  submit  that  the  resolution  of  the  present  controversy  on  tirst-to-file  vs. 
first-to-invent  lies  in  a  balanced  as.sessment  of  the  pros  and  cons,  while  always 
bearing  in  mind  that  unless  the  case  for  change  is  very  strong  it  would  be  better 
to  stay  with  the  system  that  we  have.  Applying  this  analysis,  we  have  two  par- 
ticular observations. 

First,  we  question  the  implicit  assumption  of  the  bill  supporters  that  there  is 
no  intermediate  choice  between  the  traditional  interference  practice  as  we  know 
it  today  and  no  interferences  at  all.  Admittedly,  interferences  are  a  problem. 
Our  members,  like  other  business  concerns,  have  had  unhappy  instances  where 
interference  proceedings  have  been  unduly  prolonged  and  have  resulted  in  deci- 
sions of  questionable  equity.  But  it  is  a  very  different  thing  to  discard  entirel.v 
the  idea  that  the  patent  should  only  go  to  the  first  inventor.  Some  have  suggested 
as  an  intermediate  arrangement — that  the  Patent  Office  should  issue  the  patent 
to  the  first  applicant  to  file,  and  then  permit  other  applications  afl^rmatively 
to  provoke  an  interference.  Such  an  arrangement,  especially  if  coupled  with  rather 
stringent  limitations  on  the  extent  an  inventor  may  show  invention  prior  to  his 
filing  date  (e.g.,  by  proof  requirements  and  perhaps  by  limiting  the  time  period 
before  filing  during  which  conception  can  be  proven),  seems  to  us  the  most 
practical  way  to  ameliorate  the  present  interference  problems. 

Second,  the  case  in  favor  of  accommodating  United  States  patent  law  to  the 
law  of  foreign  countries  has  been  vastly  overstated  and  appears  to  have  been 
made  with  a  lack  of  experience  and  knowledge  of  the  f(u-eign  patent  laws.  The 
fact  is  that  each  patent  system  has  its  own  idiosyncrasies,  many  of  which  are 
far  more  troublesome  than  the  United  States  principle  of  first  inventorship. 

For  example,  the  patent  system  of  Great  Britain  rests  on  the  concept  that 
prior  art  outside  the  United  Kingdom  is  immaterial,  a  principle  that  leads  to 
instances  of  what  we  believe  to  be  gross  injustice.  In  Great  Britain,  contrary 
to  what  might  seem  consistent  with  first-to-file,  a  second-to-file  inventor  may 
get  a  patent  on  what  the  first-to-flle  does  not  claim.  The  patent  system  of  Ger- 
many rests  on  the  "central"  claim  definition  theory.  Such  claims  fail  precisely 
to  identify  what  is  within  and  what  is  without  the  patent  protection.  This,  too, 
has  undesirable  aspects  in  compelling  manufacturers  to  abstain  from  some  activi- 
ties arguably  within  the  scope  of  a  patent,  even  though  an  accurate  definition 
of  the  patentable  invention  would  exclude  those  activities.  In  France,  there  is 
no  patent  examination  at  all.  This  has  led  to  unjustified  patent  issuance  and,  in 
some  instances,  to  unjustified  and  undesirable  patent  enforcement. 

For  these  reasons,  we  consider  that  the  various  foreign  patent  systems  (that 
supposedly  justify  a  change  to  first-to-file)  are  themselves  quite  deficient  and 
provide  little,  if  any,  model  as  to  what  our  patent  system  ought  to  be.  Further- 
more, we  doubt  that  United  States  abandonment  of  the  first  inventor  require- 
ment would  in  fact  .significantly  bring  about  world  patent  uniformity. 

We  are  mindful  of  the  faults  of  the  United  States  patent  system.  Oiir  members 
on  too  many  occasions  find  it  necessary  to  defend  court  proceedings  brought 
on  patents  that  never  should  have  Jbeen  issued,  or  involving  patent  claims  of 


315 

an  ambiguous  and  indefinite  character  that  serve  only  as  an  invitation  to  con- 
troversy. But  we  do  not  find  in  first-to-file  or  any  other  principle  of  the  bill  any 
satisfying  resolution  of  these  problems.  Indeed,  in  many  respects  we  believe 
that  the  problems  may  be  increased  for  example,  by  the  need  for  hasty  patent 
application  filing.  The  resolution  of  the  problems  that  now  beset  the  patent 
system,  we  submit,  lies  in  more  effective  administration  within  the  framework 
of  the  law  we  now  have. 

It  has  been  said  that  the  Patent  Reform  Act  of  19G7  will : 

(1)  raise  the  quality  and  reliability  of  U.S.  patents; 

(2)  reduce  the  time  and  expense  of  obtaining  and  protecting  a  patent ;  and 

(3)  speed  public  disclosure  of  scientific  and  technological  information. 
We  seriously  doubt  that  a  case  has  really  been  made  that  the  proposals  will 

achieve  these  goals.  The  quality  and  reliability  of  U.S.  patents  depends  primarily 
on  the  extent  patents,  in  advance,  can  be  said  to  meet  statutory  requirements 
such  as  the  disclosure  requirement  (35  USC  112)  and  the  nonobvionsness  require- 
ment (35  USC  103).  Much  of  our  difficulty  with  the  present  patent  law  stems 
from  these  two  aspects  of  the  law.  The  bill  makes  no  change  in  either  aspect 
of  the  law.  .        . 

The  time  and  expense  of  obtaining  and  protecting  a  patent  depend  primarily 
on  the  expense  of  preparing  and  prosecuting  the  patent,  and  the  expense  of  court 
proceedings.  Much  of  this  ditticulty  results  from  the  inability  of  the  Patent  Office 
to  uncover  pertinent  prior  art  and  a  lower  standard  of  patentability  in  the 
Patent  Office  than  in  the  courts.  Interferences,  while  often  costly  and  time- 
consuming,  involve  a  relatively  small  proportion  of  the  patent  applications  filed. 

As  to  speeding  public  disclosure  of  scientific  and  technological  information, 
we  believe  that  it  is  entirely  speculative  whether  the  bill  will  really  accomplish 
this.  In  any  event,  the  provisions  of  the  bill  in  this  regard  have  no  relation  at 
^all  to  first-to-file  vs.  first-to-invent.  The  prior  art  provis^ions  of  Section  102  of 
the  bill,  with  some  additions,  can  be  adopted  without  going  to  a  first-to-file 
concept.  ^  ^  , 

We  have  one  final  comment.  During  the  course  of  hearings  before  your  sub- 
committee, as  well  as  in  writings  in  the  professional  and  public  press,  statements 
have  been  made  to  the  effect  that  the  bill,  if  passed,  would  benefit  large  com- 
panies to  the  detriment  of  the  individual  inventor.  Our  members,  do  not  believe 
that  passage  of  the  bill  will  have  any  such  effect.  Indeed,  we  believe  that  the  bill, 
if  passed,  would  be  equally  disadvantageous  to  large  companies  as  well  as  the 
individual  inventor.  It  would  compel  the  filing  of  many  more  patent  applications 
with  the  expenditure  of  additional  money  on  a  necesarily  unproductive  activity 
and,  would  markedly  increase  the  instances  requiring  defense  against  the  unjusti- 
fied assertion  of  patents  rights.  Passage  of  the  bill  would  create  a  prolonged 
period  of  new  legal  development  before  the  principles  of  law  would  be  settled. 

While  we  have  confined  most  of  our  comments  to  one  key  change  by  way  of 
example,  it  is  important  to  point  out  that  the  Patent  Reform  Act  of  liKi"  as 
a  whole  involves  sweeping  changes  in  the  patent  laws  of  the  United  States.  These 
changes  would  have  the  effect  of  destroying  many  of  the  guidelines  now  set 
forth  in  a  huge  body  of  case  law.  To  alter  tlie  basic  structure  of  any  patent 
system  such  as  ours  which  has  achieved  tremendous  public  benefit  would  result 
in  a  chaotic  condition  for  many  years  before  new  guidelines  could  be  developed 
by  the  courts.  It  is  our  view  that  the  only  sound  approach  is  to  proceed  on  an 
evolutionary  basis  rather  than  the  drastic  sweeping  manner  proposed. 

We  commend  your  efforts  to  strengthen  the  patent  law.  There  is  a  general 
recognition  of  the  difficulties  in  achieving  perfection.  Honest  differences  of  opinion 
as  to  patentability  do  arise.  Often  persons  with  financial  interests  delude  them- 
selves into  a  belief  that  what  is  not  invention,  really  is  invention.  As  a  matter 
of  policy,  therefore,  it  is  necessary  either  to  have  no  patent  system  at  all,  or  to 
accept  .some  amount  of  conflict  and  litigation  with  respect  to  the  enforcement 
of  patent  rights. 

It  is  difficult  to  achieve  a  perfect  patent  system.  The  real  issue  is  which  of 
manv  svstems  having  varying  degrees  of  imperfection  is  to  be  used.  We  believe 
that' careful  and  thoughtful  consideration  of  all  aspects  of  the  matter,  such  as 
your  committee  is  devoting,  is  the  only  sound  way  to  assure  that  we  continue 
to  have  the  best  and  the  most  appropriate  patent  system  for  the  United  States. 

In  the  light  of  the  serious  questions  of  substantial  detriment  if  the  bill  were 
passed,  and  the  basic  changes  in  the  United  States  patent  system  which  the  bill 
would  make,  we  believe  that  the  case  against  the  bill  outweighs  the  case  in  favor. 
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Appendix 
fuether  comment  on  s.  1042;  h.b.  5924 

35  US:C  41— Fees. — Major  Patent  Office  fees  should  continue  to  be  set  by  Con- 
gress, but  if  the  Commissioner  of  Patents  is  to  be  authorized  to  set  fees  for 
Patent  Office  services  Congress  should  set  broad  guidelines  therefor,  and  the  fees 
should  be  apportioned  in  accoi'dance  with  the  cost  of  providing  the  service,  as 
was  recommended  by  the  President's  Commission  (XXVII-2). 

We  believe  further  that  the  public  should  continue  to  pay  a  substantial  portion 
of  the  total  Patent  Office  expenses  because  the  public  is  the  ultimate  beneficiary. 

•35  use  137 — Bmden  of  Persua sion.—W e  believe  that  this  principle  stated  as 
a  statute  is  likely  to  result  in  less  effective  Patent  Office  examination ;  and,  there- 
fore, we  oppose  enactment  of  this  section. 

35  use  llfl  and  28  USC  1295 — Court  of  Customs  and  Patent  Appeals. — The 
CCPA,  having  been  an  appellate  court  for  many  years,  has  valuable  experience 
and  a  large  body  of  excellent  precedents  in  patent  matters.  Its  stature  as  an  ap- 
pellate court  should  be  increased,  but  the  proposed  act  would,  on  the  contrary, 
diminish  the  influence  of  the  court  on  the  patent  examining  process. 

35  ISC  191  thru  194 — Deferred  Examination. — We  doubt  that  this  system,  if 
applied,  would  have  anything  like  the  benefits  supporters  urge  for  it  and  we 
oppose  its  inclusion  as  a  part  of  the  1967  Patent  Reform  Bill. 

35  use  251 — Revocation  of  Patents. — This  section  would  give  the  Patent 
Office  large  additional  responsibilities,  and  hence,  would  greatly  increase  the  cost 
of  Patent  Office  operation  without  establishing  a  procedure  that  would  give  a 
final  adjudication  right.  The  present  system  of  determining  validity  in  an  inter 
partes  proceeding  in  the  Federal  courts  is  by  far  a  better  system  for  determining 
the  validit.v  of  patents. 

35  use  271  ib) — Infrinpement  of  Process  Patents  'by  Imported  Products. — We 
question  the  propriet.v  of  the  limitation  included  in  the  last  twelve  words  of  this 
provision,  but  otherwise  we  support  it. 

.35  use  273 — Intei'im  Liability  for  Infringement.- — As  drafted,  this  section 
could  extend  the  effective  patent  term  to  include  the  patent  pending  period,  which 
we  oppose  because  of  the  legal  and  business  uncertainties  it  would  create. 

28  use  757 — Ciinl  Commissioners  for  Patent  Cases. — We  oppose  this  section 
because  patent  cases  should  not  be  subject  to  a  special  procedure  on  discovery 
not  applicable  to  other  cases  generally,  and  the  current  problems  of  pretrial  pro- 
cedures and  discovery  can  best  be  solved  by  appointment  of  an  adequate  number 
of  judges. 

Falls  Church,  Va.,  May  19,1967. 
Hon.  John  L.  McClellan, 
U.S.    Senate, 
Washington,  D.C. 

Dear  Senator  MoClellan  :  The  patent  system  has  probably  done  much  to 
encourage  the  growth  of  such  parallel  creative  incentive  systems  as  the  home- 
steading  of  land  and  the  special  rights  of  prospectors  to  benefit  in  sonie  proportion 
to  the  new  productivity  given  the  nation  through  their  efforts. 

The  work  of  the  Congress  in  establishing  basic  national  policy  concerning  the 
development  of  national  resources  must  often  transcend  the  special  interest  or 
convenience  of  the  particular  agencies  of  the  government  which  do  not  always 
have  either  the  inclination  or  the  authority  to  do  more  than  maintain  such  re- 
sources, rather  than  encourage  their  fullest  use  for  the  nation. 

A  tariff  agency  may  concern  itself  with  the  effect  of  the  tariff  in  incubating 
an  infant  industry  and  the  Patent  Offce  may  be  concerned  mainly  with  the  legal 
background  and  the  task  of  offering  the  legal  incubator  for  a  nascent  invention. 
But  it  is  mainly  in  the  Congress  that  the  policy  analogies  between  these  are  likely 
to  lie  brought  into  focus. 

The  enclosed  statement  is  offered  to  suggest  areas  in  which  the  study  of 
historic  policies  concerned  with  the  creative  incentive  may  clarify  the  relation- 
ships among  the  patent  system  and  other  parallel  systems  which  have  made  it 
possible  for  the  man  of  talent  to  find  his  most  productive  level  of  effort  within 
the  national  economy,  while  his  counteriiarts  in  countries  with  less  adequate  legal 
rungs  for  such  efforts  have  felt  bound  to  emigrate  or  resort  to  violence. 
Sincerely  yours, 

Robert  L.  Birch. 
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PoLiCT  Analogies  Relating  to  the  Background  of  the  Patent  Laws 

Policy  analogies  from  the  homesteading  of  land  and  the  rights  of  prospectors 
can  be  of  value  in  the  planning  of  patent  legislation.  If  the  other  parts  of  the 
American  system  of  creative  incentives  are  kept  in  mind  during  consideration  of 
the  patent  bills,  general  solutions  to  problem  areas  common  to  the  various  kinds 
of  creative  incentive  legislation  may  be  found,  where  otherwise  there  might  be  a 
temptation  to  adopt,  with  respec-t  to  patents,  a  pattern  of  procedures  contrary  to 
that  adopted  in  some  other  field,  even  though  hindsight  may  later  bring  out  that 
consistent  policies  would  have  been  both  practical  and  beneficial. 

The  homesteading  of  ideas,  through  the  pateiit  system,  has  been  a  valuable 
means  of  incubating  inventions  and  permitting  the  grubstaking  of  the  innovator 
so  that  he  can  produce  and  market  equipment  which  may  not  only  be  the  basis 
of  a  new  business,  but  be  the  means  whereby  other  businesses  are  made  produc- 
tive, by  the  use  of  the  more  efl!icient  equipment.  If  the  patent  thus  does,  for  the 
particular  invention,  what  a  protective  tariff  might  do  for  an  infant  industry, 
special  attention  is  justified  to  those  parts  of  the  patent  law  which  assure  the 
patentee  undisturbed  possession  and  control  of  his  rights.  Failure  in  this  regard 
might  leave  the  patentee  somewhat  in  the  condition  of  the  settlers  in  the  Appa- 
lachian region,  which  was  settled  largely  before  the  lessons  implemented  in  the 
homestead  act  had  been  learned.  The  fear  that  someone  more  skilled  with  tongue 
and  pen  than  with  ax  and  plow  might  assert  ancestral  rights  in  newly  cleared 
land  must  often  have  made  the  settler  afraid  to  develop  his  property  to  the  point 
where  it  might  excite  the  interest  of  the  nominal  owner.  With  the  signing  of  the 
homestead  law  in  1S62,  and  with  the  assurance  of  clear  and  permanent  title,  the 
settlers  further  to  the  West  were  often  granted  a  firmer  incentive  to  invest 
energy  and  capital  in  making  the  prairies  productive. 

If  this  principle  of  the  clear  and  unambiguous  title  was  of  importance  in 
making  the  American  West  more  productive  than  similar  open  lands  in  other 
parts  of  the  world,  it  would  seem  worthwhile  to  review  its  value  to  the  pioneering 
inventor  and  innovator  who,  with  clear  and  well-attested  rights,  can  secure 
backing  in  his  effort  to  work  in  the  technological  gaps  into  which  older  corpora- 
tions are  hesitant  to  move.  The  older,  more  stable  corporation,  which  engages 
in  routine  production,  or  in  improvement  within  its  chosen  field,  may  find  it 
difficult  to  enter  new  fields  for  much  the  same  reason  that  a  government  cannot 
usually  exploit  a  new  technology  except  under  emergency  coiiditions :  the  older 
corporation  usually  has  no  "incubator"  group  which  is  well  enough  entrenched 
to  innovate  and  at  the  same  time  willing  to  accept  the  changes  in  the  balance 
of  power  within  the  company  which  are  likely  to  result  from  any  fundamentally 
successful  innovation. 

Special  consideration  should  be  given  to  those  aspects  of  the  patent  legislation 
which  assure  the  pioneering  individual  or  company  unambiguous  title  and  full 
legal  protection  during  the  incubation  of  new  products,  however  marginal  they 
may  seem  to  others,  so  that  American  productivity  can  grow  from  the  new 
beginning  which  might  otherwise  have  been  choked  out,  and  American  equipment 
and  supplies  made  available  by  newly-developed  processes,  can  compete  in 
foreign  markets  and  can  prevent  the  pre-emption  of  American  domestic  markets 
by  imported  equipment  which,  even  if  inferior,  might  have  saturated  a  given 
market  before  the  American-produced  equipment  is  available. 

The  responsibility  of  Congress  with  regard  to  the  interest  of  the  entire 
nation  seems  especially  relevant  to  situations  where  policies  adopted  by  par- 
ticular agencies  of  the  government,  based  on  considerations  limited  to  specific 
responsibilities,  might  lead  to  inconsistent  policies  or  to  the  need  for  remedial 
legislation,  such  as  the  imposition  of  a  protective  tariff,  where  timely  concern 
with  the  general  incentives  to  productivity  might  well  have  left  the  American 
producers  free  to  maintain  their  competitive  standing  without  the  need  for  the 
artificial  barriers  of  the  protective  tariff,  and  without  the  retaliation  and  bitter- 
ness often  occasioned,  especially  where  one  product  is  put  in  a  favored  position, 
with  respect  to  the  domestic  market,  while  another  is  denied  such  protection. 

If  the  patent  law  is  strengthened  with  regard  to  this  distinctness  or  enforce- 
ability of  the  rights  of  pioneering  companies  and  inventors,  the  need  for  emer- 
gency legislation  strengthening  the  position  of  trade  secrets  will  be  that  much 
lessened. 

If  the  homesteading  of  ideas  through  the  patent  system  is  granted  the  same 
sort  of  encouragement  as  was  given  the  settler  and  the  prospector,  the  produc- 
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tivity  of  American  industry  can  tap  ever-renewed  sources  of  ingenious  adapta- 
tion and  of  incentive  to  build  within  the  American  system  rather  than  neglect 
or  destroy  it,  for  lack  of  the  hope  of  the  chance  to  change  ourselves  and  our 
circumstances  within  the  Constitutional  framework  which  has  so  long  protected 
American  life,  property,  and  incentive. 


U.S.  Senate, 
Washington,  D.C.,  June 20, 1967. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Senate  Judi- 
ciary Committee,  Old  Senate  Office  Building,  Washington,  D.C. 
Dear  Mr.  Chairman  :  Enclosed  is  a  copy  of  a  letter  I  have  received  from  Mr. 
James  E.  Bryan,  Director  of  the  Public  Library  of  Newark,  New  Jersey,  con- 
cerning S.  1042. 

It  is  Mr.  Bryan's  hope  that  his  letter  may  be  included  in  the  record  in  order 
that  it  may  be  considered  by  your  Subcommittee. 
Sincerely, 

Clifford  P.  Case, 

U.S.  Senator. 


The  Public  Library  of  Newark,  New  Jersey, 

Neicark,  N.J.,  June  16, 1967. 
Hon.  Clifford  P.  Case, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  Case  :  In  connection  with  S.  1042.  which  is  a  bill  for  the  gen- 
eral revision  of  the  patent  laws,  Title  35  of  the  U.S.  Code,  it  would  be  my  hope 
that  the  distribution  of  the  patents  to  those  depository  libraries  now  receiving 
them  remain  approximately  the  same.  As  you  may  know,  this  Library  is  the 
only  public  library  in  the  State  of  New  Jersey  now  receiving  patents  on  a  regular 
basis  and  making  them  available  for  use  by  all  persons.  We  also  mail  photo- 
copies of  all  or  parts  of  patents  to  a  number  of  individuals  and  firms  in  the  State 
on  their  request. 

As  you  may  also  know,  the  present  statute  now  permits  distribution  to  desig- 
nated public  'libraries  for  the  special  price  of  $50.  per  year.  While  this  Library 
does  not  object  to  a  modest  price  for  this  service,  it  would  be  our  hope  that  the 
cost  would  not  increase  materially  as  the  result  of  this  new  legislation.  Although 
the  need  for  the  Federal  Government  to  increase  revenue  in  various  areas  is 
understood,  it  does  not  seem  that  this  service  provided  by  public  libraries  could 
ever  sustain  a  substantial  fee  and  still  serve  the  purpose  intended.  The  need 
for  the  dissemination  of  information  about  patents  is  certainly  in  the  public 
interest  and  it  is  our  feeling  that  the  public  interest  would  not  be  served  well 
if  the  cost  to  public  libraries  were  to  increase  substantially. 

It  would  be  our  hope  that  you  would  bear  this  in  mind  in  your  studies  of  this 
legislation  and  that  you  may  wish  to  advise  the  members  of  the  Senate  Judiciary 
Subcommittee  and  perhaps  get  some  statement  into  the  record  indicating  the 
importance  of  the  dissemination  of  information  about  patents  through  the  vari- 
ous public  library  depositories. 

This  institution  continues  to  appreciate  your  interest  and  helpfulness  in 
library  matters. 

Very  truly  yours, 

James  E.  Bryan,  Director. 


The  Chartered  Institute  of  Patent  Agents, 

London,  May  26, 1967. 
Thomas  C.  Brennan,  Esq., 

Chief  Counsel,  S ulcommittee  on  Patents,  Trademarks,  and  Copyrights,  Judiciary 
Committee,  U.S.  Senate,  Washington,  D.C. 
Dear  Sir  :  I  thank  you  for  your  letter  of  the  24th  inst.,  and  have  pleasure  in 
enclosing  herewith  two  copies  of  the  Memorandum  prepared  by  this  Institute 
on  the  Patent  Reform  Act  of  1967. 
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In  a  short  appendix  to  the  report  reference  is  made  and  extracts  quoted  from 
two  cases  decided  in  the  Patents  Appeal  Tribunal.  To  amplify  these  extracts  I 
enclose  in  each  case  a  copy  of  the  full  report  as  set  out  in  the  Reports  of  Patent, 
Design  and  Trade  Mark  Cases  (1956  No.  9  and  19G0  No.  9  respectively).' 

Yours  faithfully, 

R.  L.  Payne. 


The  Chabtebed  Institute  of  Patent  Agents,  London 

memorandum  on  the  u.s.  patent  reform  act  of  1967 
TJie  system 

The  Council  of  the  Chartered  Institute  of  Patent  Agents  has  read,  with  the 
greatest  interest  and  satisfaction,  both  the  report  of  the  President's  Commission 
on  the  Patent  system  entitled  "To  Promote  the  Progress  of  Useful  Arts"  and  the 
Bill  introducing  the  Patent  Reform  Act  of  1967.  In  particular  the  Council 
sees  that  it  is  proposed  to  institute  a  system  of  priority  based  on  recorded 
documents  with  recorded  dates,  together  with  a  system  of  preliminary  appli- 
cations which  fits  in  logically  with  it  and  places  the  home  applicant  on  all 
fours  with  a  foreign  applicant  applying  under  the  international  convention. 

British  patent  law  is  based  on  a  system  of  this  kind  and  in  consequence  the 
Council  ventures  to  present  various  comments  based  on  the  collective  experi- 
ence of  its  members  of  the  operation  of  such  a  system. 

One  of  the  advantages  of  the  present  United  States  system  is  that  inventions 
which  show  promise  but  have  not  been  fully  worked  out  need  not  be  the  subject 
of  a  patent  application  for  a  year  from  first  publication.  With  a  "first-to-file"  sys- 
tem a  patent  application  must  be  filed  before  publication  and  (unless  preliminary 
applications  are  introduced)  all  these  must  be  examined  even  if  a  year's  work 
proves  them  to  be  valueless.  Thus  the  preliminary  application  can  prove  of  the 
greatest  value  both  to  applicants  and  to  the  Patent  Ofiice.  So  far  as  the  Patent 
Office  is  concerned,  it  need  take  no  cognisance  of  a  preliminary  application  except 
to  give  it  a  filing  number  and  date,  and  British  experience  is  that  a  considerable 
proportion  of  preliminary  applications  is  never  prosecuted  further  with  the  re- 
sult that  these  need  never  be  considered  at  all  by  the  Patent  Office.  In  this  con- 
nection the  following  figures  are  of  interest:  in  1964  22,816  provisional  (or 
preliminary)  applications  were  filed  and  these  were  followed  in  the  next  year 
by  only  12,413  complete  specifications  filed  after  provisionals.  Since  most  complete 
specifications  are  filed  about  one  year  after  the  provisionals,  this  means  that 
very  nearly  one-half  of  all  the  applications  it  was  thought  fit  with  provisional 
specifications  to  make  were  not  prosecuted  further  and  the  Patent  Office  was 
saved  from  examining  over  10,000  applications,  that  is  to  say  about  20%  of  all 
that  were  filed  in  1964. 

From  the  point  of  view  of  the  applicant  we  find  it  impossible  to  improve  on 
the  felicitous  language  with  which  the  advantages  are  explained  in  Recommenda- 
tion II  of  the  President's  Commission.  The  experience  of  the  Council  is  that  maxi- 
mum use  will  be  made  of  the  system  and  accordingly  the  maximum  advantages 
obtained  if,  but  only  if,  the  fee  payable  on  the  preliminary  application  is  small ; 
if  in  practice  the  detail  required  in  the  specification  of  the  preliminary  applica- 
tion to  support  any  given  claim  in  the  complete  specification  is  minimal ;  and  if 
(though  this  is  contrary  to  Recommendation  XVIII  of  the  President's  Commis- 
sion) the  term  of  the  patent  does  not  begin  until  the  filing  of  the  complete  appli- 
cation. 

The  Council  is  by  no  means  certain  that  the  desirable  features  of  the  proposed 
system  will  in  fact  be  achieved  by  the  wording  of  the  Bill.  The  Council  is  par- 
ticularly concerned  with  the  terms  of  Section  120  (a)  (2)  where  a  requirement 
for  obtaining  an  effective  filing  date  of  a  preliminary  application  is  stated  to  be 
that: — "the  invention  sought  to  be  patented,  including  every  feature  recited  in 
the  claims  therefor,  is  disclosed  in  the  preliminary  application  so  as  to  enable 
any  person  skilled  in  the  art  to  which  it  pertains  or  with  which  it  is  most  nearly 
connected  to  make  and  use  the  same;".  With  the  abandonment  of  interference 
proceedings  it  seems  clearly  desirable  that  the  content  of  a  preliminary  applica- 
tion need  be  no  more  than  that  required  to  establish  the  date  of  conception  of 
the  invention.  In  fact  in  the  past  U.S.  home  applicants  have  been  at  a  consider- 


1  The  reports  referred  to  -will  be  found  in  the  committee  files. 


320 

able  disadvantage  in  liaving  no  machinery  for  claiming  their  date  of  concep- 
tion for  foreign  applications  but  instead  in  having  to  rest  content  with  their 
date  of  constructive  reduction  to  practice.  In  many  other  countries  the  complete 
specification,  which  is  in  fact  the  only  specification  on  the  basis  of  which  a 
patent  is  granted,  often  contains  only  the  most  rudimentary  disclosure  of  the 
manner  of  putting  the  invention  into  practice.  None  the  less,  such  a  specification 
is  accepted  as  a  basis  for  priority  in  every  one  of  the  sixty  or  more  countries 
of  the  Paris  Convention. 

The  reason  \Vhy  the  Council  is  afraid  that  the  Bill  in  its  present  wording  may 
fail  to  give  the  advantages  intended  is  to  be  found  in  the  wording  of  Sections 
111(c).  112(a)  and  120(a)  2.  Section  111(c)  refers  to  the  written  description 
which,  in  the  absence  of  any  antecedent,  may  be  taken  to  be  the  written  descrip- 
tion of  Section  112(a)  with  "such  full,  clear,  concise  and  exact  terms  as  to  enable 
any  person  skilled  in  the  art  to  which  it  pertains  or  with  which  it  is  most  nearly 
connected  to  make  and  use  the  same".  The  last  part  of  this  quotation  is  (apart 
from  punctuation)  identical  with  part  of  Section  120(a)(2),  which  is  con- 
cerned with  the  benefit  that  a  complete  application  is  to  obtain  from  a  prelimi- 
nary application.  This  use  of  parallel  language  may  well  lead  to  the  interpreta- 
tion that  a  preliminary  application  will  not  form  an  eifective  basis  for  a  claim 
unless  it  is  as  full  in  its  disclosure  as  the  subsequent  complete  application.  When 
one  adds  to  this  the  use  in  Section  120(a)  (2)  of  the  words  quoted  above,  namely 
^'including  every  feature  recited  in  the  claims  therefor"  it  is  clear  that  there  must 
be  a  risk  of  these  words  being  construed  very  narrowly  indeed  so  as  to  deprive 
an  applicant  of  the  advantages  obviously  intended  to  be  given  to  him. 

In  considering  the  phrase  "effective  filing  date"  in  respect  of  the  subject  matter 
of  individual  claims  there  is  a  point  which  has  given  a  great  deal  of  trouble 
in  the  United  Kingdom  and  which  might  well  be  considered.  This  is  the  use  of 
the  word  "invention"  in  several  different  senses.  In  fact  in  Section  100(f)  the 
term  "invention"  is  not  used  but  it  is  used  in  such  -Sections  as  120(a)  (2).  It  is 
suggested  that  the  right  approach  is  to  consider  not  "the  invention"  but  (where 
appropriate)  the  subject  matter  of  any  given  claim,  the  subject  matter  of  all 
the  claims  taken  together  constituting  a  single  invention.  If,  in  fact,  in  the  United 
Kingdom  the  effective  filing  date  of  any  claim  is  not  that  of  the  provisional  spec- 
ification (the  equivalent  of  the  preliminary  application),  it  is  usually  the  case 
that  additional  inventive  subject  matter  had  been  added  in  the  same  way  that  it 
is  often  added  in  a  continuation-in-part.  It  is  then  very  diflScult  to  give  an  accu- 
rate meaning  to  the  words  "the  invention"  unless  they  mean  the  whole  of  what 
is  described  and  claimed  in  the  complete  specification  (or  complete  application). 
To  give  the  words  this  meaning  in  the  new  United  States  Act  is  obviously  to  lead 
to  difficulty  in  the  construction  of  such  a  Section  as  120. 

In  the  isritish  system  the  words  used  as  a  test  for  the  priority  date  of  a 
claim  are  "fairly  based",  that  is  to  say  if  the  claim  is  fairly  based  on  a  pro- 
visional specification  it  is  entitled  to  its  date.  A  note  on  the  interpretation  of 
these  words  appears  in  an  Appendix. 

The  Council  submits  that  a  claim  should  be  entitled  to  the  date  of  the  pre- 
liminary application  if  the  subject  matter  of  the  claim  is  disclosed  in  that 
application.  It  may  well  be  that  the  words  of  the  claim  are  not  to  be  found 
in  the  preliminary  application,  and  it  should  be  a  matter  to  be  determined  on 
the  actual  facts  whether  or  not  the  invention  set  out  in  the  claim  is  in  fact 
disclosed.  To  take  a  simple  example,  the  preliminary  application  might  mention 
that  something  was  driven  by  an  electric  motor,  and  the  claim  might  require  a 
prime  mover.  If  it  was  obvious  that  the  nature  of  the  di'ive  was  immaterial  so 
far  as  the  real  invention  was  concerned,  then  clearly  the  date  of  the  claim 
should  be  that  of  the  preliminary  application.  Again,  as  a  chemical  example,  a 
claim  calling  for  an  alkali  mental  compound  should  have  the  date  of  a  pre- 
liminary application  which  disclosed  only  the  sodium  compound  if  it  was  clear, 
on  consideration  of  the  complete  application,  that  potassium  was  the  exact 
equivalent  of  sodium  in  the  invention.  If,  however,  on  any  given  set  of  facts  it 
became  clear  that  the  use  of  a  broader  phrase  made  the  claim  cover  a  further 
and  later  invention,  then  the  claim  should  not  be  entitled  to  the  date  of  the 
preliminary  application.  It  could  of  course  be  followed  by  a  narrower  claim 
restricted  to  the  particular  disclosure  and  entitled  to  the  original  date. 

The  Council  is  well  are  that  examiners  in  the  U.S.  Patent  Office  commonly 
refuse  generic  claims  in  the  absence  of  a  very  full  disclosure,  particularly  in 
chemical  cases.  It  is  submitted  that  the  Act  should  be  drawn  in  such  terms 
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as  to  ensure  that  the  disclosure  required  if  the  effective  filing  date  of  a  claim 
is  to  be  that  of  a  preliminary  application  need  not  be  the  same,  or  in  any  way  as 
full,  as  that  required  to  ensure  the  allowance  of  the  claim  in  the  complete 
application.  This  point  is  illustrated  in  very  simple  form  by  the  example  of 
alkali  metal  compounds  given  above.  In  other  words,  what  is  required  is  the 
equivalent  of  the  date  of  conception. 

Next  there  is  the  question  of  the  sufficiency  of  the  description  in  a  preliminnry 
application.  It  is  clear  that  the  intention  is  that  such  an  application  can  be 
wholly  informal,  and  the  Council  stresses  from  exi)erience  that  this  is  highly 
desirable.  It  suggests  that  the  information  content  of  a  preliminary  application 
need  be  no  greater  than  that  at  present  required  for  a  date  of  concei)tion. 

The  Council  gives  an  example  of  an  imaginary  invention  in  an  imaginary  art 
to  indicate  the  type  of  de.sci"iption  which  might  be  allowed  to  satisfy  the 
minimum  requirements  of  a  preliminary  application,  as  follows : 

^Ijccification. — The  croggle-box  of  the  airotron  injector  of  a  .spaniform  mech- 
anism is  provided  with  a  manometer  gauge  mechanicall.v  connected  to  a  valve 
in  the  compressed  air  input  line,  so  that  the  pressure  in  the  croggle-box  directly 
controls  the  valve  setting,  and  an  increase  in  pressure  above  the  safety  limit  cuts 
off  the  valve  entirely. 

This  description  would  be  inadequate  for  a  complete  application,  but  might 
well  be  sutficient  for  a  preliminary  application  if  any  claim  contains  no  further 
matter  than  is  given  in  the  aliove  description.  It  is  not  suggested  that  in  practice, 
an  applicant  woulld  be  well-advised  to  file  such  a  brief  description  but  it  is  sug- 
gested that  provision  should  be  made  to  give  considerable  latitude  for  Informal 
disclosures. 

In  this  example  it  is  assumed  that  no  drawing  is  filed,  and  it  is  submitted  that 
none  need  be  in  any  simple  case  (such  as  the  imaginary  croggle-box)  in  which  a 
man  skilled  in  the  art  could  at  once  understand  the  invention  from  the  written 
description  alone. 

It  is  further  submitted  that  a  drawing,  if  filed,  need  not  be  formal  in  any 
way  and,  even  without  written  description  of  it,  should  be  taken  into  account 
when  the  effective  filing  date  of  a  claim  was  determined.  Otherwise  in  a  com- 
plex case  the  time  required  to  make  drawings  of  the  kind  required  in  a  complete 
application  might  well  prevent  the  "instant''  disclosure  referred  to  in  Recom- 
mendation II  of  the  Report  of  the  President's  Commission. 

A  very  important  aspect  of  the  preliminary  and  complete  filing  system  is  the 
po-ssibility  of  including  in  the  complete  application  matter  additional  to  that  in 
the  preliminary  application.  The  Council  observes  with  much  regret  that  no 
provision  is  made  for  the  filing  of  a  second  preliminary  application  which  would 
be  united  with  the  first  by  a  single  complete  application.  When  an  invention  is 
developed  soon  after  the  filing  of  a  fir.st  preliminary  application  and  before  the 
need  to  file  a  complete  application,  a  second  preliminary  ai)plication  is  highly 
desirable  to  give  a  date  for  the  additional  matter.  Going  back  to  the  imaginary 
example  given  above,  suppose  that  after  another  two  months  the  inventor  makes 
a  modification  of  his  Invention.  It  is  suggested  that  he  should  be  allowed  to  file 
another  preliminary  application : 

Specification. — The  invention  of  my  preliminary  application  No.  123456  is  mod- 
ified by  dispensing  with  the  manometer  gauge.  Instead  a  fluid  line  connects  the 
interior  of  the  croggle-box  to  the  control  compartment  of  a  fluid-actuated  dia- 
phragm type  control  valve  in  the  compressed  air  input  line. 

By  allowing  the  filing  of  a  second  preliminary  application,  the  single  complete 
application  filed  on  both  preliminary  applications  could  include  both  modifications 
of  the  invention  and  include  any  further  modifications  thought  out  during  the 
intervening  period.  It  is  true  of  course  that  much  the  same  effect  could  be  attained 
by  filing  a  complete  application  at  the  time  of  the  second  preliminary  application, 
this  being  followed  if  necessary  by  a  further  complete  application  under  Section 
120(b),  but  it  is  believed  that  the  suggestion  would  be  cheaper  to  the  applicant 
and  would  entail  easier  examination  procedure,  since  only  one  complete  applica- 
tion need  be  examined ;  and  additionally  there  would  always  be  the  chance  that 
no  complete  application  would  ever  be  filed. 

It  would  in  fact  also  be  desirable  to  go  even  further  and  allow  a  preliminary 
application  to  be  married  to  a  foreign  filing  and  one  complete  application  filed  on 
both  prior  documents. 

It  is  urged  very  strongly  indeed  that  important  advantages  of  the  preliminary 
and  complete  system  will  be  lost  unless  there  is  an  opportunity  for  combining 
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together  two  preliminary  applications  by  means  of  a  single  complete  application. 
Of  course  this  means  that  the  effective  filing  dates  of  the  claims  in  the  complete 
application  would  not  all  be  the  same,  but  difference  between  them  is  clearly 
envisaged  by  Section  100(f). 

The  Council  suggests  that  in  any  case  it  is  desirable  to  redraft  Section  120(a) 
and  particularly  paragraph  (2),  which  .suggests  (contrary  to  Section  100(f)) 
that  all  the  claims  must  have  all  their  features  in  the  prelimipary  application  if 
priority  is  to  be  accorded.  Each  claim  should  be  entitled  to  its  own  effective  filing 
date,  whether  this  effective  filing  date  be  that  of  the  preliminary  application  (or 
one  of  them  if  the  Council's  suggestion  is  adopted),  a  foreign  filing,  or  the 
specification  filed  with  the  complete  application.  This  too  accords  with  Recom- 
mendation II  of  the  President's  Commission  and  puts  the  home  applicant  on  an 
equal  footing  with  overseas  applicants,  who  under  Article  4F  of  the  International 
Convention  can  include  claims  in  a  single  U.S.  application  for  matter  disclosed  in 
two  or  more  foreign  applications  and  can  have  further  claims  for  matter  dis- 
closed for  the  first  time  on  filing  in  the  U.S.A. 

If  it  is  a  necessary  corollary  of  Section  120(a)  (1)  that  no  further  inventor  may 
be  added  for  the  complete  application,  this  will  also  result  in  loss  of  a  large  part 
of  the  benefit  of  the  preliminary  and  complete  system.  It  is  indeed  necessary  that 
the  applicant  in  the  preliminary  and  complete  applications  must  be  the  same.  To 
take  the  example  given  earlier,  the  inventor  of  the  original  invention  might  be 
one  employee  of  a  company  and  the  modification  might  be  made  by  a  second 
employee,  both  applications  being  made  by  the  employer  company.  Indeed  it  seems 
that  if  effect  is  to  be  given  to  all  that  is  said  on  page  15  of  the  President's  Com- 
mission it  must  be  pos.sible  to  include  in  the  complete  application  matter  devised 
by  a  second  inventor. 

Deferred  examination 

The  Council  observes  that  it  is  proposed  to  provide  for  deferred  examination, 
to  be  brought  in  optionally  if  .circumstances  so  require.  While  it  is  true  that  a 
system  of  deferred  examination  has  been  in  operation  in  the  Netherlands  for 
some  little  time,  systems  of  deferred  examination  are  at  present  being  con- 
sidered in  various  parts  of  the  World,  including  in  particular  Australia  and 
Germany.  Difficult  questions,  such  as  the  right,  if  any,  to  be  given  by  a  published 
but  unexamined  claim  arise,  and  it  is  strongly  urged  that  so  far  as  possible  the 
Bill  should  leave  the  greatest  possible  room  for  maneuver  so  that,  if  it  should 
prove  unavoidable  to  introduce  some  such  system,  the  details  may  be  modified 
in  accordance  with  requirements  without  necessitating  a  further  Statute. 
For  example,  the  Bill  provides  that  the  application  will  lapse  if  examination  is 
not  applied  for  within  five  years.  In  the  Council's  view  if  the  specification  has 
remained  in  a  nebulous  state  for  five  years — sometimes  the  most  important  five 
years — and  neither  the  applicant  nor  a  third  party  has  applied  for  examination 
the  situation  might  as  well  remain  for  the  rest  of  the  life  of  the  Patent.  This 
view  might  well  gain  official  support  if  it  should  transpire  that  at  the  end  of 
five  years  examiners  found  themselves  faced  with  the  harvest  of  delay  and  very 
little  relief  from  the  deferred  examination  system. 

In  fact  the  Council  very  much  trusts  that  defererd  examination  will  not  be 
introduced.  While  it  may  have  certain  advantages,  these  appear  to  be  out- 
weighed by  the  disadvantages. 

■Other  matters 

Section  102 

The  Council  is  plea.sed  to  see  that  prior  art  is  confined  to  information  in 
tangible  form,  although  the  Strasbourg  Convention  on  the  unification  of  certain 
points  of  substantive  law  on  patents  for  inventions  (of  which  the  United 
Kingdom  is  a  signatory)  includes  oral  communications  as  prior  art. 

The  Council  draws  attention  to  the  effect  of  the  reference  in  Section  102(b) 
to  a  published  United  States  application.  It  appears  that  that  application  may 
never  proceed  to  issue,  and  yet  all  that  is  in  it  is  to  be  a  bar  to  a  patent  on  a 
later  application.  The  effect  thus  is  that  by  filing  but  not  prosecuting  an  applica- 
tion an  applicant  can  ensure  that  the  subject  matter  of  it  is  effectively  published 
as  of  the  date  of  filing  without  disclosing  that  subject  matter  at  that  date.  This 
appears  to  be  open  to  possible  abuse. 

Section  103 
While  recognising  that  Section  103  is  no  more  than  reenactment  of  existing  law, 
the  Council  wishes  to  take  this  opportunity  of  drawing  attention  to  one  aspect 
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of  the  existing  law  which  inventors  regularly  find  extremely  unfair.  This  is 
the  custom  of  combining  the  matter  disclosed  in  an  application  unpublished  at  the 
date  of  filing  of  a  subsequent  application,  but  later  maturing  into  a  patent, 
with  one  or  more  other  documents  to  deprive  the  subject  matter  of  the  later 
application  of  patentability.  The  Council  is  not  contesting  the  principle  that 
an  invention  should  be  patentable  over  an  issued  patent  of  prior  date,  but  in  its 
experience  no  Inventor  can  see  how  it  can  be  fair  to  destroy  his  invention  by 
combining  unpublished  matter  with  other  matter. 

Section  105 
In  the  view  of  the  Council,  the  provisions  of  Section  105(a)  by  which  the 
six-months  period  runs  backwards  from  the  filing  of  a  complete  application  de- 
prives the  section  of  most  of  its  benefit.  The  applicant  may  not  learn  of  the 
unauthorised  disclosure  until  later  and  in  the  meantime  he  may  choose  shortly 
afterwards  to  file  a  preliminary  application  so  that  the  complete  application 
will  not  be  filed  within  the  six-month  period.  The  Council  thinks  the  six-month 
period  should  be  six  months  before  the  effective  filing  date  of  the  application. 
Although  Section  113  embodies  the  present  law  the  Council  suggests  that  the 
word  "admits"  should  be  changed  to  "requires".  In  this  connection  the  Council 
draws  attention  to  the  fact  that  the  United  States  requirements  with  regard 
to  drawings  are  unique,  first  in  involving  waste  of  effort  in  preparing  unnecessary 
drawings  which  add  nothing  whatsoever  to  the  disclosure,  and  second  in 
requiring  that  every  feature  of  the  claim  shall  be  illustrated  in  a  drawing. 
To  the  extent  that  the  ultimate  object  is  to  harmonise  patent  practice  through- 
out the  World,  the  Council  believes  strongly  that  this  is  a  case  in  which  United 
States  practice  should  be  relaxed  to  come  more  into  agreement  with  that  of 
all  other  countries. 

Section  115 

Section  11.5  demands  the  filing  of  an  oath  of  inventorship.  Section  25  allows 
the  Commissioner  to  accept  a  declaration  in  place  of  such  an  oath.  If  in  fact  he 
always  will,  the  Council  has  no  further  comment  to  make,  but  again  in  the  ulti- 
mate interest  of  harmonisation  it  would  apparently  be  better  if  the  Act  required 
no  more  than  a  declaration. 

Section  115  also  requires  the  filing  of  a  specific  assignment  if  the  inventor  is 
not  the  applicant.  Although  this  is  in  accordance  with  the  Recommendation  V 
of  the  President's  Commission  it  is  extremely  disappointing.  The  Council  draws 
attention  to  various  proposals  now  under  consideration  by  the  Committee  of 
Experts  on  Patents  of  the  Council  of  Europe  in  Strasbourg,  one  of  which  is  to 
ensure  that  in  no  circumstances  is  anything  more  than  the  mere  declaration  by 
the  applicant  of  ownership  of  the  invention  required. 

Section  120 
The  explanatory  note  accompanying  the  Bill  explains  that  Section  120(b) 
precludes  the  repetitive  filing  of  continuing  applications.  The  Council  is  in  com- 
plete agreement  that  these  should  be  precluded,  but  is  unable  to  follow  how  the 
present  wording  of  Section  120(b)  effectively  does  this,  unless  the  reference  to 
publication  under  Section  151  should  be  publication  under  Section  123. 

Section  137 

The  Council  regrets  to  see  Section  137  and  Recommendation  X  of  the  Presi- 
dent's Commission  upon  which  it  is  based.  As  is  correctly  stated  in  that  recom- 
mendation, the  Patent  OflSce  had  until  recently  resolved  in  favour  of  the 
applicant  all  reasonable  doubts  as  to  patentability  of  a  claim.  However  the  Com- 
missioner has  since  instructed  examiners  to  abandon  this  policy  "in  obedience  to 
the  views  expressed  by  the  Supreme  Court".  It  seems  that  the  Supreme  Court 
case  is  that  mentioned  in  recommendation  XIV,  i.e.  Graham  v.  John  Deere  &  Co., 
but  the  views  expressed  in  that  case  do  not  in  fact  support  the  Commission.  As 
has  been  pointed  out  by  Judge  Rich  in  comments  on  recommendation  X,  the 
Supreme  Court  stated  as  follows  in  regard  to  the  determination  of  obviousness 
or  otherwise : 

"Such  secondary  considerations  as  commercial  success,  long  felt  but  unsolved 
needs,  failure  of  others  etc.  might  be  utilized  to  give  light  to  the  circumstances 
surrounding  the  origin  of  the  subject  matter  sought  to  be  patented.  An  indicia 
of  obviousness  or  non-obviousness,  these  enquiries  may  have  relevancy." 
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With  the  speeding  up  of  prosecution  procedure  time  is  too  short  for  an  appli- 
cant to  be  able  to  produce  evidence  of  other  relevant  factors  supporting  non- 
obviousness.  Therefore,  in  all  fairness  an  applicant  should  have  the  benefit  when 
there  is  a  real  doubt. 

Section  I48 
The  Council  even  more  regrets  to  see  Section  148.  Questions  of  patentability 
are  ultimately  questions  of  opinion.  If  the  examiner  is  of  different  opinion  from 
the  patent  applicant  the  matter  is  settled  by  the  Board  of  Appeals.  It  seems  from 
Section  148  that  in  practice  no  appeal  will  normally  lie  from  their  determina- 
tion. The  Council  earnestly  asks  for  reconsideration  of  this  matter. 

Section  152 
The   Council   suggests  that  consideration    should  be  given   to  retaining  the 
existing  Section  152  suitably  amended  to  provide  that  if  an  application  is  a.s- 
signed  by  the  initial  applicant  to  somebody  else  while  the  application  is  proceed- 
ing the  patent  may  be  granted  to  the  assignee. 

Section  ISIf 
In  the  explanatory  memorandum  on  Section  154  reference  is  made  to  a  treaty 
which  prevents  the  term  of  the  patent  from  being  measured  from  a  foreign 
priority  date.  Presumably  this  treaty  is  the  Paris  Convention  and  in  particular 
Article  4  hi  ft  (5).  In  order  to  comply  with  this  Article  of  the  Convention  the 
United  Kingdom  had  to  amend  its  own  law  in  1938.  The  course  it  chose  was  dif- 
ferent from  that  chosen  in  the  present  Bill.  It  made  the  term  run  from  the  filing 
of  the  complete  specification  (or  application),  and  this  has  been  found  to  be  a 
very  satisfactory  solution.  It  has  the  particular  advantage  of  encouraging 
United  Kingdom  applicants  to  file  a  provisional  specification  initially  and  a 
complete  specification  later,  because  the  later  they  complete  the  longer  is  the 
effective  term.  Section  154  seems  to  deprive  United  States  inventors  of  a  possible 
year  of  the  term  of  the  patent  quite  unnecessarily. 

Section  I84 

The  Council  regrets  to  see  the  provisions  of  Section  184.  First,  this  section 
as  it  stands,  may  give  ri.se  to  a  flood  of  applications  for  special  licences  to  file 
abroad.  If  substantial  advantage  is  taken  of  the  preliminary  application  proce- 
dure the  normal  pattern  will  be  that  an  applicant  would  prepare  his  complete 
application  and  his  foreign  applications  shortly  before  the  expiry  of  a  period 
of  twelve  months  from  the  preliminary  application.  It  appears  that  the  burden 
of  reviewing  preliminary  applications  for  security  purposes  would  not  be  great 
since  the  vast  majority  could  be  dismissed  out  of  hand.  On  the  other  hand  if 
an  invention  is  of  interest  to  the  authorities  it  would  seem  desii-able  that  it 
.should  come  to  their  notice  as  soon  as  possible.  In  the  United  Kingdom  the  period 
within  which  foreign  applications  may  not  be  filed  without  special  permission 
is  six  weeks  from  the  filing  of  the  provisional  specification,  if  any. 

Second,  although  these  provisions  appear  in  the  existing  laws  of  the  United 
States  and  the  United  Kingdom,  they  are  out  of  place  in  the  patent  laws.  If  any- 
body really  wishes  to  transmit  a  secret  to  a  foreign  power,  he  will  do  so. 

Third,  the  existing  United  States  law  has  what  appears  to  Council  to  be  absurd, 
effects,  and  it  seems  undesirable  to  re-enact  it.  Specifically  United  States  appli- 
cants for  patents  in  Great  Britain  are  often  asked  for  additional  information 
of  an  entirely  minor  character,  and  their  patent  agents  in  the  United  Kingdom 
are  told  that  no  additional  information  other  than  that  contained  in  the  original 
application  can  be  given  without  a  license.  This  handicaps  United  States  inven- 
tors in  obtaining  patents  in  the  United  Kingdom  and  elsewhere. 

Section  211 

The  reference  in  Section  271(b)  to  patent  protection  for  the  process  not 
being  "available"  in  the  other  comitry  is  not  warranted  by  Recommendation  XXI 
of  the  President's  Commission,  and  must  apparently  lead  to  a  great  deal  of 
difiiculty.  Once  the  principle  that  there  is  infringement  of  a  process  patent  by 
importation  of  the  product  made  by  the  process  is  conceded,  there  appears  to  be 
no  reason  why  it  should  not  be  of  general  application,  and  the  Council  suggests 
that  the  proviso  in  this  sub-section  should  be  deleted. 

May,  1967. 
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APPENDIX 

There  have  been  very  few  judgments  on  the  subject  of  the  words  "fairly 
based",  but  in  the  first  reported  case  {Mond  Nickers  Application  [1956]  RPC 
189),  although  it  was  made  clear  that  the  judgment  was  not  intended  to  provide 
any  final  definition,  a  three-fold  test  was  said  to  be  appropriate,  namely : — 

"(1)  Is  the  invention  claimed  broadly  described  in  the  provisional?  (2)  Is 
there  anything  in  the  i)rovisional  which  is  inconsistent  with  the  invention  as 
claimed?  (3)  Does  the  claim  include  as  a  characteristic  of  the  invention  a  feature 
not  mentioned  in  the  provisional". 

In  the  Mond  Nickel  case  the  opposed  claim  contained  a  numerical  limitation 
the  counterpart  of  which  in  the  i  rovisional  specification  was  "a  particularly  low 
level".  Evidence  that  to  the  expert  reader  these  words  meant  the  same  thing  as 
the  figure  in  the  claim  was  accepted. 

A  subsequent  judgment  by  the  same  Judge  in  LCI's  Application  ([I960]  RPC 
223)  included  the  following  passage  in  explanation  of  the  Mond  Nickel 
judgment : — 

"The  word  'broadly',  it  should  be  noted,  was  used  in  respect  of  the  description 
and  carried  the  meaning  of  'in  a  general  sense',  such  as  would  be  exemplified 
by  a  statement  in  the  provisional  that  reaction  products  were  dissolved  in  hot 
water,  whei^e  the  complete  specification  introduced  a  specific  temperature  range." 


The  Chicago  Bar  Association, 

Chicago,  III.,  May  26, 1967. 
Hon.  James  O.  Eastland, 
Chairman,  Senate  Judiciary  Committee, 
New  Senate  Office  Building,  Washington,  B.C. 

Dear  Senator  Eastland:  The  Board  of  Managers  of  The  Chicago  Bar 
Association  considered  and  approved  the  enclosed  report  of  the  Committee  on 
Patents,  Trademarks  and  Trade  Practices  of  this  Association. 

The  Board  has  directed  that  I  forward  this  report  on  to  you  for  consideration 
by  members  of  your  committee  in  its  deliberations  on  the  proposed  Senate  Bill 
1042. 


Yours  very  truly, 


Jacques  G.  Fuller, 

Executive  Director. 


Law  Offices,  Lucas  &  Coffee, 

Chicago,  III.,  April  26, 1967. 

Re  report  on  Senate  bill  S.  1042,  Committee  on  Patents,  Trademarks  and  Trade 

Practices. 
Mr.  Jacques  G'.  Fuller, 

Executive  Director,  Chicago  Bar  Association, 
Chicago,  III. 

Dear  Jack  :  Enclosed  are  three  copies  of  a  report  which  was  approved  by 
our  committee  on  Tuesday,  April  25,  1967.  We  ask  that  this  report  be  considered 
by  the  Board  of  Managers  at  the  earliest  possible  date. 

S.  1042  is  a  complete  revision  of  Title  35,  United  States  Code  and,  therefore, 
is  of  vital  interest  to  our  committee.  The  Patent  Section  of  the  American  Bar 
Association  is  meeting  April  27-29th  in  order  to  prepare  a  final  report  on 
this  Bill  for  the  May  1.5th  meeting  of  the  American  Bar  Association's  Board 
of  Governors  at  Washington.  Hearings  on  the  Bill  start  on  May  17th  and  it 
is  hoped  that  the  American  Bar  Association  will  be  able  to  take  a  formal  posi- 
tion and  be  represented  at  the  hearings.  We  are  hopeful  that  the  Chicago  Bar 
Association  will  also  be  in  a  position  to  present  its  views  to  Congress  prior 
to  the  hearings  on  the  Bill.  In  this  respect,  we  have  reason  to  believe  that 
the  Patent  Section  of  the  American  Bar  Association  will  ultimately  present  views 
very  similar  to  those  incorporated  in  the  enclosed  report. 

Your  assistance  in  expediting  this  matter  vpill  be  greatly  appreciated. 
Sincerely, 

James  F.  Coffee,  Chairman. 
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Report  on  Senate  Bill  S.  1042,  Committee  on  Patents.  Trademarks,  and 
Trade  Practices,  Chicago  Bar  Association 

Senate  Bill  S.  1042  (and  its  identical  companion  Bill  H.R.  r)024)  is  referred 
to  as  tlie  Patent  Reform  Act  of  1967.  This  Bill  is  a  complete  revision  of  the 
Patent  Laws,  Title  35  U.S.  Code  and  related  statutes. 

summary   of    the   committee's    opinion    of    S.    1042 

While  the  Committee  is  in  full  accord  with  the  desirable  objects  or  purposes 
set  forth  by  President  Johnson  and  referred  to  below,  the  Committee  is  of  the 
opinion  that  S.  1042,  if  enacted,  would  not  achieve  such  objectives.  Further,  it 
is  the  Committee's  opinion  that  S.  1042  (1)  includes  provisions  which  would 
defeat  the  President's  stated  objectives,  and  (2)  eliminates  current  statuory 
provisions  which  are  beneficial  to  both  the  public  and  inventors.  Therefore,  we 
recommend  that  S.  1042  and  H.R.  5924  be  defeated. 

BACKGROUND 

In  July  of  1965  President  Johnson  appointed  a  commission  to  study  the  patent 
system  and  the  patent  laws.  The  commission  tendered  a  lengthy  report  to  the 
President  in  December  of  1966,  whereupon  President  Johnson  directed  the  Com- 
merce Department,  the  Justice  Department,  and  his  science  adviser  to  consider 
the  report  and,  if  necessary,  to  develop  legislative  proposals  to  carry  out  its 
objectives.  The  Patent  Reform  Act  of  1967  is  the  result  of  such  action.  President 
Johnson  transmitted  the  Patent  Reform  Act  of  1967  to  Congress  on  February  21, 
1967  with  an  accompanying  letter,  wherein  he  stated  that  the  purposes  of  the 
act  are  "(1)  To  Raise  the  quality  and  reliability  of  U.S.  Patents.  (2)  To  reduce 
the  time  and  exf)ense  of  obtaining  and  protecting  a  patent.  (3)  To  si)eed  public 
disclosure  of  scientific  and  technological  information."  (House  Document  No. 
59 — 90th  Congress,  1st  Session) 

specific    objections    to    S.    1042 

I.  Removal  of  the  one  year  grace  period  and  elimination  of  interference  prac- 
tices.— Currently  an  inventor  has  a  one  year  period  after  publication  or  public 
use  of  his  invention  in  which  to  file  a  patent  application.  Further,  the  present 
law  provides  for  an  interference  proceeding  in  the  Patent  Ofiice  in  the  event  two 
or  more  inventors  claim  the  same  invention,  in  order  to  resolve  the  question 
as  to  whom  the  patent  should  be  issued.  S.  1042  removes  both  of  these  provisions. 
S.  1042  provides  than  any  publication  or  public  use  of  an  invention  prior  to  the 
filing  of  an  application  is  a  har  to  the  issuance  of  a  valid  patent,  and  further 
provides  that  a  patent  be  issued  to  the  first  applicant  to  file  in  the  event  multiple 
parties  claim  the  same  invention. 

The  elimination  of  the  one  year  grace  period  would  revert  to  the  situation 
which  existed  under  the  Patent  Act  of  1836,  and  which  was  remedied  in  1839 
by  establishing  a  two-year  period,  subsequently  changed  to  a  one-year  period 
in  1940.  We  believe  that  the  one  year  grace  period  is  a  valuable  asset  of  our 
patent  system,  particularly  with  respect  to  the  small  company  and  the  individual 
inventor.  By  requiring  that  a  patent  application  be  filed  before  any  publication 
or  public  use,  we  will  summarily  deprive  many  persons  of  patent  protection 
who  will  zealously  carry  an  invention  from  concept  to  marketing  before  becoming 
aware  of  their  loss  of  patent  rights.  In  this  respect,  it  is  important  to  remember 
that  an  offer  for  sale  is  as  much  a  publication  as  an  actual  sale.  Further,  an 
inventor  will  no  longer  have  the  opportunity  of  a  grace  period,  wherein  he  can 
determine  whether  the  public  reaction  to  his  product  is  sufllciently  great  to 
warrant  the  expense  of  filing  a  patent  application.  The  elimination  of  the 
grace  period  will  also  mean  a  delay  between  the  completion  of  a  product  ready 
for  market  and  the  actual  introduction  to  the  market,  the  delay,  in  some  cases, 
being  necessary  to  prepare  an  application  disclosing  the  finished  product.  Then 
too,  it  is  particularly  true  that  methods  of  manufacture  or  processes  are  fre- 
quently subject  to  change  even  after  actual  production  has  begun.  We  feel  that 
the  inventor  should  have  an  opportunity  to  experience  some  commercial  produc- 
tion with  his  novel  process  and  have  the  opportunity  of  making  any  changes  that 
might  be  required  in  the  process,  before  he  is  required  to  file  an  application. 
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The  elimination  of  the  interference  prattice  with  the  issuance  of  a  patent  tO' 
the  first  inventor  to  file  is  allegedly  for  the  purpose  of  eliminating  a  burden 
on  the  Patent  Office.  Under  the  present  practice  there  is  an  inter-partes  i)ro- 
eeeding  in  the  Patent  Office  to  determine  the  first  inventor.  With  the  proposed 
course  of  action,  the  matter  of  original  and  first  inventor  would,  in  effect,  be^ 
left  for  a  court's  decision  in  a  subsequent  patent  infringement  suit  or  a  declara- 
tory judgement  action.  In  order  to  "raise  the  quality  and  reliability  of  U.S.. 
Patents",  as  requested  by  President  Johnson,  we  feel  that  the  matter  of  first 
inventorship  should  be  determined  before  the  patent  is  issued.  As  to  the  burden 
on  the  Patent  Office,  we  refer  to  statistics  on  Interferences  given  in  the  Annual 
Report  of  the  Commissioner  of  Patents  (1964),  March  19ti.5  Journal  of  the  Patent 
Office  Society,  Page  1G9.  At  the  end  of  fiscal  year  19<54,  2810  interferences  were 
pending  in  the  Patent  Office  out  of  a  total  number  of  211,5(:ir)  pending  patent 
applications.  We  feel  that  the  small  percentage  of  patent  interferences  neces- 
sarily handled  in  the  Patent  Office  does  not  constitute  an  unreasonable  burden, 
on  the  patent  system,  and  that  the  elimination  of  interference  proceedings  will 
only  result  in  the  issuance  of  a  greater  number  of  patents  of  doubtful  validity. 
Moreover,  we  feel  strongly  that  equity  requires  issuance  of  a  patent  to  the  first 
inventor,  as  presently  required  by  law.  The  elimination  of  the  grace  period  before 
filing  and  the  elimination  of  interference  practice  rewards  the  first  to  file  a 
patent  application,  irrespective  of  who  was  actually  the  first  and  original  in- 
ventor. It  is  believed  that  there  are  sufficient  safeguards  at  present  to  encourage 
early  disclosure  of  an  invention  through  the  filing  of  a  patent  application,  and 
we  should  not  institute  a  "race  to  the  Patent  Office"  system  as  a  substitute 
for  the  more  equitable  procedure  of  interference  practice. 

II.  Piihlication  of  patent  applieations. — S.  1042  includes  provisions  relating  to 
the  publication  of  pending  patent  applications,  in  order  that  the  general  public 
will  have  the  opportunity  of  providing  additional  prior  art  for  the  Examiners 
considei-ation  prior  to  the  issuance  of  any  patent.  Section  12.3  of  the  Bill  would 
require  such  publication  not  less  than  18  months  and  not  more  than  24  months 
after  filing  a  preliminary  application.  For  all  practical  purposes  this  would  be  a 
period  of  from  6  months  to  12  months  after  filing  a  complete  application  with 
claims.  There  is  no  obligation  on  the  part  of  the  Patent  Office  to  examine  the 
application  prior  to  publication,  and  under  normal  circumstances  it  is  highly  im- 
probable that  such  published  applications  would  have  been  examined  for  patent- 
ability. While  the  Committee  feels  that  there  may  well  be  an  advantage  in  having- 
the  general  public  assist  the  Examiner  in  his  determination  as  to  patentability, 
we  feel  that  all  of  the  claims  should  be  indicated  as  allowed  by  the  Examiner 
before  publication  of  the  application.  In  this  way,  the  scoi>e  of  the  invention  to  be 
patented  would  be  defined,  and  the  Patent  Office  would  then  receive  notice  from 
the  public  only  with  respect  to  pertinent  prior  art.  Further,  the  disclosure  would 
be  a  carefully  scrutinized  application  of  some  value  to  the  public.  It  is  also  our 
view,  that  the  publication  before  any  determination  as  to  the  possible  scope  of 
the  patentable  invention  would  stimulate  a  flood  of  references  from  the  public 
and  further  burden  the  patent  Examiners  in  their  attempt  to  determine  whether 
a  patentable  invention  exists  in  the  application.  While  not  opposing  the  general 
concept  of  publication  of  applications  to  afford  opportunity  for  citation  of  prior 
art  pertinent  to  a  defined  invention,  we  do  feel  that  such  procedure  will  result  in 
a  substantial  increase  in  the  burden  on  the  Patent  Examiners.  Patent  applica- 
tions in  highly  competitive  fields  will  be  particularly  susceptible  to  opposition, 
either  for  valid  reasons  or  by  way  of  harrassment  from  competing  interests.  Con- 
siderable proijress  has  been  made  with  the  current  procedure  of  "compact  pros- 
ecution", which  eliminates  many  of  the  delays  previously  encountered,  and  it 
is  the  feeling  of  the  Committee  that  the  best  approach  to  expediting  patent  pros- 
ecution would  be  to  increase  the  Patent  Examining  corps  and  elevate  the  posi- 
tion of  patent  examiners  so  that  more  qualified  examiners  would  be  attracted 
and  retained  in  the  Patent  Office. 

III.  Patent  Office  /c^s.— Section  41  of  S.  1042  provides  that  the  fees  to  be  paid 
in  connection  with  filing  and  examining  patent  applications  shall  be  set  by  the 
Commissioner,  so  as  to  effect  recovery  of  65%  to  75%  of  the  costs  of  operation  of 
the  Patent  Office.  Our  Com-mittee  is  opposed  to  such  provision  and  strongly  be- 
lieves that  the  fees  should  be  statutory  and  definite. 

The  proposed  fee  system  would  be  unique,  we  believe,  since  no  other  govern- 
ment agency  has  such  broad  powers.  Further,  the  system  presumes  that  the 
stated  percentage  of  Patent  Office  activity  is  solely  for  the  benefit  of  the  inventor. 
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whereas  we  feel  that  the  Patent  system  is  primarily  beneficial  to  the  public  and 
secondarily  to  the  inventor.  We  believe  that  it  is  just  to  correlate  specific  fees 
to  the  actual  cost  of  the  operation  performed,  when  such  operation  is  solely  for 
the  benefit  of  the  inventor  or  recipient  of  the  services,  such  as  the  recording  of 
an  assignment.  However,  this  should  be  done  on  a  definite  and  statutory  basis 
and  not  left  to  the  discretion  of  the  agency.  Presently  (fiscal  year  1966)  the 
Patent  Ofiice  recovers  51%  of  its  expenditures  through  fees,  under  substantially 
increased  statutory  fees  which  were  in  effect  only  about  8  months  of  fiscal  1966. 
The  figure  for  1967  should  be  appreciably  higher.  The  current  minimum  fee  for 
filing  an  application  is  $65.00  and  the  average  issue  fee  for  a  relatively  short 
patent  application  is  about  $120.00.  With  the  present  fee  schedule,  we  are  already 
approaching  a  situation  where  inventors  will  be  discouraged  from  filing  an  ap- 
plication. The  substantial  further  increase  required  by  the  Patent  Reform  Act  can 
only  effect  a  sharp  decrease  in  disclosures  to  the  public  through  the  filing  of  patent 
applications.  Finally,  government  agencies  are  notorious  for  elevating  their  ex- 
penditures to  meet  their  income,  and  Section  41  of  S.  1042  would  present  a  real 
challenge  in  this  respect.  For  example,  untold  millions  could  be  spent  annually, 
perhaps  in  vain,  for  research  in  information  retrieval,  which  is  almost  entirely 
for  the  benefit  of  the  general  public,  and  such  expenditure  would  be  included 
in  determining  the  cost  of  Patent  Oflice  operation. 

IV.  Deferred  examination  and  Patent  Advisory  Council. — Section  15  provides 
for  the  appointment  of  an  Advisory  Council  by  the  Secretary  of  Commerce,  and 
Section  191  provides  that  a  deferred  examination  system  may  be  established  by 
the  Secretary  of  Commerce,  as  to  part  or  all  of  the  classes  of  patent  applications 
filed,  at  any  time.  Presumably  the  Advisory  Council  would  initially  recommend 
the  use  of  deferred  examinations. 

We  are  opposed  to  the  institution  of  such  stand-by  authority  and  to  the  adop- 
tion of  a  deferred  examination  system.  By  permitting  an  applicant  to  retain  an 
application  pending  in  the  Patent  Office  for  a  period  of  five  years  without 
examination,  deferred  examination  would  clearly  defeat  the  stated  purposes  of 
speeding  public  disclosure  of  information  on  the  scope  of  patents  and  of  raising 
the  quality  and  reliability  of  U.S.  patents. 

The  deferred  examination  principle  is  relatively  new,  having  been  adopted  in 
Holland  in  1964,  and  a  similar  system  is  not  yet  used  in  any  other  country.  The 
value  of  the  system  is  so  dubious  that  the  European  Economic  Conference  has 
thus  far  refrained  from  adopting  the  system  for  use  in  its  proposed  patent  sys- 
tem for  the  member  countries. 

V.  Appeal  from  Court  of  Customs  and  Patent  Appeals. — S.  1042  would  abolish 
the  present  independent  status  of  the  Court  of  Customs  and  Patent  Appeals  and 
require  ultimate  appeal  of  all  Patent  Office  decisions  to  tlie  U.S.  Court  of  Appeals 
for  the  District  of  Columbia.  Whereas  it  is  presently  possible  to  obtain  a  writ 
of  certiorari  from  the  U.S.  Supreme  Court  with  respect  to  C.C.P.A.  decisions,  this 
would  no  longer  be  possible  under  S.  1042.  Whether  a  party  chose  to  apiJeal  a 
Patent  Ofiice  decision  under  Section  141  (on  the  record  to  the  C.C.P.A.)  or  under 
Section  145  (trial  de  novo  in  the  District  Court  for  the  District  of  Columbia),  the 
case  M-ould  ultimately  be  decided  by  the  Court  of  Api>eals  under  the  proposed  re- 
vision of  the  law.  We  feel  that  the  present  independence  of  the  Court  of  Customs 
and  Patent  Appeals  should  be  maintained.  Fiirther,  since  the  C.C.P.A.  has  greater 
experience  and  competence  in  patent  matters  than  any  other  Federal  Court,  it 
should  be  maintained  as  a  court  of  final  determination  subject  only  to  the 
U.S.  Supreme  Court. 

VI.  Rule  of  doubt. — Section  137  of  S.  1042  would  resolve  any  doubt  as  to 
patentability  of  an  invention  against  the  inventor.  We  believe  that  the  present 
theory  of  resolving  any  doubt  in  favor  of  the  inventor  should  be  preserved.  Fre- 
quently the  matter  of  invention,  as  ultimately  decided  by  the  Courts,  involves 
subjective  considerations,  such  as  its  impact  in  industry  etc.,  and  we  can  best 
encourage  the  exploitation  of  inventions  by  resolving  any  doubt  in  favor  of  the 
applicant. 

VII.  General  comments. — It  is  also  noteworthy  that  one  of  the  avowed  pur- 
poses of  the  Patent  Reform  Act  of  19<>7  is  to  approach  a  closer  harmony  between 
the  U.S.  Patent  System  and  that  of  other  nations.  As  a  result  certain  provisions 
of  the  Act  are  generally  in  accord  with  British  patent  practices,  another  pro- 
vision is  generally  in  accord  with  German  i)atent  practices,  and  the  deferred  sys- 
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tern  is  borrowed  from  Holland.  As  a  matter  of  fact,  there  is  uo  true  accord 
among  the  various  nations  on  lUny  of  the  important  provisions  sijecifically  re- 
ferred to  above,  and  consequently  S.  1042  would  result  in  our  being  in  harmony 
with  no  one. 

It  is  highly  desirable  that  the  patent  systems  of  the  world  be  brought  into 
accord  for  sake  of  uniformity  in  procedures,  but  this  should  be  done  through 
cooperative  effort  of  the  various  nations  and  not  attempted  unilaterally  by  the 
Thiited  States.  Furthermore,  any  negotiations  toward  the  establishment  of  a 
uniform  patent  system  should  include  serious  efforts  on  our  part  to  preserve 
the  main  features  of  the  U.S.  Patent  System  which  has  sei'ved  this  nation  so  well. 

VIII.  Conclusion. — We  believe  that  improvements  can  be  made  in  our  patent 
system  without  destroying  those  features  which  have  made  our  system  so  im- 
portant to  America's  economic  growth.  President  Johnson,  in  his  message  to 
Congress  regarding  the  Patent  Reform  Act  of  15)67  considered  herein,  referred 
to  our  patent  system  as  follows : 

"It  has  spurred  the  creative  work  if  inventors  and  scienti.'^ts.  It  has  fostered 
the  most  far-reaching  technological  advances  in  the  history  of  civilizati(m.  It 
has  helped  American  businesses  to  translate  'the  tire  of  genius'  into  the  products 
and  processes  that  have  enriched  the  lives  of  all  of  us." 

"We  agree  with  President  .Johnson,  and  we  hasten  to  point  out  that  very  careful 
consideration  should  therefore  be  given  to  any  proposal  to  drastically  change 
our  Patent  System.  In  this  respect,  we  see  no  real  urgency  for  any  patent  reform 
measures,  which  would  require  an  emergency  action  on  the  part  of  Congress. 
While  certain  changes  may  be  de.sirable,  improvements  are  being  made  in  the 
I'atent  Office  with  respect  to  the  handling  of  patents  and  any  proposals  for 
revision  of  the  Patent  System  shoukl  be  thoughtfully  dealt  witli  by  Congress. 

V>'hile  this  report  has  dealt  with  selected  major  changes  in  the  Patent  System 
which  are  inherent  in  S.  1042,  other  sections  of  the  Bill  are  objected  to,  either 
in  principle  or  form.  However,  we  believe  that  the  above  discussion  is  sufficient 
to  i)()int  out  that  S.  1042  and  HR.  ."')024  do  not  accomplish  the  stated  objectives  set 
forth  by  President  Johnson  and,  therefore,  should  be  defeated. 

We  request  approval  of  this  report  by  the  Board  of  Managers  and  transmittal 
of  a  copy  thereof  to  the  U.S.  Senate,  Committee  on  the  Judiciary  ;  the  House  of 
Representatives,  Committee  on  the  Judiciary ;  Senator  Dirksen,  Senator  Percy, 
and  to  each  Congressman  from  Illinois. 


Los  Angeles,  Calif.,  May  15, 1967. 
Hon.  John  L.  McClellan, 

Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Senate  Judiciary  Com- 
mittee, Senate  Office  Biilding,  Washington,  D.C. 

Sir  :  It  is  my  understanding  that  your  above-identified  Subcommittee  is  pres- 
ently holding  hearings  with  respect  to  the  Patent  Reform  Act  of  1967,  S.  1042. 
As  a  member  of  the  State  Bar  of  California,  currently  engaged  in  the  practice  of 
Patent  Law,  I  am  enclosing  copies  of  some  of  my  comments  and  reconmienda- 
tions  with  respect  to  this  proposed  legislation  for  consideration  by  your  Subcom- 
mittee. A  copy  is  provided  for  each  member  of  the  Subcommittee,  as  well  as  a 
copy  for  inclusion  in  the  transcript  of  record  of  the  hearing  on  this  Bill. 

In  the  interest  of  brevity,  I  have  refrained  from  commenting  on  most  of  the 
sections  of  the  Bill  and  have  directed  my  remarks  mainly  to  those  sections  which  I 
earnestly  feel  would  harm  our  patent  system  and,  therefore,  should  be  eliminated 
or  modified. 

Even  though  a  particular  area  of  legislation  may  not  ,be  as  widely  publicized 
or  as  glamorous  as  other  areas,  neverthele.ss  it  should  not  be  taken  lightly,  and 
hasty,  poorly  thought-out  legislation  should  be  avoided.  Therefore,  I  urge  that 
before  any  hasty  decisions  are  made,  those  people  who  have  had  experience  in 
and  are  familiar  with  the  area  under  consideration  should  be  consulted  and  all 
ramifications  of  the  propo.sed  legislation  should  be  ascertained. 

Thank  you  for  your  time  and  consideration   of  my  comments,   and  do  not 
hesitate  to  call  on  me  if  I  may  be  of  further  assistance. 
Very  truly  yours, 

Paul  M.  Coble. 
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Comments  and  Recommendations  With  Respect  to  the  Patent  Reform  Act 

OF  1967 

S.    1042 

Section  31 

Since  the  United  States  Supreme  Court  in  Sperry  v.  State  of  Florida,  137 
U.S.P.Q.  578  lield  tliat  "tlie  preparation  and  prosecution  of  patent  applications 
for  others  constitutes  the  practice  of  law",  consideration  might  be  given  to  ex- 
pressly incorporating  into  this  section  of  the  Bill  a  provision  requiring  a  person 
to  be  a  member  of  a  State  or  Federal  Bar  before  he  is  allowed  to  .become  regis- 
tered by  the  Patent  Office  as  being  able  to  represent  others  before  the  Patent 
Office,  excepting  all  those  who  already  have  Patent  Office  registration. 

Section  Jfl 

Corresponding  Recommendation  XXVII  of  the  President's  Commission  Report 
recommends  that  the  Commissioner  of  Patent  should  be  authorized  to  set  fees 
for  Patent  Office  services  within  broad  guidelines  established  by  Congress.  Section 
41  gives  the  Commissioner  the  power  to  prescribe  fees  without  any  guideline  from 
Congress,  other  than  the  guideline  to  recover  in  the  range  of  65%  to  75%  of 
the  cost  of  operation  of  the  Patent  Office.  This  does  not  appear  to  me  to  be  a 
sufficient  guideline;  rather  Congress  should  go  further  and  establish  vspeclflc 
ranges  for  the  various  fees.  Otherwise,  the  Commissioner  could  set  such  exorbi- 
tantly high  fees  as  to  effectively  deny  a  patent  to  a  small  individual  inventor. 
Thus,  as  presently  worded,  this  section  may  constitute  an  unconstitutional  dele- 
gation of  power  by  Congress  contrary  to  Article  1,  Section  8  of  the  Constitution. 

Section  Jf2 

Corresponding  Recommendation  XXVII  of  the  President's  Commission  Report 
recommends  authorizing  the  Patent  Office  to  establish  "a  revolving  fund"  of  all 
its  receipts  to  support  its  operation.  This  recommendation  has  not  been  incor- 
porated into  the  Bill.  However,  the  recommendation  appears  to  be  a  sound  idea 
for  the  reasons  pointed  out  by  the  President's  Commission,  and  I  feel  it  should 
be  incorporated  into  legislation. 

Section  102 

This  section  abolishes  the  present  one  year  grace  period  within  which  a  person 
can  file  a  patent  application.  I  am  opposed  to  this  change  because  it  could  result 
in  the  inadvertent  loss  of  patent  rights  by  premature  publication  or  sale,  espe- 
cially by  the  small  independent  inventor  who  is  relatively  unfamiliar  with  patent 
law.  In  addition,  abolishing  the  one  year  grace  period  would  not  necessarily 
accelerate  public  disclosure  of  technological  advances,  but  rather  may  well 
achieve  the  opposite  effect.  Many  scientists  and  engineers  are  eager  to  promptly 
publish  their  work  in  scientific  and  technological  journals.  Under  existing  law 
they  can  immediately  publish  their  findings  and  retain  the  right  to  file  a  patent 
application  for  a  year.  If  the  one  year  grace  period  were  abolished  many  inven- 
tors would  withhold  publication  until  after  a  patent  application  were  filed, 
thereby  delaying  public  disclosure  of  their  achievements. 

Section  105 

This  section  (which  excepts  an  inventor  from  loss  of  patent  rights  if  a  public 
disclosure  was  derived  from  him  in  violation  of  an  obligation  not  to  disclose 
and  which  authorizes  the  Commissioner  to  establish  procedures  for  determining 
disputes  under  this  section)  appears  to  me  to  be  involved,  burdensome  and 
perhaps  unfair.  It  seems  far  less  workable  than  the  present  one  year  grace  rule 
and,  in  fact,  seems  contrary  to  the  Bill's  basic  objective  of  reducing  the  time 
and  expense  of  obtaining  and  protecting  a  patent.  If  the  consensus  is  that  the 
present  one  year  grace  rule  should  be  eliminated,  then  Section  105  should  be 
amended  to  read : 

"A  public  disclosure  of  subject  matter  concerning  an  invention  less  than  six 
months  prior  to  the  date  of  filing  an  application  for  patent  shall  not  bar  the 
issuance  of  the  patent  if  the  public  disclosure  was  made  by  or  derived  from  the 
inventor." 

Section  111 

This  section  expressly  authorizes  the  use  of  a  preliminary  application  in 
order  to  establish  an  invention  date,  I  do  not  believe  this  is  a  good  idea.  The 
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use  of  such  applications  in  conjunction  with  a  first  to  file  system  would  en- 
courage the  filing  of  incomplete  applications  on  incomplete  inventions.  The 
examination  burden  on  the  Patent  Ofiice  would  be  increased  because  examiner 
would  be  required  to  examine  two  applications  instead  of  one  for  each  invention 
on  which  a  preliminary  application  were  filed,  and  the  completeness  of  the 
preliminary  application  would  be  subject  to  question  not  only  throughout  the 
prosecution  of  the  application,  but  also  in  any  litigation  in  which  the  resultant 
patent  might  eventually  become  involved. 

Section  120 

It  is  suggested  that  the  language  under  paragraph  (b)  (3)  "or  the  filing  of  an 
appeal  .  .  .  the  prior  application"  (page  1(>,  lines  7-11)  be  eliminated  from  the 
Bill  because  this  provision  imposes  an  undue  hardship  on  an  applicant.  The 
adoption  of  ^^ection  154(b)  under  which  a  patent  expires  twenty  years  from  its 
filing  date  would  minimize  the  number  of  serially  filed  applications  and  any 
tendency  to  prolonging  prosecution  by  such  activity. 

Section  123 

The  publication  of  pending  patent  applications,  especially  in  conjunction  with 
affording  the  public  the  opportunity  to  cite  relevant  prior  art  (Section  136)  is 
worthwhile  and  should  prove  beneficial.  However,  the  relative  time  of  the  publi- 
cation should  be  uniform  with  respect  to  all  applications,  e.g.  upon  allowance  for 
all  cases,  or  a  predetermined  time  after  filing  for  all  cases. 

Present  section  135 

The  Bill  does  not  include  any  provision  for  an  interference  when  more  than 
one  party  files  a  patent  application  for  the  same  invention.  I  believe  that  some 
form  of  interference  procedure  is  highly  beneficial  and  should  be  retained.  Con- 
trary to  the  allegations  of  the  President's  Commission,  abolishing  interferences 
would  not  achieve  a  significant  reduction  in  the  overall  application  pendency 
time,  because  less  than  2%  of  the  applications  become  involved  in  interferences, 
and  a  large  number  of  interferences  are  settled  during  the  motion  period.  On  the 
other  hand,  abolishing  interference  practice  could  result  in  the  denial  of  a  patent 
to  the  truly  first  inventor.  Moreover,  adopting  a  first  to  file  rule  would  encourage 
the  filing  of  hasty,  poorly  prepared,  incomplete  applications.  Many  of  these  appli- 
cations would  be  on  worthless  or  unworkable  devices  and,  thus,  would  waste 
examination  time  and  clutter  up  the  files  of  the  Patent  Office.  The  Patent  Office 
has  recently  introduced  a  new  streamlined  interference  practice  which  was  de- 
signed to  and  seems  to  be  eliminating  or  at  least  drastically  reducing  the  prob- 
lems vrhich  have  accompanied  the  old  interference  practice  for  a  number  of  years. 
This  new  streamlined  interference  practice  should  be  given  a  fair  trial  before  it  is 
decided  to  abolish  interferences  completely. 

Section  lJf7 

Making  decisions  of  the  Court  of  Customs  and  Patent  Appeals  reviewable 
by  the  United  States  Court  of  Appeals  for  the  District  of  Columbia  will  prob- 
ably do  considerable  harm  to  our  patent  system.  The  Court  of  Customs  and 
Patent  Appeals  is  a  specialist  in  the  patent  field  and  is  far  more  willing  and 
able  to  review  patent  matters  than  district  or  circuit  courts.  If  anything,  the 
Court  of  Customs  and  Patent  Appeals  should  be  placed  above  rather  than  below 
one  or  more  of  these  courts. 

Section  148 

This  section  should  be  eliminated  from  the  Bill  because  its  retention  would 
relegate  the  Court  of  Customs  and  Patent  x^.ppeals  to  practically  a  rubber  stamp 
for  the  Patent  Office  and  would  place  an  extremely  difficult  burden  on  an  ap- 
plicant for  patent.  In  recommending  a  provision  of  this  nature  the  President's 
Commission  Report  has  relied  on  a  false  premise  of  Patent  Office  expertness. 
Many  examiners  are  in  fact  just  out  of  college,  have  had  little  or  no  practical 
experience,  are  far  removed  from  the  laboratory,  have  had  little  or  no  legal 
training,  and  are  quite  limited  in  the  time  which  they  can  devote  to  examining  a 
patent  application.  On  the  other  hand,  men  like  Judge  Rich  of  the  Court  of  Cus- 
toms and  Patent  Appeals  have  had  years  of  experience  in  patent  laws  and  have 
demonstrated  exceptional  ability  in  deciding  difficult  questions  of  patent  law  and 
in  applying  the  relevant  legal  principles  to  a  wide  variety  of  highly  technical 
fields.  In  any  event,  if  the  consensus  is  that  some  statutory  presumption  should 
be  set  forth  with  respect  to  the  correctness  of  Patent  Office  decisions.  Section 
148  should  be  amended  to  read  along  the  following  lines  : 
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"In  all  actions  imder  Section  141  and  145  of  this  title,  the  Patent  Office  de- 
cisions shall  be  given  a  presumption  of  correctness,  but  this  presumption  shall 
be  deemed  overcome  if  a  preponderance  of  the  evidence  indicates  that  the  Patent 
Office  decision  is  incorrect." 

Sections  191-lH 

These  sections  should  be  eliminated  from  the  Bill.  Any  deferred  examination 
system  should  be  either  considered  and  debated  now,  or  left  for  future  considera- 
tion by  Congress.  It  should  not  be  left  for  implementation  by  the  Secretary  of 
Commerce  if  and  when  he  see  fit.  The  failure  of  the  President's  Commission  to 
recommend  deferred  examination  at  the  present  time  is  indicative  of  the  need 
for  further  consideration  and  analysis  of  the  matter.  If  fact,  experiments  with 
deferred  examination  are  currently  being  carried  on  in  Holland  and  in  Germany, 
and  it  would  certainly  appear  desirable  to  await  data  from  these  experiments  be- 
fore revising  our  system  to  incorporate  deferred  examination. 

Section  253 (c) 

This  paragraph  should  be  eliminated  from  the  Bill  and  replaced  with  a  para- 
graph making  a  terminal  disclaimer  a  complete  bar  to  double  patenting.  The 
terminal  disclaimer  is  a  useful  mechanism  for  avoiding  any  possible  extension 
of  a  patent  monoiwly  where  there  is  some  question  as  to  double  patenting.  Mak- 
ing a  terminal  disclaimer  a  bar  to  double  patenting  invalidity  should  not  en- 
courage the  granting  of  more  than  one  patent  on  a  single  inventive  concept ;  the 
Patent  Office  should  not  have  granted  more  than  one  patent  in  the  first  place. 

Section  257 

Corresponding  Recommendation  XV  of  the  President's  Commission  Report 
recommends  that  an  unsuccessful  patent  challenger  shall  be  required  to  pay  the 
patent  owner's  reasonable  cost  of  defense,  whereas  this  section  of  the  Bill  leaves 
the  assessment  of  such  costs  to  the  Commissioner's  discretion  and  imposes  a  limit 
of  $1,000  on  such  an  assessment.  Moreover,  this  section  of  the  Bill  allows  Gov- 
ernment agencies  to  petition  for  revocation  of  a  patent  without  cost,  a  provision 
not  recommended  by  the  President's  Commission.  This  section  of  the  Bill  should 
be  rewritten  in  accordance  with  the  President's  Commission  recommendation  to 
eliminate  the  free  challenge  by  Government  agencies  and  to  require  the  assess- 
ment, without  limit,  of  costs  against  a  losing  challenger,  because  as  the  Bill 
stands  now,  it  affords  large  corporations  and  the  United  States  Government  too 
great  an  opportunity  to  harass  individual  inventors  or  small  corporations  owning 
patents. 

General  comments 

Considering  the  objectives  of  this  Bill  to  raise  the  quality  and  reliability  of 
U.S.  patents,  to  reduce  the  time  and  expense  of  obtaining  and  protecting  a  patent, 
and  to  speed  public  disclosure  of  scientific  and  technological  information,  the 
Bill  incorporate.s  several  changes  to  our  patent  system  (e.g.  abolishing  inter- 
ferences, abolishing  the  one  year  grace  period,  adopting  the  preliminary  applica- 
tion, and  making  Court  of  Customs  and  Patent  Appeals'  decisions  reviewable 
by  the  United  States  Court  of  Appeals  for  the  District  of  Columbia)  which  in 
my  opinion  would  not  contribute  significantly  to  these  objectives,  but  rather 
would  greatly  harm  our  patent  system.  Some  of  my  reasons  for  taking  this  posi- 
tion have  been  outlined  above  under  comments  with  respect  to  specific  sections 
of  the  Bill.  At  this  time  I  would  like  to  recommend  a  change  to  our  patent  system 
which  the  Bill  fails  to  incorporate  and  which  change  I  believe  would  do  much 
more  toward  achieving  the  aforementioned  objectives  and  would  not  cause  any 
significant  harm  to  our  patent  system.  Specifically,  we  could  adopt  the  claiming 
practice  used  in  almost  all  other  countries  of  requiring  a  patent  application  to 
contain  one  independent  claim  and  all  the  rest  dependent  claims.  Adoption  of 
this  practice  would  facilitate  the  filing  of  the  same  claims  in  the  United  States 
and  abroad,  and  thereby  make  the  exchange  of  search  results  with  other  coun- 
tries far  more  useful.  Moreover,  it  would  not  only  reduce  examination  time  on 
the  part  of  the  Patent  Office,  but  it  would  also  simplify  issues  and  reduce  at- 
torney and  court  time  during  litigation.  If  a  one  main  claim  practice  were  made 
mandatory,  I  feel  courts  would  of  necessity  more  liberally  apply  the  doctrine  of 
equivalents,  and  thus  the  protection  afforded  under  such  a  practice  would  not  be 
materially  reduced,  if  reduced  at  all. 
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Continental  Oil  Co., 
Ponca  City,  OJcla.,  Airril  i//,  1967. 
Hon.  John  L.  McClellan,  ,    ,.  . 

Subcommittee  on  Patents,  Trademarks,  and  Copyrights  of  the  Judiciary  Com- 
mittee, Senate  Office  Building,  Washington,  D.C. 
Dear  Senator  McClellan  :  Enclosed  herewith  is  a  copy  of  a  memorandum 
which  I  have  prepared  regarding  Senate  Bill  1042.  I  would  appreciate  it  if  this 
memorandum  could  be  filed  as  a  statement  for  the  record  and  for  consideration 
by  the  Committee. 

Very  truly  yours, 

Jerry  B.  Peterson, 
Supervisor,  Patent  Prosecution. 

Memorandum   re   S.   1042 
Section  J/l 

This  gives  Patent  Office  power  to  set  all  fees  to  recover  G.5-75%  of  costs.  This 
is  dangerous  because:  (1)  costs  could  soar  and  Patent  Office  could  raise  fees 
arbitrarily  or  unreasonably;  (2)  Congress  would  be  abdicating  its  responsibility 
and  would  in  effect  be  delegating  what  should  be  legislative  authority  to  the 
Patent  Office.  The  fees  should  be  set  out  in  the  bill  as  they  are  in  present  statute ; 
or  at  least  the  authority  should  be  limited  to  recovering  cost  of  such  services  as 
providing  photographs,  patent  copies,  title  searches,  recording  assignments,  etc. 
The  Commission's  report  did  not  seem  to  go  as  far  as  the  bill  in  authorizing  the 
Patent  Office  to  set  fees. 

Section  102 

Rewrite  to  conform  to  present  Section  102  (except  possibly  subsection  (g) 
relating  to  interferences).  First  of  all,  the  Section  should  begin  "A  person  shall 
bo  entitled  to  a  patent  unless,"  rather  than  "A  person  shall  7iot  be  entitled  to  a 
patent  if\  The  proposed  change  might  leave  the  door  open  to  all  sorts  of  un- 
vrarranted  rejections  based  upon  'public  policy,'  a  hunch  on  the  part  of  the 
Examiner  that  the  invention  was  inoperative,  or  other  unspecified  objections. 

I  agree  with  the  APLA  special  committee  that  knowledge  and  use  outside  the 
U.S.  should  not  be  a  bar. 

Also,  I  recommend  adoption  of  a  simplified  interference  (such  as  is  in  use  in 
Canada)  rather  than  complete  elimination  of  interferences.  Interferences  could 
be  eliminated  entirely  as  between  a  published  application  and  an  application 
filed  after  such  publication.  In  all  other  cases,  the  Patent  Office  could  go  ahead 
and  issue  the  patent  to  the  first  application,  leaving  the  second  applicant  with 
the  opportunity  to  provoke  a  (simplified)  interference. 

I  see  no  good  reason  to  eliminate  the  12-month-  grace  period  after  public  u.se. 
In  chemical  processes  particularly,  a  grace  period  to  allow  for  revisions  follow- 
ing start-up  is  important. 

This  'first-to-file'  system  would  result  in  many  hasty  filings,  some  of  which 
would  have  to  be  refiled.  A  reasonable  commercial  trial  period,  on  the  other 
hand,  tends  to  reduce  the  number  of  refilings  and  frivolous  filings,  and  also 
promotes  more  complete  disclosures. 

Section  103 

Change  "effective  filing  date  of  the  application"  to  "invention  was  made." 
Inventors  should  be  able  to  swear  back  of  references  based  upon  their  earlier 
invention  of  the  subject  matter. 

Section  106 

There  is  no  convincing  reason  why  computer  programs  should  not  be  patent- 
able. The  copyright  protection  afforded  computer  programs  is  not  adequate.  The 
mere  fact  that  much  unpublished  art  has  been  developed  and  that  searching 
will  be  difficult  is  no  reason  to  exclude  this  subject  matter.  If  this  bad  precedent 
is  set,  then  any  newly  developing  technology  might  be  excluded  from  statutory 
patentability. 

The  big  'hardware'  computer  people  (IBM,  Honeywell,  etc.)  don't  want 
patents ;  they  are  primarily  interested  in  selling  hardware  and  are  not  interested 
in  program  patents  because  they  would  then  be  forced  to  license  their  customers 
or  be  guilty  of  misuse.  I  also  understand  that  IBM  has  issued  broad  hold-harmless 
warranties  to  its  customers  covering  use  of  the  computers;  so  naturally  IBM 
86-218 — 08 — pt.  1 22 
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does  not  want  patents  to  issue.  The  small  'software'  companies,  however,  need 
program  patents  to  protect  their  developments  so  that  they  can  compete  with  the 
big  'hardware'  companies. 

Section  lll{c) 

Provisional  applications  will  result  in  continued  disputes  with  the  Examiners 
as  to  whether  applicant  is  entitled  to  the  benefit  of  the  filing  date  of  the  provi- 
sional application,  i.e.,  does  his  provisional  application  support  the  complete  one? 
In  other  words,  the  provisional  application  provision  will  be  useless  and  of  no 
benefit  over  present  C.I. P.  procedure. 

Sectimi  115 (b)  (1) 

A  declaration  of  originality  should  not  be  required  in  the  case  of  applications 
filed  by  someone  other  than  the_  inventors  because  it  is  sometimes  difiicult  to  pin- 
point and  find  the  inventors.  This  paragraph  might  better  read  :  "file  the  name  or 
names  of  the  person  or  persons  believed  to  have  made  an  inventive  contribution." 
This  would  be  more  in  line  with  the  intent  to  simplify  filing  by  assignees,  and 
would  be  consistent  with  Section  111(a). 

Section  118 

Should  be  omitted  for  the  reasons  indicated  above. 
Section  120  {a) 

Should  be  omitted.  It  would  be  better  to  adopt  a  simplified  interference  pro- 
cedure as  is  used  in  Canada,  rather  than  to  completely  eliminate  interferences. 
Therefore,  there  should  be  no  provision  for  preliminary  application.  Complete 
elimination  of  interferences  would  result  in  premature,  hasty  filing  in  some  cases 
and  incomplete,  fragmentary  preliminary  disclosures  in  other  cases.  12(>(b)  (3) 
should  be  modified  to  delete  "or  the  application  .  .  .  whichever  is  earlier  .  .  .". 
120(c)  should  be  modified  to  eliminate  the  language  "the  date  of  a  prior  prelimi- 
nary application  under  subsection  (a)  or  to  .  .  .".  Also  see  remarks  under  Section 
102,  above. 

Section  120(a)  (1) 

If  120(a)  is  retained,  add  the  words  ",  if  filed  by  the  inventors,  or  by  the  same 
owner  if  not  filed  by  the  inventors"  at  the  end  of  120(a)  (1). 

Section  123 

Publication  should  be  "not  less  than  twenty-four  months,  from  the  earliest 
effective  filing  date  claimed."  Or,  if  the  18-month  limitation  is  retained,  it  should 
be  18  months  from  the  filing  of  the  complete  application,  rather  than  from  the 
date  of  the  preliminary  application.  Otherwise  applicants  who  desire  to  file 
abroad  will  have  difficulty.  For  example,  if  a  preliminary  application  is  filed, 
then  in  order  to  claim  priority,  the  applicant  would  have  to  file  in  his  com- 
plete application  within  one  year.  See  Section  150(a)  (3).  Then  to  be  sure  that 
his  preliminary  is  not  published  before  he  files  his  foreign  applications,  he  would 
have  to  file  his  foreign  applications  within  six  months  of  his  complete  U.S.  ap- 
plication and  would  have  to  obtain  an  export  license.  Actually,  it  would  be  better 
to  eliminate  the  preliminary  application  from  the  bill,  simplifying  rather  than 
eliminating  the  interference  procedure. 

But  if  the  preliminary  application  provision  is  retained,  it  would  be  prefer- 
able to  not  publish  it :  or  at  least,  if  it  is  published,  to  have  the  publication 
24  months  after  filing  of  the  preliminary. 

Section  136(a) 

Should  include  a  provision  that  copies  of  references  and  accompanying  ma- 
terials cited  by  outside  persons  should  be  sent  promptly  to  applicant,  so  that 
applicant   could   if  it   so  desired   rebut  them  prior  to  action   thereon  by   the 
Patent  Office. 
Section  136 

Should  also  contain  a  provision  that  at  any  time  after  six  months  follow- 
ing publication,  any  person  could  obtain  at  his  own  expense,  copies  of  the 
reference  and  accompanying  materials  which  were  sent  to  the  Patent  Office 
under  13G. 

Section  137 

This  sounds  fine  at  first  blush,  but  what  does  it  mean?  Right  now  most 
Examiners  apply  rather  stringent  standards,  and  I  do  not  see  how  this  pro- 
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vision  would  upgrade  patents  in  any  way.  It  could  put  an  impossible  burden 
upon  applicant  if  the  Examiner  took  an  unreasonable  position.  The  Supreme 
Court  deci-sions  cited  by  the  Commission  did  not  deal  with  how  a  doubt  should 
be  resolved;  they  only  said  that  minor  variations  within  the  skill  of  a  mechanic 
were  unpatentable.  This  was  already  the  law,  and  Examiner  in  allowing  those 
patents,  merelv  applied  the  wrong  standard  of  patentability. 

The  only  ways  to  upgrade  patents  are  to  have  more  comprehensive  searches 
and  to  have  more  Examiners  of  greater  skill,  training  and  experience. 

CHAPTER    18 

I  think  deferred  examination  would  be  a  mistake.  In  the  short  run  it  might 
relieve  some  of  the  burden  on  the  examining  staff  in  the  Patent  Office.  But 
after  a  few  years  we  will  be  in  almost  the  same  situation  with  respect  to 
backlog  as  we  are  now,  and  the  delays  in  issuance  of  many  patents  will  be 
very  great.  More  fundamentally,  deferred  examination  viewed  broadly  merely 
attempts  to  shift  much  of  the  burden  of  searching  from  the  Patent  Office  (where 
it  belongs)  to  the  inventors,  their  assignees,  and  their  attorneys.  Attorneys 
will  feel  compelled  to  set  up  time-consuming  systems  for  reviewing  the  pub- 
lished applications  to  avoid  running  the  risk  of  issuance  of  inv-alid  nuisance 
patents.  (Deferred  examination  would  be  profitable  for  patent  lawyers  in 
general  practice  who  charge  in  proportion  to  their  time  spent.) 

Another  disadvantage  of  the  proposed  deferred  examination  is  that  since 
the  public  would  have  two  opportunities  to  challenge  issuance  of  the  patent 
by  sending  references  to  the  Patent  Office,  the  Patent  Office  would  be  inclined 
to  make  only  a  cursory  or  "quickie"  examination,  thus  further  shifting  re.spon- 
sibility  to  industry.  I  therefore  feel  that  the  proposed  system  would  be  a  prelude 
to  a  "registration"  system  such  as  in  France. 

If  the  patent  system  were  a  "special  interest"  system,  this  shifting  of  respon- 
sibility to  the  industry  would  be  justified ;  however,  the  patent  system  is  for 
the  benefit  of  the  entire  public,  so  this  shifting  of  responsibility  is  not  justified. 

Holland  has  not  had  the  system  long  enough  to  say  that  it  is  desirable, 
because  the  deadline  for  examination  of  most  of  the  early  applications  has 
not  passed.  It  is  submitted  that  another  ten  years  will  tell  how  it  works  in 
Holland.  Furthermore,  even  if  it  works  for  a  small  country  such  as  Holland 
is  no  reason  why  we  should  adopt  it  for  our  large  and  far  more  industrialized 
country. 

The  only  effective  way  to  upgrade  the  patent  'system  is  to  put  sufficient 
money  into  the  budget  for  Patent  Office  operations  so  that  sufficient  people  can 
be  hired  and  trained  to  become  proficient  Examiners.  I  realize  that  under  present 
Congressional  thinking  this  would  be  difficult  if  not  impossible.  What  I  propose 
is  that  since  we  are  moving  in  the  direction  of  International  cooperation  in 
patent  matters,  possibly  leading  to  exchange  of  search  results  among  other 
countries,  that  we  take  the  lead  in  establishing  a  first-class  searchiing  staff  and 
that  we  view  a  portion  of  the  necessary  additional  funds  as  a  form  of  quasi- 
foreign  aid.  The  search  results  could  be  made  available  to  other  member  coun- 
tries of  the  International  Convention  upon  request.  If  a  substantial  portion 
of  this  budget  were  allocated  to  research  in  the  fields  of  classification  and 
mechanized  searching,  there  would  be  a  good  possibility  that  long  range  prob- 
lems of  ever-increasing  volumes  of  technology  could  be  solved. 

If  deferred  examination  is  adopted,  the  following  suggestions  are  made : 

(a)  It  should  be  tried  on  a  pilot  basis,  but  not  in  certain  arts  but  rather 
on  a  certain  percentage  selected  at  random  from  each  art  or  division.  This 
would  give  a  fairer  and  more  objective  test  of  the  system. 

(b)  If  an  outsider  requested  examination,  the  applicant  should  pay  a 
portion  (say  50%)  of  the  examination  fee,  to  discourage  frivolous  filing. 
Alternately,  the  initiating  party  could  pay  the  initial  fee  subject  to  reim- 
bursement by  applicant  if  no  claims  were  allowed. 

(c)  If  deferred  examination  is  instituted,  then  we  should  consider  adop- 
tion of  the  "central  claim"  method  of  claiming  in  place  of  the  peripheral 
claim  system  we  now  have.  This  would  reduce  the  uncertainty  which  would 
otherwise  exist  with  respect  to  differences  in  the  claims  published  the  first 
time,  those  published  upon  allowance,  and  those  finally  issued. 

Section  251 

Reissue  should  be  allowed  as  in  the  present  law,  because  the  proposed  revision 
would  not  allow  reissue  to  correct  mistakes  where  applicant  claimed  less  tban 
be  might  have. 


336 

Section  258 {c) 

I  concur  in  APLA's  objections  to  the  idea  of  eliminating  the  effectiveness  of 
terminal  disclaimers. 

Section  251 

Revocation  and  cancellation  seem  like  a  good  idea,  but  I  think  it  should  be 
available  at  any  time  rather  than  just  within  three  years  of  issuance.  Many 
inventions  do  not  become  commercially  important  until  several  years  after 
patents  have  issued,  and  those  who  are  convinced  of  invalidity  should  not  be 
required  to  bring  action  within  three  years  of  issuance.  Also,  those  who  enter 
the  field  at  a  later  date  should  have  an  opportunity  to  seek  cancellation  rather 
than  to  be  forced  to  go  into  production  and  risk  an  infringement  action. 

It  is  also  recommended  that  the  cancellation  and  revocation  actions  not  be 
tried  before  the  Patent  Office,  because  the  Patent  Office  will  be  inclined  to 
uphold  its  action  in  issuing  the  patent,  especially  in  those  cases  where  the  same 
Examiner  who  handled  the  application  originally  handles  the  cancellation  or 
revocation  action. 

It  is  recommended  that  these  cancellation  and  revocation  actions  be  tried  in 
the  District  Court  of  the  District  of  Columbia,  with  right  of  appeal  by  either 
party  to  the  Court  of  Appeals  of  the  District.  This  would  promote  uniformity 
of  patentability  standards,  especially  when  considered  in  conjunction  with  Sec- 
tion 1295  (providing  appeal  from  CCPA  to  District  Court  of  Appeals)  and  with 
my  suggestion  (below)  to  provide  that  all  appeals  in  patent  infringement  suits 
go  from  the  District  Courts  throughout  the  country  to  the  District  Court  of 
Appeals. 

Section  211  (h) 

The  phrase  "provided  patent  protection  for  the  process  is  not  available  in 
such  country"  should  be  deleted.  In  the  first  place,  the  law  in  some  couatries  is 
not  clear  as  to  whether  or  not  protection  is  available  in  certain  fields.  A  U.S. 
patentee  might  have  to  apply  in  the  country  in  question  in  order  to  find  out. 
This  would  be  a  hardship.  It  would  also  be  impractical.  For  example,  suppose 
that  a  statutory  bar  had  arisen  in  the  country  in  question  before  the  importation 
began.  In  that  event,  the  U.S.  patentee  could  not  apply  to  find  out  if  protection 
were  otherwise  available.  Furthermore,  at  what  point  of  time  would  the  deter- 
mination of  whether  "patent  protection  is  not  available"  be  made? 

This  phrase  would  present  a  "can  of  worms"  and  would  cripple  the  effective- 
ness of  271(b). 

Section  273 

If  applications  are  to  be  published  prior  to  allowance  (as  specified  in  Section 
123),  the  applicant  should  have  as  much  interim  protection  as  is  reasonably 
possible. 

273(b)  (1)  should  be  amended  to  allow  for  some  change  in  the  claims  during 
prosecution  of  the  application,  because  amendment  almost  always  occurs.  The 
following  amendment  is  suggested  for  consideration: 

"(1)  publication  of  the  application  containing  a  claim  substantially  the 
same  as  the  patent  claim  in  question" 

273(b)  (2)  seems  unreasonable,  because  there  may  well  be  a  substantial  gap 
in  time  between  publication  and  allowance  of  any  claims,  during  which  time 
the  applicant  would  have  no  protection  against  copying  by  those  who  have  seen 
his  published  application.  This  hardly  seems  fair,  since  normally  most  of  the 
delay  during  such  period  of  time  is  delay  by  the  Patent  Office.  Furthermore,  there 
is  really  no  need  for  273(b)  (2),  since  under  273(b)  (1)  the  interim  protection 
would  only  apply  to  claims  the  same  or  substantially  the  same  as  the  patent 
claims  finally  issued. 

273(b)(3)'  might  be  workable  as  applied  to  mechanical  inventions,  since  a 
mechanical  device  on  the  market  could  be  purchased  and  studied  by  the  patentee. 
But  in  the  case  of  an  invention  covering  a  chemical  process,  273(b)  (3)  would  be 
so  unworkable  that  there  would  be  no  effective  interim  protection.  The  inventor 
could  not  determine  from  the  product  what  process  was  used  to  make  it,  so  he 
couldn't  notify  the  infringer.  And  he  couldn't  learn  of  the  process  through  dis- 
covery, because  he  could  not  sue  until  after  the  patent  issued.  Therefore  273(b) 
(3)  should  be  deleted. 
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Section  29/t 

This  provision  could  work  a  hardship  in  certain  cases.  For  example,  suppose 
the  patentee  prevailed  in  one  or  more  circuits,  and  then  his  patent  was  held 
invalid  in  a  second  or  subsequent  proceeding  in  another  circuit.  To  cancel  the 
claim  would  not  be  fair  to  the  patentee,  nor  would  it  be  fair  to  the  early  de- 
fendants who  presumably  would  still  be  subject  to  the  early  judgments.  Such  a 
provision  would  only  be  fair  if  a  single  court  of  appeals  for  patent  cases  were  set 
up  (as  recommended  below)  and  if  the  estoppel  and  cancellation  were  effective 
only  in  that  court.  A  possible  alternative :  If  one  suit  resulted  in  a  holding  of 
invalidity,  then  plaintiff  must  pay  costs  and  attorneys'  fees  in  any  subsequent  suit 
in  which  the  same  claim  is  held  invalid. 

ADDITIONAL  OBSERVATIONS   AND   SUGGESTIONS 

The  intent  of  the  bill  to  speed  up  patent  prosecution  and  simplify  the  patent 
system  is  certainly  fine,  but  I  doubt  that  the  bill  will  accomplish  its  intended 
purpose  to  any  significant  degree. 

Some  of  the  good  ideas  in  the  bill  are  : 

1.  Allowing  an  owner  to  file  an  application  ; 

2.  Providing  for  a  patent  life  of  20  years  from  filing  date ; 

3.  Reducing  the  delays  resulting  from  long,  drawn-out  interference  pro- 
ceedings, although  it  would  be  preferable  to  simplify  interferences  rather 
than  eliminate  them ; 

4.  Importation  into  the  U.S.  of  a  product  made  abroad  by  a  process  pat- 
ented in  the  U.S.  would  be  an  infringement. 

There  is  one  idea  not  contained  in  the  bill  which  is  worthy  of  inclusion.  An 
applicant  should  be  able  to  pay  a  substantial  fee  to  make  his  application  "special." 
It  could  be  provided  that  at  any  time  an  applicant  could  pay  a  sizable  fee,  say  $500, 
to  make  his  case  special,  whereby  both  the  Patent  Office  and  the  applicant  would 
thereafter  be  bound  to  respond  within  a  short  time,  say  two  months.  In  this  way 
inventors  who  are  on  the  market  or  who  have  infringers  could  speed  up  issuance 
of  their  patents.  . 

Another  idea  which  should  be  considered  is  to  provide  that  all  appeals  m 
patent  infringement  cases  should  go  from  the  District  Courts  throughout  the 
country  to  the  Court  of  Appeals  of  the  District  of  Columbia.  This  would  be  helpful 
in  at  least  two  respects:  (1)  the  judges  of  the  District  Court  of  Appeals  would 
become  skilled  in  patent  matters,  thus  improving  the  quality  of  court  decisions 
in  patent  cases;  (2)  since  one  court  would  be  hearing  all  patent  appeals  (includ- 
ing those  from  the  CCPA  under  Section  1295),  the  standard  of  patentability  would 
ultimately  be  defined  more  clearly  than  it  is  now. 


U.S.  Senate, 
Committee  on  Public  Works, 

April  26, 1967. 
Hon.  John  L.  McClellan, 

Chairman,  Subcotnmittee  on  Patents,  Trademarks,  and  Copyrights,  Senate  Ju- 
diciary Committee,  Washington,  D.C. 
Dear  Mr.  Chairman  :  I  am  enclosing  a  copy  of  a  letter  I  have  received  from 
Mr.  J.  M.  Morris  of  Louisville,  Kentucky,  commenting  on  certain  provisions  of 
S.  1042.  a  bill  to  revise  the  patent  laws. 

I  understand  that  the  Subcommittee  on  Patents,  Trademarks  and  Copyrights 
will  hold  hearings  on  this  bill  on  May  17  and  18,  and  I  would  appreciate  it  if 
Mr.  Morris'  statement  could  be  included  in  the  printed  hearing  record. 
With  kind  regards,  I  am. 
Sincerely  yours, 

John  Sherman  Cooper. 

Rex  Ciiainbelt,  Inc., 
Louisville,  Ky.,  April  18, 1961. 
Hon.  John  Sherman  Cooper, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  Cooper  :  Congress  has  pending  in  each  House  bills  which  are 
probably  identical  regarding  proposed  changes  in  patent  procedures  resulting 
from  recommendations  of  the  President's  Commission. 
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It  is  my  understanding  that  the  Administration  is  strongly  backing  this 
proposal  on  the  basis  of  the  current  technical  explosion,  which  results  in  the 
inability  of  the  Patent  Office  to  cope  with  the  workload  under  present  procedures. 
The  so-called  "explosion"  undoubtedly  is  placing  a  burden  on  the  Patent  Office 
that  does  need  relief. 

I  have  studied  with  considerable  care  excerpts  of  the  pending  legislation  which 
have  been  drawn  up  by  MAPI  (Machinery  &  Allied  Products  Institute),  com- 
ments published  by  the  Commissioner  of  Patents  in  the  Official  Gazette,  and  with 
our  own  patent  attorneys.  I  have  serious  reservations  that  the  proposed  new 
procedures  will  accomplish  the  desired  results. 

The  major  changes  proposed  are : 

1.  The  present  one-year  "grace"  period  prior  to  filing  the  patent  applica- 
tion will  be  abolished.  Any  public  use,  public  sale  or  publication  prior  to  filing 
will  completely  bar  the  possibility  of  filing  a  patent  application. 

2.  In  case  of  two  inventors  claiming  the  same  invention,  the  first  to  file 
will  automatically  be  the  winner.  Under  the  existing  law,  it  is  the  first  true 
inventor  who  obtains  the  patent  even  though  he  may  be  the  second  to  file ;  he 
must  show,  however,  prior  conception  and  either  prior  reduction  to  practice 
or  the  necessary  diligence. 

3.  There  will  be  an  automatic  publication  of  the  invention  within  two' 
years  after  filing  with  an  opportunity  for  anyone  to  submit  evidence  to  the 
Patent  Office  anonymously  to  establish  that  the  patent  should  not  be  granted. 
Applications  are  presently  held  in  strict  secrecy  until  issuance. 

4.  There  will  be  a  chance  for  anyone  to  seek  cancellation  of  the  patent  on 
the  grounds  of  invalidity  if  claim  is  made  within  three  years  after  issuance 
of  the  patent. 

5.  A  patent  will  expire  20  years  after  the  filing  date.  The  term  of  the  patent, 
which  commences  with  its  issuance,  will  vary  depending  on  how  long  the 
application  is  pending.  The  present  term  is  17  years  from  the  issue  date  of 
the  patent,  regardless  of  how  long  the  patent  application  was  pending.  Cases 
are  frequently  pending  over  three  years. 

6.  The  Patent  Office  will  be  empowered  to  establish  at  its  di-scretion  in 
the  future  a  deferred  examination  system  which  will  alter  the  procedure  in 
a  still  more  radical  manner.  Under  such  a  system,  there  will  be  no  examina- 
tion on  the  merits  until  requested  by  the  applicant  or  some  third  party. 
This  stand-by  authority  is  supposed  to  be  used  by  the  Commissioner  if  the 
Office  cannot  cope  with  the  workload. 

7.  All  fees  will  be  determined  by  the  Commissioner  of  Patents  instead  of 
by  Congress  as  at  present. 

H.  If  a  patent  is  declared  invalid  in  a  suit  against  one  party,  no  furthei" 
suits  can  be  brought  against  other  infringers.  At  present,  you  are  entitled 
to  two  days  in  court,  and  if  you  can  convince  the  courts  of  another  circuit  that 
the  first  decision  was  wrong  and  the  patent  is  valid,  you  can  ask  the  Supreme 
Court  to  adjudicate  the  basic  issue.  In  fact,  this  is  the  only  way  you  get  the 
Supreme  Court  to  review  the  patent's  validity. 

9.  If  the  Patent  Office  denies  the  application,  your  right  to  appeal  will  be 
severely  restricted  and  the  decision  of  the  Patent  Office  will  be  given  a  greater 
presumption  of  correctness. 

10.  If  an  imported  article  is  produced  in  a  foreign  country  in  a  manner 
which  would  infringe  a  U.S.  patent  on  the  process  of  manufacture  were 
it  manufactured  in  the  U.S.A.,  then  the  owner  of  the  U.S.  patent  on  the 
process  can  sue  the  importer  as  an  infringer.  As  far  as  we  can  see,  this  is 
about  the  only  way  the  rights  of  the  patentee  are  strengthened  under  the 
proposed  bills,  and  personally,  I  question  the  propriety  of  this  change.  The 
only  justification  for  it  is  that  some  countries,  like  Italy,  don't  issue  patents 
on  processes  of  manufacture  or  production. 

As  part  of  a  company  which  depends  on  patent  protection  for  new  product 
development,  as  well  as  process  development,  the  proposed  changes  would  have 
a  serious  adverse  affect  on  our  operations.  We  believe  the  same  adverse  affect 
would  be  experienced  by  most  of  the  leading  industrial  companies  in  the  United 
States.  Presently,  we  file  on  less  than  25%  of  the  ideas  submitted  for  patent 
consideration  and  development.  We  know  we  have  a  year  after  the  first  sale, 
or  public  disclosure,  and  that  during  this  period  approximately  75%  of  the 
subjects  disclosed  are  proven  either  impractical  or  uneconomical.  When  we  do 
file,  we  know  that  the  invention  is  a  commercial  success;  we  know  the  inven- 
tion offers  the  public  something  not  previously  available;  and  we  better  know 
the  distinguishment  between  the  invention  and  the  prior  art. 
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Under  the  proposed  law,  we  would  have  to  file  on  all  of  our  original  ideas  in 
the  unproven  state.  The  first  filing,  consequently,  would  of  necessity  be  incom- 
plete and  would  probably  contain  a  number  of  technical  inadequacies  or  mis- 
conceptions. We  think  other  companies  will  follow  the  same  practice.  If  so, 
this  would  probably  increase  the  burden  on  the  Patent  Office  rather  than  reduce 
it.  In  addition,  it  will  require  that  we  increase  the  size  of  our  patent  staff,  our 
expense  with  outside  counsel  and  if  the  quality  of  protection  obtainable  is  re- 
duced, so  will  our  incentive  for  new  development  expense  be  reduced. 

The  nature  of  American  patents  is  going  to  change  quite  radically  under  the 
proposed  law.  Present  patents,  at  least  the  most  valuable  ones,  are  usually  based 
on  proven,  workable  devices  or  processes.  The  new  law  will  put  the  emphasis 
on  concepts,  similar  to  patents  issued  under  the  existing  German  and  other 
European  patent  laws,  where  there  is  no  "grace"  period  such  as  we  have,  and 
from  whom  most  of  the  other  proposed  revisions  come.  Foreign  patents  in 
general  have  never  measured  up  to  U.S.  patents  as  far  as  conferring  rights 
upon  which  business  and  inventors  can  rely.  Yet  we  are  a.sked  to  scuttle  our 
system  in  favor  of  what  is  quite  generally  recognized  as  an  inferior  foreign 
system. 

Some  of  the  other  changes  may  be  less  controversial  but  none  of  them  has 
so  much  merit  that  it  can  gain  anything  like  unanimous  support.  In  fact,  there 
are  sound,  valid  and  sensible  arguments  against  every  one  of  the  proi}Osals. 

The  United  States  is  the  leading  technological  country  in  the  world.  In  the 
past,  we  have  been  criticized  from  within  and  from  without  because  of  our 
educational  gap.  The  quality  of  our  education  has  been  unfavorably  compared 
to  that  in  the  Soviet  Union.  This  may  or  may  not  be  true.  If  true,  however, 
there  is  all  the  more  reason  to  inquire  into  the  reason  for  our  technological 
superiority.  Unquestionably,  one  of  the  major  reasons  lies  in  the  incentive  sys- 
tem which  is  used  in  all  segments  of  our  national  activity.  This  is  the  very 
heart  of  the  capitalist  system.  Our  present  patent  procedures  may  not  be  ideal 
and  may  need  revision,  but  they  have  nonetheless  made  it  possible  for  indi- 
viduals and  companies  within  our  economic  system  to  prosper  from  new  devel- 
opments and  have  served  as  one  of  the  most  outstanding  encouragements  for 
the  expenditure  of  research  funds  in  the  world. 

I  strongly  urge  you  to  oppose  the  pending  legislation  and  to  suggest  that 
the  Administration  restudy  this  problem  with  the  hope  that  they  can  come 
up  with  a  bill  that  will  maintain  the  advantages  of  our  present  system,  which 
has  contributed  so  much  to  the  technological  and  economic  advancement  of 
our  country. 

Yours  truly, 

J.  M.  Morris. 


U.S.  Senate, 
Committee  on  Public  Works, 

April  21,  1967. 
Hon.  John  L.  McClexlan, 

Chairman,  Subcommittee  on  Patents,  Trademarks,  and  Copyrights,  Senate  Judi- 
ciary Committee,  Washington,  D.C. 
Dear  Mr.  Chairman  :  I  understand  that  the  Subcommittee  on  Patents,  Trade- 
marks and  Copyrights  will  hold  hearings  on  May  17  and  18  on  S.  1042,  a  bill  to 
revise  the  patent  laws. 

I  have  received  a  statement  from  Mr.  Norman  L.  Wilson,  Jr.,  of  Loiiisville, 
Kentucky,  commenting  on  certain  provisions  of  the  bill,  which  I  would  like  to 
bring  to  the  Subcommittee's  attention. 

I  am  enclosing  a  copy  of  Mr.  Wilson's  statement  and  I  would  further  appreciate 
it  if  his  statement  could  be  included  in  the  printed  hearing  record. 
With  kind  regards,  I  am, 
Sincerely  yours, 

John  Sherman  Cooper. 

Louisville,  Ky.,  April  17, 1967. 
Hon.  John  Sherman  Cooper, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  Cooper  :  I  have  been  studying  the  report  of  the  President's  Com- 
mission on  the  Patent  System  and  also  the  patent  reform  bill  being  considered 
in  both  Senate  and  the  House   (HR4924)   Committees.  Since  these  bills  were 
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submitted  to  the  Congress  on  such  short  notice  that  even  the  Patent  Section  of 
the  American  Bar  Association  has  called  a  special  meeting  to  discuss  its  pro- 
visions, a  few  comments  on  the  bill  are  indicated. 

The  general  consensus  of  opinion  among  those  of  us  who  will  be  mostly  con- 
cerned with  the  patent  reform  bill  is  that  there  is  much  in  the  bill  which  has  not 
been  tested  by  experience.  Judge  Rich  has  termed  the  report  which  is  the  basis  for 
the  bill,  a  Utopian  approach  to  the  problem. 

Referring  now  to  specific  sections  of  the  bill,  Sections  136  and  151,  pertaining 
to  the  publication  of  patents  and  the  allowance  for  the  citation  of  prior  art  by 
third  parties  is  believed  to  be  a  solution  to  many  disadvantages  of  the  patent 
system.  As  patent  attorneys  we  hear  much  criticism  by  those  who  contend  that 
they  had  been  doing  something  for  years  which  is  now  the  subject  of  a  patent. 
There  is  also  the  case  where  a  patent  issues  and  a  client  shows  you  a  similar 
patent  which  should  have  been  cited  but  was  not  located,  and  comments  on  the 
poor  job  which  is  done  in  the  Patent  Office.  The  citation  of  prior  art  and  com- 
mercial uses  by  third  parties  is  a  solution  to  this  problem. 

Section  102,  the  so-called  first  to  file  section,  is  also  new  and  would  eliminate 
the  so-called  interference  practice.  In  other  words  the  first  person  to  file  a  patent 
application  would  be  granted  the  patent  regardless  of  whether  he  was  the 
first  inventor  or  not.  This  in  my  view  is  a  desirable  section  since  my  experi- 
ence has  been  that  most  interferences  stem  from  failure  to  recognize  tlie  value 
of  an  invention  until  after  someone  else  has  attempted  to  patent  it.  The  first 
inventor  drops  the  idea  then  later  seeks  to  take  the  patent  away  from  the  first 
to  file  who  may  have  seen  more  advantages  in  the  invention.  This  frequently  oc- 
curring practice  with  the  accompanying  feature  of  eliminating  the  expensive 
interference  procedure  is,  I  think,  reason  enough  for  Section  102.  However,  I 
understand  that  the  New  York  Patent  Law  Association  disapproves  of  Section 
102. 

Section  102  does  present  a  problem  when  taken  in  combination  with  the  new 
Office  in  order  to  be  the  first  to  file.  In  addition  to  these  two  Sections  111-C  and 
120.  I  disapprove  of  the  preliminary  application  if  the  first  to  file  the  applica- 
tion is  to  become  the  patent  owner  or  original  inventor.  In  my  view  the  com- 
bination of  the  two  sections  will  lead  to  haphazard  submissions  to  the  Patent 
Office  in  order  to  be  the  first  to  file.  In  addition  these  two  Sections  111-C  and 
120  are  completely  new  and  untried,  the  Patent  Office  having  no  experience  in 
the  execution  of  these  provisions. 

Section  123  provides  for  the  publication  of  patent  applications  if  the  patent 
has  not  issued  within  a  given  period.  Whereas  I  approve  of  the  publication  of 
a  patent  for  the  purpose  of  notifying  the  third  party,  so  that  they  can  call  to  the 
attention  of  the  Patent  Office  any  prior  art,  I  see  no  apparent  reason  for  pub- 
lishing applications.  No  loss,  I  believe,  is  sustained  by  waiting  until  the  patent 
is  allowed.  Section  123,  it  seems,  is  one  of  the  sections  which  Judge  Rich  has  in 
mind  when  he  states  that  the  bill  does  not  allow  for  human  error,  for  the  in- 
ability to  foresee  the  future.  If  everything  in  the  Patent  Office  functions  per- 
fectly the  publication  of  applications  may  work  no  hardship.  However,  since 
Section  122  provides  that  all  applications  should  remain  confidential  it  is 
believed  that   Section   123  should   be  eliminated. 

Perhaps  the  most  disagreeable  Section  of  the  patent  reform  bill  is  Section  137 
and  for  this  reason  I  am  sending  Judge  Rich's  comments  so  that  you  may  refer 
to  R-X.  As  you  can  see  Judge  Rich  feels  that  the  abolition  of  the  "Rule  of 
Doubt"  when  combined  with  the  expedited  prosecution  does  not  give  time 
enough  for  an  inventor  to  accumulate  evidence  In  the  case  of  a  possibly  patent- 
able invention. 

Referring  again  to  the  Rich  letter,  in  connection  with  Section  148  Judge  Rich 
points  out  that  this  is  Inconsistent  with  the  reason  for  the  creation  of  the  Court  of 
Cu.stoms  and  Patent  Appeals.  In  addition,  in  case  Section  251-C,  I  concur  with 
Judge  Rich  when  he  notes  that  there  is  no  apparent  reason  for  the  elimination 
of  a  broadening  reissue,  I.e.,  correcting  a  patent  to  broaden  it  where  a  mistake 
has  been  made. 

Looking  now  at  Section  106,  It  Is  my  understanding  that  many  companies  are 
devoting  much  energy  and  Investment  to  the  development  of  programs  and  pro- 
gramming techniques  for  general  purpose  computers.  The  problem  of  patenting 
such  a  program  is  not  radically  different  from  covering  a  class  of  electrical  cir- 
cuits, whose  components  and  parameters  are  defined  by  mathematical  equations. 
It  would  be  most  unfortunate  if  this  bill,  containing  Section  106,  were  passed 
leaving  computer  programming  techniques  to  be  treated  as  trade  secrets. 
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Summarizing,  the  patent  reform  bill  contains  many  desirable  sections,  such 
as  the  citation  of  references.  Section  130;  prevention  of  importations.  Section 
271-B;  a  provision  for  joint  inventors.  Section  116-B ;  and  Section  111.  How- 
ever, in  my  view  you  should  not  vote  for  this  bill  unless  the  burden  of  persua- 
sion, Section  13?';  presumption.  Section  148 ;  Reissue  Section  351 ;  and  Dis- 
claimer Section  25^C,  are  eliminated. 
Very  truly  yours, 

Norman  L.  Wilson,  Jr. 

U.S.  Senate, 
Committee  on  Government  Operations, 

April  25, 1967. 
Mr.  Tom  C.  Brennan, 

Suhcommittee  on  Patents,  Committee  on  Judiciary, 
RoomSIfdA,  OSOB,  Washington,  D.C. 

Dear  Mr.  Brennan  :  This  is  the  letter  which  Jim  Monroe  of  my  staff  discussed 
with  Miss  Kaiser.  It  may  be  that  you  will  want  to  incorporate  it  in  your  May 
17-18  hearing  record. 
Sincerely  yours, 

Feed  R.  Harris, 

U.S.  Senator. 

Pan  American  Petroleum  Corp., 

Tulsa,  Okla.,  April  11, 1967. 
Hon.  Fred  R.  Harris, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  Harris  :  The  Report  of  the  President's  Commission  on  the  Patent 
System  does  much  to  improve  what  I  believe  to  be  already  the  best  patent  system 
in  the  world.  Unfortunately,  there  are  those  in  the  administration  who  feel  the 
patent  system  has  outlived  its  usefulness  and  such  individuals  should  be  kept  in 
mind  when  any  changes  are  proposed.  For  example,  the  following  statement 
appears  in  the  Bureau  of  National  Affairs  recent  publication,  "Patents  and  the 
Anti-Trust  Laws",  Page  1 : 

"Last  November,  during  Supreme  Court  argument  of  U.S.  v.  Huck  Mfg.  Co. 
(p.  A-16,  ATRR  No.  227, 11/16/65),  Assistant  Attorney  General  Donald  F.  Turner 
expressed  doubt  that  the  patent  system  produces  any  net  benefit  to  the  public 
in  the  form  of  incentive  to  invention.  He  suggested  that  our  economic  system 
now  operates  in  such  a  way  that  discovery  and  invention  would  go  on  without  the 
'sort  of  lottery'  provided  under  the  patent  law." 

A  careful  examination  of  several  Commission  recommendations  shows  that 
such  proposals  create  the  distinct  probability  of  weakening  rather  than  strength- 
ening our  patent  system.  I  think  one  of  the  chief  requirements  of  any  successful 
patent  system  is  adequate  incentive  for  inventors  to  disclose  their  ideas.  To  en- 
courage protection  of  inventions  by  patents,  inventors  must  have  assurance  that 
there  will  be  provided  a  period  of  exclusive  ownership  of  such  property  during 
which  they  will  be  able  to  recoup  their  expenses  and  also  realize  at  least  a  modest 
profit.  Any  changes  in  our  patent  laws  tending  to  interfere  with  this  goal,  will 
inevitably  weaken  the  system. 

THE   PROPOSED  TWENTY-YEAR  TERM   OF  PATENT 

One  of  the  stated  objectives  of  the  President's  Commission  is  "to  shorten  the 
period  of  pendency  of  a  patent  application  from  filing  to  final  disposition  by  the 
Patent  Office."  ^.         ^  . 

Before  discussing  the  various  means  by  which  they  suggest  this  end  can  be 
accomplished,  I  would  like  to  point  out  that  our  present  period  of  patent  appli- 
cation pendency  is  not  really  as  bad  as  some  might  think.  For  example,  many 
of  the  applications  I  am  prosecuting  will  reach  a  final  decision  before  the  Ex- 
aminer within  a  period  of  not  more  than  two  years  from  their  filing  date.  A  ran- 
dom examination  through  a  current  OMcial  Gazette  of  the  United  States  Patent 
Office,  shows  that  in  the  General  and  Mechanical  Fields,  patents  are  issuing 
within  a  period  less  than  two  years  from  the  filing  date  of  the  corresponding  ap- 
plication. In  the  Chemical  and  Electrical  Fields,  applications  are  pending  from 
two  to  three  years  on  the  average.  This,  in  my  view,  certainly  cannot  be  regarded 
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as  poor  performance  since  many  of  these  cases  involve  extremely  complicated  sub- 
ject matter.  In  many  instances  it  is  humanly  impossible  to  examine  applications 
properly  so  that  the  case  will  issue  within  less  than  three  years — considering  the 
fact  that  the  same  examiner  undoubtedly  has  many  other  applications  covering 
equally  complicated  subject  matter.  The  quality  of  a  patent  simply  cannot  be 
sustained  in  these  fields  if  it  is  arbitrarily  declared  that  patent  applications 
covering  such  inventions  shall  be  run  through  the  Patent  Office  within  eighteen 
months. 

The  policy  governing  current  prosecution  of  United  States  patent  applica- 
tions was  initiated  in  March  of  1964.  At  that  time  there  were  over  204,000  ap- 
plications (exclusive  of  design  applications)  pending.  Also  at  that  time  the  rate 
of  applications  being  filed  was  about  6800  per  month.  In  three  years  this  applica- 
tion load  has  decreased  to  about  191,000  ca.ses  (exclusive  of  design  applications). 
It  should  be  further  noted  that  this  decrease  of  some  13,000  applications  was 
made  even  in  the  face  of  an  increased  monthly  filing  rate  of  from  7000  to  7500 
during  the  period  1964-1967.  I  think  this  is  a  remarkable  performance  on  the  part 
of  the  Patent  Office,  and  the  number  of  pending  cases  is  still  decreasing.  Cer- 
tainly due  consideration  should  be  given  to  the  advisability  of  allowing  the  present 
prosecution  policies  to  remain  in  force  at  least  for  a  sufficient  time  to  give  them  a 

fair  test.  ,      .      ^,  ,  ^ 

I  submit  that  the  Commission's  recommendations  to  shorten  the  pendency  ol 
applications,  for  the  most  part,  amount  to  nothing  more  than  .suggestions  to  follow 
the  practice  of  other  countries  whose  patent  systems  are  inferior  to  ours.  It  is 
proposed  that  the  life  of  a  patent  be  limited  to  a  period  of  twenty  years  measured 
from  its  filing  date.  While  this  may  seem  to  afford  an  ample  pr(ytection  period,  it 
would  work  unwarranted  hardships  in  many  cases.  Even  assuming  interference 
practice  as  we  know  it  is  discontinued,  the  time  required  for  appeals  to  the  Board 
of  Appeals  and  the  Court  of  Customs  and  Patent  Appeals  would  cut  heavily  into 
this  twenty  year  period.  Also,  actions  brought  in  the  District  Court  under  35 
U.S.C.  145,  an  alternate  route  to  the  CCPA,  could  likewise  use  up  a  very  sub- 
stantial portion  of  the  twenty  years.  Although  admittedly  an  extreme  case,  I  just 
completed  prosecution  of  an  application  covering  subject  matter  pending  before 
the  Patent  Office  for  almost  seventeen  years.  While  a  part  of  this  time  was  taken 
up  by  three  interferences,  the  case  was  also  involved  in  two  appeals  before  the 
Board  of  Appeals,  and  one  suit  again.st  'the  Commissioner  of  Patents  in  a  35 
U.S.C.  145  action.  Notwithstanding  the  fact  that  this  application  was  in  the  Patent 
Office  for  such  a  long  period  of  time,  the  oil  industry  knew  of  the  invention  within 
less  than  five  years  after  the  filing  date  of  the  application  through  technical  pub- 
lications and  issuance  of  foreign  equivalent  patents.  No  less  than  forty-five  field 
applications  of  the  principles  covered  therein  were  carried  out  by  others  in  the 
industry  both  in  the  United  States  and  Canada  during  the  pendency  of  this  appli- 
cation. Even  under  these  ex'treme  circumstances,  it  can  hardly  be  said  that  prog- 
ress was  delayed  by  failure  of  the  application  to  be  allowed  until  recently.  If  the 
proposed  twenty  year  rule  (see  Section  154(b))  were  in  effect,  however,  the 
patent  would  not  liave  enough  life  left  in  it  to  permit  its  owner  to  even  come  close 
to  getting  back  his  investment  in  research  and  patent  prosecution,  much  less 
realize  a  fair  return  from  Licensing  others  under  the  patent. 

I  am  sure  you  realize  that  many  delays  are  caused  during  the  prosecution  of 
an  application  over  which  the  applicant  has  no  control.  Moreover,  if  he  is  forced 
to  seek  allowance  of  his  application  on  his  own  time,  so  to  speak,  the  incentive  to 
obtain  patent  protection  will  in  many  cases  be  materially  reduced.  If  the  inventor 
decides  not  to  patent  his  idea,  and  to  practice  the  invention  as  a  trade  secret,  the 
public,  of  course,  suffers  and  the  purpose  of  the  patent  system  is  defeated. 

In  summary,  if  the  twenty  year  rule  is  adopted,  certainly  the  time  con.sumed  in 
any  actions  outaide  of  the  Patent  Office,  either  before  the  CCPA  or  the  District 
Court,  should  not  toll  the  twenty  year  period. 

ELIMINATION    OF   BROADENED   REISSUES 

Proposed  Section  251(c)  of  the  Bill,  provides  another  unnecessary  hurdle  for 
the  inventor.  It  presumes  the  issuing  patent  will  be  perfect  and  leaves  no  room 
whatever  for  human  error.  Under  existing  law,  a  patent  owner  can  broaden  the 
scope  of  his  claims  if  a  proper  application  for  a  reissue  patent  is  filed  within  two 
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years  from  the  issue  date  of  the  original  patent.  In  many  cases  it  is  humanly  im- 
possible to  foresee  all  applications  of  a  method  or  device  described  in  a  disclosure 
of  a  patent  However,  if  such  application  is  truly  within  the  scope  of  the  original 
patent  teaching,  why  shouldn't  the  patentee  be  granted  protection  on  an  un- 
claimed portion  of  his  invention,  if  he  acts  within  the  prescribed  period?  The  over- 
all life  of  his  monopoly  is  in  no  way  extended.  Moreover,  I  can  see  of  no  great 
injustices  resulting  from  the  present  law  regarding  broadened  reissues  since  the 
intervening  rights  of  others  are  protected.  I  submit  that  if  this  provision  is 
adopted  as  part  of  the  patent  law,  it  will  also  serve  to  reduce  the  incentive  of 
inventors  to  apply  for  patent  protection. 

THE  PROPOSAL  TO  ABOLISH  INTERFERENCE  PRACTICE 

One  of  the  most  far  reaching  provisions  of  S-1042  is  the  proposal  (Sec.  102(b) ) 
to  abolish  interferences.  Admittedly,  interferences  are  sometimes  expensive  and 
time  consuming,  but  in  large  part  this  is  due  to  the  archaic  standards  governing 
the  admissibility  of  evidence  of  reduction  to  practice  of  the  invention,  and  proof 
of  diligence  from  time  of  conception  to  reduction  to  practice.  Admission  of  evi- 
dence under  the  Shop  Book  Rule  would  serve  to  reduce  much  of  the  time  and 
complexity  of  these  proceedings.  I  think  the  theory  behind  our  present  interfer- 
ence practice  is  good.  It  permits  the  one  first  to  conceive  an  invention  the  right 
to  a  patent  if  he  is  diligent  up  to  the  time  he  actually  reduced  it  to  practice  or 
filed  an  application  claiming  the  invention.  A  compromise  between  the  practice 
we  now  have  and  that  proposed  in  Sec.  102(b)  is  the  Canadian  practice.  Funda- 
mentally the  procedure  in  Canada  awards  the  patent  to  the  first  to  conceive  the 
idea.  Evidence  of  conception  is  .submitted  in  affidavit  form  and  the  Patent  Office 
makes  the  decision  without  briefs  or  a  hearing.  If  the  losing  party  or  parties  are 
dissatisfied  with  the  outcome  at  this  level,  the  matter  can  be  appealed  to  the 
Exchequer  Court.  There  are  no  periods  for  motions  or  the  taking  of  testimony 
and.  of  course,  no  final  hearing.  Rather  than  conduct  the  .settlement  of  priority 
of  inventorship  in  the  manner  contemplated  by  the  Commission's  recommenda- 
tions, I  feel  that  some  modification  of  the  Canadian  practice  would  be  much  more 
equitable  and  prevent  the  race  to  the  Patent  Office  that  would  inevitably  occur  if 
the  award  of  priority  were  to  be  given  to  the  first  to  file. 

In  this  connection,  the  Commission  recommends  the  filing  of  a  preliminary 
application  to  secure  a  filing  date.  Such  application  pre.sumably  would  need  to  be 
nothing  more  than  a  memorandum.  While  the  Commission  states  : 

"This  would  permit  early  filing  of  an  application,  since  it  could  be  prepared  by 
someone  having  little  knowledge  of  patent  laiv  and  procedure"  (italic  added). 

The  Commission  then  goes  on  to  say  : 

"Each  claim  in  the  complete  application  would  be  entitled  for  the  purpose  of 
overcoming  prior  art  to  the  date  on  which  its  supporting  disclosure  was  first 
fully  presented  in  a  validly  asserted  foreign,  preliminary  or  earlier  complete 
application." 

The  two  quoted  statements  seem  to  be  clearly  in  conflict.  How  can  it  be  expected 
that  "one  having  little  knowledge  of  patent  law  and  procedure"  could  draft  a 
suitable  preliminary  application  that  would  necessarily  support  a  claim  in  the 
complete  application  which  "would  be  entitled,  for  the  purpose  of  overcoming 
prior  art  ...  in  a  validly  asserted  .  .  .  preliminary  .  .  .  application"?  It  is  my 
guess  that  such  practice  would  only  aid  in  submerging  the  Patent  Office  in  a  sea 
of  paper. 

In  evaluating  the  changes  proposed  by  the  Patent  Reform  Act  of  1967,  many 
facts,  of  cour.sie,  must  be  weighed.  We  already  have  the  best  patent  system  in 
the  world.  While  this  does  not  necessarily  mean  that  it  cannot  be  improved,  it 
does  underscore  the  importance  of  taking  cautious  and  deliberate  action  where 
changes  in  the  present  system  are  proposed.  Personally,  I  can  see  no  urgent  need 
for  our  system  to  conform  with  those  of  other  countries,  merely  for  the  sake 
of  facilitating  international  uniformity.  The  zeal  of  the  President's  Commission 
throughout  its  report  in  this  regard  is  indeed  mystifying. 

I  trust  that  the  foregoing  will  be  of  some  assistance  to  you  in  considering 
S-1042  and  the  changes  in  our  present  patent  laws  that  it  would  bring  about. 
Very  truly  yours, 

Arthxtb  McIlroy. 
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U.S.  Senate, 
Committee  on  Foreign  Relations, 

June  6, 1961. 
Hon.  James  O.  Eastland, 
Chairman,  Senate  Judiciary  Committee, 
New  Senate  Office  Building,  Wa,sMngton,  D.C. 

Dear  Mr.  Chairman  :  Please  find  enclosed  a  copy  of  a  letter  I  have  received 
from  President  Howard  R.  Bowen  of  The  University  of  Iowa,  Iowa  City,  Iowa 
regarding  S.  1042. 

It  would  be  appreciated  if  President  Bowen's  comments  could  be  considered 
for  possible  inclusion  in  the  hearings  on  S.  1042  before  the  Subcommittee  on 
Patents,  Trademarks  and  Copyrights. 
Yours  sincerely, 

B.  B.  HlOKENLOOPER. 

The  University  of  Iowa, 
Iowa  City,  Iowa,  June  2, 1967. 
Hon.  BouRKE  B.  Hickenlooper, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  Hickenlooper  :  I  am  writing  to  express  the  sense  of  alarm  which 
my  faculty  colleagues  and  I  at  The  University  of  Iowa  have  about  two  provisions 
of  the  general  revision  of  the  patent  laws  proposed  in  Senate  and  House  bills 
S.  1042  and  H.R.  5924  which  are  now  under  review  by  Senate  and  House  sub- 
committees. The  objectional  provisions  are  found  in  Section  102  of  both  bills. 
One  provision  would  substitute  a  "first  to  file"  priority  procedure  for  the  present 
procedure  which  provides  a  one-year  "grace  period"  for  filing  patent  applica- 
tions after  the  initial  disclosure  of  an  invention.  The  other  provision  states  that 
"a  person  shall  not  be  entitled  to  a  patent  if  prior  to  the  effective  filing  date  of 
the  application,  the  subject  matter  sought  to  be  patented  was  known  to  the 
public,  or  made  available  to  the  public  by  means  of  a  disclosure  in  tangible 
form.  .  .  ." 

The  effects  of  these  two  provisions,  if  passed  into  law,  on  the  functioning  of 
this  and  all  other  universities  in  the  United  States  could  be  calamitous.  One  of 
the  major  purposes  of  a  university,  of  course,  is  to  defend  and  encourage  the 
unobstructed  dissemination  of  knowledge.  Fortunately,  the  existing  provisions 
of  the  patent  laws,  which  encourage  early  disclosure  of  discoveries  and  inven- 
tions while  protecting  patentability,  are  consistent  with  this  purpose.  The  pro- 
posed revisions,  however,  would  not  be.  They  would  bring  into  direct  conflict  the 
scholar's  obligation  to  publish  his  findings  and  his  desire  to  claim  a  patent  on 
any  invention  or  discovery  resulting  from  his  research.  If  he  published  a  dis- 
cussion of  this  research,  he  would  apparently  forego  any  title  to  a  patent  right. 
But  if  he  chose  first  to  investigate  the  patentability  of  his  discovery  or  invention, 
all  public  disclosure  would  have  to  wait  upon  his  filing  of  a  patent  application 
or  his  decision  not  to  file.  The  general  atmosphere  of  cautiousness,  calculation, 
even  secretiveness,  which  would  likely  result  is  depressing  to  contemplate  and 
certainly  would  vitiate  the  traditional  role  of  scholarship  within  the  University. 

I  want  to  stress,  too,  the  unreasonable  dilemma  which  these  proposed  patent 
law  revisions  could  i>ose  for  graduate  students.  At  The  University  of  Iowa  and 
virtually  all  other  American  universities,  a  copy  of  the  thesis  or  dissertation 
required  for  an  advanced  degree  must,  in  conformity  with  the  University's  role 
as  disseminator  of  knowledge,  be  made  available  immediately  to  the  public 
through  deposit  in  the  University's  library.  At  that  iwint,  however,  the  student 
would  presumably  forego  any  patent  right  to  an  invention  or  discovery  described 
in  the  dissertation.  The  equally  unreasonable  alternative  open  to  him  is  to  post- 
pone the  completion  of  his  degree  requirements  until  he  has  determined  whether 
he  has  a  basis  for  filing  a  patent  application.  Again,  the  proposed  revisions  of 
the  patent  laws  are  seen  to  work  against  the  early  dissemination  of  knowledge. 
It  is  difficult  for  me  to  imagine  what  circumstances  would  make  it  necessary 
or  desirable  to  adopt  new  patent  procedures  whose  predictable  effects  on  the 
operations  and  goals  of  universities  would  he  as  unfortunate  as  those  I  have 
described  here.  I  have  urged  your  attention  to  these  matters  in  the  hope  that  you 
will  take  whatever  action  you  can  to  prevent  the  revision  of  the  patent  laws  in 
line  with  these  objectionable  features  of  S.  1042  and  H.R.  5924. 
Sincerely  yours, 

Howard  R.  Bowen. 
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Illinois  Manufacturers'  Association, 

Chicago,  Attgust  3,  1967. 
Hon.  John  H.  McClellan, 
Senate  Offiee  Building, 
Washington,  B.C. 

Dear  Senator  McClellan  :  Under  separate  cover  we  'have  forwarded  five 
copies  of  our  statement  to  Mr.  Tliomas  C.  Brennan,  Chief  Counsel,  Patents, 
Trademarks  &  Copyrights  Committee  of  the  Senate  Judiciary  Committee, 
covering  the  Illinois  Manufacturers'  Association  position  on  S.  1042  and  the 
general  subject  of  patent  system  reform. 

We  are  attaching  a  copy  for  you  as  a  matter  of  information  to  you  and  your 
staff.  This  position  was  developed  after  careful  study  by  our  Patents  and 
Trademarks  Committee,  both  the  Committee  and  our  Board  of  Directors  unani- 
mously approved  this  report. 

We  follow  with  great  pleasure  your  consistent  efforts  to  develop  constructive 
legislation  for  the  benefit  of  the  people  of  the  United  States. 
Sincerely, 

harry  G.  Westerfield, 
Secretary,  Patents  and  Trademarks  Committee. 

Statement  of  Illinois  Manufacturers'  Association  'Concerning  the  Presi- 
dent's Patent  Commission  Study,  Particularly  as  Implemented  in  S.  10-12 
(and  Identical  H.R.  5924) 

The  Ulinoi.s  Manufacturers'  Association,  is  composed  of  more  than  5,000 
member  companies  who  represent  95%  of  the  industrial  production  in  the  State. 
Membership  of  the  Association  includes  manufacturers  of  all  sizes,  types  of 
production  and  geographical  location.  The  Patents  &  Trademarks  Committee 
of  the  IMA  is  composed  of  executives  and  patent  counsels  of  various  members, 
also  representing  a  wide  spectrum  of  Illinois  industry  ranging  in  size  from  small 
and  medium  to  large. 

On  July  13,  1965,  the  President  of  the  United  States  appointed  a  Commission 
to  report  on  the  Patent  System  with  the  meritorious  objective  of  suggesting 
changes  in  the  Patent  Laws  designed  to  facilitate  the  earlier  issuance  of  patents, 
to  reduce  the  congestion  of  patent  applications  awaiting  examination  in  the 
Patent  OflSce  and  to  reduce  the  expense  incurred  by  inventors  in  securing  patents 
and  in  enforcement  of  their  rights  under  such  patents.  The  CommLssion,  after 
holding  31  meetings,  rendered  a  report  of  04  pages  on  November  17,  1966  recom- 
mending drastic  changes  in  our  Patent  Laws. 

The  recommendations  contained  in  that  report  were  implemented  in  proposed 
legislation  when  Senator  McClellan  (by  request)  introduced  a  bill  identified 
as  S.  1042.  That  bill  was  referred  to  the  Committee  on  the  Judiciary. 

Because  of  many  changes  in  our  Patent  System  which  would  result  from  the 
enactment  of  this  proposed  legislation,  the  IMA  Patent  Committee,  after  making 
a  preliminary  study  of  the  report,  met  on  February  28,  1967  and  discussed  the 
report  rather  extensively.  Since  copies  of  S.  1042  had  only  become  available 
the  day  before  the  meeting,  it  was  not  possible  to  consider  all  aspects  of  the 
legislation  at  that  time.  The  report  of  that  meeting,  therefore,  was  intended  as 
a  preliminary  report  reflecting  the  views  of  the  Patent  Committee  as  expressed 
at  the  meeting  of  February  28, 1967. 

Among  those  aspects  of  the  President's  Commission  report  and  its  implementa- 
tion by  S.  1042  that  first  were  considered  by  the  IMA  Patent  Committee  are  the 
following : 

(a)  The  provision  that  a  patent  shall  be  awarded  to  the  "first  to  file." 

(b)  The  preliminary  application. 

(c)  The  publication  of  applications  within  18  to  24  months  after  filing 
and  the  republication  after  further  examination  in  the  light  of  additional 
prior  act  cited  ex  parte  by  any  member  of  the  public  following  the  first  pub- 
lication. 

( d )  Extension  of  the  defijiition  of  "prior  art". 

(e)  A  determination  of  patent  fees  by  the  Commissioner. 

(f )  The  filing  of  applications  by  assignees  as  well  as  inventors. 

(g)  The  definition  of  the  "life"  of  a  patent  as  being  20  years  from  the  date 
of  the  application. 

(Note:  The  IMA  Patents  &  Trademarks  Committee  has  dealt  only  with  those 
portions  of  S.  1042  and  H.R.  5924  which  deal  with  individual  company  operations, 
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leaving  procedural  aspects  to  the  committees  of  the  various  Bar  Associations.) 
The  observations  of  the  IMA  Patent  Committee  as  to  the  foregoing  matters  are 
set  forth  below ; 

(a)  The  "First  to  File"  Provision. — Since  the  institution  of  the  American  Patent 
System,  it  has  been  the  custom  to  avpard  a  patent  to  the  first  inventor,  even  though 
he  was  subsequent  to  another  in  filing  an  application  for  the  same  invention. 
S.  1042  provides,  in  efl:ect,  that  the  first  to  file  his  application  shall  be  entitled 
to  the  patent  and  in  so  providing  disposes  of  costly  interference  proceedings.  At 
the  same  time,  it  is  the  opinion  of  the  IMA  Patent  Committee  that  such  a  pro- 
vision may  be  conducive  to  the  fraudulent  filing  of  applications  by  those  who  have 
made  little  or  no  contribution  to  the  invention  but  who  nevertheless  are  awarded 
the  patent  because  of  their  ability  to  reach  the  Patent  Oflice  first.  The  IMA  Patent 
Committee  was  fully  cognizant  of  the  desire  to  avoid  long,  drawn-out  and  ex- 
pensive interference  proceedings  (which,  however,  occur  in  only  a  very  small 
percentage  of  the  patent  applications  filed)  but  this  Committee  is  nevertheless 
of  the  opinion  that  the  "first  to  file"  remedy  is  too  drastic  and  recommends  that 
a  solution  to  the  interference  problem  be  arrived  at  after  further  study.  Among 
alternatives  suggested  by  the  IMA  Patent  Committee  are  adoption  of  a  plan  such 
as  is  followed  by  the  Canadian  Patent  OfiSce  where  the  respective  claims  are 
submitted  on  aflSdavits  for  decision  by  the  Commissioner  or  possibly  a  modifi- 
cation of  the  present  procedure  whereby  an  inventor  can  only  carry  dates  of 
invention  back  for  a  limited  period  of  time  (say,  one  year)  prior  to  his  filing 
date.  The  IMA  Patent  Committee  is  unanimously  opposed  to  the  "first  to  file" 
provisions  of  the  proposed  legislation  as  they  now  stand. 

(b)  The  Preliminary  Application. — In  order  to  permit  inventors  to  secure  an 
early  filing  date  in  the  Patent  Office,  S.  1042  makes  provision  (Section  111)  for 
"a  preliminary  application"  containing  a  written  description  of  the  invention. 
While  this  preliminary  application  doe-i  not  need  to  contain  claims,  the  filing 
thereof  is  apparently  subject  to  the  payment  of  a  fee  and,  furthermore,  in  order 
that  the  applicant  be  entitled  to  the  filing  date  of  this  preliminary  application  in 
a  subsequent  complete  application,  it  is  necessary  that  "every  feature  recited  in 
the  claims  therefore,  is  disclosed  in  the  preliminary  application  *  *  *"  (Section 
120  (2)). 

This,  in  the  opinion  of  the  IMA  Patent  Committee  will  effectively  double  the 
work  required  in  securing  patent  protection  since,  in  order  that  the  preliminary 
application  be  of  value,  it  will  be  necessary  that  it  be  prepared  with  care  and 
skill  far  beyond  the  ability  of  the  average  inventor.  Furthermore,  the  awarding 
of  benefits  to  preliminary  applications  will  lead  to  the  making  of  records  of 
invention  by  those  who  have  contributed  little  or  nothing  but  who  may  find  the 
time  to  speculate  on  the  development  of  an  art.  Such  individuals  could  file  large 
numbers  of  preliminary  applications  describing  purported  "inventions"  which 
subsequently  may  become  the  subject  of  complete  applications  that  defeat  the  real 
purpose  of  our  Patent  System — which  is  an  incentive  to  progress  and  develop- 
ments. Therefore,  for  reasons  of  added  expense  and  the  possible  encouragement 
of  the  filing  of  preliminary  applications  by  those  who  have  no  real  contribution, 
the  IMA  Patent  Committee  was  unanimously  opposed  to  those  provisions  of  S. 
1042  pertaining  to  "preliminary  applications." 

(c)  Publication. — Section  123  of  S.  1042  provides  that  pending  complete  applica- 
tions shall  be  published  "not  less  than  eighteen  months  and  not  more  than  twenty- 
four  months,  from  the  earlie.st  effective  filing  date  claimed"  (which  may,  in 
certain  instances,  be  the  date  of  the  preliminary  application)  and,  after  such 
publication,  any  member  of  the  public  may  write  the  Patent  Office  in  confidence 
calling  attention  to  pertinent  prior  art.  After  this  has  been  done,  the  application 
is  re-examined  in  the  light  of  information  so  transmitted  to  the  Patent  Office. 
If  any  person  shall  notify  the  Commissioner  within  three  months  after  publica- 
tion, or  within  such  longer  time  as  the  Commissioner  appoints,  but  not  more  than 
six  months  after  publication  that  "(1)  the  invention  claimed  in  such  applica- 
tion was  in  public  use  or  on  sale  prior  to  the  effective  filing  date  of  the  applica- 
tion, or  (2)  the  inventor  named  in  such  ai>plication  did  not  himself  invent  the 
subject  matter  sought  to  be  patented",  then  proceedings  may  be  set  up  to  deter- 
mine the  matter.  It  is  the  belief  of  the  IMA  Patent  Committee  that  this  procedure 
of  publication  in  advance  of  the  allowance  of  any  claim  amounts  to  a  transference 
of  a  part  of  the  work  of  the  Patent  Office  to  the  public ;  that  it  would  vastly 
increase  the  expense  of  securing  patents  and  that,  in  essence,  it  constitutes 
a  partial  adoption  of  opposition  proceedings  which  have  been  adopted  in  certain 
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foreign  countries  and  have  been  found  to  be  very  expensive  and  time-consuming:. 
Furthermore,  if  the  Examiner  should  not  apree  with  the  citations  as  to  which  it 
is  notified  by  any  member  of  the  public  and  should  nevertheless  issue  the  patent, 
the  public  would  be  barred  (as  a  practical  matter)  from  urging  those  citations  in 
court,  since  courts  do  not  give  great  weight  to  citations  which  have  been  before 
the  Patent  OflSice.  The  IMA  Patent  Committee  was  unanimous  in  opposing  publica- 
tion procedure  as  set  forth  in  S.  1042,  Section  123  and  136,  but  feels  that 
there  might  be  some  merit  to  a  publication  system  after  the  allowance  of  a  claim 
or  claims  in  the  application.  Even  then,  it  was  recognized  that  the  institution  of 
such  a  publication  system  would  add  greatly  to  the  cost  of  obtaining  United 
States  Letters  Patent. 

(d)  Extension  of  the  Definition  of  "Prior  Art"  and  Elimination  of  the  "Year  of 
Grace". — Section  102  of  S.  1042  provides  that  "a  person  shall  not  be  entitled  to  a 
patent  if  (a)  prior  to  the  effective  filing  date  of  the  application,  the  subject 
matter  sought  to  be  patented  was  known  to  the  public,  or  made  available  to  the 
public  by  means  of  a  disclosure  in  tangible  form,  or  in  public  use  or  on  sale, 
*  ♦  •".  This  provision  eliminates  the  so-called  "grace  period" — under  the  present 
statutes,  a  period  of  one  year  in  which  the  inventor  may  try  out  his  invention — 
since  prior  art  to  defeat  the  invention  needs  to  have  been  in  effect  only  on  a  date 
"prior  to  the  effective  filing  date  of  the  application".  These  provisions  also  make 
effective  as  "known  to  the  public"  prior  use  or  prior  publication  anywhere,  even 
in  a  remote  country  having  a  little  understood  language  and  in  accessible 
geographically.  For  example,  were  it  to  be  established  that  the  invention  had  been 
in  public  use  in  Tibet  "prior  to  the  effective  filing  date  in  the  United  States",  that 
knowledge  by  the  public  would  defeat  the  application  for  patent  or  the  patent 
granted  to  a  citizen  of  the  United  States.  The  IMA  Patent  Committee  is  unani- 
mously opposed  to  this  elimination  of  the  present  "year  of  grace"  permitted  to 
American  inventors  under  the  existing  Patent  Laws. 

(e)  Determination  of  Patent  Fees  by  the  Commissioner. — Section  41  of  S.  1042, 
sub-section  ( a ) ,  provides  as  follows : 

"(a)  The  Commissioner  shall  prescribe  by  regulations  the  fees  to  be  paid  in  con- 
nection with  the  filing  and  examination  of  patent  applications,  the  issuance  of 
patents,  and  other  matters  set  forth  in  this  title  as  requiring  a  fee  and  for  copies 
of  records,  publications  or  other  services  furnished  by  the  Patent  Oflice,  designed 
to  effect  an  overall  recovery  in  the  range  of  65  to  75  per  centum  of  the  costs  of 
operation  of  the  Patent  Office." 

The  IMA  Patent  Committee  believes  that  the  amount  of  the  fees  to  be  paid 
should  be  specified  by  the  Congress.  It  is  unanimously  opposed  to  the  uncontrolled 
provision  that  the  one  who  fixes  the  fees  may,  if  desired,  increase  those  fees  to 
effect  "an  overall  recovery  ♦  ♦  *  of  the  costs  of  operations  of  the  Patent  Ofiice", 
since  those  costs  likewise  are  under  the  control  of  the  same  individual  who  fixes 
the  fees.  In  the  opinion  of  the  IMA  Patent  Committee  fixing  of  fees  should  re- 
main a  function  of  the  Congress. 

(f )  FiUng  of  Application  by  Assignees  as  Well  as  Inventors. — The  IMA  Patent 
Committee  is  in  general  accord  with  the  provisions  of  Section  111  of  S.  1042  in- 
sofar as  they  provide  that  "an  application  for  patent  may  be  filed  by  either  the 
inventor  or  the  owner  of  the  invention  sought  to  be  patented"  so  long  as  the  re- 
mainder of  the  provisions  of  Section  111  require  that  an  oath  of  the  inventor 
(or  inventors)  be  filed  containing  the  averments  usually  required.  It  is  believed 
that  enactment  of  a  provision  as  generally  outlined  in  the  quoted  portion  pre- 
ceding would  tend  to  reduce  expenses  and  eliminate  complication  encountered 
under  the  present  laws.  The  IMA  Patent  Committee  approves  of  this  provision  in 
principle. 

(g)  Definition  of  the  Life  of  a  Patent. — Section  154(b)  of  S.  1042  provides  as 
follows:  "(b)  The  term  of  a  patent  shall  expire  twenty  years  from  the  date  of 
filing  the  application  in  the  United  States  or,  if  the  benefit  of  tlie  filing  date  in  the 
United  States  of  a  prior  application  is  claimed,  from  the  earliest  such  prior  date 
claimed.  In  determining  the  term  of  the  patent,  the  date  of  filing  any  applica- 
tion in  a  foreign  country  which  may  be  claimed  by  the  applicant  shall  not  be 
taken  into  consideration." 

If  provisions  are  made  to  shorten  interference  proceedings  as  suggested  above, 
subject  to  the  further  provisions  of  Section  ISJf  that  v-here  applications  are  placed 
in  secrecy  and  the  time  that  they  remain  secret  shall  he  added  to  the  tivcnty 
years,  the  IMA  Patent  Committee  approves  of  this  provision. 
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The  foregoing  constitutes  a  report  of  the  matters  considered  by  the  IMA 
Patent  Committee  on  February  28,  1967.  These  studies  were  continued  and  a 
further  report  follows. 

The  IMA  Patents  and  Trademarks  Committee  held  a  second  meeting  on  March 
21,  1967  for  the  purpose  of  reviewing  previous  recommendations  and  consider- 
ing those  additional  provisions  in  S.  1042  which  appeared  to  be  of  interest  to 
manufacturers  and  inventors. 

At  this  meeting,  additional  arguments  were  presented  in  support  of  the  rec- 
ommendations of  disapproval  of  Sections  (a)  and  (d)  which  may  be  summarized 
as  follows : 

Under  the  "first  to  file"  system,  the  U.S.  manufacturer  would  lose  his  present 
advantage  in  an  interference  with  foreigners.  At  the  present  time,  while  we 
presume  that  the  first  to  file  is  the  inventor,  we  give  the  actual  inventor  the 
opportunity  to  rebut  that  presumption  by  showing  earlier  conception,  diligence 
and  possibly  an  actual  reduction  to  practice.  If  a  foreigner,  under  the  present 
law,  filed  on  January  1  and  the  U.S.  manufacturer  filed  on  January  3,  the  U.S. 
manufacturer  could  still  prevail  if  he  could  show  such  conception  and  diligence — 
which  must  be  in  the  United  States — prior  to  January  1.  This  ability  to  rebut 
the  presumption  that  the  foreign,  earlier  case  should  be  entitled  to  the  patent 
would  be  eliminated  by  the  proposed  legislation. 

In  addition,  giving  the  foreigner  the  opportunity  to  conjure  up  evidence  which 
would  invalidate  a  United  States  patent  might  very  seriously  damage  American 
manufacturers.  If  the  Japanese,  for  example,  wished  to  invalidate  a  United 
States  patent  on  a  process  or  a  machine,  all  they  would  have  to  do,  under  the 
proposed  bill,  would  be  to  show  "use"  of  such  a  process  or  machine  in  one  of 
their  factories  prior  to  the  effective  filing  date  of  the  U.S.  ease.  It  is  really 
rather  difiicult  to  visualize  the  full  harmful  impact  which  this  might  very  well 
have  on  manufacturers  in  Illinois  and  elsewhere  in  the  United  States. 

CHAPTER   18,   SECTIONS   191-194:   DEFERRED  EXAMINATION 

The  Committee  first  gave  careful  consideration  to  those  provisions  of  Chapter 
18  of  S.  1042  relating  to  deferred  examination.  These  provisions  follow  procedure 
now  being  experimentally  followed  in  Holland  and  one  as  to  which  we  have  no 
experience  in  the  United  States.  The  IMA  Patents  Committee  is  opposed  to 
enactment  of  this  legislation  and  believes  that  the  experience  in  foreign  coun- 
tries should  be  observed  at  considerable  length  before  instituting  this  drastic 
change.  The  Committee  does  feel  that  the  British  system  of  limiting  the  length 
of  time  for  prosecution  of  a  patent  application  might  be  an  acceptable  alternative. 

CHAPTER  25,  SECTION  2  51  :  PROHIBITION  AGAINST  BROADENED  REISSUE 

The  Committee  considered  sub-section  (c)  of  Section  251,  Chapter  25  of  S.  1042 
which  provides  that  no  reissue  patent  shall  be  granted  enlarging  the  scope  of 
the  claims  of  the  original  patent.  The  IMA  Patent  Committee  is  opposed  to  the 
enactment  of  sub-section  (c)  since  it  would  work  to  the  distinct  disadvantage  of 
the  individual  inventor  or  small  company  whose  original  patent  may  have  been 
improperly  drawn  and  not  afford  protection  for  the  real  invention.  It  is  believed 
that  existing  laws  as  to  intervening  rights  properly  protect  the  public  under 
the  present  laws  which  give  limited  rights  to  secure  broadened  claims  by  reissue. 

CHAPTER  25,   SECTION  257  :   PROVIDING  FOR  REVOCATION   OF  PATENTS 

The  IMA  Patents  Committee  is  opposed  to  this  legislation  in  that  it  would 
arrogate  judicial  functions  to  an  administrative  body,  provide  a  vehicle  of 
harassment  of  inventors  of  limited  financial  means  and  tend  to  force  such  in- 
ventors to  grant  licenses  under  distinctly  unfavorable  terms  even  though  the 
invention  is  of  great  importance.  It  was  pointed  out  that  no  country  has  provi- 
sions similar  to  this  and  that  enactment  of  this  provision  would  greatly  increase 
expenses  and  lessen  the  value  of  patents. 

CHAPTER     2  8,  SECTION     273  :     UNAUTHORIZED    PRACTICE    OF     SUBJECT     MATTER    PRIOR 

TO   ISSUANCE   OF   PATENT 

The  Committee  is  opposed  to  this  provision  of  S.  1042  since  it  would  appear  to 
provide  a  basis  for  some  form  of  compulsory  licensing  which  has  long  been  op- 
posed by  the  Illinois  Manufacturers'  Association.  Although  disapproving  this 
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provision,  the  IMA  Patents  and  Trademarks  Committee  feels  that  legishition 
might  be  enacted  providing  some  form  of  reasonable  interim  protection  running 
from  the  date  of  approval  of  allowable  subject  matter  and  not  necessarily  limited 
to  damages. 

CHAPTER    13,    SECTION    148:    PRESUMPTION 

This  section  provides  for  a  presumption  of  correctness  in  Patent  Office  deci- 
sions and,  in  the  opinion  of  the  IMA  Patents  and  Trademarks  Committee,  would 
provide  reviewing  authorities  with  a  chance  to  merel.v  "rubber  stamp"  Patent 
Office  decisions,  thus  lessening  the  overall  opportunity  for  the  inventor  to  secure 
adequate  protection  as  provided  by  the  present  laws. 

It  is  believed  that  changes  in  our  Patent  Laws  as  represented  by  S.  1042  are 
far  reaching  and  so  opposed  to  the  interests  of  American  inventors  and  manu- 
facturers and  to  the  public  generally  as  to  warrant  the  taking  of  a  definite  stand 
by  the  Illinois  ^Manufacturers'  Association.  Many  Bar  As.sociations  and  Patent 
Law  Associations  have  already  voiced  opposition  to  the  provisions  referred  to 
in  Sections  (a)  to  (e)  inclusive  of  this  report  on  the  ground  that  instead  of 
decreasing  costs  in  securing  patent  protection,  they  will  have  the  practical  effect 
of  greatly  increasing  such  costs  without  cori-esponding  benefits. 

The  American  Patent  System,  although  it  has  flaws,  has  contributed  to  and 
spurred  on  technological  progress  unsurpassed  in  any  country  during  the  last 
century.  It  is  the  opinion  of  the  IMA  Patent  Committee  that  provisions  of  our 
Patent  Laws  which  have  proved  to  be  generally  successful  in  accomplishing  their 
desired  purpose  should  not  be  cast  aside  in  favor  of  practices  in  Europe  and  other 
countries  merely  for  the  sake  of  uniformity. 

It  should  also  be  observed  that,  in  the  opinion  of  the  IMA  Patent  Committee, 
the  institution  of  changes  proposed  in  S.  1042  would  add  greatly  to  the  cost  of 
operations  of  the  Patent  Office  and  add  large  numbers  of  additional  Government 
employees  to  the  Patent  Office  staff. 

The  foregoing  position,  developed  from  detailed  study  of  the  Patents  and 
Trademarks  Committee  of  the  Illinois  Manufacturers'  Association,  was  unani- 
mously approved  by  members  of  the  Board  of  Directors  of  the  Illinois  Manufac- 
turers' Association  at  their  regular  meeting  April  14, 1967. 


(The  following  letters  were  received  by  Senator  Lausche  and  at  his 
request  are  inserted  in  the  appendix:) 

Dayton,  Ohio,  3Iarch  17,  1967. 
Hon.  Frank  Lausche, 
Senate  Offlce  Bvildinff, 
Wa.-ihmgton,  B.C. 

Dkab  Senator:  Although  the  practice  of  this  firm  does  not  encompass  the 
patent  field,  many  of  our  clients  are  constantly  involved  in  the  securing  of  new 
patents  and  protection  of  old  ones.  We  have  worked  closely  with  patent  lawyers 
on  a  number  of  these  matters,  and  have  been  aware  for  a  long  time  that  some 
improvements  in  the  granting  of  a  patent  was  long  overdue.  It  is  my  understand- 
ing that  the  proposed  bill  will  conform  closely  to  the  system  followed  by  other 
countries. 

However,  it  is  also  my  understanding  that  the  bill  fails  to  incorporate  cei-tain 
features  that  countries  using  this  system  have  found  by  experience  are  desirable 
and  necessary  ;  such  as  : 

1.  Affording  protection  to  third  parties  who,  prior  to  the  date  of  filing 
the  patent,  were  using,  preparing  to  use,  or  who  had  done  extensive  re- 
search work  on  their  own.  They  could  be  denied  the  right  to  continue  by  a 
later  filed  applicant. 

2.  Allowing  a  grace  period  of  six  months  or  a  year  of  commercial  proving 
by  the  applicant  in  order  to  perfect  the  invention  before  filing. 

3.  Providing  adequate  procedures  against  the  grant  of  a  patent  to  one 
who  derives  ideas  from  another  and  files  an  early  application  before  the 
other  has  done  so.  Unless  corrected  this  could  encourage  industrial  espionage 
and  piracy. 

undesirable  feature 

4.  Complicates  foreign  filing  in  that  it  provides  for  preliminary  applica- 
tions that  are  not  examined,  to  be  followed  by  a  complete  application  within 
a  year  so  that  the  complete  and  all  foreign  applications  would  have  to  be 

86-218 — 68 — pt.  1 23 


350 

filed  at  the  same  time  and  prior  to  auy  indication  of  what  action  the  U.S. 
examiner  would  take. 

5.  Provides  for  recall  of  the  patent  within  three  year.s  of  its  grant  on  the 
basis  of  prior  art  supplied  from  third  parties  so  that  the  patentee  would  not 
know  what  he  had  until  after  that  period. 

(3.  Assumes  the  correctness  of  any  rejection  by  the  Patent  Office,  increas- 
ing the  burden  on  any  Patent  Office  appeals.  Examiners  are  skilled  in  pat- 
entability but  have  almost  no  practical  exx^erience  and  cannot  be  presumed 
to  have  as  much  knowledge  of  the  technology  as  one  skilled  in  the  art. 
I  would  urge  you  to  insist  that  this  matter  not  be  pushed  so  rapidly  that  the  law 
will  not  be  in  a  form  in  which  the  rights  of  inventors,  business,  and  the  public 
are  properly  protected. 
Very  truly  yours, 

PiCKREL,    SCHAEFFEB   &    EbELING, 

Bradley  Schaeffer. 


Borg-Wabner  Pxtjmbing  Products, 

Mansfield,  Ohio,  March  27,  1967. 
Hon.  Frank  J.  Lausche, 
New  Senate  Office  Building, 
Washington,  B.C. 

Dear  Senator  Lausche  :  I  want  to  take  this  opportunity  to  thank  you  for  the 
fine  cooperation  you  have  given  my  letters  on  past  correspondence.  The  above 
subject  now  up  for  consideration  as  a  result  of  the  report  prepared  by  the 
President's  Commission  on  patent  systems  and  the  above  hill  seems  to  be  getting 
the  rush  act  in  Congress.  President  Johnson  has  told  the  Congress  that  this 
legislation  would : 

1.  Raise  the  quality  and  reliability  of  U.S.  Patents : 

2.  Reduce  the  time  and  expense  of  obtaining  and  protecting  a  patent;  and 

3.  Speed  public  disclosure  of  scientific  and  technological  information. 
These  are  worthy  objectives,  however,  the  legislation  now  being  pushed  through 

Congress  will  not  accomplish  these  objectives.  If  enacted,  it  will  increase  the 
expense  to  all  manufacturers  of  obtaining  patents.  At  the  same  time,  the  quality 
and  reliability  of  patents  ivouhl  be  lowered,  not  raised.  Furthei-more,  this  legis- 
lation would  give  foreign  manufacturers  advantages,  from  the  patent  standpoint, 
in  our  country  which  they  do  not  have  under  the  present  laiv. 

It  is  not  advisable  for  the  United  States  to  make  the  changes  in  its  patent 
laws  which  are  now  being  suggested  by  President  Johnson.  It  is  my  under- 
standing that  brief  hearings  have  been  set  and  will  be  conducted  by  the  House 
during  April  and  the  Senate  in  May.  It  would  be  extremely  unfortunate  if  these 
changes  are  "steamrollered"  through  the  Congress  without  careful  analysis  of 
the  consequences. 

We  ask  that  you  give  special  attention  to  this  legislation  so  that  the  above 
mentioned  disadvantages  do  not  occur  because  of  hurried  attention  to  get  these 
two  bills  passed. 

Respectfully  yours, 

F.  W.  Fennell. 

P.S. — You  may  be  interested  to  know  that  the  fees  paid  to  the  Patent  Office 
have  already  been  substantially  increased  in  the  last  two  years.  The  average 
fee  per  application  in  one  company  increased  from  approximately  $62.00  to 
$229.00  within  the  last  two  years.  In  addition,  the  assignment  fee  used  to  be 
$3.00  but  now  is  $20.00.  These  fee  increases  are  modest  in  comparison  with  the 
increased  costs  that  would  result  from  this  patent  legislation. 

F.  W.  F. 


DoYLESTOWN,  Ohio,  March  31.  1967. 
Hon.  John  M.  Ashbrook, 
House  of  Representatives, 
Washington,  B.C. 

Dear  Mr.  Ashbrook  :  As  a  new  resident  of  your  district,  we  are  writing  to  soli- 
cit your  opposition  to  President  Johnson's  so-called  Patent  Reform  Act  of  1967. 
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I  do  not  have  the  number  of  the  House  version  of  this  Bill,  but  the  corresponding 
Senate  Bill  is  S-1042.  „    tt   *     <        .  i     c  mio 

The  patent  system  is  in  fact  in  need  of  some  "reform' .  Unfortunately  1^-1U42 
does  nothing  to'correct  the  present  problems  and,  in  its  radical  proposals,  is  likely 
to  greatly  aggrevate  them.  S-1042  does  not  fulfill  one  single  objective  which  the 
President's  transmittal  letter  cites  as  its  purpose. 

If  S-1042  passes,  the  adverse  effects  on  the  independent  and  small  business  hrms 
(like  those  around  Orville  and  Wooster)  will  be  most  significant.  The  additional 
costs  of  these  new^  proposals  may  well  make  it  prohibitive  for  these  firms  to  engage 
in  any  patent  work.  The  costs  to  large  companies  will  be  bad  enough  even  though 
these  outfits  probably  could  adjust  to  the  new  system. 

I  have  more  than  nineteen  years  experience  in  patent  work,  and  at  present  I 
am  employed  in  the  Patent  Law  Department  of  The  B.  F.  Goodrich  Company 
in  Akron  '(to  which  I  commute  each  day).  B.  F.  Goodrich  is  hiff  business.  I  also 
privately  represent  several  small  firms  and  individuals  and  therefore  have  a 
chance  to  see  their  side  of  these  problems  too.  The  opinions  expressed  in  this  letter 
are  informed  ones,  we  believe. 

It  shouldn't  be  necessary  to  disclaim  "self-interest"  but  it  is  a  fact  tnat  my 
economic  position  isn't  going  to  be  affected  in  any  .special  way  by  passage  of  this 
Bill,  other  than  to  improve  it,  possibly.  Actually  we  expect  this  Bill  to  increase  the 
work  (uselessly,  but  nevertheless  increase  it)  astouLshingly.  The  point  is  that 
this  Bill  should  be  opposed,  simply  because  it  is  not  good  for  the  country. 

One  curious  aspect  of  this  Bill  is  the  haste  and  pressure  with  w-hich  the  Admin- 
istration is  promoting  it.  We  are  told  that  this  Bill  is  going  to  he  passed  and  in 
this  session.  The  present  patent  system  has  served  the  country  well  for  130  years. 
We  would  suppose  that  at  least  a  year  or  two  of  study  would  be  helpful  before 
adopting  the  radical  proposals  of  S-1042.  Moreover,  it  is  difficult  to  imagine  an 
area  where  there  are  few^er  political  purposes  to  accomplish  than  in  patent  litiga- 
tion. Therefore,  we  are  at  a  total  loss  to  understand  the  great  pressure  to  pass 
this  Bill. 

Frankly,  we  are  sick  and  tired  of  government  by  "decree",  and  this  Bill  seems 
to  be  another  example  of  that  trend. 

I  have  participated  in  the  studies  made  by  the  Cleveland  Patent  Law  Associa- 
tion in  analyzing  the  effects  of  this  Bill,  and  w^ould  be  pleased  to  obtain  for  you 
the  position  paper  which  is  being  drafted.  Similar  (although  independent)  papers 
are  being  prepared  by  the  American  Bar  Association,  the  American  Patent  Law 
Association,  and  other  regional  associations.  Please  let  me  know  if  you  vt^ould 
be  interested  in  any  of  this  material. 

Finally,  I  would  welcome  the  opportunity  to  discuss  this  personally  with  you — 
either  in  Akron,  Wooster,  or  Washington,  as  you  prefer.  In  any  event,  we  are 
convinced  you  would  best  serve  the  interest  of  the  17th  District  and  the  United 
States  as  a  whole  by  opposing  this  legislation  in  its  present  form. 
Very  truly  yours, 

John  D.  Haney. 


Haw  GOOD  &  Van  Horn, 
Cleveland,  April  S,  1967. 
Hon.  Frank  J.  Lausche, 
New  Senate  Building,  Washington,  D.C. 

My  Dear  Senator  Lausche  :  The  undersigned  has  practiced  before  the  Patent 
Office  for  over  45  years  and  before  the  Federal  Courts  for  over  forty  years 
specializing  in  patent  causes. 

He  has  read  this  proposed  legislation  and  is  shocked  by  the  destructive  effects 
it  will  produce  on  incentive  and  free  enterprise  of  the  individual,  as  well  as  of 
industry. 

It  is  indeed  strange  to  note  that  the  President  admits  in  his  transmittal  letter 
to  the  Congress  dated  February  21,  1967  of  the  Patent  Reform  Act  of  1967  that 
the  present  patent  system  "has  played  an  indi-spensable  role  in  stimulating  the 
Nation's  progress  and  pro.sperity" ;  "has  spurred  the  creative  work  of  inventors 
and  scientists" :  "has  fostered  the  most  far-reaching  technological  advances  in 
the  history  of  civilization"  and  "has  helped  American  businesses  to  translate 
'the  fire  of  genius'  into  the  products  and  processes  that  have  enriched  the  lives 
of  all  of  us." 

What  is  the  motive  for  destroying  the  present  patent  system,  either  by  substi- 
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tution  of  another  law  or  by  weakeniug  the  present  laws,  under  which  private 
initiative  and  industrial  progress  have  flourished? 

A  law  more  destructive  of  an  inventor's  rights  as  proposed  in  this  Bill  would 
be  difficult  to  conceive. 

It  is  urged  that  you  vigorously  oppose  this  proposed  legislation  in  its  present 
foi-m,  in  view  of  the  reactions  to  the  Bill  set  forth  on  the  attached  page,  and 
particularly  in  view  of  the  following: 

1.  It  does  not  assure  to  the  inventor  a  right  in  any  subject  matter  disclosed 
for  the  benefit  of  the  public ; 

2.  Technological  advance  should  be  evaluated  by  those  competent  to  pass 
judgment  on  facts  of  technology ; 

3.  Legal  protection  of  the  invention  should  be  commensurate  with  the 
scope  of  the  advance  made  as  determined  by  technologists ; 

4.  The  Bill  should  provide  for  correction  of  errors  when  necessary  to 
assure  adequate  patent  protection; 

5.  An  opportunity  for  commercial  practice  of  the  invention  should  be  pro- 
vided foi:  through  an  extension  of  the  period  or  amount  of  protection  suffi- 
cient to  this  end ;  and 

6.  The  opportunity  for  competitors  to  examine  and  appropriate  a  published 
invention  without  prior  identification  and  notice  to  the  inventor  has  no  place 
in  our  patent  system. 

I  solicit  your  valuable  help  in  this  connection. 
Very  respectfully  yours, 

Anthont  H   Van  Horn. 
Re  S.  1042 

Under  this  Bill,  the  Government  may  publish  an  invention  on  which  an  appli- 
tion  for  patent  is  made,  for  use  by  anyone  and  then  deny  any  right  in  it 
at  all  to  the  inventor.  Under  Section  13G,  a  competitor  could  take  the  published 
invention  and  then  oppose  the  inventor's  right  to  protection  on  his  invention. 

Under  this  Bill,  an  applicant  is  required  to  prove  that  an  invention  is  patent- 
able (Section  148). 

Under  our  present  laws,  a  patent  which  is  defective  because  of  inadvertence, 
accident  or  mistake  wherein,  through  no  fault  of  the  inventor,  the  invention 
claimed  was  less  in  scope  than  that  to  which  he  was  entitled,  may  be  remedied 
by  applying  for  reissue  of  the  defective  patent  within  two  years  from  the  filing 
datt'  of  the  original  patent.  The  proposed  legislation  takes  this  benefit  away 
from  the  inventor  ( Section  2.51  (c) ) . 

Even  though  an  inventor  might  secure  allowance  of  his  application,  his  prob- 
lems are  still  not  over.  For  example,  through  no  fault  of  the  inventor,  the 
inventor  or  his  attorney  may  not  have  clearly  understood  all  the  possibilities 
of  the  invention,  or  to  see  years  ahead  to  correctly  forecast  its  future  applica- 
tions. As  a  result,  the  claims  may  inadvertently  be  restricted  in  omitting  an 
important  protecion  of  the  invention.  Such  a  failure  would  be  fatal  under  the 
proposed  Bill. 

Another  obstacle  appears  in  Section  257.  At  any  time  within  three  years,  either 
a  competitor  or  the  Government  itself  may  request  that  the  patent  or  a  claim 
thereiTi  be  canceled  which,  of  course,  obligates  the  inventor-patentee  to  defend 
the  patent  against  such  an  attack.  Where  appeals  are  provided  for.  it  goes  with- 
out saying  that  an  additional  burden  and  expense  is  placed  on  the  applicant- 
patentee,  with  accelerated  uncertainty  with  respect  to  his  chances  of  success. 

The  Patent  Office  may  defer  examination  of  the  application  but  a  request  may 
be  made  by  the  applicant  or  by  a  third  party  for  such  an  examination  and  if  the 
third  party's  request  is  granted,  it  rvonld  be  anonymous  so  that  the  applicant 
will  not  know  who  was  interested  in  his  invention.  Why  should  this  knowledge 
be  v.'ithheld  from  the  applicant?  This  kind  of  procedure  would  hardly  benefit  the 
applicant  since  the  patent  under  this  proposed  law  dates  from  the  filing  date  and 
opens  up  to  competitors  and  the  public  the  invention  with  no  assurance  of 
protection  to  the  applicant. 

The  above  noted  obstacles  discussed  herein  which  must  be  overcome  by  an 
attorney  will  increase  prosecution  costs  and  delay. 

Another  dangerous  aspect  of  the  proposed  legislation  is  to  require  our  patent 
system  to  conform  to  those  of  foreign  countries. 
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Pesco  Prouucts, 
Bedford,  Ohio,  April  7, 1967. 
Hon.  Frank  J.  Lausche, 
Z7.-S'.  Senate, 
Washington,  D.C. 

Dear  Senator  Lausche:  I  have  recently  become  aware  of  legislation  intro- 
duced in  both  the  Senate  and  House  of  Representatives  concerning  the  over-all 
revision  of  our  patent  laws:  namely,  S.  1042  McClellan  and  H.R.  5924 
Kastenmmeier. 

I  am  quite  alarmed  at  the  sweeping  changes  that  are  proposed  to  a  system 
that  has  been  in  existence  for  many  years.  While  there  are  undoubtedly  some 
changes  that  can  and  should  be  made  to  the  patent  laws,  it  seems  that  we  have 
gone  overboard  in  the  present  ease.  It  is  my  understanding  that  the  supporters 
of  this  legislation  state  that  the  quality  and  reliability  of  U.S.  patents  will  be 
raised,  that  there  will  be  a  reduction  in  the  time  and  expense  in  obtaining  and 
protecting  a  patent,  and  that  there  will  be  speedy  public  disclosure  of  scientific 
and  other  technological  information. 

Although  these  objectives  are  worthwhile  and  desired  by  all  of  us.  the  proposed 
legislation  in  fact  will  not  accomplish  those  objectives  its  supporters  claim.  The 
cost  of  obtaining  patents  will  be  increased  if  this  legislation  is  made  law.  and  the 
reliability  and  quality  of  patents  which  do  issue  will  be  lowered  instead  of 
raised.  In  addition,  foreign  manufacturers  would  obtain  advantages  to  the 
detriment   of  domestic   manufacturers   which   they  do   not  now   have. 

I  stronglij  urge  you  to  thoroughly  investigate  all  facets  of  the  proposed  legisla- 
tion in  order  to  protect  the  interests  of  the  American  mamifacturcr,  the  American 
inventor  and  the  American  puhlic. 
Sincerely, 

D.  R.  Spotz. 


Wabner-Motive, 
Wooster,  Ohio,  April  10, 1967. 
Senator  Fraxk  J.  Laxtsche, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  Laxtsche  :  The  management  of  Warner-Motive  Division  of  Borg- 
Warner  Corporation  is  very  much  concerned  over  pending  legislation  8.  1042 
McClellan. 

We  agree  the  bill  has  worthy  objectives,  however,  we  are  convinced  this 
pending  bill  will  not  achieve  these  objectives.  To  the  contrary,  we  feel  this 
legislation  would. 

1.  The  quality  and  reliability  of  patents  would  be  lowered. 

2.  Would  give  foreign  manufacturers  advantages  from  the  patent  stand- 
point. 

3.  Would  increase  our  costs  to  obtain  patents. 

We  do  not  feel  this  bill  is  in  the  public  interest  and  request  full  and  complete 
hearings  be  conducted  before  any  changes  are  made  in  our  patent  laws  in  order 
that  all  consequences  of  changes  are  fully  understood. 
Thank  you  for  your  attention  to  this  matter. 
Sincerely, 

Pete  Risser, 
Personnel  Manager. 

Arlington  Heights,  III.,  June  5 1967. 
Hon.  John  L.  McClellan, 
Senate  Office  Building, 
Washington,  D.C. 

Dear  Senator  McClellan  :  Thank  you  for  your  letter  of  January  26,  1967 
concerning  my  proposed  amendment  to  existing  statutes  with  respect  to  practice 
before  the  Patent  Oflice. 

In  your  letter  you  indicated  that  since  Congress  would  later  consider  the 
general  revision  of  Title  35,  you  did  not  believe  it  was  appropriate  to  consider 
the  matter  presented  in  my  previous  letter.  However,  since  you  are  presently 
considering  the  Patent  Reform  Act  of  1967,  S.  1042,  the  time  is  now  ripe  to 
consider  my  previous  proposal. 

86-218— 68— pt.  1 24 
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The  essence  of  my  proposal  is  to  give  the  right  to  attorneys  to  practice  before 
the  Patent  Office.  As  you  know,  the  present  law,  as  well  as  the  proposed  Patent 
Reform  Act  of  1967,  gives  the  Patent  Commissioner  administrative  power  to 
prevent  attorneys  from  practicing  before  the  Patent  Office. 

I  have  had  six  years  of  continuous  experience  in  drafting  patent  specifications 
and  claims  and  preparation  of  amendments  under  registered  Patent  Attorneys 
and  I  am  also  a  member  of  the  Bars  of  the  State  of  Illinois,  State  of  Ohio,  and 
the  Federal  District  Court  of  the  Northern  District  of  Illinois.  I  also  have  a 
Bachelor's  Degree  in  Chemistry.  Despite  these  qualifications  the  Patent  Com- 
missioner still  has  denied  me  the  right  to  personally  represent  others  before  the 
Patent  OflSce.  The  Patent  Commissioner  has  also  refused  to  let  me  see  my 
examination  papers  or  to  give  me  any  hearing  on  the  matter  whatsoever.  This 
is  a  discriminatory  practice  which,  in  all  fairness,  should  be  remedied  by  law  by 
amendment  to  S.  1042  and  by  removal  of  the  exemption  provided  in  P.  L.  89-332 
for  the  Patent  OflSce. 

I  hope  you  will  do  everything  in  your  power  to  remove  the  present  unjust 
restriction  upon  attorneys. 


Very  truly  yours, 


Scott  J.  Meyek. 


Amebican  Council  on  Education, 
Commission  on  Federal  Relations, 

Washington,  D.C.,  May  17, 1967. 
Hon.  John  L.  McClellan, 

Chairman,  Subcommittee  on  Patents,  Trademarks  and  Copyrights,  Committee  on 
Judiciary,  U.S.  Senate,  Washington,  D.C. 
Dear  Mr.  Chairman  :  Your  committee  has  under  consideration  S.  1042,  the 
Patent  Law  Revision  bill.  This  bill  does  not  for  the  most  part  affect  the  interests 
of  higher  education,  and  so  we  have  not  asked  for  an  opportunity  to  testify  before 
you. 

There  is,  however,  one  provision  in  the  bill  which  does  concern  us.  I  hope  very 
much,  therefore,  that  our  views  may  be  made  a  part  of  the  record  and  that  you 
and  your  subcommittee  may  give  them  serious  consideration  as  you  mark  up  the 
biU. 

I  am  enclosing  a  memorandum  indicating  our  concern. 
Sincerely  yours, 

John  F.  Morse, 
Director  of  the  Commission. 

Special  Problems  for  Universities  Indicated  by  the  Provisions  op  the 
Patent  Law  Revision  Bill,  S.  1042 

The  proposed  bill  carries  out  a  number  of  recommendations  made  in  the  De- 
cember, 19G6  report  of  the  President's  Commission  on  the  Patent  System.  A  major 
feature  is  the  elemination  of  the  one-year  grace  period  provided  by  present  law 
for  filing  a  patent  application.  The  proposed  legislation  provides  instead  for  a 
preliminary  application,  whose  date,  if  follov/ed  within  one  year  by  a  complete 
application,  becomes  the  recognized  filing  date  of  the  complete  application. 

Priority  is  thus  given  to  the  first  person  to  file,  replacing  the  present  system 
under  which  intereference  proceedings  may  be  initiated  by  anyone  who  can  prove 
earlier  conception. 

The  patent  system  as  a  whole  involves  industry  to  a  much  greater  extent  than  it 
does  educational  institutions.  Since  the  cii'cumstances  in  universities  often  differ 
materially  from  those  in  industry,  it  is  important  that  the  special  problems  of  the 
universities  be  made  known.  These  may  be  summarized  as  follows : 

1.  Educational  institutions  publish  more  than  they  patent.  The  proposed 
system  would  require  review  of  all  materials  prior  to  publication  in  order  to 
protect  patentability.  This  situation  does  not  prevail  in  the  industrial  community 
where  the  emphasis  is  primarily  on  patents  rather  than  on  publication.  Further- 
more, many  inventors  in  the  academic  community  are  unaware  of  the  patentability 
or  the  potential  comrn'ercial  value  of  their  discoveries  and  are  likely  to  publish 
material  that  will,  as  a  result  of  publication,  become  ineligible  for  X)atent.  Even 
those  universities  that  do  not  normally  seek  patents  are  seriously  concerned 
that  Federal  agencies,  in  their  role  as  sponsors  of  research  programs,  may  insist 
upon  a  review  of  reports  prior  to  publication  in  order  to  protect  the  Government's 
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patent  interest.  There  would  thus  result  not  only  a  delay  in  publication  but  an 
interference  with  the  principle  of  freedom  of  publication  which  has  long  been  a 
cornerstone  of  Government-university  relationship. 

2.  University  research  laboratories  tend  to  be  considerably  more  open  than 
those  in  industry.  Conceptions  not  yet  demonstrated  to  be  workable  or  reduced  to 
practice  are  thus  more  readily  available  to  outsiders. 

If  priority  is  given  to  the  "first  to  file"  rather  than  to  the  person  who  can 
demonstrate  earlier  conception,  the  difficulty  of  protecting  patentability  is 
immeasurably  increased.  The  present  system  permits  dissemination  of  informa- 
tion as  part  of  the  normal  process  on  the  campus  during  the  "thinking  out" 
period. 

3.  The  present  one-year  period  enables  the  inventor  to  develop  the  potential 
applications  of  his  discovery  that  form  the  basis  of  the  claims  cited  in  the 
patent  application.  These  are  often  not  apparent  at  the  time  of  conception. 
Yet  paragraph  120(a)(2)  of  the  proposed  legislation  requires  that  all  claims 
be  disclosed  in  the  preliminary  application.  This  requirement,  which  seems  to 
conflict  with  the  recommendation  of  the  President's  Commission  that  the  pre- 
liminary application  be  subject  to  "minimal  requirements,"  is  likely  to  affect 
universities  more  than  industry  because  of  the  more  diffuse,  fundamental  nature 
of  their  research  activity. 

In  summary  it  appears  that  elimination  of  the  grace  period  would  not  ac- 
complish the  'purposes  ascribed  to  it  by  the  President's  Commission,  at  least 
in  the  university  environment.  Since  academic  scientists  strenuously  oppose  any 
restrictions  on  their  right  to  publish  and  frequently  are  unaware  of  patent  pos- 
sibilities, it  is  doubtful  whether  the  proposed  system  would  result  in  prompter 
disclosure.  And  since  all  patentable  aspects  must  be  cited  in  the  preliminary 
application,  these  applications  would  require  careful  study  and  the  assistance  of 
patent  attorneys.  It  is  therefore  doubtful  whether  the  cost  of  obtaining  priority 
would  be  materially  reduced.  Total  patent  expenses  would  probably  be  in- 
creased because  of  preliminary  applications  filed  for  conceptions  that  turn  out 
during  the  following  year  to  be  unworkable. 

It  is  therefore  strongly  recommended  that  the  grace  period  for  filing  patent  ap- 
plications be  retained,  at  least  for  nonprofit  educational  institutions. 

There  is  one  additional  problem  with  which  the  universities  are  concerned  even 
though  they  realize  that  the  problem  does  not  aifect  them  imiquely  and  will 
have  implications  in  the  industrial  as  well  as  in  the  academic  community.  The 
provisions  on  revocation,  as  outlined  in  paragraph  2.57  of  the  proposed  legisla- 
tion, permit  the  challenge  from  any  person  of  any  claim  made  under  an  issued 
patent  within  three  years  after  issuance  of  the  patent.  Under  this  proposed 
system,  the  burden  of  proof  is  always  on  the  inventor,  even  up  to  three  years 
after  the  patent  is  issued.  With  this  arrangement,  those  companies  with  en- 
trenched areas  of  patent  coverage  will  be  encouraged  to  cite  references  (some 
of  which  will  require  adjudication  as  to  their  pertinence)  in  order  to  reduce  the 
influence  of  an  outsider  in  their  patent  domain.  The  effects  will  involve  at  least 
as  much  expense  and  as  much  delay  as  the  present  interference  proceedings. 


National  Science  Foundation, 

Office  of  the  Directoe, 
Washington,  D.G.,  May  26, 1967. 
Hon.  James  O.  Eastland, 
Chairman,  Committee  on  the  Judiciary, 
U.S.  Senate,  Washington,  D.C. 

Dear  Mr.  Chairman  :  This  is  in  further  reply  to  your  letter  of  March  21,  1967, 
requesting  the  Foundation's  comment's  on  S.  1042,  a  Bill  "For  the  general  re- 
vision of  the  Patent  Laws,  title  35  of  the  United  States  Code,  and  for  other 
purposes." 

I  was  a  member  of  the  President's  Commission  and  although  I  personally  did 
not  take  part  in  the  Commission's  deliberations,  my  designees  did  and  kept 
me  generally  informed  of  its  work.  In  my  opinion  S.  1042  is  a  sound  embodiment  of 
the  bulk  of  the  Commission's  recommendations  and  many  of  its  differences  are, 
in  my  opinion,   improvements.  I  therefore  wholeheartedly  endorse  the  Bill. 

In  particular,  I  strongly  favor  adoption  of  those  provisions  of  the  Bill  which 
would  accelerate  the  public  disclosure  of  new  devices  and  processes  because 
circulation  of  new  technological  information  strongly  stimulates  additional  effort 
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and  additional  technological  advance.  Adoption  of  the  first  to  file  doctrine  em- 
bodied in  Section  102  is  one  such  provision.  Both  the  probability  and  the  un- 
favorable consequences  of  being  excluded  from  the  use  of  his  invention  by  a  more 
agile  applicant  would  be  a  very  strong  incentive  indeed  to  initiate  patent  action 
without  loss  of  time  after  conception  of  an  invention.  The  provision  in  Section 
123  for  publication  of  applications  after  a  limited  period,  even  though  a  patent 
has  not  yet  been,  issued,  would  be  another  means  of  assuring  disclosure  of  new 
concepts  far  more  promptly  than  under  the  present  patent  system  in  which  the 
invention  covered  by  a  patent  application  may  not  be  published  for  many  years 
after  it  was  actually  made.  Assurance  that  a  de  facto  monopoly  cannot  be  unduly 
extended  by  delaying  issuance  of  a  patent  is  found  in  Section  154(b)  of  the  Bill 
which  measures  the  life  of  a  patent  from  the  effective  application  filing  date 
rather  than  from  the  issuance  of  the  patent.  All  of  these  provisions  seem  to  me  to 
be  sound  and  well  calculated  to  maintain  and  increase  the  vigor  of  our  tech- 
nological advance. 

However,  I  should  like  to  call  your  attention  to  a  provision  of  the  Bill  which 
is  statistically  insignificant,  but  which  can  be  magnified  out  of  proportion  by  op- 
ponents of  the  Bill.  This  is  Section  102(b)  which  as  presently  written  would 
enable  two  or  more  applications  covering  the  same  invention  filed  on  the  same  day 
to  prevent  the  issuance  of  any  patent.  This  results  from  the  statement  that  prior 
art  includes  a  published  application  or  patent  having  an  effective  filing  date 
"on  or  before"  that  of  any  other  application  on  the  same  invention.  I  hope  that 
some  way  can  be  found  to  avoid  such  a  drastic  result  with  equity  for  all  applicants. 

The  Bureau  of  the  Budget  has  advised  that  it  has  no  objection  to  the  sub- 
mission of  this  report  and  that  enactment  of  S.  1042  would  be  in  accord  with  the 
program  of  the  President. 
Sincerely  yours, 

Leland  J.  Hawobth,  Director. 


Wayne,  Maine,  May  26, 1967. 
Hon.  James  O.  Eastland, 
Chairman  of  the  Committee  on  ilw  Judiciary, 
U.S.  Senate,  Washington,  D.C. 

Gentlemen  :  As  I  regret  that  I  am  unable  to  attend  the  hearing  in  regard  to 
S.  2  relative  to  the  issuance  of  patents,  the  following  tells  the  situation  as  I  see 
it  and  as  it  relates  to  me. 

I  invented  an  educational  device  which,  on  trial,  Indicated  that  it  can  sub- 
stantially increase  efficiency  in  education  as  well  as  reduce  the  costs  in  many 
instances.  I  applied  for  a  patent  on  the  basic  device  and  was  turned  down  as 
being  obvious. 

Later,  in  connection  with  an  accessory,  I  talked  with  some  members  of  a  firm 
Vv^ell  known  in  research  and  development.  They  said,  "no  problem  at  all.  Regile 
the  application.  We  have  never  been  turned  down  as  being  obvious." 

But  when  I  contacted  my  patent  attorney,  he  advised  that  publication  of  a 
copyrighted  brochure  on  a  method  of  education  1  had  devised,  and  of  which  the 
device  was  a  part,  would  prevent  my  filing  an  application.  This  brochure  con- 
tained a  cut  showing  a  picture  of  the  device  and  a  statement  that  a  patent  had 
been  applied  for. 

Since  I  owned  all  the  rights  in  connection  with  this  copyright,  it  did  not  seem 
fair  to  me  that  I  should  be  prevented  from  refiling  my  case  on  account  of  it.  I 
therefore  wrote  to  Senator  Smith  explaining  the  situation,  and  she  was  kind 
enough  to  introduce  S.  2  as  a  remedy. 

Following  is  an  explanation  in  more  detail : 

Relative  to  educational  methods,  I  had  long  felt  that  the  "True  or  False"  and 
"Multiple  Choice"  methods  were  tlie  antithesis  of  good  education  when  used 
as  a  means  of  examination.  This  is  because  a  basic  method  by  which  a  student 
learns  is  by  association.  In  "True  or  False,"  the  chance  of  incorrect  association 
is  50  percent;  in  "Multiple  Choice"  it  is  greater.  That  is  to  say,  by  incorrect  as- 
sociations, you  may  be  teaching  students  exactly  what  they  shouldn't  learn.  The 
only  favorable  factor  is  that  such  examinations  are  easy  to  correct.  It  did  not 
seem  to  me,  however,  that  I  should  criticise  unless  I  could  come  up  with  some- 
thing better. 

After  considerable  work,  I  came  up  with  a  device  that  would  enable  a  student 
to  answer  written  questions  and  compare  his  written  answer  with  an  approved 
answer  without  being  able  to  change  his  own  answer.  Then,  if  his  own  answer 
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was  correct,  his  understandins  was  reinforced  by  the  approved  answer.  If  his 
answer  was  incorrect,  he  could  correct  it  at  once  before  the  wrong  answer  be- 
came imbedded  in  his  mind. 

If  his  answer  was  different  from  the  approved  answer  tho  he  believed  it  to  be 
correct,  he  could  reconcile  the  two  answers,  or  make  such  other  explanation  as 
he  saw  fit. 

This  was  accomplished  hy  providing  a  space  for  correction  or  analysis.  Among 
the  advantages  of  this  is  that  the  student  has  to  think  when  he  compares  or  re- 
conciles his  answer.  In  thinking,  he  will  have  the  correct  associations  and  will 
therefore  remember  tlie  correct  answer  better.  My  device  tries  to  provide  100 
percent  comprehension  of  a  subject  rather  than  just  70  or  75  percent  frequently 
required  as  a  passing  mark. 

The  questions,  student's  answers,  approved  answers  and  corrections  are  all  on 
a  scroll.  When  a  scroll  has  been  removed  from  the  device,  the  teacher  unwinds 
and  examines  it.  Places  wliere  the  student  has  had  diflaculty  are  obvious  be- 
cause tho  corrections  and  reconciliations  are  all  at  the  bottom  of  the  scroll  and 
stand  out  clearly. 

By  allowing  the  student  to  correct  his  own  work,  the  work  of  the  teacher  is 
greatly  reduced.  Even  more  important,  the  teacher  can  concentrate  on  those  por- 
tions of  the  subject  in  which  the  student  has  been  having  trouble.  As  just  noted, 
these  portions  stand  out  clearly. 

I  tried  out  the  device  in  a  course  in  Elementary  Algebra  at  the  Leeds  Central 
School.  The  students  liked  it.  The  teachers  liked  it.  And  the  retention  of  their 
understanding  of  the  subject  by  the  students  was  good  a  year  later. 

As  the  examining  and  instructing  machine  was  a  part  of  a  method  of  instruc- 
tion on  which  I  wanted  copyright  protection.  One  of  the  brochures  contained  a 
picture  of  my  machine  by  way  of  explanation.  In  obtaining  the  copyright,  there 
was  the  minimum  publication  by  sale  of  a  single  copy  as  there  was  no  need  for 
extensive  publication  at  that  time.  Incidentally,  all  of  the  remaining  copies  were 
lost  in  storage  except  for  a  single  copy  I  lent  to  Colby  College  and  another  single 
copy  in  my  files. 

Will  you  therefore  please  give  consideration  to  the  passage  of  S.  2  so  that  it 
will  remove  the  technical  block  to  the  refiling  of  my  application  for  a  patent. 
Respectfully  yours, 

John  R.  Perkins. 


RoTOFLOw  Corp., 
Los  Angeles,  Calif.,  May  17, 1007. 
Hon.  John  L.  McClellan, 
Capitol  Building, 
Washington,  B.C. 

Dear  Senator  McClellan  :  I  will  appreciate  your  time  to  hear  my  following 
considered  thoughts  on  the  proposed  Patent  Reform  Act. 

To  introduce  myself,  I  have  had  issued  to  me  about  thirty  patents  over  the  last 
thirty  years,  and  am  currently  president  of  a  small  corporation  based  on  my 
inventions. 

As  an  example  of  one  of  my  early  inventions :  stimulated  by  the  existing  sys- 
tem, the  thousands  of  compressors  in  the  Oakridge  Uranium  2.35  Diffusion  Plant 
was  possible  because  of  the  shaft  seals  of  my  invention.  (This  invention  in  still 
one  of  its  few  well-kept  secrets. ) 

We  all  agree  that  improvements  in  the  patent  office  procedure  are  desirable, 
and  indeed  many  have  been  made  in  recent  years.  I  believe  our  patent  office  al- 
ready is  by  far  the  best  in  the  world — much  better  than  some,  such  as  France, 
from  which  a  portion  of  these  proposed  "improvements"  have  apparently  been 
copied. 

In  particular,  and  briefly  stated,  the  following  are  some  of  the  dangers  I  see 
in  the  proposed  reform  act. 

1.  It  would  eliminate  the  one  year  after  "publishing"  or  "commercial  use" 
now  allowed  for  the  filing  of  a  patent  application,  and  it  would  require  the 
filing  to  be  done  before  knowledge  of  the  invention  becomes  available  to  the 
public. 

2.  The  first  to  file  would  get  the  invention,  not  necessarily  the  original 
inventor,  thereby  causing  a  "race"  to  the  patent  office. 

2a.  This  also  implies  that  improvements  to  an  invention,  which  frequently 
follow  in  quick  succession  once  the  original  idea  is  conceived  would  need  to 
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be  filed  as  additional  applications,  and  thus  the  applications  would  be  in 
poor  form  and  expensive. 

3.  It  would  make  public  use  anywhere  in  the  world,  even  one  day  before 
the  filing  date,  a  cause  for  invalidating  a  patent. 

4.  It  would  require  complete  publication  of  the  patent  application  within 
two  years,  even  though  the  question  of  issuance  of  the  patent  is  not  settled. 
(A  patent  might  not  be  issued  at  all  and  then  the  inventor  would  be  robbed 
of  the  possibility  of  maintaining  secrecy  of  his  work.  It  would  also  be  im- 
possible to  file  any  division  or  continuation  of  his  application  after  final 
litigation  and  issuance  after  this  two  years. ) 

5.  It  would  permit  anyone  to  attack  a  patent  application  (after  publica- 
tion in  two  years)  and  the  applicant  could  not  learn  the  opposers  name. 

6.  It  would  make  the  applicant's  defense  problems  quite  burdensome  be- 
cause he  would  be  obliged  to  show  the  examiner  that  his  invention  is  new 
and  patentable  in.stead  of  the  examiner  drawing  on  convenient  patent  and 
other  literature  to  answer  the  question  as  at  present. 

7.  It  would  invite  any  citizen  to  attack  the  validity  of  a  patent  within 
three  years  after  publication  without  the  attacker  revealing  his  identity. 

7a.  There  would  be  no  limit  to  the  number  of  attackers. 

8.  It  would  provide  many  avenues  for  litigation  such  that  an  ordinary 
inventor  like  me,  should  he  make  an  invention  of  substantial  value,  could 
expect  expensive  litigation,  which  he  may  not  be  financially  prepared  to 
re.sist.  Thus,  it  would  mostly  be  patents  of  low  or  negligible  value  that  he 
could  expect  to  successfully  retain  in  his  ownership  and  control,  because  in 
the  case  of  a  coveted  invention,  strong  advisaries  could  without  their  identi- 
ties being  revealed  harass  and  exhaust  the  inventor  and  get  the  invention 
nullified  or  at  least  softened  up  for  easy  purchase. 

The  hope  in  the  mind  of  the  average  inventor  is  that  he  will  originate  some- 
thing of  great  value  to  society,  and  get  remuneration  and  recognition  for  him- 
self, and  it  drives  him  on  to  great  effort  and  sacrifice.  This  "Reform"  Act 
seems  to  offer  a  high  probability  that  if  he  actually  should  invent  something  of 
great  value,  it  would  be  taken  away  from  him.  This  is  the  most  un-American  thing 
I  can  think  of  that  has  threatened  this  country,  the  progress  of  which  has  been 
based  on  the  inventiveness  of  its  people,  stimulated  by  the  very  real  prizes  that 
have  been  available  to  them  and  protected  in  a  grand  way  by  tlae  patent  office. 

If  this  act  should  pass  it  seems  to  me  it  would  turn  the  patent  office  largely 
over  to  the  financially  strong,  and  all  but  undermine  the  rewards  for  those  who 
strive  their  hours  away  in  their  efforts  to  create  something  better  for  society  and 
for  themselves. 

An  employee  of  a  large  company  who  invents  something  usually  does  so  as  a 
result  of  being  "at  the  right  place  at  the  right  time",  namely,  working  on  an 
advanced  phase  of  a  large  project  using  expensive  equipment  or  preparations. 
His  invention  is  usually  clear-cut.  He  writes  a  disclosure,  thereby  establishing 
the  "conception"  date  and  the  inventor.  This  then  goes  to  the  company  patent  de- 
partment, which  could  file  it  in  a  day  or  within  a  few  days. 

The  proposed  "Reform  System"  it  appears,  would  not  too  seriously  affect  the 
large  companies,  and  probably  would  favor  them  in  several  ways. 

I  will  be  willing  to  come  to  Washington  or  anywhere  else  on  short  notice  at  my 
own  expense  to  help  you  or  the  Congress  or  any  committee  or  part  of  it  in  deli- 
berations of  this  proposed  act. 

I  would  like  for  you  to  consider  this  letter  and  make  it  a  part  of  the  record  of 
the  proceedings  of  your  subcommittee  on  this  bill. 

Please  let  me  hear  from  you. 
Resi)ectf  ully  yours, 

Jtjdson  S.  Sweakingen. 


Houston,  Tex.,  March  31, 1967. 
Hon.  John  L.  McClellan, 

Chairman,  Suhcommittce  on  Patents,  Trademarks  and  Copyrights, 
U.S.  Senate,  Washington,  D.C. 

Dear  Senator  McClellan  :  Lying  on  my  desk  is  your  letter  of  April  30,  1965, 
addressed  to  members  of  the  Patent  Office  Bar  and  asking  us  for  recommenda- 
tions on  changes  in  the  patent  system  in  view  of  your  subcommittee's  assign- 
ment to  make  a  general  review  of  the  patent  system  and  the  administration  of  the 
Patent  Office.  Attached  to  your  letter  are  a  number  of  my  longhand  notes  which 
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I  prepared  shortly  after  hearing  from  you,  but  I  am  ashamed  to  admit  that  I 
h^id  these  aside  without  completing  a  response  and  forgot  them  until  just  re- 
cently. I  must  confess  that  I  am  one  of  those  who  left  it  up  to  the  other  fellow. 
Other  patent  attorneys  tell  me  that  many  of  them  did  the  same  thing  and  that 
the  response  to  your  request  was  very  meagre,  so  I  feel  that  I  have  failed  you 
doubly,  both  individually  and  as  a  member  of  the  unresponsive  patent  bar. 

Hoping  that  it  may  not  be  too  late  to  make  at  least  partial  amends,  I  am  going 
to  give  you  my  belated  recommendations  together  with  my  comments  on  the  pro- 
posed new  patent  law.  Just  in  case  you  want  a  little  background,  I  am  47  years 
old  and  have  been  practicing  as  a  patent  solicitor  for  12  years— and  before  that 
I  worked  as  an  electrical  engineer  in  industry.  P'or  the  past  6V2  years  I  have 
divided  my  working  hours  between  a  small  private  practice  and  a  salaried  job 
as  patent  counsel,  both  devoted  largely  to  patent  soliciting.  My  corporate  em- 
ployer will  make  its  position  known  to  you  directly,  so  I  am  leaving  its  name  out 
of  my  comments.  My  one  prior  patent  job  involved  solocitatiou  of  patents  for  the 
government  in  the  Held  of  nuclear  and  thermonuclear  reactors. 

First  of  all  let  me  say  that  after  having  had  2  or  3  weeks  now  to  digest  it  I 
consider  the  bill  to  be  a  very  good  one.  There  are  some  very  major  changes  in  it, 
some  of  which  at  first  aroused  violent  reaction  in  me,  but  I  now  believe  that 
most  of  them  are  desirable  and  should  become  law.  The  elimination  of  the  grace 
period  will  have  an  immediate  and  far-reaching  effect  on  all  of  my  clients* 
present  patent  practices,  and  will  undoubtedly  make  considerably  more  work 
on  the  part  of  both  inventors  and  patent  attorneys.  Nevertheless  I  believe  the 
''hange  to  be  desirable  because  it  will  harmonize  our  system  with  those  of  a  great 
number  of  foreign  countries  whose  laws  are  similar.  Many  businessmen  are  not 
aware  that  in  such  countries  no  valid  patent  can  be  obtained  if  there  has  been  a 
single  publication  or  public  use  or  sale  anywhere  in  the  world,  and  harmoniza- 
tion should  help  to  prevent  the  unhappy  result  of  their  not  becoming  aware  or 
this  fact  until  it  is  too  late.  Many  of  my  fellow  patent  attorneys  argue  that  oux 
natent  system  at  present  is  the  best  in  the  world,  and  that  the  other  countrico 
should  change  to  conform  to  our  system,  but  I  think  that  this  is  unrealistic.  They 
are  on  firmer  ground  in  pointing  out  that  eliminating  the  grace  period  and  adopt- 
ing the  "first  to  file"  rule  will  increase  the  costs  to  all  applicants,  as  the  typical 
wrocedure  that  most  will  adopt  is  to  file  a  preliminary  application,  then  a  com- 
plete application,  and  finally  a  continuation-in-part.  Each  will  require  Patent 
Office  fees,  not  to  mention  attorneys'  fees,  and  there  will  also  be  a  publication  fee 
and  an  issue  fee,  plus  extra  fees  for  any  contest,  re-examination  or  appeal. 
Would  remission  of  such  fees  based  on  a  pauper's  oath  be  in  order  for  the  desti- 
tute inventor?  Wouldn't  the  public  interest  even  justify  payment  of  attorney's 
fees  by  the  government  in  extreme  cases? 

My  other  general  comment  on  the  bill  is  that  in  my  opinion  it  does  not  go  far 
enough  in  some  respects,  or  omits  some  changes  I  believe  would  be  desirable 
improvements.  To  shorten  the  length  of  this  letter  I  am  going  to  give  you  my 
specific  comments  on  such  points  in  capsule  form,  together  with  my  comments  on 
the  other  major  changes. 

1.  Provision  for  a  permanent  Advisory  Council  for  continuous  study  of  the 
efficiency  of  the  patent  system. — This  is  highly  desirable  and  long  overdue. 

2.  Authority  in  Commissioner  to  set  fees  for  65-15%  recovery  of  costs  of  opera- 
tion.— This,  too,  is  good,  and  should  save  periodic  tumult  about  raising  fees 
through  new  legislation. 

3.  Provision  for  ''preliminary''  applications.— This  is  almost  a  necessity  in 
view  of  the  elimination  of  the  grace  period.  My  one  concern  is  that  the  sections 
authorizing  these  are  somewhat  vague  as  to  what  should  go  into  a  preliminary 
application.  I  would  change  subsection  111(c)  to  read: 

"(c)  A  preliminary  application  containing  a  written  description  of  an  inven- 
tion and  otherwise  complying  with  subsection  (a)  may  be  filed.  Such  application 
need  not  contain  any  claims,  but  shall  include  such  written  description  and 
formal  or  informal  drawing  as  may  be  necessary  to  an  understanding  of  the 
invention  by  a  person  of  average  skill  in  the  art  to  which  it  pertains  or  with 
which  it  is  most  nearly  connected,  suflScient  to  enable  such  person  to  make  and 
use  the  invention  ; — ." 

4.  ProviMons  permitting  the  ovner  to  file  {as  an  optioyi  to  filing  "by  the 
inventor)  and  permitting  the  owner  to  prosecute  the  application  even  if  the 
inventor  refu.^es  to  execute  the  required  oath  and  assignment  or  cannot  be 
located. — These  are  obviously  very  worthwhile  provisions,  particularly  when  an 
application  must  be  filed  without  delav. 
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5.  Provision  authorizing  joint  applications  where  each  inventor  is  not  neces- 
sarily a  co-inventor  of  the  invention  defined  in  each  claim  of  the  invention. — This 
will  eliminate  many  headaches  which  arise  under  existing  law,  e.g.,  filing  multiple 
applications  which  are  then  subject  to  rejection  for  double  patenting.  The  sort  of 
problem  visualized  by  this  section  arises  quite  frequently  in  corporate  R&D 
projects. 

6.  Publication  provisions. — This  is  another  instance  where  I  think  the  bill 
doesn't  go  far  enough.  The  objective  of  speedy  dissemination  of  technology 
requires  quicker  publication,  in  my  opinion.  I  don't  think  that  preliminary 
applications  should  be  published  unless  the  applicant  requests  it  so  that  his 
invention  will  become  in  effect  a  patent  dedicated  to  the  public,  because  many  of 
them  will  be  little  more  than  speculation,  and  also  because  it  seems  unfair  to 
the  inventor  and  owner  to  be  compelled  to  share  their  advance  thinking  when 
they  have  had  no  chance  to  test  it  out.  I  do  think  however,  that  complete  appli- 
cations should  be  published  not  later  than  12  months  after  they  are  filed.  I 
would  change  sub-section  123  to  read,  in  lines  5-7  of  page  17 :  " — as  practicable 
after  the  filing  thereof,  not  later  than  12  months  thereafter,  except  that 
publication — ." 

7.  Provisions  for  opposing  the  issue  of  published  patents  by  anonymously 
making  patents  and  other  publications  known  to  the  Commissioner,  and  also 
by  maki)ig  known  to  him  facts  relating  to  prior  public  use  or  sale  or  that  the 
named  inventor  did  not  in  fact  do  the  inventing. — These  are  very  commend- 
able changes,  and  should  go  a  long  way  toward  avoiding  the  issuing  of  invalid 
patents.  More  work  will  be  required  of  us,  but  you  can  be  sure  we  will  fight 
to  prevent  our  competitors  from  patenting  developments  that  we  know  are 
already  old. 

8.  Reissue  patents,  eliminating  possibility  of  obtaining  claitns  of  enlarged 
scope. — I  am  lukewarm  on  this,  as  I  can  visualize  situations  where  it  would 
work  hardship  but  on  the  other  hand  I  believe  it  to  be  desirable  to  eliminate 
the  uncertainty  of  the  present  law.  Under  such  law  a  competitor  whose  patent 
one  is  not  utilizing  can  go  back  into  the  Patent  Offiee  any  time  within  two 
years  of  issue  and  get  his  claims  broadened  to  make  one  an  infringer.  Thus 
one  can't  be  sure  of  what  is  in  any  new  patent  until  it  is  at  least  two  years 
old. 

9.  Change  of  patent  term  to  20  years  from  earliest  filing  date  relied  upon. — 
This  is  good  as  a  means  of  approximately  preserving  the  present  17-year  term 
from  date  of  issue.  To  make  the  term  and  expiration  date  definite  for  each 
individual  patent,  the  Couimissioner  might  consider  following  a  practice  of 
printing  the  expiration  date  on  the  front  of  each  patent. 

As  an  aside,  I  have  frequently  wondered  why  the  people  working  on  copy- 
right law  revisions  think  an  author  or  composer  should  have  such  a  long  term 
as  the  life  of  the  originator  plus  fifty  years — when  by  comparison  an  inventor 
gets  a  much  shorter  term.  Surely  a  novelist  or  song  writer  doesn't  need  all  that 
time  to  reap  a  reasonable  benefit  for  putting  his  brain  child  into  the  public 
domain. 

10.  Standby  authority  in  Secretary  of  Commerce  to  institute  a  deferred  exam- 
ination system. — This  may  prove  to  be  a  desirable  means  for  reducing  the  Patent 
Ofiice  backlog  as  many  applications  tiled  only  for  defensive  purposes  would  never 
get  examined.  I  am  glad  to  see  that  the  bill  proposes  to  publish  deferred  applica- 
tions just  as  non-deferred  cases  would  be  published,  as  this  will  prevent  appli- 
cants from  pigeon-holing  their  applications  and  bringing  them  forth  later  to 
completely  surprise  their  competitors. 

As  another  aside,  I  wonder  why  this  standby  authority  would  be  granted 
to  the  Secretary  of  Commerce  rather  than  the  Commissioner  of  Patents.  My 
own  feeling  is  that  the  Patent  Ofllce  should  be  an  independent  agency.  Does  the 
Secretary  of  Commerce  really  contribute  anything? 

11.  iVew  revocation,  claim  cancellation,  or  claim  amendment  procedure  if  in- 
stituted within  3  years  of  issue. — This  is  probably  a  good  way  of  eliminating 
patents  that  are  invalid  for  one  reason  or  another  when  no  one  was  aware  of 
reasons  for  such  in  validity  during  the  proseciition  of  the  application.  It  should 
afford  some  relief  to  an  apparent  infringer  who  has  the  threat  of  an  infringment 
suit  hanging  over  his  head  when  no  action  is  forthcoming  from  the  patent 
owner. 

I  wonder  why  the  bill  only  proposes  revocation  or  cancellation  "in  view  of 
designated  patents  or  publications.  I  would  add  to  the  quoted  words  (Sec.  257, 
line  15  of  page  32)  : 


361 

"_,  or  in  view  of  the  fact  that  the  invention  was  pnt  into  public  use  or  sale 
prior  to  the  effective  filing  date,  or  the  fact  that  the  inventor  named  in  the 
patent  did  not  in  fact  invent  the  subject  matter  of  one  or  more  of  the  claims 
thereof — . 

12.  Pre-issne  infringement,  vnder  ivhich  patent  oicner  could  collect  damages 
after  1)  Ms  application  has  heen  published,  2)  claims  involved  have  been  indi- 
cated to  be  allotoable,  and  S)  he  has  given  actual  notice  to  the  alleged  infringer. — 
Is  this  reailv  desirable  in  vievr  of  the  apparently  very  short  time  before  the 
patent  will  issue?  The  one  sure  result  I  anticipate  from  it  is  an  immediate 
and  strenuous  effort  on  the  part  of  the  putative  infringer  to  find  some  basis 
for  opposing  the  issue  of  the  patent.  Perhaps  this  is  a  good  enough  reason,  as 
if  he  finds  an  adequate  basis  there  will  be  one  less  invalid  patent  issued,  or  at 
least  any  that  does  issue  will  be  a  better  one. 

Subsection  273(c)  contains  a  second  sentence  which  says  that  the  only 
remedy  for  patent  infringement  by  use  or  sale  of  a  machine  (or  other  em- 
bodiment of  an  invention)  made  prior  to  the  issue  of  the  patent  is  a  reasonable 
royalty,  and  expressly  prohibits  injunctive  or  other  relief.  As  an  eminent  fellow 
attorn'ev  has  pointed  out,  if  the  invention  covered  a  paper  cup  an  injunction 
prohibiting  further  manufacture  of  such  cups  would  be  in  order,  but  only  a 
reasonable  royalty  could  be  obtained  if  the  invention  claimed  were  a  machine 
for  making  paper  cups  and  it  had  been  fabricated  prior  to  issue  of  the  patent. 
The  wisdom  of  such  a  change  from  our  present  system  of  allowing  the  patentee 
an  injunction  regardle.ss  of  the  date  of  manufacture  of  the  infringing  item 
(except  in  the  rare  reissue  case)  seems  questionable  to  me,  especially  if  the 
infringer  were  to  gain  his  knowledge  of  the  invention  as  a  result  of  a  Patent 
Office  publication  of  the  application  disclosing  it.  I  would  at  least  alter  this 
sentence  to  read,  in  lines  36—40  of  page  35  : 

"No  injunction  may  be  had  with  respect  to  the  subsequent  use  or  sale  of 
machines,  manufacturers  or  compositions  of  matter  made  prior  to  the  earliest 
publication  under  this  act  of  the  application  maturing  into  the  patent  in  suit  and 
any  preceding  co-pending  applications  as  t.o  which  the  patent  in  suit  is  a  re-issue, 
division  or  continuation,  and  also  disclosing  the  invention  embodied  in  such 
machine,  manufacture  or  composition  of  matter,  as  to  which  a  notice  under  this 
section  applies,  but  compen.satory  damages  may  be  obtained. — ." 

One  thing  that  might  be  said  in  favor  of  this  provision  as  thus  reworded  is  that 
it  w^ill  prevent  wastage  of  materials  and  labor,  as  the  innocent  infringer  w^ill  not 
be  compelled  to  scrap  the  infringing  item,  e.g.,  a  costly  machine  for  making  paper 
cups.  However,  I  see  no  reason  why  he  should  not  be  compelled  to  pay  the  same 
damages  that  he  must  pay  under  our  present  system, 

13.  Provision  to  permit  a  trial  judge  to  order  claims  he  has  held  invalid  to  be 
cancelled  from  the  patent. — This  is  one  provision- 1  would  oppose,  as  it  puts  too 
much  power  in  the  hands  of  a  person  who  is,  after  all,  only  human. 

14.  Abolition  of  interferences. — This  I  wholeheartedly  endorse.  Interferences 
make  a  good  bit  of  profitable  work  for  attorneys,  but  to  bu.siness  men  they  are  a 
time-consuming,  costly  abomination.  To  me  they  are  also  undesirable  because 
they  lack  the  creativity  of  patent  application  drafting. 

My  only  concern  is  in  the  particular  wording  of  Subsection  102(b),  which 
as  I  read  it  says  that  an  applicant  is  not  entitled  to  a  patent  if  his  invention  is 
disclosed  in  another  application  filed  either  earlier  than  his  or  on  the  same  date. 
If  two  conflicting  applications  happen  to  be  filed  on  the  same  day,  the  proposed 
law  would  deny  a  patent  to  both  applicants,  a  result  which  seems  manifestly  un- 
fair. I  admit  it"  might  also  be  undesirable  to  issue  patents  to  both  of  them,  as  this 
could  expose  infringers  to  multiple  suits  on  patents  covering  the  same  invention. 
A  compromise  might  be  to  issue  a  single  patent  jointly  to  the  two  applicants. 
Another  would  be  to  require  time-of-day  as  well  as  date  coincidence  before  both 
applications  are  rejected,  as  the  probability  of  this  is  extremely  small,  except 
when  applications  are  left  in  an  overnight  mail  deposit. 

1.5.  One  suggestion  I  have  that  is  not  definitely  covered  by  the  act  is  some 
means  to  get  published  a  development  or  Invention  which  the  applicant  does  not 
believe  to  be  patentable  or  simply  does  not  want  to  patent.  At  the  same  time,  how- 
ever, he  does  not  want  to  run  the  risk  that  a  competitor  will  make  the  same  inven- 
tion and  obtain  a  patent  on  it,  as  this  could  provide  a  clear  threat  to  his  right  to 
manufacture.  Under  the  present  law,  he  feels  that  he  has  no  alternative  but  to  file 
an  application  and  get  it  published  by  prosecuting  it  until  it  is  issued. 

Under  the  proposed  law  it  is  not  too  clear  that  our  applicant  could  obtain  the 
desired  publication  any  more  readily  than  before.  There  is  no  provision  for  pub- 


362 

lishing  preliminarv  applications,  and  his  complete  application  may  be  finally- 
rejected  without  ever  being  published.  (If  finally  rejected  in  18-24  months  after 
filing,  it  would  no  longer  be  "pending,"  as  required  by  Sec.  123.)  Also,  following 
the  complete  application  route  again  forces  him  to  ask  for  a  patent  even  though 
he  doesn't  want  one  and  may  have  grave  doubts  about  patentability. 

I  assume  in  all  this  that  the  applicant  has  no  ready  means  for  publication  in 
some  form  other  than  a  patent  or  patent  substitute,  which  I  believe  is  very  often 
the  case. 

I  believe  there  is  a  way  of  adding  to  the  bill  a  simple  provision  which  would 
accomplish  what  I  have  in  mind.  This  would  be  by  adding  the  following  to 
Section  123: 

"(d)  A  preliminary  application  may  be  published  at  any  time  upon  petition 
of  the  applicant  therefor  and  payment  of  a  fee  determined  by  the  Commissioner, 
provided  the  written  description  clearly  discloses  the  invention  as  required 
by  Subsection  111(c)  and  any  drawing  required  by  the  Commissioner  conforms 
to  the  standards  established  by  him  under  Section  113.  Such  preliminary  appli- 
cation may  be  used  by  the  applicant  as  a  means  of  publishing  his  invention  or 
that  which  he  believes  to  be  new,  and  he  may  include  an  explicit  statement  that 
he  makes  no  claim  to  invention  or  patentable  invention.  No  preliminary  appli- 
cation published  under  this  subsection  may  include  any  claims,  and  the  provisions 
of  Chapters  28  and  29  relating  to  remedies  for  infringement  shall  have  no  appli- 
cation thereto. — ." 

I  strongly  recommend  this  provision  or  one  similar  to  it  because  I  think  it 
would  eliminate  thousands  of  complete  applications  filed  for  no  other  reason 
than  the  applicants'  fears  that  a  competitor  might  obtain  the  same  patent  and 
threaten  his  right  to  manufacture  the  invention.  This  could  save  a  tremendous 
amount  of  time  on  the  part  of  the  Examining  Corps,  enabling  them  to  concen- 
trate the  saved  time  on  applications  believed  to  disclose  truly  patentable  inven- 
tions. In  a  nutshell,  many  "defensive"  patents  would  be  eliminated. 

16.  Another  feature  that  I  advocate  as  desirable  in  any  new  act  is  a  means 
for  adding  new  matter  and  claims  based  thereon.  The  bill  as  presently  worded 
(Sec.  132)  is  similar  to  the  present  law  in  including  an  express  provision  "No 
amendment  shall  introduce  new  matter  into  the  disclosure  of  the  invention." 
This  prohibition  does  have  the  desired  effect  of  preventing  the  insertion  of 
afterthoughts  and  new  concepts  into  the  application  in  such  a  way  that  the 
applicant  obtains  the  unfair  advantage  of  getting  the  benefit  of  the  filing  date 
of  the  original  application  for  the  later-occurring  concepts,  but  in  my  opinion 
it  puts  applicants  and  examiners  to  unnecessary  work  and  expense,  and  has  the 
additional  undesirable  effects  of  delaying  the  issue  of  patents.  In  my  own  experi- 
ence there  have  been  instances  where  the  inventor  and  I  found  it  necessary  to 
add  additional  information  to  existing  applications  and  were  officially  informed 
that  we  could  not  do  so  by  amendment  because  our  proposed  additions  were  new 
matter.  We  could  not  file  a  second  application  disclosing  only  the  added  material 
and  limiting  our  claims  to  such  material  because  we  would  have  been  rejected 
on  the  first  application,  so  the  only  solution  was  to  file  a  continuation-in-part 
in  which  all  of  the  original  material  was  set  forth  and  the  new  material  as  well. 
In  one  particular  case  the  parent  application  was  nearly  ready  to  issue  about 
the  middle  of  last  year,  as  all  claims  submitted  had  been  indicated  to  be  allow- 
able by  the  examiner.  We  filed  the  CIP  with  all  of  such  claims  set  forth  in  the 
identical  language  in  which  they  were  allowed,  plus  a  few  additional  claims 
based  on  the  new  disclosure  (which  was  not  complex).  Despite  the  fact  that 
we  have  pressed  for  prompt  action  on  the  CIP  application,  we  have  been  noti- 
fied that  we  cannot  expect  any  action  until  about  June  of  this  year. 

In  several  countries  it  is  a  common  practice  to  add  new  matter  to  existing 
applications,  so  the  change  I  propose  is  not  altogether  revolutionary.  My  remedy 
is  to  add  the  following  at  the  end  of  Section  132  as  presently  written,  following 
the  words  quoted  above : 

"Unless  such  new  material  is  clearly  designated  to  indicate  the  date  of 
filing  the  amendment  submitting  it.  Any  written  descriptions  thus  added 
shall  follow  at  the  end  of  the  specification  under  the  heading  "Added  by 
Amendment  Filed"  followed  by  the  filing  date  of  the  amendment,  and  a 
similar  legend  shall  be  included  beneath  any  drawing  figures  thus  added 
and  preceding  any  claims  based  on  such  new  matter.  Such  added  claims 
shall  be  entitled  to  the  filing  date  of  the  amendment  and  to  no  earlier  date, 
and  shall  have  a  life  coincident  with  the  term  of  the  patent  as  a  whole  even 
though  such  term  commences  at  an  earlier  date." 
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Note  that  this  provipion  would  clearly  separate  the  originally  filed  material 
from  the  later  filed,  and  in  this  respect  would  be  an  improvement  over  existing 
CIP  practice,  wherein  old  and  new  can  be  jumbled  together  with  no  separation 
at  all. 

17.  A  necessary  improvement  in  the  present  system  not  appropriate  for  cover- 
age in  the  proposed  law  is  a  better  scheme  for  classifying,  storing  and  retrieving 
information.  I  note  that  President  Johnson  stressed  this  in  his  forwarding  letter, 
and  I  would  stress  it  even  more  strongly  than  he.  I  think  that  there  is  such  a  dire 
need  in  this  area  as  to  justify  a  crash  program  and  a  large  expenditure  of  public 
funds.  There  is  nothing  more  that  I  can  add,  as  I  have  no  competence  or  familiar- 
ity with  either  storing  or  retrieval  techniques.  I  am  just  one  of  the  many  who 
can  visualize  the  tremendous  time  saving  possible  in  feeding  a  description  of  an 
invention  into  a  computer  and  having  it  respond  with  a  list  of  the  nearest  rele- 
vant references  in  a  matter  of  seconds. 

18.  Piihlic  we  or  sale  versus  experimental  use  or  sale. — The  bill  is  like  the 
existing  statute  in  saying  nothing  about  the  experimental  use  exception  to  the 
public  use  bar,  which  as  you  know  is  a  judge-made  doctrine.  I  wonder  if  this 
may  not  be  an  appropriate  time  to  codify  the  doctrine  and  perhaps  give  it  clearer 
definition. 

My  suggestion  is  the  addition  of  the  following  at  the  end  of  Section  102  as 
presently  worded : 

"An  applicant  shall  nevertheless  be  entitled  to  a  patent  even  though  there 
has  been  public  use  of  his  invention  and  even  though  he  has  received  some 
income  by  sale  or  otherwise  as  a  result  of  such  public  use,  provided  the 
primary  purpose  of  such  use  is  the  experimental  testing  of  the  invention  to 
determine  whether  or  not  it  is  technologically  feasible  or  results  in  an  ad- 
vancement in  the  art." 

19.  My  final  point  concerns  a  recommended  improvement  in  the  Patent  Office. 
I  feel  most  strongly  that  one  of  the  worst  defects  in  our  system  is  the  low  com- 
petence level  in  the  Patent  Examining  Corps.  IMost  of  the  Examiners  are  of  low 
competence  because  they  are  young  and  inexperienced,  and  are  primarily  serving 
as  Examiners  to  acquire  the  minimum  experience  (and  attend  law  school)  neces- 
sary to  qualify  them  for  higher-paying  jobs  in  industry  and  private  practice. 
This  does  not  imply,  however,  that  those  who  remain  and  make  patent  examining 
a  career  invariably  reach  a  high  level  of  competence,  as  many  of  them  are  lazy, 
make  indifEereut  searches,  are  concerned  more  with  form  than  substance,  and 
apply  outmoded  and  foolish  standards  to  proposed  patent  claims.  ("One  or  more 
shims"  is  not  definite  and  hence  rejected  because  it  does  not  clearly  set  forth 
the  invention  as  required  by  statute,  whereas  "a  number  of  shims"  is  acceptable.) 
Many  such  career  examiners  never  see  any  physical  embodiments  of  the  art  they 
deal'with  in  normal  use  and  know  no  art  except  that  which  has  been  patented — 
whereas  in  my  opinion  such  examiner  should  be  the  most  conversant  man  in  the 
world  in  his  field  of  technology. 

Part  of  this  diflaculty  is  the  traditional  use  of  the  Patent  Office,  by  industry 
and  the  patent  bar,  as  a  source  of  recruitment  for  patent  attorneys.  I  feel  that 
it  is  essential  to  upset  this  tradition,  and  to  completely  reverse  it.  I  would  only 
appoint  as  patent  examiners  those  who  have  already  served  an  apprenticeship 
and  a  journeyman  period  as  patent  attorneys,  so  that  all  patent  examiners  would 
be  masters,  both  in  the  art  of  prosecuting  patent  applications  and  in  the  field  of 
technology  with  which  they  deal  in  their  patent  office  work.  They  would  be  re- 
quired to  "maintain  a  high  degree  of  familiarity  with  their  fields  of  technology  by 
considerable  reading  and  frequent  field  trips,  and  would  be  paid  at  a  salary  level 
high  enough  to  insure  that  appointments  would  be  sought  after  rather  than  serv- 
ing as  a  first  stepping  stone  to  a  job  in  industry  or  private  practice.  At  the  same 
time,  of  course,  the  fringe  benefits  and  office  appointments  of  the  corps  should  be 
changed  to  give  the  examining  position  the  dignity  appropriate  to  the  higher 
salary. 

In  addition,  many  of  the  poor  results  flowing  from  the  Patent  Office  are 
obviously  due  to  a  high  work  load  per  examiner  and  the  consequent  pressure  on 
every  examiner  to  dispose  of  a  large  number  of  applications  quickly.  Even  the 
highly  competent  examiners  turn  out  indifferent  work  under  such  circumstances. 

The  remedy  I  propose  is  to  give  the  Commissioner  and/or  the  Secretary  of 
Commerce  the  authority  to  hire  as  many  examiners  and  supporting  personnel  as 
they  determine  to  be  necessary  in  the  public  interest  to  accomplish  the  Commis- 
sioner's work  according  to  the  objectives  or  standards  visualized  in  the  Report  of 
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the  President's  Commission,  and  the  authority  to  pay  them  saLaries  and  provide 
working  appointments  and  fringe  benefits  at  levels  necessary  to  encourage  them 
to  make  patent  examining  a  career.  The  authority  should  be  broad  enough  to  per- 
mit them  to  hire  experienced  patent  attorneys  at  salary  levels  appropriate  to  the 
lengths  of  their  experience. 

Granting  authority  such  as  this  is  only  logical,  as  it  would  complement  the  fee- 
setting  authority  granted  the  Commissioner  under  Section  41.  Probably  changes 
such  as  these  would  be  inappropriate  in  Section  3  or  any  other  section  of  the  bill, 
but  I  sitrongly  urge  such  changes  as  a  means  of  improving  the  quality  of  issued 
patents. 

I  hope  that  the  above  suggestions  will  be  of  some  small  assistance  to  you  in 
weighing  any  legislation  your  subcommittee  may  formulate  and  propose  to  the 
Senate.  Again  I  apologize  for  not  having  sent  you  my  comments  and  recommenda- 
tions when  you  asked  for  them. 
Sincerely, 

Rov  H.  Smith,  Jr. 

United  States  Court  of  Customs  and  Patent  Appeals, 

Washington,  May  25,  1967. 
Hon.  James  O.  Eastland, 
United  States  Senate, 
Washington,  D.C. 

My  Dear  Senator  Eastland  :  Chief  Judge  Worley  is  convalescing  from  some 
recent  surgery  and  has  asked  me  to  acknowledge  your  letter  of  March  8,  1967. 
Due  to  the  far  reaching  changes  in  the  patent  law  which  are  proposed  in  S. 
1042,  we  know  the  Ibill  will  require  and  vpill  receive  the  careful  consideration 
of  your  committee.  Since  our  court  will  be  required  to  interpret  and  apply 
the  provisions  which  Congress  may  enact,  it  is  our  view  that  it  would  be  inju- 
dicious for  the  court  to  comment  generally  on  the  bill  at  this  time. 

However,  and  as  a  purely  personal  observation,  it  seems  to  me  you  may 
wish  to  consider  with  particular  care  the  provisions  of  Sec.  147  which  would 
seem  to  raise  some_  problems  of  judicial  administration.  This  section  provides 
for  a  review  of  the  decisions  of  the  Court  of  Customs  and  Patent  Appeals  by 
the  United  States  Court  of  Appeals,  D.C.  I  am  certain  all  members  of  our  court 
are  in  agreement  as  to  the  desiral)ility  of  an  appellate  review  of  our  decisions. 
While  there  has  been  some  question  in  the  past  as  to  whether  the  Supreme 
Court  would  entertain  petitions  for  such  review,  that  question  was  answered 
by  the  decision  of  the  Supreme  Court  in  Brenner  v.  Manson,  383  U.S.  519  (1966). 
It  is  now  clearly  established  that  the  Supreme  Court  can  and  will  grant 
petitions  for  review  of  Court  of  Customs  and  Patent  Appeals'  decisions  in 
appropriate  cases.  This,  of  course,  would  include  inter  alia  the  relatively  few 
instances  in  which  the  Court  of  Customs  and  Patent  Appeals  and  the  Court  of 
Appeals,  D.C.  may  have  disagreed  as  to  the  interpretation  or  application  of 
the  Patent  Act. 

Sec.  147  of  S.  1042  provides  for  a  new  and  what  seems  to  me  to  be  an 
intermediate  sort  of  an  appeal  from  the  Court  of  Customs  and  Patent  Appeals 
to  the  Court  of  Appeals,  D.C. 

It  is  my  personal  view  that  such  an  appeal  may  'be  an  unnecessary  and 
additional  procedural  step  which  will  be  costly  both  to  the  Government  and 
to  litigate.  What  is  certain  is  that  such  an  appeal  will  delay  a  final  determina- 
tion of  the  appealed  issues.  It  is  my  opinion  that  this  delay  in  reaching  a  final 
determination  of  issues,  which  necessarily  occurs  under  the  provisions  of  pro- 
posed Sec.  147,  may  negate  rather  than  implement  stated  objectives  2.  3  and  4 
of  the  Report  of  the  President's  Commission  on  the  Patent  System. 

Wholly  apart  from  this  aspect  of  the  matter  I  foresee  the  further  practical 
problem' of  whether  the  Court  of  Appeals,  D.C,  as  pre.sently  constituted  and 
staffed,  can  properly  be  expected  to  assume  the  added  appeal  load  which  the 
enactment  of  proposed  Sec.  147  would  impose  on  it.  In  this  connection,  the 
following  data  may  be  of  assistance  to  your  committee. 

The  Court  of  Appeals,  D.C,  as  reported  in  the  United  States  Patent  Quarterly 
for  the  10  year  period  of  19.56-1965,  inclusive,  has  decided  117  appeals  in 
p.atent  cases.  Of  this  total  8  were  decisions  in  patent  infringement  actions. 
Thus  the  reported  decisions  directly  involving  Patent  Office  actions  totalled 
109  for  an  average  of  10.9  per  year.  During  the  same  period  of  time  there  are 
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1,053  reported  decisions  of  the  Court  of  Customs  and  Patent  Appeals  in  aivpeals 
involving  actions  of  the  I'atent  Office  for  an  average  of  105.3  such  appeals  per 
year. 

It  is  impossible  to  predict  the  number  of  appeals  to  the  Court  of  Aiipeals,  D.C., 
which  might  be  anticipated  if  Sec.  147  were  to  be  enacted.  This  number  seems 
to  me  to  be  related  to  the  final  determinations  which  Congress  may  make  on 
several  related  issues  such  as  interference  proceedings,  opposition  proceedings, 
etc.  It  also  seems  to  me  to  be  related  to  what  Congress  may  decide  as  to  the 
status  of  the  members  of  the  Patent  Office  Board  of  Appeals.  Under  the  pre.sent 
Act  (35  use  3)  you  will  recall  that  all  regular  members  of  the  Board  of  Appeals 
are  appointed  by  the  President,  by  and  Vv'ith  the  advice  and  consent  of  the 
Senate.  In  tracing  the  history  of  Patent  Office  appeals,  in  preparation  for 
writing  my  dissenting  opinion  in  In  re  Wiechert,  54  CCPA  957,  370  F.  2d  927, 
152  USPQ  247,  it  seemed  to  me  that  it  had  been  the  intent  of  Congress  to  provide 
an  independent  review  of  Patent  Office  decisions  within  the  Patent  Office  by 
the  Board  of  Appeals.  The  provisions  of  proposed  Pars.  3  and  7  of  S.  1042 
make  a  significant  change  in  the  manner  of  appointment  of  the  examiners-in- 
chief  who  sit  on  the  Board  of  Appeals.  These  provisions  change  the  independent 
status  of  these  examiners-in<*hief  within  the  Patent  Office. 

Currently  judging  from  the  rather  low  percentage  of  appeals  from  the  decisions 
of  the  Board  of  Appeals,  I  believe  most  applicants  for  patents  are  willing  to 
accept  its  decisions  as  the  decisions  of  an  independent  reviewing  board.  Thus 
I  would  predict  that  the  percentage  of  appeals  from  the  Board  of  Appeals  cur- 
rently is  lower  than  it  will  be  if  the  status  of  the  examiners-in-chief  is  changed, 
as  proposed  in  S.  1042.  Certainly  anything  which  causes  applicants  to  feel  that 
the  board's  members  have  •'.  less  independent  status  than  they  now  have  cannot 
help  but  increase  the  probable  appeals.  Should  this  be  the  case,  then  the  first 
independent  appellate  review  of  Patent  Office  decisions  would  be  the  Court 
of  Customs  and  Patent  Appeals.  Undoubtedly  such  a  change  would  lead  to  a 
substantial  increase  in  the  percentage  of  such  appeals. 

However,  even  if  the  proposed  changes  in  S.  1042  should  not  have  this  result, 
I  think  a  reasonable  guess  would  be  that  under  proposed  Sec.  147  of  S.  1042 
perhaps  as  many  as  50%  of  our  decisions  would  be  appealed  to  the  Court  of 
Appeals,  D.C.  either  by  the  Patent  Office  or  by  the  applicants.  Based  on  past 
experience  this  can  mean  an  addition  of  at  least  50  appeals  per  year  to  the  cur- 
rent case  load  of  the  Court  of  Appeals,  D.C. 

Thus,  Sees.  3,  7  and  147,  as  presently  propo.sed,  can  affect  the  case  loads  of 
l)0th  the  Court  of  Customs  and  Patent  Appeals  and  the  Court  of  Appeals.  D.C. 
This  being  true,  it  seems  to  me  they  pose  a  problem  which  might  well  be  referred 
to  the  Judicial  Conference  of  the  United  States  for  appropriate  study  and  recom- 
mendation. 

Yours  very  truly, 

ARTHtTR  M.  Smith. 


Statement  of  Robert  C.  Watson,  Former  Commissioner  of  Patents 

THE  patent  reform  ACT  OF  19C7 

Some  Comments  Upon  Certain  of  Its  Provisions 

S.  1042,  for  the  General  Revision  of  the  Patent  Laws,  and  its  counterpart  H.R. 
5924  in  the  House  of  Representatives,  are  intended,  judging  from  expressions 
in  the  President's  letter  of  transmittal,  to  benefit  the  inventor  by  enabling  him 
to  secure  a  patent  for  his  invention  more  promptly  and  at  less  cost  and  also  to 
enforce  it  at  less  cost  and  in  shorter  time.  The  public  interest  is  to  be  .served 
by  causing  the  inventor's  novel  concepts  to  be  more  promptly  disclo.-^ed  to  all 
and  by  permitting  the  public  to  protest  against  the  issuance  of  patents  and  to 
attack  patents  after  issue.  International  trade  is  to  be  facilitated  by  increased 
international  cooperation  in  patent  matters,  particularly  by  facilitating  the 
patenting  of  one  invention  in  several  countries. 

For  many  years  the  patent  issuing  nations  of  the  world  have  been  conscious 
of  the  fact  that  it  is  in  the  mutual  interests  of  all  to  cooperate  as  fully  as  pos- 
sible with  each  other  in  matters  relating  to  the  issuance  of  patents  for  invenions 
and  this  tendency  is  no  doubt  becoming  stronger  as  speedy  air  travel  brings  them 
Into  more  intimate  contact  with  resulting  increase  in  mutual  appreciation  of 
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their  many  economic  problems  and  objectives.  It  may  be  that,  some  day,  after 
the  United  Nations  organization  is  really  in  control,  universal  patents  will  be 
issued,  pei'haps  by  a  world  authority,  to  be  good  and  valid  almost  everywhere,  an 
objective  which  the  Presidential  Commission  in  its  Recommendation  XXXV,  sup- 
ports as  an  ultimate  goal.  This  Recommendation  is,  however,  qualified  by  the  Com- 
mission by  the  addition  of  the  following  sentence,  apparently  to  control  for  the 
time  being : 

*"To  the  extent  that  harmonization  of  U.S.  practice  with  prevailing  foreign  prac- 
tice can  be  attained  without  injury  to  the  quality  of  the  U.S.  patent  system,  such 
harmonizaion  sliould  be  introduced  as  a  first  step  toward  the  desired  goal." 

Elsewhere  in  its  Report,  the  President's  Commission,  as  in  its  objective  num- 
ber 5,  expressed  its  concern  that  no  step  should  be  taken  which  is  not  consistent 
with  the  objectives  of  the  U.S.  patent  system.  No  doubt  the  provisions  of  S.  1042 
and  H.R.  5924  have  been  worded  with  this  same  concern  in  mind,  but  it  may 
nevertheless  be  that  tlie  views  of  industry,  inventors  and  patent  lawyers  may  be 
at  variance  with  those  who  caused  these  bills  to  be  introduced  and,  there  being 
no  need  for  prompt  enactment  of  these  bills  into  law,  it  is  appropriate  and  highly 
desirable  that  expressions  of  opinion  be  obtained  from  all  qualified  to  comment. 
The  remarks  which  follow  are  comments  upon  the  general  situation  and  upon, 
certain,  but  not  all,  of  the  specific  provisions  of  the  bills. 

One  recommendation  of  the  President's  Commission  on  the  Patent  System, 
identified  in  its  report  of  November  17,  1966  as  number  XXVII,  has  no  doubt  re- 
ceived the  applause  of  every  reader  of  that  report.  Under  the  title  "Patent  Office 
Operations"  appears  this  statement : 

"Adequate  support  of  the  Patent  Office  is  required  in  order  that  it  properly  may 
perform  its  mission,  now  and  in  the  future,  irrespective  of  the  nature  of  the  patent 
examining  system  utilized.  Therefore,  it  is  recommended  that : 

"The  Patent  Office  should  be  supported  adequately  to  insure  first-class  staffing, 
housing  and  equipment  *  *  *." 

Appropriations  of  money  for  the  use  of  the  Patent  Office  have  been  steadily 
increased,  year  by  year,  for  over  ten  years  and  yet  in  its  June  30,  1966  Report 
(Number  1350)  the  Senate  Subcommittee  on  Patents,  Trademarks  and  Copyrights 
included  the  following  paragraph  : 

"The  most  serious  crisis  confronting  the  Patent  Office  is  how  to  solve  the  chronic 
backlog  problem  and  make  the  most  efficient  use  of  its  limited  resources." 

Tlie  greatest  problem  of  the  Patent  Office  from  the  time  when  full  examination 
of  appfications  was  first  attempted  has  been  to  match  production  with  receipts 
in  .such  fashion  as  to  minimize  pendency  while  maintaining  quality  of  product. 
That  this  is  no  .small  problem,  there  being  no  control  over  receipts,  must  be  ad- 
mitred  by  all.  Maintenance  of  an  expert  professional  staff  of  exactly  the  right 
size  is  an  impossibility.  This  difiiculty  is  experienced  not  only  in  the  United  States 
but  also  in  other  patent  is.suing  countries. 

One  question  to  be  presently  resolved  is — How  far  shall  we  go  toward  revising 
our  time-proven  patent  .laws  because  of  the  recent  increase  in  the  backlog  and 
increased  time  of  pendency  of  patent  applications,  the  first  matter  mentioned 
by  the  President  in  his  letter  of  transmittal  as  needing  correction?  Or  shall  we 
keep  what  we  have  in  general,  and  see  to  it  that  tlie  Patent  Office  has  a  first- 
class  staff  of  sufficient  size,  adequate  housing  and  the  best  available  equipment? 

The  1966  Report  of  this  same  Senate  Sub-Committee  states  that  the  entire 
patent  bar  was  invited  by  letter  to  submit  its  views  concerning  the  various  pro- 
posals for  the  revision  of  the  patent  laws  and  procedures  which  the  Committee 
had  previously  obtained  from  industry,  economists  and  inventors  and  300  replies 
were  received.  The  report  includes  this  paragraph  : 

"A  substantial  majority  of  the  patent  bar  responding  to  the  sub-committee  in- 
quiry supported  the  retention  of  a  full  examination  system.  It  was  their  view  that 
the  size  of  the  backlog  was  an  insufficient  reason  for  considering  a  change  in  the 
examination  procedure,  especially  since  larger  backlogs  had  existed  in  the  past. 
This  group  argued  that  a  reduction  in  the  backlog  could  be  accomplished  under 
the  existing  procedures  by  increasing  the  budget  of  the  Patent  Office,  hiring  more 
examiners,  improving  the  classification  system,  providing  modern  working  fa- 
cilities, and  simplifying  the  present  claim  practice." 

While  I  favor  some  of  the  changes  which  will  be  effected  if  the  present  bill  is 
enacted  into  law  and  am  not  to  be  regarded  as  believing  that  improvement  of 
our  pntent  law  is  impossible,  I  do  believe  that  the  majority  view  stated  above  is 
sound  and  that  radical  changes  in  our  patent  law  are  not  needed  at  this  time.  The 
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same  report  points  out  that,  while  5,600  letters  of  inquiry  were  transmited  by  the 
Sub-Committee  only  300  replies  were  received.  This  circumstance  seems  to  me  to 
indicate  contentment  rather  than  alarm  and  it  seems  .likely  that,  had  all  letters 
been  answered,  a  "substantial  majority"  of  the  entire  group  would  have  ex- 
pressed the  same  views  as  those  who  did  transmit  their  recommendations. 
Some  observations  upon  the  present  state  of  the  backlog  problem  follow : 

1.  The  number  of  applications  filed  each  year  may  reach  a  peak  and  there- 
after decline.  An  inspection  of  the  table  which  appears  on  page  15  of  the  106G 
Annual  Report  of  the  Commissioner  of  Patents  discloses  a  declining  trend  be- 
ginning in  1947,  when  77,698  applications  were  received,  and  ending  in  1952  when 
60,107  were  filed.  This  can  happen  again.  The  "explosion"  may  subside  although 
these  cycles  are  not  predictable — barring  sevcrt-  ecijiiomic  pains. 

2.  The  Commissioner's  1966  Report,  page  16,  includes  a  table  entitled  "Patent 
Applications  Pending  on  June  30  of  Year  Indicated"  which  shows  that  on  June 
30,  1962  there  were  awaiting  action  by  Examiners  a  total  of  100,841  applications 
and  on  June  IMK  liMJG  this  examiners'  backlog  had  increased  to  145,101,  an  increase 
of  over  44,000  applications. 

An  inspection  of  the  table  on  page  31  entitled  "End  of  Year  Employment, 
Fiscal  Years  1962-1966"  shows  that  the  size  of  the  Patent  Professional  Group 
had  decreased  from  1,259  in  1962  to  1,225  in  1966,  an  actual  loss  of  34  persons 
during  the  same  period.  The  "Average  Number"  table  on  page  30  shows  that  the 
average  Patent  Professional  group  declined  by  7  during  this  period. 

3.  During  this  period  also  the  yearly  filings  had  steadily  increased,  84,864 
having  been  filed  in  1962  and  93,022  in  1966  and  the  over-all  backlog,  which  is  the 
total  number  of  applications  pending,  had  increased  from  197,397  to  209,254. 
(Page  15  of  the  Report) 

With  increasing  receipts  and  shrinking  examining  staff  what  could  be  ex- 
pected other  than  a  piling  up  of  applications  on  the  desks  of  the  examiners?  Is 
the  backlog  "crisis"  to  be  dissipated  by  changes  in  the  law  or  by  the  application 
of  additional  muscle  to  the  work  in  hand,  improved  classifieation  and  improved 
mechanization? 

The  numerous  reports  issued  by  the  Patent  Office  as  well  as  the  many  reports 
issued  by  the  Senate  and  House  Sub-Committees,  dealing  with  the  operation 
of  the  Patent  Office,  are  of  course  immediately  available  to  interested  parties  but 
one  may  escape  attention,  i.e.  the  report  transmitted  by  the  Patent  Office  to 
Senator  Joseph  C.  O'Mahoney  under  date  of  March  17,  1959.  This  is  a  44  page 
report  from  which  I  will  quote  one  sentence  which  begins  on  page  38  and  con- 
tinues over  onto  page  39.  It  is  as  follows  : 

"From  July,  1955  to  July,  1957,  the  increase  in  .staff  has  resulted  in  a  reduc- 
tion of  average  workload  per  examiner  to  83  applications  awaiting  action  at  the 
beginning  of  the  fiscal  year  1958,  the  lowest  figui-e  .siiice  1941." 

As  of  now  the  workload  per  examiner  must  be  substantially  higher.  It  would 
seem  that  the  excitement  caused  by  the  Increase  in  backlog  should  abate  if  the 
number  of  examiners  were  increased.  That  it  will  indeed  be  difficult  to  enlarge  the 
staff  at  this  particular  time  is  fully  appreciated,  but  it  is  to  be  hoped  that  the 
present  war  will  come  to  an  end  before  many  months  have  elapsed  and  that  many 
qualified  young  men  will  be  seeking  employment. 

In  Japan,  a  "first  to  file"  country,  the  Patent  Office  staff  will  probably  be 
materially  increased.  A  communication  from  Japan  entitled  "Japan  Patent 
News",  dated  March  1967,  transmits  the  information  that  some  650,000  unex- 
amined applications  are  on  file  in  the  Japanese  Patent  Office  and  that  a  Patent 
Office  Planning  Committee  had  been  organized  for  the  purpose  of  discussing 
measures" — to  promote  the  examining  systems  both  in  application  and  trial 
cases — "  and  that  the  following  items  had  been  proposed  for  fiscal  year  1967. 

1.  "The  number  of  employees  to  be  increased  is  240  including  examiners  (115), 
judges  (18).  assistant  staff  (20),  and  the  rest  to  be  in  charge  of  clerical  matters, 
arrangement  of  literary  material  for  examination,  and  the  office  machine  system." 

2.  "In  view  of  the  difficulty  in  employing  capable  technical  staff  such  as  ex- 
aminers, and  speciality  in  the  nature  of  work,  the  present  pay  system  of  adding 
an  adjusting  sum  is  insufficient  and  the  adaptation  of  a  special  pay  system  is 
proposed." 

3.  "An  increase  in  the  volume  of  materials  to  be  used  as  examination  materials 
(domestic  and  foreign  books,  magazines,  official  publications,  etc.)  is  one  of  the 
key  grounds  in  the  delay  of  examination,  and  whether  or  not  the  materials  are 
fully  collected,  classified,  arranged  and  properly  used  gives  a  vital  influence  on 
the  quantity  of  the  examination  work." 
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4.  "The  effect  of  electronic  computers  employed  in  the  Patent  Office  in  the 
end  of  1964  has  been  gradually  increasing.  To  further  promote  the  operation  of 
the  machines,  a  machine  control  division  will  be  organied  this  year  and  puncher- 
programmers  and  others  will  be  increased  by  9.  The  machines  icill  also  be  re- 
placed tvith  new  models  of  increased  capacity."    (Emphasis  supplied) 

It  is  also  interesting  to  observe  that  the  number  of  employees  in  the  United 
States  Patent  Office,  on  a  national  population  basis,  is  much  smaller  than  the 
number  employed  in  certain  of  the  European  Patent  Offices.  If  we  doubled  the 
number  of  our  Patent  Office  workers,  for  instance,  we  would  have  a  staff  com- 
parable to  those  listed  below,  on  a  total  population  basis. 

Country  Patent  Office  Population  Ratio  employees  to 

employees  population 

Germany. 

Great  Britain 

Sweden.- 

United  States 

It  must  be  said  that  the  proportion  of  professional  workers  to  clerical  workers 
in  the  countries  mentioned  is  not  known  to  the  writer.  Some  additional  informa- 
tion would  no  doubt  be  of  interest,  including  information  obtained  from  other 
countries. 

It  is  explained  in  the  Commissioner's  Report  that  plans  have  been  made  to 
actually  increase  the  size  of  the  examing  corps  in  the  future.  It  seems  logical  to 
suggest  that  plans  for  revision  of  the  patent  laws  be  deferred  until  the  additional 
work  force  has  been  increased,  trained,  and  at  work.  It  is  believed  that  if,  without 
any  change  in  the  existing  law,  an  applicant  could  receive,  in  a  reasonable  time 
after  filing  his  application,  say  eighteen  months,  a  notice  of  allowance  or  a  final 
refusal  of  his  application,  and  could  promptly  thereafter  secure  his  patent  if  his 
application  was  favorably  acted  on,  there  would  be  no  need  to  adopt  any  of  the 
changes  which  have  been  proposed  with  the  expressed  intent  of  solving  our  back- 
log problem  and  reducing  the  application  pendency  period. 

There  is  a  notable  absence  of  background  information  for  the  use  of  those  who 
are  studying  the  various  aspects  of  the  Patent  Reform  Bills.  Such  information 
should  be  distributed  to  those  whose  interests  will  be  directly  affected  by  changes 
in  the  present  law  and  by  others  who  are  interested  and  entitled  to  comment. 

The  Presidential  Commission,  in  its  letter  to  the  President,  said : 

"Background  material  prepared  by  the  staff  and  the  Commission,  reflecting 
more  extensively  the  considerations  taken  into  account  in  the  development  of  these 
recommendations,  is  being  completed  and  will  be  transmitted  as  a  supplement  to 
the  report." 

This  background  material  has  not  yet  been  made  available.  No  printed  state- 
ment of  this  character  accompanied  the  President's  letter  of  transmittal. 

Justice  Clark  of  the  United  States  Supreme  Court,  in  a  recent  public  statement 
made  to  a  bar  association  group,  after  having  studied  the  President's  Commission 
Report,  said : 

"The  Patent  System  is  becoming  more  complex.  Still  we  do  not  i-eally  know  how 
it  actually  works  in  implementing  its  constitutional  mandate.  Certainly  the  situa- 
tion will  worsen  before  it  improves.  The  phenomenal  increase  in  technology,  the 
vigorous  and  aggressive  research  and  development  program  of  our  corporate 
business  structures  and  the  inventive  skill  and  knowledge  being  developed  in  all 
areas  of  business  endeavor — as  well  as  the  professions — will  result  in  increased 
filings,  more  vigorous  prosecution  and  greater  stress  on  the  patent  system.  An 
agency  cannot  objectively  review  itself  and  its  program.  Congress  does  not  have 
the  time  to  do  so.  What  is  needed  is  a  study  in  depth  of  the  whole  patent  policy 
and  patent  system  by  an  expert  private  agency  such  as  the  Brookings  Institute. 
Let  it  or  some  similar  group  come  up  with  recommendations  to  the  President  and 
the  Congress  on  the  problem." 

In  view  of  such  expressions  of  opinion  as  that  immediately  preceding,  and  in 
view  of  the  advice  being  transmitted  by  industry  and  the  patent  bar,  it  is  reason- 
able to  suggest  that  the  Congress  proceed  with  caution  and  employ  one  of  the 
competent  research  organizations  to  conduct  a  thorough  study,  the  George  Wash- 
ington University  Patent,  Trademark  and  Copyright  Research  In.stitute  being 
an  especially  well-qualified  organization  of  this  character.  The  major  purpose 
of  this  Research  Institute,  which  has  been  functioning  effectively  since  1954,  is 
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to  gather  and  disseminate  knowledge  regarding  the  principles,  the  facts,  and  the 
practical  operations  of  the  patent,  trademark,  and  copyright  systems  of  the 
United  States  and  other  countries. 

Emphasis  is  placed  in  the  Commission's  Report  and  in  the  letter  of  the  Presi- 
dent upon  the  desirability  of  making  the  United  States  Patent  Laws  compatible 
with  those  of  other  countries.  It  would  indeed  be  a  fortunate  circumstance  if  the 
patent  laws  of  the  various  nations  were  more  uniform  than  they  are  today  so 
that  international  patenting  would  be  facilitated  and,  in  the  future,  when  the 
various  nations  of  the  world  are  more  nearly  politically  and  economically  "com- 
patible"', their  patent  laws  may  indeed  become  quite  similar.  Efforts  in  Scandi- 
navia and  by  the  six  countries  of  the  Common  Market  are  indications  of  the 
trend  of  the  times,  especially  the  current  efforts  of  "BIRPI",  and  these  efforts 
are  not  to  be  discouraged.  As  a  patent  which  cannot  be  enforced  is  of  little  value 
except  as  a  publication  having  a  definite  date,  it  is  probable  that  the  area  covered 
by  the  first  "world"  patent  will  be  limited  to  those  countries  which  agree  that 
their  nationals  will  honor  the  decisions  of  a  mutually  respected  international 
patent  court.  If  the  international  patent  is  to  be  enforced  in  each  country  in  ac- 
cordance with  the  local  concepts  of  justice  and  patent  law  it  can  hardly  be  said 
that  an  international  "patent"  exists  even  though  it  may  have  been  issued  as  a 
result  of  International  cooperation  in  the  search  and  analysis  effort,  such  as  that 
now  being  planned.  However,  mutual  cooperation  of  nations  to  develop  pertinent 
"prior  art"  are  certainly  to  be  encouraged  and  it  is  to  be  hoped  that  a  practical 
procedure  for  accomplishing  this  objective  may  become  operative  in  the  near 
future. 

Some  day,  truly  international  patents  may  be  issued  but,  at  this  moment,  we 
should  be,  it  is  believed,  primarily  concerned  with  problems  more  closely  related 
to  the  welfare  of  our  own  economy,  which  is  the  essence  of  the  message  of  the 
President's  Commission.  As  the  Commission's  Report  well  states.  United  States 
patent  practice  should  at  this  time  be  made  more  compatible  with  that  of  other 
major  countries  "icherever  consistent  vith  the  ohjrctives  of  the  United  States 
patent  system".  It  has  been,  and  is  still,  the  custom  of  the  various  countries  of  the 
world  which  have  patent  systems  to  tailor  their  patent  systems  to  their  respective 
economic  needs.  At  the  Lisbon  Conference  for  the  revision  of  the  International 
Convention  for  the  Protection  of  Industrial  Property  the  representatives  of  the 
many  member  countries  did  not  fail  to  veto  measures  which,  if  incorporated  in 
the  treaty,  would  not  have  been  in  their  best  interests,  respectively.  It  will  be  a 
distant  day,  in  all  probability,  when  the  best  interests,  patentwise,  of  all  countries 
will  be  found  to  be  identical.  Obviously  some  countries  will  be  forced  to  change 
their  patent  laws  if  this  result  is  to  be  realized.  The  question  is— which  ones?  It 
is  well  to  encourage  a  study  of  the  possibilities  of  the  international  patent  and, 
in  so  doing,  determine  whether  it  is  our  law,  or^the  various  laws  of  the  other 
patent  issuing  countries,  which  shall  undergo  the  greate.st  modification  in  order 
that  this  goal  may  be  realized. 

It  is  well  known  that  there  are  variations,  from  country  to  country  abroad, 
in  the  patent  laws  under  which  they  respectively  rew^ard  inventors.  Actually  it 
would  seem  that  there  is  some  inclination  on  the  part  of  certain  of  the  European 
countries  to  initiate  programs  for  the  specific  purpose  of  catching  up  with  the 
United  States  in  its  technological  developments.  Attention  is  directed  to  two 
articles  appearing  recently  in  the  Washington  Post,  written  by  Mr.  Bernard  D. 
Nossiter  of  the  Washington  Post  Foreign  Service,  which  articles  indicate  that 
the  European  countries  are  looking  to  us  as  a  great  leader  in  technology  and  are 
endeavoring  to  better  themselves  by  adopting  our  procedures.  In  his  article  of 
February  16, 1S67  Mr.  Nossiter  said  : 

"Europe  is  moving  on  many  fronts  to  catch  up  with  America's  supposed  lead 
in  technology.  The  fear  of  falling  hopelessly  behind  the  United  States  in  advanced 
industries  has  inspired  a  barrage  of  national  and  even  supranational  schemes. 
Most  are  still  on  paper.  But  a  few  are  backed  by  a  firm  commitment  of  resources. 

"Everywhere,  governments  are  increasing  their  outlays  for  research.  Science 
has  become  a  talismanic  word.  In  Germany,  for  example,  private  and  public 
research  and  development  outlays  were  a  mere  $500  million  12  years  ago.  Last 
year,  they  had  risen  more  than  five  times  and  by  1970  are  expected  to  be  close 
to  $4  billion." 

And  in  his  later  article,  of  March  17,  there  appears  the  following  statement : 

"Common  Market  officials  are  about  to  ask  their  six  member  states  to  adopt  a 
five-point  program  designed  to  bridge  Europe's  technological  lag  behind  the 
United  States. 
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"A  still  secret  report,  whose  contents  were  made  available  to  The  Washington 
Post  here,  reflects  the  continent's  growing  alarm  over  the  the  American  lead  in 
key  industrial  sectors  that  rely  on  the  newer  sciences. 

'•The  study  concludes  that  Europe  is  trailing  now  and  that  this  constitutes  a 
long-term  danger  for  the  Common  Market.  It  urges  'energetic  action'  to  over- 
come the  deficit." 

A  June  1967  article  in  Reader's  Digest  entitled  "Is  U.S.  Technology  a  Threat 
to  Europe?",  which  is  a  condensation  of  an  earlier  article  which  appeared  in 
"Time"  magazine,  is  largel.v  to  the  same  effect. 

Finally,  to  place  the  present  circumstances  in  proper  perspective,  it  must  be 
said  that  many  of  the  problems  mentioned  in  the  Commission's  Report  and  the 
President's  letter  are  old  problems  with  which  past  Administrations  have  had  to 
deal,  from  the  very  beginning  up  until  the  present  day.  An  inspection  of  the 
reports  of  the  Commissioner  of  Patents  in  years  gone  by  will  make  this  clear. 
In  one  of  them.  i.e.  the  Report  of  the  Commissioner  of  Patents  Charles  Mason, 
rendered  to  the  Speaker  of  the  House  of  Representatives  in  the  year  1853,  114 
years  ago,  are  mentioned  diflBculties  on  all  fours  with  those  which  presently 
exist.  He  first  reported  that  the  labor  of  patent  examining  was  consistently 
increasing,  in  the  following  words  : 

"From  these  facts  it  can  be  understood  how  the  labor  of  examination  is  con- 
stantly increasing,  and  how  the  examinations  of  applications  which  once  required 
but  one  examiner  can  now  be  scarcely  performed  by  eighteen." 

He  mentioned  the  difficulty  caused  by  the  proliferation  of  reference  material : 

"From  the  present  number  and  rapid  increase  of  our  models,  drawings,  and 

books  of  reference  as  above  shown,  it  is  evident  that  the  only  way  of  preventing 

the  Office  from  being  overwhelmed  with  its  increasing  labors,  is  by  systematizing 

and  arranging  every  thing." 

He  was  particularly  anxious  to  staff  the  Office  with  a  sufficient  number  of 
examiners  so  that  an  application  could  be  acted  upon  within  a  few  days  of  its 
receipt : 

"Any  increase  of  force  will  absolutely  require  increase  of  room  for  its  accom- 
modation. But  for  this  difficulty  a  further  number  would  before  this  time  have 
been  detailed  on  this  duty,  sufficient  to  have  disposed  of  the  greater  portion  of 
the  present  amount  of  arrearages,  so  that  an  application  could  have  been  acted 
upon  within  a  few  days  after  it  was  filed.  The  inability  to  do  this  is  one  of  the 
greatest  grievances  of  which  inventors  have  to  complain,  and  should  be  soon 
removed." 

And  he  even  went  on  to  discuss  certain  proposals  which  were  then  being  made 
to  initiate  opposition  proceedings  and  to  indicate  his  final  conclusions  in  the 
matter : 

"To  remedy  this  evil  some  have  proposed  that  notice  of  the  pendency  of  appli- 
cations for  patents  should  be  published,  and  that  the  Patent  afterwards  obtained 
shoiild  convey  an  absolute  unquestionable  title." 

"The  least  objectionable  course  on  this  subject  (if  any  thing  is  to  be  done) 
would  seem  to  be  to  allow  the  patent  to  issue  without  notice,  as  at  present,  and 
to  possess  only  its  present  validity ;  but  that  the  applicant,  either  in  the  begin- 
ning or  at  any  subsequent  time  during  its  lifetime,  should  be  permitted,  if  he 
thought  proper,  to  have  the  notice  given ;  and  that  the  Patent,  if  afterwards  ob- 
tained, should  not  thereafter  be  capable  of  being  collaterally  assailed." 

It  is  interesting  to  observe  that,  in  so  far  as  our  backlog,  manpower,  long 
pendency  and  classification  problems  are  concerned,  our  "crisis"  is  generally 
similar  to  that  which  faced  the  Patent  Office  114  years  ago ;  also  of  interest  to 
know  is  that  a  cry  for  an  opposition  proceeding  was  raised  at  least  that  long 
ago.  Our  problems  differ  in  degree  from  those  of  Commissioner  Mason,  but  not 
in  kind  except  in  that  we  have  one  which  did  not  concern  him,  i.e.,  the  problem 
of  developing  closer  relations  with  other  nations  which  issue  patents,  the  world 
having  grown  considerably  smaller  since  1853. 

Despite  this  added  problem  it  would  appear  that  the  action  of  the  Congress 
in  dealing  with  the  Bill  which  is  now  pending  before  both  Houses  need  not  be 
hastily  taken,  there  being  no  emergency,  that  facts  which  have  not  been  supplied 
by  the  President's  Commission  and  which  should  be  accumulated  should  have 
an  important  bearing  upon  the  decisions  which  Congress  will  be  called  upon  to 
make,  and  that  the  recommendation  of  Justice  Clark  was  altogether  appropriate. 
Certain  provisions  of  S  1042  will  now  be  commented  upon  in  the  order  in 
which  they  appear. 
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PART   I — PATENT    OFFICE 

Chapter  1 — EstaNishment,  Officers,  Functions 

A  uumber  of  the  sections  of  Part  I  are  the  same  as,  or  quite  similar  to,  sections 
of  earlier  laws,  are  quite  appropriate  and  need  no  comment.  Two,  however,  do 
merit  careful  consideration. 

It  is  believed  that  those  sections  of  Part  I  which  make  reference  to  the  Secre- 
tary of  Commerce  should  be  revised  and  that  it  should  be  made  clear  that  the 
Commissioner  of  Patents  is  the  responsible  head  of  the  Patent  Office,  and  not 
the  Secretary  of  Commerce  or  any  other  Cabinet  officer.  Particularly  sub-section 
(b)  of  Section  3  should  be  eliminated — this  section  having  the  effect  of  making 
the  Secretary  of  Commerce  the  Commissioner  of  Patents,  even  being  vested 
with  the  right  to  make  decisions  in  individual  cases  to  the  exclusion  of  the 
Commissioner. 

Prior  to  the  enactment  into  law  of  Reorganization  Plan  #5,  in  1950,  it  had 
been  firmly  established  that  the  Secretary  of  the  Interior,  to  which  Department 
the  Patent  Office  was  then  attached,  could  not  interfere  wih  the  judicial 
reasoning  of  the  Commissioner  of  Patents  in  passing  upon  patent  cases  arising 
in  the  Patent  Office,  the  Supreme  Court  in  the  case,  Butterworth  v.  Hoe  (112 
U.S.  50)  having  made  this  clear  by  saying  : 

"The  conclusion  cannot  be  resisted  that,  to  whatever  else  supervision  and 
direction  on  the  part  of  the  head  of  the  Department  may  extend,  in  respect  to 
matters  purely  administrative  and  executive,  they  do  not  extend  to  a  review 
of  the  action  of  the  Commissioner  of  Patents  in  those  cases  in  which,  by  law, 
he  is  appointed  to  exercise  his  discretion  judicially.  It  is  not  consistent  with 
the  idea  of  judicial  action  that  it  should  be  subject  to  the  direction  of  a  superior, 
in  the  sense  in  which  that  authority  is  conferred  upon  the  head  of  an  executive 
deoartmeut  in  reference  to  his  subordinates.  Such  a  subjection  takes  from  it  the 
quality  of  a  judicial  act.  That  it  was  intended  that  the  Commissioner  of  Patents, 
in  issuing  or  withholding  patents,  in  reissues,  interferences,  and  extensions, 
should  exercise  quasi-judicial  functions,  is  apparent  from  the  nature  of  the 
examinations  and  decisions  he  is  required  to  make,  and  the  modes  provided  by 
law,  according  to  which,  exclusively,  they  may  be  reviewed." 

Reorganization  Plan  No.  5,  when  pending  before  the  Congress,  was  opposed 
by  the  entire  patent  bar.  However,  because  of  the  hurried  manner  in  which 
the  hearings  were  held,  industry  did  not  have  time  to  bring  its  weight  to  bear. 
It  is  appropriate  to  urge  at  this  time  that  the  question  of  the  position  of  the 
Patent  Office  in  Government  be  reconsidered  and  an  opportunity  be  provided  for 
all  interested  parties  to  express  their  opinions. 

The  Patent  Office  has  now  grown  up  and  is  a  large  and  still  growing  institu- 
tion manned  by  experts  and  capable  of  independence  from  domination  by  any 
Secretary.  The' Commissioner  of  Patents  is  selected  from  among  the  many  who 
understand  the  manner  in  which  the  Patent  System  functions.  With  rare  ex- 
ception the  Secretary  of  Commerce  knows  little,  when  he  assumes  his  post,  of 
activities  in  the  field  of  patents  and,  in  general  the  Committees  of  Congress  have 
much  greater  knowledge  of  its  manner  of  functioning  and  needs  as  well  as 
much  greater  long-term  stability.  Three  different  Secretaries  served  between 
1953  and  1961,  Assistant  Secretary  shifts  were  numerous,  and  several  succes- 
sively occupied  the  office  of  General  Counsel.  We  have  just  w^itnessed  another 
such  shift  in  the  Secretary's  office. 

It  is  therefore  strongly  recommended  that  the  Congress  consider  amending 
Part  I  of  the  Bill  in  such  fashion  as  to  provide  that  the  Patent  Office  shall  be 
an  Independent  Agency.  There  are  presently  JfG  Independent  Agencies  and  it 
will  not  inconvenience  the  Congress  to  deal  with  one  more  such  agency.  In  the 
opinion  of  the  writer  a  great  service  which  the  organized  patent  bar,  and  in- 
dustry, can  perform  for  our  patent  system  at  this  time  is  to  endeavor  to  con- 
vince the  Congress  that  the  Patent  Office  should  become  an  Independent  Agency. 

Section  7,  it  is  observed,  is  so  written  that,  in  the  future,  appointment  to  the 
Board  of.  Appeals  does  not  require  Presidential  action  nor  confirmation  by  the 
Senate.  Morale  in  the  Patent  Office  will  be  lowered  if  this  change  in  appointment 
procedures  becomes  effective  but,  if  the  Presidential  tasks  and  those  of  Con- 
gress must  be  lightened  by  such  a  change,  it  is  hoped  that  such  appointments 
can  be  dignified  in  other  ways  as  these  Examiners-in-Chief  are  in  fact  very 
important  judges  and  entitled  to  great  respect.  And  while  on  the  subject  of  the 
Board  of  Appeals  it  is  appropriate  to  make  reference  to  a  section  which  appears 
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in  Part  II  of  the  bill,  that  is,  Section  145  of  Chapter  13  of  Part  II,  entitled  "Civil 
Action"  which  I  believe  should  be  stricken  in  its  entirety. 

On  page  30  of  the  printed  report  of  the  President's  Commission  it  is  explained 
that  an  applicant  who  seeks  review  of  a  decision  of  the  Board  of  Appeals  of  the 
Patent  Office  "may  proceed  in  the  United  States  District  Court  for  the  District 
of  Columbia  tvhere  he  may  offer  evidence  and  issues  not  considered  l}y  the  Patent 
0/|?ce".  (Emphasis  supplied)  .  ,,     ^  •,.       ^^  , 

The  Commission  entertained  the  belief  that  the  right  of  an  applicant  to  seek 
relief  in  this  manner,  which  has  long  been  available,  should  be  continued,  al- 
though he  should  also  continue  to  have  the  right  to  appeal  to  the  Court  of 
Customs  and  Patent  Appeals.  .     ^  .,      ^       .     ^  r.     *.  ^ 

It  is  well  known  that,  since  the  establishment  of  the  Court  of  Customs  and 
Patent  Appeals  in  1929,  that  Court  and  the  District  Court  of  the  Disrict  of  Co- 
lumbia have  differed  in  several  of  their  legal  concepts  in  decisions  rendered  m 
patent  cases,  to  the  embarrassment  of  the  Patent  Office,  which  is  a  circumstance 
which  should  not  be  permitted  to  continue  if  it  can  be  avoided.  It  can  be  avoided 
bv  eliminating  the  option  of  the  disappointed  applicant  to  take  his  case  to  either 
Court,  and  by  restricting  his  choice  to  one  Court.  As  the  Court  of  Customs  and 
Patent  Appeals  comprises  a  group  of  distinguished  Judges,  all  of  whom  are 
legally  well  qualified,  and  the  entire  record  of  the  case  made  by  an  applicant  in 
the  Patent  Office  is  placed  before  them  when  appeal  is  taken,  they  can  be  ex- 
pectpd  to  render  a  more  precise  and  helpful  opinion  than  can  a  District  Court 
Judge  who  may  not  have  had  any  considerable  experience  in  deciding  questions 
which  arise  in  connection  with  inventions  and  patents. 

Of  particular  concern  is  the  need  to  require  an  applicant  for  patent  to  bring 
before  the  Patent  Office  all  of  the  facts  and  arguments  which  are  available  to 
him  and  which  may  bear  importantly  upon  the  question  of  the  patentability  or 
non-patentability  of  his  invention.  Why  should  he  be  allowed  to  present  to  any 
Court  material  facts  which  were  not  presented  to  the  Patent  Office  in  the  first 

instance?  .         .       ,   .  ^     ^       ,.  , 

The  Supreme  Court  in  one  of  its  most  recent  decisions  involving  patent  valid- 
ity, William  T.  Graham  et  al  v.  John  Deere  Company,  said  : 

"While  we  have  focused  attention  on  the  appropriate  standard  to  be  applied 
by  the  courts,  it  must  be  remembered  that  the  primary  responsibility  for  sifting 
o\it  impatentahle  material  lies  in  the  Patent  Office."  (Emphasis  supplied) 

Thus,  despite  the  plain  advice  of  the  highest  judicial  authority  in  the  United 
States  to  the  effect  that  the  Patent  Office  has  a  primary  responsibility  for  de- 
termining whether  or  not  any  concept  is  patentable,  it  is  often  the  District  Court 
of  the  District  of  Columbia  which  is,  in  fact,  performing  the  "sifting  out"  func- 
tion and,  in  its  "de  novo"  operations,  evaluating  material  which  was  unknown 
to  the  Patent  Office  tribunals  who  bore  the  primary  responsibility  in  this  area. 

The  Patent  Office  Examiner  reaches  his  decisions  after  having  given  full  con- 
sideration to  the  evidence  which  the  applicant  presents  and  the  District  Court, 
in  a  further  proceeding,  considers  a  different  or  augmented  presentation,  the 
difference  being  brought  about  by  the  presentation  of  additional  evidence  intro- 
duced at  the  trial,  generally  by  expert  witnesses,  and  which,  of  course,  was 
never  before  the  Office.  It  is  indeed  strange  that  a  situation  such  as  this  should 
exist  and  it  may  well  be  inquired  as  to  whether  or  not  the  public  interest  is 
served  by  its  continuance.  Is  it  because  the  Patent  Office  is  not  competent  to 
perform  the  complete  sifting  operation  which,  according  to  the  Supreme  Court, 
is  its  duty?  No  one  has  quite  suggested  this  and  no  one  will  venture  to  do  so 
because  the  Patent  Office  is  very  well  equipped  with  experts  who  are  well  known 
to  possess  the  competence  to  make  the  necessary  decisions. 

The  personnel  of  the  Office  is  in  fact  eminently  qualified  to  evaluate  any  and 
all  evidence  which  may  possibly  be  brought  forward  either  as  a  result  of  the 
work  of  a  member  of  the  Patent  Office  staff  or  by  any  applicant  who  brings 
information  to  the  Patent  Office  from  exterior  sources.  Its  employees  are  tech- 
nically and  legally  well  educated,  and  are  experienced  in  the  evaluation  of  appli- 
cations for  patent.  It  is  true  that  the  patent  laws  as  they  are  presently  worded 
do  not  in  so  many  words  authorize  or  direct  any  of  its  employees  to  conduct 
proceedings  in  ex  parte  cases  at  which  witnesses  may  testify  orally  under  oath. 
It  appears  to  be  altogether  probable  that  the  authority  of  the  Patent  Office  to 
receive  the  oral  testimony  of  witnesses  under  oath,  in  ex  parte  cases,  already 
exists.  Certainly  it  has  always  been  considered  to  be  entirely  proper  for  an 
applicant  and  his  attorney  to  visit  an  Examiner  charged  with  the  duty  of  acting 
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upon  the  applicant's  patent  application  and  to  there  present  oral  arguments, 
pertinent  facts  and  affidavits.  However,  for  the  purpose  of  this  statement,  it  is 
assumed  that  written  authorization  not  now  existing  must  be  enacted  into  law 
before  Patent  Office  Examiners  may  receive  formal  depositions  in  the  manner 
that  depositions  are  ordinarily  taken  under  oath  in  Court,  with  cross  examination 
privileges. 

In  any  event  there  should  be  no  problem  in  re-arranging  procedures  so  that 
this  function  may  be  conveniently  carried  out  within  the  four  walls  of  the  Patent 
Office  and.  even  if  new  rules  of  procedure  must  be  developed,  they  can  be  drafted 
without  difficulty.  For  instance,  by  making  suitable  changes  in  the  statutes  and 
the  Patent  Office  rules,  it  may  be  made  clear  that  an  Examiner  who  has  the 
responsibility  of  finally  deciding  whether  or  not  an  invention  is  patentable  or 
unpatentable,  may  hear  oral  testimony  under  oath  from  an  applicant  and 
other  witnesses  at  a  hearing  which  may  be  also  attended  by  one  or  more  of  his 
assistants  who  are  familiar  with  the  circumstances.  A  Solicitor  well  versed  in 
the  law  of  evidence  may  be  in  attendance  in  the  event  that  the  Examiner  in 
charge  himself  desires  to  have  such  assistance. 

If  it  were  possible  to  proceed  in  this  manner  all  of  the  evidence  thought 
to  be  pertinent  by  the  applicant  might  be  presented  in  timely  manner  to  the 
Examiner  who  is  best  qualified  to  make  the  final  decision  upon  the  question  of 
patentability  and  the  Board  of  Appeals,  if  this  Examiner  finds  the  alleged  inven- 
tion to  be  unpatentable  and  appeal  is  taken  will  have,  when  the  applicant  comes 
before  it  for  oral  argument  or  submits  the  matter  on  brief,  and  when  it  comes  to 
make  its  decision,  which  is  the  final  judgment  of  the  Patent  Office,  all  of  the 
relevant  facts  which  bear  upon  the  question  of  patentability. 

The  present  "de  novo"  practice  places  the  Patent  Office  at  a  disadvantage  in 
that  its  well  justified  final  decision  may  thus  be  overruled  by  a  court  which  has 
been  influenced  by  evidence  of  which  the  Patent  Office  has  had  no  knowledge. 

The  adverse  action  of  the  court  may  be  that  of  one  man  who  has  had  no  tech- 
nical education  or  training  nor  previous  knowledge  of  the  art  in  which  the  pos- 
sibly patentable  invention  of  the  plaintiff  is  classified.  It  seems  incongruous  that 
the  considered  opinion  of  the  Board  of  Appeals  should  be  upset  in  this  manner, 
particularly  when  it  be  remembered  that  each  member  of  this  Board  has  here- 
tofore been  appointed  by  the  President  as  one  who  has.  by  education,  training 
and  long  experience  demonstrated  outstanding  fitness  for  the  position  to  which 
he  has  been  elevated.  Each  member  of  the  Board  of  Appeals  of  the  United  States 
Patent  Office  is  an  employee  who  has  risen  to  appointment  to  that  most  important 
body  because  he  has  exhibited  for  many  years  outstanding  competence  in  his 
work  of  examination  of  applications  for  patent  and,  by  the  time  he  reaches  the 
Board  of  Appeals  has  acquired  vast  experience,  sometimes  in  numerous  arts,  re- 
sulting in  the  development  of  a  mature  judgment' in  matters  of  this  nature. 

This  is  not  an  argument  against  the  theory  that  the  final  decisions  of  the 
Board  of  Appeals  shall  not  be  reviewed  by  a  higher  tribunal,  such  as  the  Court 
of  Customs  and  Patent  Api>eals,  but  is  a  protest  against  any  system  of  review  of 
Patent  Office  decisions  which  is  based  upon  facts  any  of  which  were  not  given 
full  and  ample  consideration  by  the  Patent  Office  examining  staff  and  by  its 
Board  of  Appeals,  from  whose  decision  appeal  has  been  taken.  Review  of  Patent 
Office  decisions  by  an  especially  qualified  court  such  as  the  Court  of  Customs  and 
Patent  Appeals  is  appropriate,  particularly  as  the  rulings  of  that  Court  are 
subject  to  review  by  the  Supreme  Court.  It  may  be  that  the  appellate  tribunal, 
the  Court  of  Customs  and  Patent  Appeals,  should  be  empowered  to  remand  the 
case  to  the  Patent  Office  should  it  become  apparent  during  the  presentation  of  an 
appellant's  case  that  the  appellant  has  inadvertently  failed  to  present  facts 
which  could  well  be  favorable  to  his  case,  the  Patent  Office  to  have  the  authority 
to  receive  such  additional  facts  and  review  its  own  decision  in  the  light  of  the 
additional  information  developed. 

Judge  Holtzoff,  of  the  District  Court  of  the  District  of  Columbia,  in  his  de- 
cision in  the  case,  Jennings  et  al  vs.  Brennpr,  rendered  June  22,  1966,  recom- 
mended that  a  system  of  remand  be  adopted.  He  also  stated  in  this  same  de- 
cision (150  U.S.P.Q.  at  page  167)  : 

"The  court  reaches  a  different  conclusion  merely  because  at  this  trial  de  novo 
additional  evidence  was  introduced.  It  may  w^ell  be  that  if  the  Patent  Office  had 
had  the  benefit  of  this  evidence,  it  would  have  likewise  allowed  the  application 
in  the  first  instance." 

In  other  portions  of  his  decision  the  Court  pointed  out  that  the  evidence  which 
had  been  presented  to  him,  but  not  to  the  Patent  Office,  convinced  him  that  the 
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advance  claimed  by  the  inventor  was  not  "obvious"  and  "as  often  happens  in  these 
matters"  it  was  the  evidence  not  presented  to  the  Patent  Office  which  was  de- 
terminative of  the  question  of  obviousness. 

About  100  petitions  by  disappointed  applicants  are  filed  each  year  in  the  local 
District  Court.  Many  are  probably  filed  for  tactical  reasons,  the  applicant  hav- 
ing no  serious  intent  to  present  witnesses  and  later  discontinuing  his  suit  and 
accepting  the  final  decision  of  the  Patent  Office.  Quite  a  number,  however,  go  to 
trial.  In  the  fiscal  year  1966  for  instance  some  40  cases  were  tried.  In  each  of 
these  trials  the  disappointed  applicant  presented  the  testimony  of  witnesses  who 
did  not  ai>pear  before  Patent  OflEice  tribunals  or  at  least  did  not  testify  under 
oath  before  Patent  Office  officials.  In  the  majority  of  instances  the  Judge  to  whom 
the  testimony  was  presented  was  not  impressed  and  refused  to  authorize  th 
Commissioner  of  Patents  to  issue  a  patent  to  the  disappointed  applicant.  In  cer- 
tain of  the  suits,  however,  the  decision  of  the  Board  of  Appeals  was  reversed 
and.  as  Judge  Holtzoff  said  in  the  Ex  parte  Jennings  et  al  v.  Brenner,  Commis- 
sioner of  Patents,  case  to  which  reference  has  previously  been  made,  the  evidence, 
if  presented  to  the  Patent  Office,  would  no  doubt  have  resulted  in  allowance  of  the 
application  in  question.  In  all  probability  other  Judges  have  felt  the  same. 

The  question  i.s — Shall  this  system  not  only  be  preserved  but  expanded  so  that 
the  Patent  Office  final  decisions  will  be  overturned  upon  newly  presented  evi- 
dence in  an  increasing  number  of  instances?  One  can  readily  understand  how.  if 
this  becomes  the  habit  of  applicants,  the  morale  of  the  Patent  Office  examining 
staff  will  suffer.  Not  only  will  the  members  of  the  Board  of  Appeals  consider  that 
their  positions  are  of  less  dignity  and  importance  but  the  members  of  the  large 
group  of  younger  men,  who,  as  career  employees  look  forward  to  the  possibiliry 
of  becoming  members  of  that  tribunal  will  also  suffer  in  morale.  It  is  urged  there- 
fore that  those  who  believe  that  the  Patent  Office  is  competent  to  sift  out  un- 
patentable material,  as  so  aptly  stated  by  the  Supreme  Court,  and  that  I  believe 
incbides  all  of  us,  will  give  consideration  to  this  recommendation  that  Patent 
Office  practice  be  modified  in  such  manner  that  all  evidence  which  any  applicant 
for  patent  may  present  must  be  placed  before  the  examining  staff  and  that  appeals 
be  limited  to  proceedings  before  the  Coiirt  of  Customs  and  Patent  Appeals  upon 
the  record  established  in  the  Patent  Office. 

Attention  is  directed  to  pertinent  comments  included  in  the  published  decisions 
of  the  local  and  other  Federal  Courts. 

For  some  time  one  experienced  and  very  well  known  Judge  of  the  District 
Court  of  the  District  of  Columbia  has  been  pointing  to  the  need  for  reform  in 
this  area  and  in  his  decision  on  the  case  Dow  Corning  Corporation  v.  Watson, 
Commis.sioner  of  Patents  (116  U.S.P.Q.  45)  on  page  46,  said,  after  stating  that 
the  Court  did  not  have  the  benefit  of  the  expertise  of  the  administrative  agency : 

"Under  the  circumstances,  the  Court  must  decide  on  this  matter  on  the  tech- 
nical evidence  introduced  in  behalf  of  the  plaintiff,  without  the  benefit  of  any 
review  of  that  evidence  by  Patent  Office  officials.  The  responsibility,  however, 
does  face  the  Court." 

In  his  decision  rendered  June  22,  1966  in  the  case,  Jennings  v.  Brenner,  Com- 
missioner of  Patents   (150  U.S.P.Q.  167),  Judge  Holtzoff  further  remarked: 

"In  reaching  this  decision  the  Court  desires  to  empasize  that  it  is  not  reversing 
the  action  of  the  Patent  Office.  If  the  case  were  submitted  on  the  record  of  the 
Patent  Office,  as  is  the  procedure  in  the  Court  of  Customs  and  Patent  Appeals, 
the  Court  would  be  inclined  to  affirm  its  ruling.  The  Court  reaches  a  different 
conclusion  merely  because  at  this  trial  de  novo  additional  evidence  was  intro- 
duced. It  may  well  be  that  if  the  Patent  Office  had  had  the  benefit  of  this  evi- 
dence, it  would  have  likewise  allowed  the  application  in  the  first  instance." 
(Emphasis  supplied) 

The  National  Patent  Planning  Commission  in  its  1943  Report  said  that  appel- 
late procedure  should  be  simplified,  saying : 

"At  present,  when  the  Patent  Office  denies  the  grant  of  a  patent,  the  appellant 
has  avenues  of  recourse  to  either  of  two  courts.  This  is  at  once  a  complexity  and 
a  defect.  We  are  accordingly  prompted  to  renew  our  suggestion  that  the  United 
States  Court  of  Customs  and  Patent  Ai)peals  be  designated  as  the  sole  tribunal 
having  authority  to  review  the  decisions  of  the  Patent  Office  in  refusing  the 
issuance  of  patents." 

The  specific  recommendation  of  the  Commission  was  as  follows : 

"The  Commission  recommends  that  in  ex  parte  cases  the  jurisdiction  of  the 
Court  of  Customs  and  Patent  Appeals  to  review  the  denial  by  the  Patent  Office 


of  an  application  for  patent  should  be  made  exclnsive,  and  that  the  present  con- 
current jurisdiction  of  the  District  Courts  should  be  abolished." 

In  another  resolution  the  Commission  said  : 

"It  further  recommends  that  the  jurisdiction  of  the  existing  Court  of  Customs 
and  Patent  Appeals  be  expanded,  *  *  *  that  provision  be  made  for  the  court 
to  sit  elsewhere  than  Washington,  and  that  additional  judges  be  temporarily 
assigned  to  the  Court  by  the  Chief  Justice  of  the  United  States  in  such  numbers 
and  for  such  times  and  at  such  jjlaces  as  the  public  interest  may  require." 

That  resolution  of  the  Section  of  Patent,  Trademark  and  Copyright  law  of 
the  American  Bar  Association  which  supports  the  concept  of  a  nine  man  Court 
whose  members  may  not  only  hear  appeals  from  Patent  Office  decisions  hut  who 
can,  when  requested  to  do  so,  function  with  other  judges  in  the  several  judicial 
circuits,  is  pointed  in  the  same  general  direction.  While  we  are  rewriting  the 
entire  patent  law,  extended  attention  should  be  directed  to  this  recommendation. 

Chapter  2. — Proceedings  in  the  Patent  Office 

Sections  21,  22,  23,  24,  25  seem  to  be  quite  appropriate. 
Chapter  3 

Sections  31,  32  and  33  appear  to  be  in  order,  save  for  the  reference  in  Section 
31  to  the  Secretary  of  Commerce. 

Chapter  If. — Patent  Fees 

It  will  be  unwise  to  grant  the  Commissioner  the  right  to  raise  and  lower  fees. 
The  tendency  recently,  of  course,  with  the  approval  of  the  Congress,  has  been  to 
increase  the  cost  of  filing  and  prosecuting  applications — to  the  discomfiture  of  the 
inventor  of  small  means.  Future  proposed  schedules  of  fees  should  be  laid 
before  the  Congress  and  those  interested  should  be  given  the  opportunity  to 
protest. 

Fees  for  filing  and  for  prosecuting  applications  should  be  much  lower  than  they 
are  at  present  and,  if  it  is  the  will  of  Congress  that  a  certain  high  cost  recovery 
should  be  had,  the  renewal  fee  system  should  be  imposed.  The  system  of  financing 
the  operation  of  the  Patent  Offices  by  the  imposition  of  renewal  fees  obtains  in 
practically  all  other  patent  issuing  countries  and  operates  to  the  complete  satis- 
faction of  the  nationals  of  those  countries.  It  should  be  adopted  in  the  United 
States.  Under  that  system  the  Patent  Office  is  supported  by  payments  of  patentees 
whose  patented  inventions  have  proven  to  be  profitable  and  the  patents  issued  for 
inventions  unacceptable  to  the  public  are  allowed  to  expire  thus  simplifying  the 
task  of  determining  the  possibility  of  infringement  by  studying  unexpired  patents. 

Section  12,  which  requires  the  Commissioner  of  Patents  to  conduct  research, 
should  be  enthusiastically  supported. 

Section  15. — The  contemplated  Advisory  Counsel  may,  if  established,  harass 
the  Commissioner  of  Patents  unnecessarily.  The  Commissioner  of  Patents  usually 
receives  a  great  many  suggestions  from  patent  bar  associations,  Committees  of 
Congress,  patentees,  manufacturers  and  others  and  can  always  assemble  an  ad- 
visory group  on  short  notice.  It  is  doubted  that  there  is  need  for  the  appointment 
of  a  formal  Advisory  Counsel. 

PAKT   II— PATENTABILITY   OF  INVENTIONS    AND    GRANT  OF  PATENTS 

This  part  of  the  bill  has  eight  chapters  of  which  several  are  of  the  utmost 
importance.  Chapter  10  of  this  part  will,  if  enacted  into  law  as  written,  bring 
about  radical  changes  in  practice  and  procedures  within  the  Patent  Office  and 
without,  and  deserves  the  most  careful  study. 

For  reasons  why  these  changes  are  recommended  one  must  refer  to  the  recent 
report  of  the  President's  Commission  on  the  Patent  System.  In  the  letter  trans- 
mitting the  report  to  the  President,  there  appears  the  statement,  as  has  been 
previously  pointed  out,  that  background  material  was  to  be  later  supplied. 

This  background  material  has  not  been  provided  so  the  public  is  left  to  imagine 
why  the  changes  are  recommended  except  in  so  far  as  these  reasons  are  set 
forth  in  the  report  itself.  The  objectives  of  the  Commission  as  listed  on  page  3 
of  the  printed  report  are  most  praiseworthy,  with  the  possible  exception  of  No.  5. 
and  even  here  no  one  can  criticize  as  long  as  the  condition  "wherever  consistent 
with  the  objectives  of  the  U.S.  patent  system"  is  adhered  to. 

The  question  is,  will  the  recommendations,  if  implemented  by  legislation 
actually  accomplish  these  objectives? 
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Chapter  10 — Patentability  of  Inventions 

Section  100  "Definitions"  and  Section  101  "Right  to  Patent :  Inventions  patent- 
able" need  no  comment. 

Section  102. — This  section  requires  the  invention  sought  to  be  patented  to  be 
unknown  to  the  public  anywhere  in  the  world,  when  the  application  for  patent 
is  filed.  If  known  to  any  other  before  the  applicant's  filing  date,  no  valid  patent 
may  issue.  The  inventor  by  his  own  act  of  publication  or  exhibition  before  filing 
can  defeat  his  right  to  a  patent.  The  present  law  permits  an  inventor  to  publicly 
reduce  his  invention  to  practice  and  place  it  in  use  and  still  obtain  a  valid  patent 
therefor  if  he  files  his  application  for  patent  within  one  year  of  his  first  public 
use.  He  can  also  build  and  sell,  or  try  to  sell,  his  product  in  order  to  determine 
whether  or  not  it  is  actually  a  saleable  article. 

If  proposed  Section  102  becomes  law,  the  inventor  of  a  bicycle  may  forfeit 
his  right  to  a  patent  by  making  a  test  run  around  his  home  block  before  filing 
an  application  whereas  now  he  is  entitled  to  make  all  necessary  mechanical 
tests  and  even  sell  a  few  to  determine  market  value.  Secrecy  will  become  the 
order  of  the  day. 

How  this  change,  if  implemented,  will  render  more  possible  the  attainment 
of  objectives  1,  2,  3,  4  and  6  of  the  President's  Commission  is  unclear  and,  if 
objective  5  is  conservatively  construed,  this  should  be  included.  The  Commission 
in  its  Report  warned  that  many  of  the  problems  related  to  its  objectives  are 
intertwined  and  its  recommendations  must  all  be  considered  as  part  of  one 
interrelated  and  coherent  plan.  This  interrelation  is  far  from  evident.  Perhaps 
such  a  total  evaluation  may  be  made,  but  it  is  necessary  to  first  consider  the 
probable  results  of  the  recommended  changes,  one  by  one. 

If  proposed  Section  102  is  enacted,  it  is  altogether  likely  that  the  number 
of  patent  applications  filed  each  year  will  materially  increase,  adding  to  the 
Patent  Ofiice  workload  and  greatly  adding  to  the  costs  to  be  met  by  inventors 
and  industry. 

In  the  United  States  industry  develops  new  products  at  an  enormous  rate. 
As  stated  in  a  report  of  the  Bjorksten  Research  Laboratories,  which  appeared 
in  the  September  1965  issue  of  the  publication  "Drug  and  Cosmetic  Industry", 
a  study  of  27,000  consumer  and  industrial  items  which  were  placed  on  the 
market  in  1964,  disclosed  that  only  one  in  five  was  found  to  be  profitable.  It 
was  not  represented  that  all  of  the  new  products  introduced  during  that  year 
were  studied  and  there  may  have  been  more. 

The  introductory  paragraphs  of  this  report  are  as  follows : 

"The  thousands  of  new  products  which  fail  each  year  are  costing  American 
industry  billions  of  dollars.  Many  of  these  failures  can  be  prevented. 

"In  the  drug  and  cosmetic  industry  alone,  for  example,  an  estimated  390 
new  products  were  marketed  last  year  at  a  total  cost  (estimated)  of  $.58,500,000 
for  research,  development  and  pilot  models  or  sample  materials.  Failures  ac- 
counted for  about  $46  million  in  new-product  expenditures  in  the  industry. 

"A  just-concluded  study  of  new  product  development,  undertaken  for  Bjork- 
sten Research  Laboratories,  indicates  that  in  a  typical  year  some  27,000  new 
products  are  introduced  by  American  firms  in  major  manufacturing  categories 
alone.  According  to  figures  supplied  by  the  U.S.  Department  of  Commerce,  at 
least  $4,065  million  was  allocated  to  development  of  these  products,  both  con- 
sumer and  industrial,  last  year. 

"But  of  the  27,000  products  only  20  per  cent  proved  successful.  This  means 
that  the  cost  of  new  product  failures  to  American  corporations  and  their  stock- 
holders currently  is  approximately  $3,250  million  a  year,  or  very  nearly  ten 
million  dollars  a  day. 

"A  LaSalle  Extension  University  survey  indicates  that  the  average  minimum 
cost  of  bringing  a  single  new  product  to  the  point  of  market  introduction  is 
conservatively  estimated  to  be  150,000,  a  substantial  investment.  For  every 
$1.50,000-plus  which  results  in  a  winning  product,  $600,000  then  would  be  spent 
on  four  failures.  Companies  know  and  feel  their  responsibility  to  get  the  most 
for  these  dollars.  What,  then,  goes  wrong?" 

Another  study,  made  by  a  member  of  the  Research  Staff  of  the  Patent,  Trade- 
mark and  Copyright  Research  Institute  of  George  Washington  University, 
reported  in  the  1962  Spring  issue  of  the  Institute's  Journal,  Volume  6,  No.  1, 
page  87,  indicates  that,  of  those  inventions  patented  by  corporations,  about 
forty  percent  were  market  tested  before  the  application  for  patent  therefor 
was  filed  in  the  Patent  Office.  The  writer  speculated  that  possibly  50,000  appli- 
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cations  w.ere  not  filed,  per  year,  because  market  testing  disclosed  that  the  prod- 
uct did  not  measure  up  marketwise.  Although  this  was  pure  speculation  who 
can  say  with  assurance  that  he  was  in  error?  Some  further  and  more  extended 
research  on  this  subject  is  most  certainly  desirable. 

The  report  extends  over  29  printed  pages  of  the  Journal  and  should  be  of 
great  interest  to  those  presently  attempting  to  estimate  the  probable  effect  of 
enacting  the  proposed  "first  to  file"  statute.  Several  paragraphs  may,  with 
advantage,  be  quoted  here : 

"Our  best  estimate  is  that  of  assigned  patents  issued  in  the  forties  and  put  into 
commercial  use.  about  forty  per  cent  were  put  to  use  for  the  first  time  before  an 
application  was  filed.  About  fifty  per  cent  were  put  to  use  for  the  first  time  while 
the  patent  was  pending.  Only  about  ten  per  cent  of  assigned  patented  inventions 
put  to  commercial  use  come  into  such  use  for  the  first  time  after  the  patent  has 
been  issued.  There  is  some  suggestion  that  the  tendency  for  early  use  is  becoming 
accentuated  in  most  recent  years. 

"The  preapplication  use  of  patented  inventions  is  limited  to  corporations,  and 
one  of  its  consequences  would  be  a  drastic  reduction  of  patent  applications  filed 
by  corporations.  Many  potentially  patentable  inventions  will  not  be  patented  if 
their  preapplication  use  proves  economically  disappointing.  This  phenomenon 
alone  could  account  for  the  marked  decline  in  the  number  of  patents  per  unit  of 
population.  This  relationship  gives  an  additional  reason  why  the  number  of  patent 
applications  or  patents  issued  is  not  a  useful  index  of  inventive  effort  of  a 
nation. 

"Without  knowing  the  time  when  a  patented  invention  is  technically  ready  for 
commercial  use  it  is  not  possible  to  determine  precisely  the  probability  of  use 
in  the  first  year  of  such  readiness,  and  in  each  subsequent  year.  Nevertheless, 
indications  are,  from  Table  6,  that  the  propensity  of  use  is  greatest  at  the  very 
beginning,  i.e.  as  soon  as  the  invention  can  be  made  ready  for  use,  and  this  prob- 
ability tends  to  decline  progressively  and  rapidly  with  the  passage  of  time.  This 
is  suggested  by  column  5,  and  the  corresponding  columns  9,  13,  and  17  of  Table  6. 
"If,  as  our  evidence  indicates,  a  large  proportion  of  inventions  are  put  to  com- 
mercial use  before  a  patent  application  is  filed,  it  becomes  inevitable  that  many 
potential  patent  applications  are  not  being  filed  for  today.  Since  this  phenomenon 
is  restricted  to  assigned  patents  owned  by  corporations,  which  in  1900  accounted 
for  only  seventeen  per  cent  of  our  patents,  while  today  they  account  for  over 
seventy  per  cent,  the  apparent  decline  in  the  number  of  patent  applications  could 
perhaps  be  accounted  for  by  this  single  practice  which  had  not  been  known 
or  suspected  until  it  became  apparent  by  the  Foundation's  study  of  Patent 
Utilization. 

"There  is  no  way  one  could  calculate  what  proportion  of  patent  applications  are 
lost  today  as  a  result  of  this  widespread  practice^  by  corporations.  Nor  is  there 
definitive'  evidence  to  what  extent  this  practice  of  preapplication  use  has  become 
more  widespread  in  recent  decades  without  more  extensive  studies. 

"But  in  view  of  the  fact  that  today  over  seventy  per  cent  of  the  patents  granted 
are  assigned  to  corporations,  and  if  we  assume  a  comparable  proportion  of  the 
applications  are  filed  by  corporations,  one  can  surmise  that  well  over  50,000  po- 
tential applications  per  year  could  be  lost  as  a  result  of  the  current  practice  of 
preapplication  use  of  inventions  leading  to  their  abandonment  if  they  become 
obsolete  or  prove  commercially  disappointing.  Therefore,  the  apparent  decline  in 
patent  application  may  have  no  significance  whatsoever." 

Would  it  not  appear  from  these  findings  that  those  who  believe  that  "New 
technological  advances  take  far  too  long  before  they  benefit  the  public"  as  Presi- 
dent Johnson  has  written,  may  not  fully  appreciate  how  new  products  are  man- 
aged in  this  country.  In  any  event  where  are  the  statistics  to  establish  the  validity 
of  their  concept? 

Would  it  not  appear  from  these  findings  that  both  the  public  and  the  Patent 
Office  are  spared  great  expense  because  of  the  privilege  now  existing  under  the 
present  law  of  not  filing  applications  for  patent  for  inventions  which  the  public 
rejects? 

Under  a  first  to  file  system,  every  developer  of  a  new  product  for  the  market, 
who  without  doubt  has  spent  much'money  in  perfecting  it  ($150,000  according  to 
the  La  Salle  Extension  University  study)  will  of  course  hopefully  file  a  patent 
application.  These  applications  will  be  prepared  by  patent  practitioners  and 
not  bv  amateurs,  as  the  President's  Committee  suggested — because  the  first 
application  must  be  an  adequate  disclosure  or  the  cause  is  lo.st.  Once  the  appli- 
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cation  for  patent  has  been  filed,  also  at  considerable  expense,  the  owner  may  be 
reluctant  to  abandon  it  even  if  the  invention  claimed  has  not  met  with  public 
applause — thinking  that  some  other,  or  his  own,  organization  later  on  may  produce 
something  acceptable  to  the  public  which  comes  within  the  scope  of  the  expected 
patent.  And  so  the  workload  of  the  Patent  Office  may  well  be  increased. 

If  a  mere  "preliminary"  application  is  followed  by  a  "complete"  application, 
the  Patent  Oflice  will  have  the  task  of  comparing  the  two  to  ascertain  whether 
or  not  the  subject  matter  of  the  complete  can  be  found  in  the  preliminary.  Com- 
paring two  such  disclosures,  may  not  be  easy  and  in  fact  much  friction  and  con- 
fusion may  develop,  and  substantial  loss  of  time  within  and  without  the  Patent 
Oflice  may  very  well  result. 

So  it  would  appear  that  the  effect  of  enacting  into  law  the  proposed  "first 
to  file"  legislation  may  be  to  impose  on  the  public,  through  the  develoi^ers  of  new 
products,  a  large  cost  which  it  does  not  presently  bear,  i.e.  the  cost  of  preparing 
and  filing  applications  for  inventions  which  the  public  refuses  to  accept,  and 
may  well  add  materially  to  the  cost  of  operating  the  Patent  Oflice,  not  only  the 
cost  of  handling  the  increased  intake  but  the  added  examination  time  needed  to 
compare  preliminary  and  complete  applications  if  both  are  filed. 

Actually  the  economy  of  the  United  States  is  quite  different,  invention  and  new 
product  wise,  from  that  of  any  other  country.  Our  economy  thrives  on  new  prod- 
ucts and,  as  said  in  the  B jorksten  report  previously  referred  to  : 

New  Products — Economic  Lifeline 

"The  billions  of  dollars  lost  on  new  product  'lemons'  every  year  are  doubly 
lamentable  in  the  light  of  this  economic  fact:  Most  manufacturers  cannot  live 
loithout  new  products. 

"The  concensus  of  leading  manufacturers  is  that  more  than  72  per  cent  of  the 
nation's  growth  in  sales  volume  comes  from  new  products,  including  new  brands. 
( Some  estimates  range  as  high  as  95  per  cent. ) 

"According  to  a  Harvard  University  study,  business  history  demonstrates  that 
growth  industries  have  been  heavily  new  product  oriented,  with  those  industries 
spending  the  most  for  new  product  development  experiencing  the  greatest  growth. 

"To  quote  the  study :  'Long  lists  could  detail  the  importance  of  new  products, 
but  in  business  strategy  most  of  these  can  be  grouped  under  three  major  head- 
ings. New  products  are :  1.  a  major  contributor  to  company  growth ;  2.  a  primary 
infiuence  on  profit  performance ;  and  3.  a  key  factor  in  business  planning.' 

"Within  all  industries,  the  report  states,  most  growth  companies  attribute  a 
large  percentage  of  their  sales  and  profitability  to  new  product  lines. 

"With  so  much  dependence  on  the  success  of  new  products,  it  is  surprising  that 
manufacturers  still  have  a  winner  only  20  per  cent  of  the  time.  It  is  obvious  that 
industry  must  call  on  scientific  and  technological  knowhow  increasingly,  not  only 
to  stop  the  waste  of  billions  of  dollars  annually,  but — of  primary  importance — to 
have  winning,  profit-making  products  more  often." 

This  country,  which  is  a  great  industrial  nation,  the  United  States  share  of  the 
world's  Gross  National  Product  being  32.3%  of  the  total,^  has  today  a  patent  sys- 
tem which  "has  in  the  past  performed  well  its  constitutional  mandate"  (Commis- 
sion Report  page  2)  and  given  its  citizens  so  very  much  that  most  convincing  evi- 
dence of  the  need  for  change  should  be  in  hand  before  change  is  effected. 

The  point  is  made,  in  President  Johnson's  letter  of  transmittal,  that  if  the 
patent  for  any  invention  is  given  to  the  person  first  to  file  an  application  in  the 
Patent  Oflice.  the  present  practice  of  declaring  and  deciding  interferences  between 
rival  inventors  can  be  abolished.  Many  concerned  with  the  welfare  of  the 
patent  system  have  heretofore  que.stioned  our  interference  practice  which  is,  of 
course,  necessary  if  we  are  to  continue  to  grant  patents  to  the  first  inventor  rather 
than  to  the  first  to  file  an  application. 

Careful  study  made  by  a  Patent  Oflice  group,  reported  in  the  July  1963  issue 
of  the  Journal  of  the  Patent  Office  Society,  Volume  XLV,  has  resulted  in  the 
publication  of  statistics  which  indicate  the  extent  to  which  applicants  for  patent 
and  Patent  Office  employees  are  involved  in  interference  contests.  For  instance, 
it  is  made  clear  that  only  a  small  proportion  of  the  total  number  of  applica- 
tions filed  are  ever  involved  in  interferences.  Thus,  in  the  period  of  twelve  years, 
1950-1962,  77,449  applications  were  filed  per  year  on  the  average  and  687  inter- 
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forences  declared  during  each  of  these  years,  on  the  average.  These  figures 
demonstrate  that,  during  this  period,  there  was  less  than  one  chance  in  one 
hundred  that  an  applicant  would  become  involved  in  an  interference,  a  .89% 
chance  to  be  exact.  Presently  there  are  six  examiners  engaged  in  resolving  the 
i!iterferences  which  are  now  being  procesrsecl,  showing  that  the  burden  on  the 
Patent  Office  is  very  small.  Addition  to  this  group  of  one  or  two  examiners  and  a 
further  tightening  of  procedural  rules  v.-ill  result  in  more  expeditious  disposal 
of  interference  contests  so  that  time  spent  in  interference  contests  will  be  mini- 
mized. This  will  be  a  small  price  to  pay  for  the  privilege  of  retaining  the  very 
important  right  of  an  inventor  to  market  test  his  invention  before  he  goes  to 
the  trouble  and  expense  of  filing  an  application  for  patent — complete  or 
preliminary. 

The  theory  has  been  advanced  that  publication  of  pending  patent  applications 
within  a  certain  period  of  time  after  filing  may,  if  implemented,  uncover  tech- 
nology which  might  otherwise  be  long  hidden.  The  too-long  pending  application 
has  always  been  a  problem  but,  as  pointed  out,  it  is  believed  that  the  developer 
of  a  new  product  of  presently  saleable  character  will  disclose  his  technical 
contribution  by  marketing  it  as  soon  as  he  can  do  so,  to  the  benefit  of  the  public. 
By  limiting  the  life  of  a  patent  to  a  period  of  twenty  years  from  filing,  which 
is' recommended,  and  providing  increased  staff  the  problem  may  resolve  itself 
into  a  minor  one.  In  any  event  it  would  appear  that,  in  general,  technological  in- 
formation does  reach  the  public  before  or  shortly  after  filing  application  under 
the  present  practice  and  that  the  "grace  period"  should  be  continued. 

It  is  repeated  that  further  research  may  throw  much  additional  light  on  this 
problem  of  early  disclosure  of  technological  advances. 

Section  103.  "Conditions  for  patcntaMlity ;  non-ohvious  subject  matter".— It 
is  proposed  to  amend  Section  103  of  the  present  law  by  the  elimination  of  the 
phrase  "at  the  time  the  invention  was  made"  and  the  substitution  of — on  or  be- 
fore the  effective  filing  date  of  the  application. 

The  proposed  amendment  thus  reflects  and  complements  the  proposed  amend- 
ment to  Section  102  and,  for  the  same  reason,  should  not  be  adopted. 

Section  if^o.— "Nonprejudicial  Disclosure"  is  appropriate. 

Section  106. — "Computer  programs  not  patentable."  No  comment.  Experts  in 
this  field  of  activity  should  express  their  views. 

Chapter  11 — Application  for  Patent 

Sections  of  this  chapter  which  are  not  discussed  below  are  believed  to  be  ap- 
propriate although  the  word  "complete"  should  be  eliminated  where  it  appears. 

Section  111. — Sub-section  (a)  of  this  Section,  if  approved  by  the  Congress,  will 
authorize  the  owner  of  an  invention,  as  well  as  the  inventor,  to  file  application 
for  patent  and  sets  forth  the  manner  in  which  this  is  to  be  accomplished.  This 
portion  of  Section  111  is  thought  to  be  directed  to  the  solution  of  a  problem  which 
is  frequently  faced  by  those  who  financially  back  inventors  and  will  be  helpful 
if  enacted  into  law. 

Sub-sections  (c)  and  (d)  relate  to  the  filing  of  "preliminary"  applications  and, 
as  it  is  believed  that  the  law  should  not  be  amended  to  permit  the  filing  of  ap- 
plications which  do  not  comply  with  all  of  the  present  statutory  requirements, 
these  sub-sections  should  be  eliminated. 

Section  115  "Oath  of  Applicant"  should  not  be  supported  in  that  it  has  been 
modified  in  such  manner  as  to  authorize  one  not  the  fir.'it  inventor  to  sign  the  oath 
and  has  been  otherwise  revised  to  harmonize  with  the  concept  of  "first  to  file" 
and  is  thus  defective. 

Section  116.  Joint  Inventors. — This  section  is  intended  to  solve  a  problem 
which  sometimes  arises  in  that  it  purports  to  ease  the  processing  of  a  patent  ap- 
plication for  an  invention  developed  by  two  or  more  collaborating  inventors  and 
where  the  circumstances  are  such  that  all  will  not  join.  Sub-section  (b)  should 
be  amplified  to  make  it  clear  that  claims  directed  to  a  truly  joint  invention  must 
have  been  found  to  be  allowable  before  any  claim  drawn  to  an  invention  which 
was  not  jointly  made  can  be  retained  in  the  application. 

Section  lis.— By  this  Section  the  Commissioner  of  Patents  is  given  rather  wide 
authority  to  issue  patents  upon  applications  which  are  unaccompanied  by  oaths 
of  inventors.  Much  depends  upon  the  manner  in  which  the  authority  is  used,  but 
there  is  a  need  to  provide  a  procedure  which  may  be  followed  when  an  inventor 
is  missing  or  adverse  and  some  such  authority  should  be  granted. 

Section  120.— This  Section  is  objectionable  in  that  it  refers  to  two  kinds  of 
applications,  "preliminary"  and  "complete."  There  should  not  be  any  provision 
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in  the  law  autliorizing  the  filing  of  any  application  which  is  not  a  formal  and 
complete  application. 

Section  121.  Divisional  applications. — Sub-section  (a)  should  be  revised  by  the 
elimination  of  the  word  "complete."  Paragraph  (b)  should  be  revised  because 
of  its  reference  to  Section  120. 

Section  123.  Pnhlication. — Publication  should  not  occur  until  the  prosecution 
of  the  application  has  been  completed  and  the  scope  of  the  claims  which  the 
Office  has  determined  to  be  allowable  is  known.  Then  there  should  be  publication 
and  the  public  allowed  to  protest  in  writing— with  the  applicant  having  the  right 
to  file  counter  statements.  Paragraph  (a)  should  be  rewritten.  Paragraphs  (b) 
and  (c)  should  be  eliminated.  Publication  after  allowance  will  compel  the 
Examining  staff  to  exert  its  greatest  possible  expertise  as  its  reputation  is  at 
stake,  and  will  give  any  opposer  a  precise  target.  The  National  Patent  Planning 
Commission  in  its  1943  report  recommended  that  the  public  be  accorded  the 
opportunity  of  challenging  the  validity  of  a  patent  in  a  proceeding  begun  within 
six  months  after  its  grant.  It  would  be  more  fitting,  however,  to  publish  allowed 
applications,  as  applications,  and  aflix  the  official  seal  after  the  opposition  period 
has  been  successfully  passed. 

It  is  in  order  to  provide  for  an  opposition  procedure  although  it  may  not  suc- 
ceed as  anticipated  in  preventing  issuance  of  many  patents  for  inventions  which 
lack  novelty.  Unless  penalized  by  the  courts  for  deliberately  withholding  perti- 
nent and  available  prior  art  from  the  Patent  Office  for  the  purpose  of  as.serting 
it  later  in  court  proceedings,  attorneys  may  withhold  such  evidence  for  court- 
room presentation.  Individual  inventors  will  hardly  be  able  to  take  advantage 
of  this  privilege. 

Chapter  12 — Examination  of  Application 

Sections  of  this  Chapter  and  sub.sequent  Chapters  which  are  not  specifically 
mentioned  are  thought  to  be  quite  in  order  although  the  word  "complete"  should 
be  removed  where  it  appears. 

Section  137.  Btirden  of  Persvasion. — This  sentence  describes  the  relative  rela- 
tionship of  applicant  and  Examiner  as  it  always  has  existed,  and  always  will 
exist. 

Chapter  13 — Revieio  of  Patent  Office  Decisions 

Section  141,  Appeal  to  the  Court  of  Customs  and  Patent  Appeals.  Section  142, 
Notice  of  Appeal,  and  Section  143,  Proceedings  on  Appeal,  are  necessary  provi- 
sions. 

Section  Uflf.  Decisions  on  Appeal. — It  is  recommended  that  this  Chapter  of  the 
bill  be  amended  by  striking  out  the  last  four  lines  of  Section  144,  which  refers 
to  Section  257,  (Revocation)  which  Section  is  also  thought  to  be  unwise,  and  that 

Section  145,  "Civil  Action"  .'should  be  stricken  in  its  entirety.  The  reasons 
which  have  persuaded  me  to  make  this  recommendation  have  been  previously  set 
forth  in  this  memorandum. 

Section  1^7.  Appeal  to  the  United  States  Court  of  Appeals  for  the  District  of 
Columbia. — As  it  is  now  firmly  established  that  one  whose  appeal  to  the  Court 
of  Customs  and  Patent  Appeals  has  failed  may  petition  the  Supreme  Court  for  a 
writ  of  certiorari,  and  may  succeed  in  obtaining  one,  the  appeal  to  the  United 
States  Court  of  Appeabs  appears  to  be  wholly  unnecessary.  The  Court  of  Customs 
and  Patent  Appeals,  created  for  the  specific  purpose  of  receiving  appeals  from 
the  Patent  Office,  is  an  especially  competent  court.  It  may,  of  course,  be  enlarged 
if  necessary  or  desirable,  and  its  jurisdiction  extended,  as  has  been  suggested. 

As  it  is  highly  important  that  the  District  Court  of  the  Di.strict  of  Columbia 
be  relieved  of  its  "de  novo"  procedure  obligations  there  will  be,  after  this  is 
accomplished,  no  resulting  differences  of  view  between  the  District  Court  and 
the  Court  of  Customs  and  Patent  Appeals,  and  therefore  the  Court  of  Appeals 
of  the  District  of  Columbia  need  not  be  called  upon  to  resolve  those  differences. 

Chapter  IJf — Issue  of  Patent 

Section  151.  Publication  and  Issue  of  Patent. — Sub-section  (b)  should  be  re- 
vised if  Section  123  is  not  to  become  law.  Section  123  should  be  eliminated  in  that 
it  calls  for  publication  IS  months  after  filing  instead  of  after  allowance. 

Publication  after  allowance  is  much  to  be  preferred,  as  previously  explained. 

Sub-.s'ections  (a),  (c)  and  (d)  are  quite  in  order. 

Section  154-  Contents  and  Term  of  Patent. — Sub-section  (b)  is  important  and 
should  be  retained.  While  no  applicant  can  precisely  control  the  time  of  pendency 
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of  his  application  and  in  some  cases  it  may  be  unfair  to  base  the  length  of  life  or 
his  patent  upon  its  filing  date,  the  enactment  into  law  of  this  sub-section  may  have 
numerous  beneficial  results.  If  not,  it  may  be  repealed.  The  National  Planning 
Commission  recommended  the  enactment  of  such  a  law  in  its  1943  report. 

Chapter  15 — Plant  Patents 

Sections  161,  162.  163  and  i^//.— Inasmuch  as  the  Patent  Office  accepts  the 
recommendations  of  the  Department  of  Agriculture  as  to  novelty,  it  is  thought 
to  be  feasible  to  transfer  to  that  Department  the  right  to  reward  persons  who 
develop  new  species  of  plants. 

Chapter  16 — Designs 

iicctions  111,  112  and  113. — Persons  who  develop  desig-ns  should  be  rewarded 
for  their  efforts.  Because  designs  have  been  patented  for  so  long  a  time,  and 
coui-ts  have  made  clear  how  patents  for  designs  should  be  evaluated,  it  is  recom- 
mended that  the  Patent  Office  continue  to  grant  design  patents. 
Chapter  11 — Secrecy  of  Certain  Inventions  and  Filing  Applications  in  Foreign 
Countries 

Sections  181,  182,  183,  184,  18.j,  186,  187  and  188  are  necessary  provisions,  but 
Section  184  should  be  revised  by  the  elimination  of  reference  to  a  "complete" 
application. 
Chapter  IS. — Deferred  Examination 

Sections  191. 192,  193  and  194  should  be  eliminated. 

If  we  are  ever  to  have  deferred  examination,  it  should  be  adopted  only  after 
the  Congress  has  given  the  matter  its  most  careful  study.  The  Secretary  of 
Commerce,  whoever  he  may  be,  is  not  the  man  to  issue  implementing  regulations. 
Hearings  should  be  held  and  the  question  of  the  adoption  of  the  proposal  to  adopt 
the  radically  different  system  of  deferred  examination  in  lieu  of  that  w^hich  we 
have  in  this  country  should  be  most  carefully  studied. 

PART   III PATENTS   AND   PKOTECTION    OF  PATENT   BIGHTS 

Chapter  25 — Amendment,  Correction,  and  Revocation  of  Patents 

Section  251  should  be  revised  by  the  elimination  of  sub-section  (c).  There  is 
no  valid  reason  why  broadened  reissues  may  not  be  granted.  The  rights  of  inter- 
venors  should  of  course  be  always  respected. 

Sections  253,  254.  255  and  256  are  entirely  appropriate. 

Section  251.  Revocation. — This  section  should  be  eliminated. 

If  adopted,  no  patentee  can  feel  wholly  secure  until  his  patent  is  at  least  three 
years  old.  This  will  delay  investment  of  capital  and  exploitation  of  the  patented 
invention.  It  will  detract  from  the  value  of  all  patents  and  encourage  the  feeling 
that  an  inventor  should  not  proceed  patentwise — perhaps  will  encourage  secrecy. 
By  opposing  an  officially  allowed  patent  application  within  six  months  of  its 
publication  any  member  of  the  public  may  participate  in  its  processing  and,  there- 
after, its  validity  should  be  determined  in  proceedings  in  the  Federal  Courts. 

It  has  heretofore  been  suggested  that  the  ability  of  Federal  Courts  to  decide 
patent  cases  might  be  improved  by — 

(1)  the  adoption  of  the  nine  man  Court  proposal  of  the  American  Bar 
Association  Patent  Section  and/or 

(2)  permitting  a  Court  having  patent  litigation  before  it  to  refer  to  the 
Patent  Office,  for  an  advisory  opinion,  certain  technical  questions  which  the 
Patent  Office  is  competent  to  answer, 

and  it  is  believed  that  these  recommendations  are  worthy  of  serious  study  by  the 
Congress  at  this  time. 

Chapter  26. — OicnersMp  and  Assignment 

Section  261,  Ownership :  assignment,  and  Section  262,  Joint  Owners,  are  quite 
appropriate. 

Chapter  21. — Government  Interests  in  Patents 

Section  261. — Time  for  taking  action  in  Government  owned  applications.  No 
doubt  a  very  necessary  provision. 

Chapter  28. — Infringement  of  Patents 
All  four  sub-sections  believed  to  be  important  and  appropriate  provisions. 
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Chapter  29. — Remedies  for  Infringement  of  Patent,  and  Other  Actions 

No  comment  specifically  on  Sections  281.  282,  283,  284,  285.  287,  288,  292,  2J)o, 
all  of  which  appear  to  be  quite  in  order.  Sections  286,  289,  290  and  294,  no  com- 
ment at  this  time. 

Section  1256.  Court  of  Customs  and  Patent  Appeals;  Certiorari. — This  is  a 
very  appropriate  provision. 

Section  1295.  Patent  Office  cases. — Eliminate. 

The  number  of  Judges  on  the  Ck)urt  of  Customs  and  Patent  Appeals  may  be  in- 
creased to  nine,  as  has  been  suggested,  and  they  may  be  authorized  to  sit  with 
Federal  Court  judges  trying  patent  cases  when  requested  to  do  so.  This  plan  is 
an  excellent  one  and  should  be  adopted  (with  the  trial  de  novo  privilege 
eliminated). 

Section  757.  Civil  Commissioners  for  Patent  Cases. — Eliminate. 

If  the  number  of  judges  on  the  Court  of  Customs  and  Patent  Appeals  be  in- 
creased and  they  be  authorized  to  sit  with  Federal  judges  elsewhere — the  Civil 
Commissioners  will  not  be  needed. 

The  word  "unenforceability"  which  appears  in  subsection  (b)  of  Section  282 
suggests  that  greater  attention  of  those  interested  in  the  welfare  of  the  Patent 
System  might  be  directed  to  the  aggressive  attitudes  of  the  Antitrust  section  of 
the  Department  of  Justice  and  of  the  Federal  Trade  Commission.  The  Patent 
Office  should  be  well  equipped  to  advise  patentees  of  their  rights  in  this  area. 

It  is  my  understanding  that  there  are  over  two  hundred  lawyers  employed  in 
the  Anti-Trust  Section  of  the  Department  of  Justice  and  several  hundred  em- 
ployed by  the  Federal  Trade  Commission.  It  has  been  suggested,  if  I  remember 
correctly,  that  the  Patent  Office  provide  patent  owners  with  information  with  re- 
spect to  their  rights  to  exploit  their  patents  without  running  the  risk  of  anti- 
trust actions  based  on  misuses,  etc.  and  such  suggestion  has  merit  and  should  be 
seriously  considered.  The  relatively  recent  questioning  of  an  examiner,  authorized 
by  a  Federal  Court,  by  attorneys  for  the  Federal  Trade  Commission,  in  which  he 
was  forced  to  testify  with  respect  to  happenings  which  took  place  during  the 
prosecuting  of  a  patent  application  some  eleven  years  earlier,  should  warn  those 
interested  in  the  welfare  of  our  patent  system  that  a  real  threat  exists.  This 
should  not  be  allowed  to  happen  again  if  it  is  possible  to  prevent  it.  Now  that  the 
patent  law  is  being  reviewed  in  its  entirety  a  good  opportunity  to  give  this  problem 
full  consideration  is  provided. 

These  comments  have  been  written  with  the  thought  in  mind  that  an  expres- 
sion of  the  views  of  a  conservative  may  be  helpful  at  a  time  when  there  is  so 
much  pressure  in  the  opposite  direction,  and  not  with  the  expectation  that  even 
all  conservatives  will  agree.  My  experience  as  a  practitioner  has  left  me  with 
the  certain  feeling  that  a  strong  and  efficient  Patent  Office  will  minimize  litigation 
based  on  issued  patents.  Also  that  applications  for  patent  filed  here  which  cor- 
respond to  applications  filed  abroad  under  the  "first  to  file"  system  are  not  in 
as  satisfactory  form,  judged  by  our  standards,  as  those  which  were  prepared 
initially  in  this  country. 

Even  if  we  have  the  most  rigorous  examination  in  our  Patent  Office,  and  even 
if  the  International  Patent  Institute  under  BIRPI'S  recent  proposal  issues  an 
international  certificate  of  patentability,  we  will  still  have  some  patents  which 
will  be  declared  invalid  by  the  courts.  There  will  always  be  honest  differences  of 
opinion,  based  on  identical  facts,  as  to  the  obviousness  or  non-obviousness  of  any 
certain  improvement  which  is  claimed  to  be  an  invention.  But  good  unhurried 
examination,  based  on  all  available  facts,  with  full  discussion  permitted,  will 
decrease  the  likelihood  of  the  issuance  of  patents  thought  by  the  courts  later 
to  cover  "obvious"  concepts. 

Finally,  it  is  again  suggested  that  it  Is  most  difficult  to  understand  how  the 
several  objectives  of  S.  1042,  mentioned  in  the  President's  letter  of  transmittal, 
will  be  realized  if  the  bill  is  enacted  in  its  present  form.  To  the  contrary,  it  is 
believed  that  enactment  of  the  bill  without  material  change  will  work  injury  to 
«ur  economy.  Careful,  unhurried  evaluation  is  thought  to  be  in  order. 
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